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Qpinion by Walters, Adm nistrative Trademark Judge:

B.UM International, Inc. filed its opposition to the
application of Jeff L. Kaplan to register the mark B. U M
SYSTEMS “BUYI NG USED MJSI C* for “retail store services in
the field of used conpact discs, CD-ROM audio, visual and

conputer related itens.”?

! Application Serial No. 74/498,791, filed March 10, 1994, based upon
use of the mark in comrerce in connection with the identified services
alleging first use and first use in conmerce as of Novenber 1, 1990.
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As grounds for opposition, opposer asserts that
applicant’s mark, when applied to applicant’s services, so
resenbl es opposer’s previously used and regi stered mark, as

shown bel ow,

bum.

equipment

for “clothing, nanely, pants, shirts, sweatshirts, shorts,
t-shirts, tank tops, overalls, jackets, sweatpants and
cardigans”? as to be likely to cause confusion under Section
2(d) of the Trademark Act. Qpposer asserts, further, that,
whil e the above-identified mark is opposer’s primary mark,
opposer owns additional trademark registrations which

contain the word B. U M?® and opposer has registered its

2 Registration No. 1,430,327, issued February 24, 1987, to Derek A
Federman. [Renewed for a termof twenty years; Section 15

acknow edged.] Record title to the registration is in opposer’s nane.

® Opposer lists the follow ng registrations: Nos. 1,763,731 and
1,794,343 (AQUA B.U M); Nos. 1,712,713 and 1, 803,738 (BABY B.U.M); No.
1,753,290 (BASEBALL B.U.M); No. 1,768,116 (BIGB.U M); No. 1,665,480
(B.U M BLUES); No. 1,805,374 (B.U M FOOTVEAR); No. 1,805,373 (BUM FOR
MEN); No. 1,533,267 (B.U M GEAR GENU NE BY B.U.M EQU PMENT); No.
1,724,691 (B.U M AROUND); No. 1,613,951 (B.U M IT); No. 1,802,774
(B.UM KICKS); No. 1,810,074 (B.U M KIDS); No. 1,751,943 (B.U M
RUNNER) ; No. 1,794,325 (B.U M SPORT); No. 1,808,516 (B.U M SPORTS

EQUI PMENT) ; No. 1,751,940 (CYCLE B.U.M); No. 1,751,936 (GENTLEMAN
B.UM); No. 1,765,300 (JUMPINB.U M); No. 1,766,772 (LI'L B.U.M); No.
1,823,768 (LITTLE B.U.M); No. 1,765,299 (MARATHON B.U. M); No.
1,746,459 (MUSCLE B.U.M); No. 1,757,674 (OCEAN B.U.M); No. 1,746, 455
(RACQUET B.U. M); No. 1,746,454 (ROLLER B.U.M); No. 1,757,675 (SEA
B.UM); No. 1,737,405 (SKI B.U.M); No. 1,794,336 (SOCCER B.U.M); No.
1,796,627 (SURF B.U. M); No. 1,751,941 (VOLLEY B.U.M); and No.
1,751,944 (WORKQUT B.U. M). Wile these registrations were not nmade of
record properly by opposer, applicant admts, in his answer, the truth
of opposer’s statement of ownership of these registrations. However, as



Qpposition No. 98,027

primary mark in connection with a wide variety of goods;*

t hat opposer has been “using, advertising and pronoting its
various trademarks which include the mark B.U M and B. U M
EQU PMENT . . . continuously in commerce since 1987”; that
opposer has spent “substantial tinme, effort and suns of
nmoney to enhance the reputation of its nunmerous trademarks
so that, regardless of format, “any nerchandi se” bearing the
words B.U M EQU PVMENT will be recognized by consuners as
emanating from opposer; that the notoriety of opposer’s
B.U M EQU PVENT and related B.U M narks “extends well
beyond the field of apparel”; and that “applicant becane
awar e of opposer’s substantial use of the trademark B. U M

EQUI PMENT in connection with the sale of itens of apparel

opposer has not provided any other information about these
registrations, in particular, the goods identified in the registrations,
we find that this evidence establishes only that opposer owns
registrations for variations of the B.U M marks, as noted herein. This
evi dence does not establish in this record the nature or scope of the
goods for which such marks are registered or that such marks are in use.
“ Of record are two registrations, in addition to the primary pleaded
registration, for the mark B.U M EQU PMENT and design. Registration
No. 1,765,172, issued April 13, 1993, for “retaining bands for

eyegl asses and sungl asses, sunglass floater to prevent sunglasses from
sinking in water and life preservers” in Cass 9; “vehicle license plate
covers” in Class 12; “watches” in Oass 14; “luggage, ski bags, boot
bags, and cases for carrying lip balmsold enpty; unbrellas” in d ass
18; “beach chairs” in Cass 20; “plastic water bottles for househol d use
and plastic or foaminsulated can and bottle cool ers for househol d use”
in Class 21; “towels” in Oass 24; “socks, shoes, gloves, scarves and
sun visors” in Oass 25; and “saucer shaped toy for throw ng and
catching” in Cass 28. The registration indicates dates of first use
and first use in comerce of Decenber 4, 1992, in connection w th goods
identified in asses 9, 12, 14, 20, 24, 25 and 28; and of Novenber 13,
1992, in connection with goods identified in Casses 18 and 21

Regi stration No. 1,697,485 issued on June 30, 1992, for “sungl asses and
sungl ass cases” in Cass 9; “stickers” in dass 16; “backpacks, fanny
packs, tote bags, brief cases and wallets” in Cass 18; “non-netal key
chains” in Cass 20; “caps and sun caps” in Cass 25; and “hair ties” in
Cass 26. The registration indicates dates of first use and first use
in conmerce in connection with the identified goods of May 1, 1991
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and ot her nerchandise sold in retail stores throughout the
United States” and “sought to trade on the substanti al
goodwi I | and trademark recognition created by opposer.”®

Applicant, in his answer, denied the salient
all egations of the |ikelihood of confusion claim However,
in his answer, applicant admtted that opposer owns and for
many years has used the trademark B. U M EQU PMENT and ot her
identified variations thereto which include the word B.U M
and, in his brief, applicant admtted that “opposer has
shown strength and weight in the leisure clothing industry.”
The Record

The record consists of the pleadings; the file of the
i nvol ved application; title and status copies of opposer’s
pl eaded Regi strations Nos. 1,430, 327; 1,697, 485; and
1,765,172; and the testinony deposition of Mrton Forshpan,
opposer’s chairman and CEQ, with acconpanyi ng exhi bits.
Appl i cant submitted no testinony or other evidence. Both

parties filed briefs on the case.®

®Asoinits notice of opposition, opposer alleges that “[o]n May 13,
1994, opposer’s attorneys directed a letter to a corporation named
B.U M Systens, Inc. in Boca Raton, Florida (which opposer alleges .

to be owned and controlled by applicant) advising it of the potenti al

i nfringement of its corporate name with opposer’s trademark”; and
attaches a copy of this letter to its notice of opposition. Applicant,
in his answer, denies receipt of this letter. However, opposer did not
make this letter properly of record during its testinony period and,
further, there is no subsequent reference to this letter in the record
so that its relevance to the issues before us is not clear. Thus, we
give no consideration to this letter and opposer’s allegations in
relation thereto

® Applicant subnmitted a brief prematurely on Novenber 12, 1996, which
per order of the Board, dated Decenber 31, 1996, has been given no
consi deration herein. Rather, applicant’s properly submtted brief of
January 27, 1997, has been consi dered herein.
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Anal ysi s

In view of applicant’s adm ssions and the certified
copies in the record of opposer’s three registrations for
the mark B.U M EQUI PMENT, there is no issue as to opposer’s
priority with respect to the mark B.U M EQU PMENT. King
Candy Co., Inc. v. Eunice King's Kitchen, Inc., 496 F.2d
1400, 182 USPQ 108 (CCPA 1974).

We turn then to the question of |ikelihood of
confusion. Qur determ nation of |ikelihood of confusion
under Section 2(d) nust be based on an analysis of all of
the probative facts in evidence that are relevant to the
factors bearing on the |ikelihood of confusion issue. Inre
E.l. duPont de Nermours & Co., 476 F.2d 1357, 177 USPQ 563
(CCPA 1973).

As there is little evidence bearing on the other
factors enunerated in the duPont case, the key
considerations in this case are the simlarities between the
goods, the simlarities between the marks and the
reputation, or fame, of opposer’s mark. W consider, first,
the simlarities between the goods of the parties.

Opposer’s evidence establishes that its mark, B. U M

EQUI PMENT, is registered in connection with clothing and a
nunber of related itens; that this mark is used in
connection wth clothing, particularly casual clothing; and

t hat opposer’s primary business is the production of nen’s



Qpposition No. 98,027

and wonen’s clothing which is sold in departnent stores,
such as Macy’'s, J.C. Penny’'s and Sears, and in outlet
stores, such as Cammes. W find that the majority of the
non-clothing itens identified in the aforenentioned

regi strations are goods that are closely related to
clothing, including accessories such as sungl asses and

gl asses-rel ated itens, watches, hair ties, shoes, gloves,
scarves and sun-visors, as well as the various identified
types of packs, bags and wallets. The other identified
itenms, such as stickers, key chains, |license plate covers,
beach chairs, water bottles and coolers, towels and a throw
toy, are related to clothing to the extent that all of these
goods are relatively | ow cost consuner goods that may be
sol d by opposer as pronotional itens in connection with its
mark which is primarily used in connection with clothing.

On the other hand, the services identified in the
application herein are retail store services in the field of
used conpact discs, CD-ROM audio, visual and conputer
related items. Not only do applicant’s proposed services
appear on their face to be vastly different from both
opposer’s cl ot hing business and the other goods identified
i n opposer’s registrations, but the record contains
absol utely no evidence establishing any connection between
opposer’s goods and the services identified in the

application. Further, the record contains no evidence
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indicating that applicant’s services mght be within the
scope of natural expansion of opposer’s business.

Consi deri ng, next, the marks, we nust base our
determ nation on a conparison of the marks in their
entireties. However, we are guided, equally, by the well-
established principle that, in articulating reasons for
reaching a conclusion on the issue of confusion, “there is
not hing inproper in stating that, for rational reasons, nore
or less weight has been given to a particular feature of a
mar k, provided the ultimte conclusion rests on
consideration of the marks in their entireties.” Inre
Nati onal Data Corp., 732 F.2d 1056, 224 USPQ 749, 751 (Fed.
Cir. 1985). Applicant’s and opposer’s marks share the term
B.UM The record contains no evidence in support of
applicant’s contentions that the B.U M portion of opposer’s
mark i s suggestive of the casual style of clothing
identified thereby. Rather, the record supports the
conclusion that, in connection with clothing and rel ated
itens and accessories, B.UM is an arbitrary term
Furt her, regardi ng opposer’s mark, B.U M EQUI PMENT,
EQUI PMENT i s suggestive of clothing and accessories, thus,
B.UM is likely to be perceived as the dom nant portion of
the mark. This perception is |likely to be reinforced by the
numer ous ot her registrations owed by opposer for various

mar ks containing the termB. U M
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We do not find the marks herein to be confusingly
simlar sinply because applicant’s mark contains the term
B.U M, which has been found to be the arbitrary and
dom nant portion of opposer’s mark. Rather, we nust | ook at
both marks in their entireties to determ ne whether the
mar ks engender simlar overall commercial inpressions. The
B.U M portion of applicant’s mark is clearly an acronym for
the portion of applicant’s mark, BUYING USED MUSIC. In this
context, the phrase B.U M SYSTEMS in applicant’s mark is
suggestive of an aspect of applicant’s retail store
services, nanely that such services establish a “systenf by
whi ch consuners may buy and, perhaps, sell “used nusic” in
the form of used conpact discs, etc. Thus, B.UM is not an
arbitrary termas it appears in applicant’s mark. W find
this factor to be a significant difference between the
parties’ marks such that they do not convey simlar overal
commercial inpressions. Rather, we find that when opposer’s
and applicant’s marks are considered in their entireties,

t hey engender distinctly different overall commerci al

i npressions. The differences in the overall comrerci al

i npressions of the parties’ nmarks are reinforced when the
mar ks are considered in connection with the vastly different
goods and services of applicant and opposer.

Wth regard to the reputation of opposer’s mark, we

previously noted applicant’s adm ssion that opposer’s nark,
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B.U M EQU PMENT, is a “strong” mark in connection with

| eisure clothing. Further, we find that the record supports
t he concl usion that opposer’s mark, B.U M EQU PVENT, is
famous in connection with clothing, particularly in the
category of casual clothing.” Opposer’s chairman and CEQ
Morton Forshpan, testified that for all goods bearing the
B.U M tradenarks, opposer’s sales volune for the five-year
period prior to his testinony in July, 1996, was
approximately $1.2 billion retail or $700 mllion whol esal €;
t hat opposer’s advertising includes celebrity athlete
sponsors such as Oscar de |la Hoya, Larry Holnmes and WIlly
Galt and sports teans such as the L. A Kings and the L. A
Clippers; that a trade publication about |egendary
trademarks identifies opposer’s clothing mark, B.U M

EQUI PMENT, as one such mark;® and that, in 1993, J. C.  Penny
conducted a survey that rated opposer’s mark, B.U M

EQUI PMENT, as one of the nost recogni zabl e cl ot hi ng brands,
second only to Levis. The record also includes a copy of an
article in Wnen’s Wear Daily, Novenber, 1995, stating that
a survey of the top ten recogni zable brands in the United
States ranked opposer’s mark, B.U M EQU PMENT, as nunber 3

in the “young/contenporary” category.

" Wil e opposer has nade of record two registrations for its mark
B.U M EQUJ PMENT, for non-clothing itenms, the record contains no

evi dence regardi ng use of the mark in connection therewith or that the
fame of opposer’s mark extends beyond the clothing field.

8 Wiile the referenced article is included as an exhibit to M.
Forshpan’s testinmony, the copy subnmitted is entirely illegible. Thus,
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In view of the fane of opposer’s mark, B. U M
EQUI PMENT, in the clothing field, opposer nmay preclude the
subsequent registration of the sanme or simlar mark in
connection with the sane or simlar goods or services, as
well as in connection with any goods or services which m ght
reasonably be assuned to emanate fromit in the natural
expansion of its business under the mark. However,
notw t hstandi ng the fane of opposer’s mark, opposer is not
entitled to preclude the subsequent registration of the sane
or simlar mark in connection with any and all goods and
services including those conpletely unrelated to the goods
of opposer. To do otherw se would be to bestow upon opposer
aright in gross which is contrary to Section 2(d) and to
t he recogni zed principle of trademark | aw that ownership of
a mark does not create a “nonopoly” therein. Am ca Mitual
| nsurance Conmpany v. R H Cosnetics Corp., 204 USPQ 155
(TTAB 1979) and cases cited therein; Penthouse
International, Ltd. v. Dyn Electronics, Inc., 196 USPQ 251
(TTAB 1977).

In the case before us, not only have we found that the
mar ks of the parties convey different overall comerci al
i npressions as applied to the respective goods, but we have
found that the goods and services of the parties are vastly

different, and that applicant’s services are not within the

only M. Forshpan’s statenents in this regard have been consi dered

10
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scope of natural expansion of opposer’s business under its
mar k. Thus, opposer has not net its burden of proof in
showi ng that confusion is likely. Based on the very sparse
record before us, we see the |ikelihood of confusion claim
asserted by opposer as anounting to only a specul ative,
t heoretical possibility. Language by our primary revi ew ng
court is helpful in resolving the |ikelihood of confusion
controversy in this case:

We are not concerned with nere

theoretical possibilities of confusion,

deception or mstake or wwth de mnims

situations but with the practicalities

of the commercial world, with which the
trademark | aws deal

El ectronic Design & Sales Inc. v. Electronic Data Systens
Corp., 954 F.2d 713, 21 USPQ2d 1388, 1391 (Fed G r. 1992),
citing Wtco Chemcal Co. v. Witfield Chem cal Co., Inc.
418 F.2d 1403, 1405, 164 USPQ 43, 44-45 (CCPA 1969), aff'g
153 USPQ 412 (TTAB 1967). Sinply put, a consuner famliar
wi th opposer’s mark, B.U M EQU PVMENT, and other B.U M

mar ks in connection with apparel and m scel | aneous rel ated
itenms and accessories is not likely to believe, upon
encountering applicant’s mark B.U M SYSTEMS “ BUYI NG USED
MJUSI C' in connection with applicant’s identified retai
store services, that the goods and services originate or are

associated wth the sane entity.

her ei n.

11
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Deci sion: The opposition is dism ssed.

J. D. Sans

R F. G ssel

C. E Wilters
Adm ni strative Tradenmark Judges,
Trademark Trial and Appeal Board
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