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Qpinion by Walters, Adm nistrative Trademark Judge:

Rol ex Wtch U . S. A, Inc. filed its opposition to the
application of Reuben Teves to register the mark shown bel ow
for “jewelry manufactured by Reuben nanely rings, pins,
brooches, pendants, necklaces, earrings, tie tacks, charns,

bracelets and sinmlar and related itens of jewelry.”?!
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As grounds for opposition, opposer asserts that
applicant’s mark, when applied to applicant’s goods, so
resenbl es opposer’s previously used and regi stered mark, as
shown bel ow, for “timepieces of all kinds and parts
therefor”® as to be likely to cause confusion under Section
2(d) of the Trademark Act. In this regard, opposer further
all eges that the goods of the parties are identical and/or
closely related; and that both parties’ goods are capabl e of
sale to the sane purchasers through the sanme channel s of

trade.

! Application Serial No. 74/461,254, filed Novenber 22, 1993, based upon
use of the mark in commerce in connection with the identified goods
alleging first use and first use in conrerce as of April 18, 1977.

2 Regi stration No. 657,756, issued January 28, 1958 [renewed for a term
of twenty years from January 28, 1978; Section 15 affidavit

acknow edged]. The registration certificate issued originally to
Montres Rolex, S.A., although the record establishes current title of
the registration in opposer
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Applicant, in his answer,?® denied the salient
al l egations of the likelihood of confusion claim |In
support of his denial, applicant clainms that he does not
manufacture or apply his mark to timepi eces; that tinmepieces
are different fromthe type of goods on which applicant’s
mark is used; that the channels of trade differ, as
applicant sells his goods at the whol esale | evel entirely;
that all of applicant’s goods are custom ordered by
retailers; that applicant’s mark appears on the back of
jewel ry pieces, whereas opposer’s mark appears on the front
of its tinepieces; and that, despite years of coexistence,
t here has been no actual confusion. Applicant admtted that
opposer’s trademark “has established w despread recognition

in the public eye.”?

% To the extent that applicant’s answer nmay be insufficient, any such
insufficiency is considered waived by opposer’s failure to object

t her et o.

* On January 11, 1996, applicant filed a paper entitled “Applicant’s
Rebuttal to Opposer’s First and Second Notice of Reliance” which
consists entirely of argunent in support of applicant’s position herein.
VWiile this filing was not properly responsive to opposer’s filing of its
notice of reliance, nor was it filed within the time for filing
applicant’s brief, we will consider it as supplenental to applicant’s
brief, because, in its brief, opposer quotes fromthis subm ssion and
otherwise treats it as being of record. Thus, we consider applicant’s
statenment therein that “the crown design shown in [opposer’s]
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The Record

The record consists of the pleadings; the file of the
i nvol ved application; a photocopy of a title and status copy
of opposer’s pleaded Registration No. 657,756;° and excerpts
in the nature of advertisenents from printed publications,
all made of record by opposer’s notices of reliance.
Appl i cant submtted no testinony or other evidence. Both
parties filed briefs on the case.
Anal ysi s

| nasnmuch as opposer’s registration is of record, there
IS no issue with respect to opposer’s priority. King Candy
Co., Inc. v. Eunice King’s Kitchen, Inc., 496 F.2d 1400, 182
USPQ 108 (CCPA 1974). Further, in his brief, applicant
admts opposer’s priority. (Applicant’s brief, pps. 2-3.)

Qur determ nation of |ikelihood of confusion under
Section 2(d) nust be based on an analysis of all of the
probative facts in evidence that are relevant to the factors
bearing on the |ikelihood of confusion issue. 1In re E.I
duPont de Nenours & Co., 476 F.2d 1357, 177 USPQ 563 ( CCPA
1973). Two key considerations are the simlarities between

the goods and the simlarities between the marks. This is

advertising is well known” along with the above-quoted statenent in
applicant’s answer as an adm ssion that opposer’s mark is well known.

Qpposer submitted a photocopy of the title and status of its pl eaded
registration, which is insufficient to nake the registration of record.
However, we will consider opposer’s registration to be of record herein
as applicant has not objected and has treated opposer’s registration in
every respect as being of record. See, Section 703.02(a) of the
Trademark Trial and Appeal Board Manual of Procedure (TMBP)
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especially true in cases where, as here, there is alnbst no
evi dence bearing on the other factors enunerated in the
duPont case.®

Turning to the goods of the parties, we note that
opposer’s registration identifies the mark in connection
with the broad category of tinepieces, and that opposer’s
evi dence pertains to watches, which are one type of
ti mepi ece. W take notice of the definitions’ of “jewel” as
“n. 1. a costly ornanment of precious netal or gens used as
personal adornnment. vt. 2. to fit with jewls, as a watch”
and of “jewelry” as “n. jewels, esp. ornanents made of
precious netals set with gens.” 1In this regard, the record
supports the conclusion that, while opposer’s watches
primarily allow the wearer to keep track of the tinme, both
opposer’s watches and applicant’s jewelry may be worn by
people as a formof adornnment. Several of opposer’s 210
exhibits, all of which are advertisenents for its watches in
vari ous magazi nes, newspapers and playbills covering a
period from February 1956 to Novenber 1995, tout the quality
and durability of the tinmekeeping nechanismas well as the
attractive qualities of its watches. This is evidence that

opposer markets its watches both as precision tinmekeeping

® Applicant made a number of statements of fact in its brief and

i ncl uded copi es of designs purported to be third-party marks. However,
as applicant submtted no evidence during its testinony period, the
facts and designs referenced in applicant’s brief are not established in
this record and have been gi ven no consi deration

" Webster’s I, New Riverside University Dictionary, 1984.
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instruments and as a type of jewelry for adornment. Sever al
exanpl es foll ow

Exhi bit No. 176, ad in Town and Country, Decenber
1989, states “Fromthe master watchmakers of Rol ex
cones a new hand-crafted 18 kt. gold tinepiece

t hat pays homage to the skills of Renai ssance

scul ptor and goldsmth, Benevenuto Cellini. . .
the curved design of its thin case radiates the

el egant warnth of 18 kt. gold. The matching

‘Ml anese’ style bracelet is entirely

handw ought . ”

Exhi bit No. 181, ad in The New Yorker, Novenber

26, 1990, states “For generations Bailey Banks &

Bi ddl e has set the standard for excellence in fine

jewel ry and watches.”

Exhibit No. 73, ad in Harper’s Bazaar, June 1974,

states “Rolex brings the snolder of gold and the

fire of dianond . . . This is the soverei gn Rol ex

couple of the Day-Date in 18 kt. gold, encircled

by 46 full cut dianonds; and the Lady Datej ust,

with its noose of 34 full-cut dianonds.”

Exhi bit No. 196, ad in 49ers Report, August 23,

1994, states “Twin classics of integrity and

beauty, the Rol ex Day-Date and Rol ex Lady Datej ust

Nei t her the application nor the pleaded registration
contains any limtations to the identification of goods.
Rat her, both identifications of goods are broadly worded.
Therefore, we nust presune that the goods of the opposer and
applicant are sold in all of the normal channels of trade to
all of the normal purchasers for goods of the type
identified. See Canadian Inperial Bank v. Wlls Fargo, 811
F.2d 1490, 1 uUsSP2d 1813 (Fed. G r. 1987). As several of
the advertisenents for opposer’s watches are placed by

jewel ers, we can conclude that at |east one source for
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consuners of opposer’s timepieces is jewelers.® As both

wat ches and jewelry may be worn by people for adornnent and
may be sold through jewelers for purchase by the general
public, we conclude that the goods of the parties are
closely related and may be sold through the sane channel s of
trade to the sane class of purchasers.

Turning to the marks, opposer contends that the crown
portion of applicant’s mark is domnant; that the jeweler’s
sawmfranme is a peripheral feature of applicant’s mark that is
not famliar to the general public and appears to hold the
crown in place; and that the crown portion of both marks is
a base supporting five elongated prongs with a ball on the
top of each prong.

Appl i cant contends that the jeweler’s sawfranme design
is the dom nant portion of his mark; and that the crown
portion of his mark is significantly smaller than the
jeweler’s sawfrane, so that it is nmerely an incidental
el enent of the design.

W agree with opposer that we nust base our
determ nation on a conparison of the marks in their

entireties, but that, in articulating reasons for reaching a

8 See, for exanple, opposer’s exhibits nos. 114 [The Daily Report,
Decenmber 19, 1978, ad by Bryant & Co. Jewelers]; 117 [Corpus Christi
Caller, February 23, 1979, ad by Taylor Brothers Jewelers]; 119 [Ti nes
and Denocrat, March 11, 1979, ad by Andraes - Quality Jewelers since
1888]; 149 [The New Yorker, Novenber 16, 1981, ad by Wenpe - Exquisite
Ti mepi eces and Jewelry - Est. 1878]; 181 [The New Yorker, Novenber 26,
1990, ad by Bailey Banks & Biddle]; 196 [49ers Report, August 23, 1994,
ad by Sidney Mobell - Designer and Creator of Fine Jewelry].
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conclusion on the issue of confusion, “there is nothing
i nproper in stating that, for rational reasons, nore or |ess
wei ght has been given to a particular feature of a mark,
provided the ultimte conclusion rests on consideration of
the marks in their entireties.” In re National Data Corp.
732 F.2d 1056, 224 USPQ 749, 751 (Fed. Cr. 1985). In this
regard, we find that, purely froma design standpoint, the
jeweler’s sawfrane and the crown portions of applicant’s
mar k appear equally predom nant. However, the jeweler’s
sawfranme, a tool which applicant describes as being used in
process of making jewelry, is highly suggestive in
connection with jewelry. Thus, we conclude that the
comercial inpression of applicant’s mark i s dom nated by
the crown design, which, on this record, we nust find to be
arbitrary in connection with applicant’s goods. Further, as
opposer points out, while the base of the crown in opposer’s
mark is narrower, relative to the prongs, than the base of
the crowm in applicant’s mark, and opposer’s mark is viewed,
slightly, frombelow, the crowns in the two nmarks are
otherwi se substantially simlar. W find that when
opposer’s and applicant’s marks are considered in their
entireties, they engender simlar overall commerci al
I npr essi ons.

In view of the simlarities in the overall commerci al

i npressions of the parties’ marks and the close relationship
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between the parties’ goods, we find that a |ikelihood of
confusion exists herein. Wiile there are obvious
di fferences between the parties’ marks, these differences
are not sufficient to distinguish these marks for closely
related goods. First, opposer’s mark is well known in
connection wth timepieces, as applicant admts. “[T]he
fame of a trademark may affect the |ikelihood purchasers
w Il be confused inasnmuch as | ess care nmay be taken in
purchasi ng a product under a fanobus nanme.” Specialty Brands
v. Coffee Bean Distributors, Inc., 748 F.2d 669, 6765, 223
USPQ 1281, 1284 (Fed. Cir. 1984). In addition, the fanme of
a mark magnifies the significance of the simlarities
bet ween the marks which are conpared. Kenner Parker Toys
Inc. v. Rose Art Industries, Inc., 963 F.2d 350, 22 USPQd
1453 (Fed. Cir. 1992), cert. denied, 113 S.C. 181 (1992).
Second, the test of |ikelihood of confusion is not
whet her the marks can be distingui shed when subjected to a
si de-by-si de conparison. The issue is whether the marks
create the same overall commercial inpression. Visua
Information Institute, Inc. v. Vicon Industries Inc., 209
USPQ 179 (TTAB 1980). Due to the consum ng public’s
fallibility of menory and consequent |ack of perfect recall,
the enphasis is on the recollection of the average custoner,
who normally retains a general rather than a specific

i npression of trademarks or service marks. Spoons
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Restaurants, Inc. v. Mrrison, Inc., 23 USPQRd 1735 (TTAB

1991), aff’d. No. 92-1086 (Fed. G r. June 5, 1992).
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Deci sion: The opposition is sustained.

J. D. Sans

P. T. Hairston

C. E Wilters
Adm ni strative Tradenmark Judges,
Trademark Trial and Appeal Board

11



