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Qpinion by Walters, Adm nistrative Trademark Judge:

United States Surgical Corporation filed its opposition
to the application of Acuderm Inc. to register the mark
ACU- SUTURE for “surgical devices, nanely, disposable devices
for sewing or stitching surgical sites.”?

As grounds for opposition, opposer asserts that

applicant’s mark, when applied to applicant’s goods, so

! Application Serial No. 74/486,842 , filed January 28, 1994, based upon
use of the mark in comrerce in connection with the identified goods,
alleging first use and first use in conmerce as of Novenber 1, 1993.
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resenbl es opposer’s previously used and regi stered nark,
AUTO SUTURE, for “surgical stapling instrunents and staples

t her ef or” 2

as to be likely to cause confusion under Section
2(d) of the Trademark Act. Qpposer alleges, further, that
it is and has been for many years an internationally known
manuf acturer and seller of wound cl osure devices such as
surgi cal staplers and sutures under the trademark and trade
name AUTO SUTURE; that many of opposer’s wound cl osure
instrunments are di sposable; that opposer has used the AUTO
SUTURE trademark since at |least as early as July 6, 1965;
and that both parties’ goods relate to surgery and wound
closure and are sold in the sane or simlar channels of
trade to the sane or simlar classes of custoners, i.e.,
hospitals, distributors for hospitals and health care
wor ker s.

Applicant, in its answer, denied the salient
al l egations of the l|ikelihood of confusion claim alleging
with respect to channels of trade and class of purchasers
that its goods are sold primarily to office-based
physi ci ans; and asserted, as “affirmati ve defenses,” that
the parties’ marks and goods are different and, thus, there

is no |likelihood of confusion, and that there have been no

i nst ances of actual confusion.?

2 Regi stration No. 1,065,230, issued May 10, 1977 (renewed for term of
10 years, Section 15 affidavit filed).

3 Applicant’s first pleaded affirmative defense is sinply a denial of
the ground for opposition. Wile this is not an affirmative defense, it
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The Record

The record consists of the pleadings; the file of the
i nvol ved application; and the foll ow ng docunents submtted
by notices of reliance by the parties: a certified copy
indicating title and status of opposer’s pl eaded
Regi stration No. 1,065, 230; certain specified discovery
responses of applicant and opposer; and, by stipul ati on of
the parties, affidavits in lieu of testinony depositions of
Kat hryn H. Maiol o, opposer’s marketing adm nistrative
support supervisor, and Charles Yeh, applicant’s president,
both with acconpanying exhibits. Both parties filed briefs
on the case.
Opposer

Qpposer’s supervisor for marketing adm nistrative
support, Kathryn Miol o, describes opposer as “a conplete
wound cl osure conpany, offering a full line of endoscopic
i nstrunments, stapling products and sutures.” (Miolo
affidavit, p. 1.) Auto Suture Conmpany is a division of
opposer that sells all of opposer’s wound cl osure products
in the United States. Opposer began selling wound cl osure

products in 1965 and |aunched its line of suture products in

is a permssible anplification of that denial. See, Trademark Trial and
Appeal Board Manual of Procedure, Sections 318(b) and (c). Applicant’s
second pl eaded affirmati ve defense is, likewise, nmerely a perm ssible
anplification of applicant’s denial of opposer’s asserted ground for
opposition. Neither actual confusion nor |lack thereof are determ native
of the issue of |ikelihood of confusion; rather, whether or not actua
confusion has occurred is one factor to be considered in determ ning
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1991. Opposer sells its products to hospitals, nedical
supply distributors, clinics and private doctors’ offices,

i ncl udi ng dermat ol ogi sts. However, the evidence of record
i ndi cates that opposer’s products are primarily sold
directly to hospitals for surgical use.* For exanple,
opposer’s Maiolo exhibit 2, its 1995 suture price list, iIs
entitled “Hospital Price List.” Further, opposer describes
its business as follows in its 1994 annual report (Miolo
exhibit 1), chairman’s letter:

As 1992 canme to a close, our core business of
surgical stapling instrunments was in its twenty-
fifth consecutive year of growh; we were

begi nning to nmake inroads into the suture market;
and our new line of products for |aparoscopy was
skyrocket i ng.

Qur nost inportant contact in the hospital had
al ways been the surgeon. The Conpany’s

sal espeopl e were expert at denonstrating the
patient benefits and superior technol ogy of our
devices to clinicians.

During 1993, a sea change took place in hospital
managenent. QOperating room purchasi ng was
controlled by a partnership consisting of the end
user, in our case the surgeon, and financial or
mat eri al s managenent, areas of the hospital where
our sal espeopl e had not previously devel oped
strong ties or relationships.

I'i kel i hood of confusion. See, Wiss Associates Inc. v. HRL Associ ates
Inc., 902 F.2d 1546, 1549, 14 USPQ2d 1840, 1842-3 (Fed. Cr. 1990).

* The evidence of nininal sales of opposer’s products to a small nunber
of doctors, including dermatol ogi sts, does not belie our concl usion
herein that opposer’s sales are primarily to hospitals, but it does
establish that opposer markets and sells its products, as well, to
doctors, such as dermatol ogi sts, who may perform surgi cal procedures in
their offices or clinics.
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Opposer regularly participates in conferences and
conventions, such as those sponsored by the Anmerican Col |l ege
of Surgeons, the Association of Operating Room Nurses and
the Society of American Gastrointestinal Endoscopic
Sur geons.

The record includes packagi ng for three of opposer’s
suture products, which packagi ng includes the mark AUTO
SUTURE, apparently used as a house mark, in conjunction with
one or two marks used to identify the particular product
and/ or a conponent thereof. For exanple, sone of the
trademar ks used in connection with opposer’s suture products
i ncl ude BI OSYN, SURGA WP, SURG DAC, SURA TIE, POLYSORB, and
ENDOSTI TCH.

Appl i cant

Appl i cant has been selling products used by
dermat ol ogi sts and dernmatol ogy clinics nationally since
1983. Applicant’s catal og and packagi ng for several
different products establish that applicant identifies its
products by marks that include the prefix ACU foll owed by
terms which applicant describes as the generic or
descriptive nanes of applicant’s products. For exanple,
appl i cant’ s packagi ng of record includes the marks ACU-FIT
for gloves, ACU PUNCH for disposable skin biopsy punches,
and ACU- DI SPO- CURETTE for di sposable dermal curettes.

Applicant’s president, Charles Yeh, testified that applicant



Qpposition No. 96, 152

has used this fornmula to create all trademarks used on or in
connection wth its products since 1983. The record
supports use by applicant of specific ACU trademarks in
connection with a variety of products for nedical and
surgi cal use since July 1995, the date of applicant’s
catalog, in which all products are identified therein by
marks with the prefix ACU.®> Applicant’s catalog features a
broad range of products including scal pels, cauteries,
curettes, electrosurgical supplies, gloves, nmasks, needles,
and scissors. M. Yeh testified that applicant first used
the mark at issue herein, ACU SUTURE, in connection with the
surgical devices identified in this application since at
| east December 1993,° with annual sales since that time of
approxi mat el y $35, 000.

Applicant markets its products directly to office-based
dermat ol ogi sts and their enpl oyees; and custoners purchase
products directly fromapplicant. Applicant makes no sal es

t hrough nedi cal supply distributors, nor does applicant sel

> Applicant has submitted photocopies of sixteen registrations that
applicant clains it has “[f]romtinme to tinme, ... sought and/or
received.” (Yeh affidavit, p.2.) As applicant has neither submtted
status and title copies of these registrations nor testified to their
current status and title, these registrations are not properly of record
and wi |l be considered as evidence only of the fact that such
registrations issued in applicant’s nane. See, Trademark Trial and
Appeal Board Manual of Procedure, Section 703.02(a). Aso in this
regard, applicant has not established that it has a famly of ACU marks
and we agree with opposer that such a line of reasoning is not rel evant
to our consideration herein. See, Baroid Drilling Fluids, Inc. v. Sun
Drilling Products, 24 USPQd 1048 (TTAB 1992).

® Wiile the applicant claims, in the application, first use as of
Novenmber 1, 1993, applicant’s answer to opposer’s interrogatory no. 2
states that applicant’s first sale occurred in Decenber 1993. Thus, we
adopt the later date herein.
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its products to hospitals. Applicant markets its products
t hrough the periodic distribution of its product catalog to
dermat ol ogy offices and clinics nationwi de (approxi mately
10, 000 copies) and through applicant’s exhibits at
dermat ol ogi ¢ conferences, such as those sponsored by the
Aneri can Acadeny of Dermatol ogy, the Anmerican Society of
Der mat ol ogi ¢ Surgery and sim |l ar state-based organizations.
Anal ysi s

| nasnmuch as a certified copy of opposer’s registration
is of record, there is no issue with respect to opposer’s
priority in connection with the surgical stapling products
identified therein. King Candy Co., Inc. v. Eunice King' s
Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA 1974).
Further, opposer has established its priority in connection
Wi th suture products through evidence of its use of the mark
AUTO SUTURE in connection with suture products since at
| east as early as March 15, 1991.°

Qur determ nation of |ikelihood of confusion under
Section 2(d) nust be based on an analysis of all of the
probative facts in evidence that are relevant to the factors
bearing on the |ikelihood of confusion issue. 1In re E.I
duPont de Nenours & Co., 476 F.2d 1357, 177 USPQ 563 ( CCPA

1973). Key considerations are the simlarities between the

" We disagree with applicant’s contention that the record does not
support opposer’s use of the mark AUTO SUTURE in connection with
surgi cal suture products.
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goods, the simlarities between the marks, and the
simlarities between the channels of trade and cl asses of
pur chasers.

Wth respect to the goods of the parties, contrary to
applicant’s contention that the issue of |ikelihood of
confusion herein is limted to consideration of the goods
identified in opposer’s registration, opposer is entitled to
rely also on any prior use it has nmade of its mark in
connection wth particul ar goods or services. As noted
above, we find that the record establishes that opposer not
only owns a registration of the mark AUTO SUTURE f or
surgical stapling instrunments and staples therefor, but also
t hat opposer has nmade prior use of its mark for suture
product s.

We agree, further, with opposer’s contention that
surgi cal stapling products and suture products are closely
related as both types of products are “wound cl osure
products.” W are not convinced that opposer’s stapling and
suture products are significantly different fromapplicant’s
suture products, contrary to applicant’s contention that
such products may have different specific uses, such as for
endoscopi ¢ surgery versus dermatol ogi ¢ procedures, as
internal versus external closures, or as disposabl e versus
non- di sposabl e devices. Further, the goods identified in

opposer’s registration and in this application are not
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l[imted as to the nature of their use. Thus, we concl ude
that the suture products of the parties are the sane or very
simlar and opposer’s stapling products are closely rel ated
to applicant’s suture products.

There is no dispute that the goods of both parties are
sold for use by physicians, nurses and health care personnel
in connection with patient care and surgery. Wile the
record shows that there are sone differences in the channels
of trade by which the goods of the parties reach these end
users, there is substantial overlap. |In fact, applicant has
conceded that the trade channels and consunmers of both
parties’ goods are the sane. (Applicant’s brief, p. 20.)
Further, as neither the application nor the pl eaded
regi stration contains such limtations to the
identifications of goods, we presune that the goods of the
applicant and registrant are sold in all of the nornal
channels of trade to all of the normal purchasers for such
goods. See Canadi an | nperial Bank v. Wlls Fargo, 811 F.2d
1490, 1 USP@d 1813 (Fed. G r. 1987). That is, we nust
presune that the goods of applicant and registrant are sold
t hrough the same channels of trade to the sanme cl asses of
pur chasers.

Wil e the goods of the parties vary in price depending
upon the nature of the specific product, for exanple, sonme

surgi cal stapling products are nore expensive than sone
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suture products, none of the goods involved herein can be
consi dered expensive. However, the record supports the
conclusion that the purchasers of such goods are
sophi sticated and their purchases are nade with
discrimnation. Despite its contentions otherw se,
opposer’s own annual report (Miiolo exhibit 1) indicates
t hat opposer’ s sal espeopl e devote considerable effort to
devel opi ng and mai ntaining relationships with surgeons to
denonstrate the superiority and efficacy of their products;
and that, while the cost concerns of nmaterials managenent
personnel are playing an increasing role in hospital
pur chasi ng deci sions, the doctor, as the end user, continues
to be key in the purchasing decision. Both opposer’s annual
report and applicant’s sal es catal og support the conclusion
that the parties’ goods herein are marketed for very
specific uses and that individual products may contain
slightly different qualities so that doctors carefully
choose which products are to be ordered for which specific
uses. Thus, we conclude that purchasers of the parties’
products are sophisticated and purchases are nmade with
relative care and consideration.?

Turning to the marks herein, we base our consideration
on a conparison of the marks in their entireties, noting

that, in articulating reasons for reaching a conclusion on

8 The fact that an order may be placed by a purchasing agent for a
hospital, clinic or doctor’s office does not lead to a contrary

10
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the issue of confusion, “there is nothing inproper in
stating that, for rational reasons, nore or |ess weight has
been given to a particular feature of a mark, provided the
ultimate conclusion rests on consideration of the marks in
their entireties.” In re National Data Corp., 732 F.2d
1056, 224 USPQ 749, 751 (Fed. Cir. 1985).

In this regard, we find that there are significant
di fferences between opposer’s and applicant’s marks such
that they do not convey sim/lar overall commerci al
i npressions. Both parties’ marks consist of the term SUTURE
with a prefix. The term SUTURE is clearly generic in
connection with applicant’s and opposer’s suture products
and highly descriptive, at least, in connection with
opposer’s surgical stapling products. 1In view of the fact
t hat AUTO and ACU conprise the first two syllables of the
parties’ marks and are foll owed by the highly descriptive
and generic term SUTURE, we find that AUTO and ACU are the
dom nant portions of the respective marks and that there are
significant visual and aural differences between AUTO SUTURE
and ACU-SUTURE. W find, also, that the connotation of AUTO
SUTURE is distinctly different fromthe connotation of ACU
SUTURE. W take judicial notice of the definition of AUTO
as “1. self: sane one, 2: automatic: self-acting.”® AUTO

SUTURE, as used in connection with opposer’s goods, is

concl usi on.
® Merriam Wbster’'s Collegiate Dictionary, 10th ed., 1993.

11
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likely to be perceived as suggesting either the dissol vable
nature of sonme of opposer’s stapling and suture products or
that the benefits of the product’s use are “automatic.” On
the other hand, the prefix ACU suggests the word “accurate”
so that the mark ACU-SUTURE is likely to be perceived in
connection with applicant’s goods as suggesting that the
suturing task can be accurately performed with applicant’s
pr oduct .

Further, while opposer has alleged that it is “an
internationally known manufacturer and seller of wound
cl osure devices,” the record is entirely devoid of any
evi dence regarding the strength of opposer’s mark and the
nature and extent of its reputation.

Qpposer has not net its burden of proof with respect to
its claimof Iikelihood of confusion. Based on the record
before us, we conclude that the differences between the
parties’ marks, despite the identity and rel ated nature of
the parties’ goods, are sufficient that purchasers are not
likely to be confused by the contenporaneous use of the
mar ks, especially in view of the sophisticated nature of the
purchasers of both parties’ goods and the relative care with
which they are likely to make their purchasing deci sions.

We note that neither party is aware of any instances of
actual confusion and, while neither the presence nor absence

of actual confusion is determ native of the issue of

12
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li kelihood of confusion, we find this to be a factor

supportive of our concl usion herein.

13
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The |i kel ihood of confusion clained by opposer anmounts
to only a specul ative, theoretical possibility. El ectronic
Design & Sales Inc. v. Electronic Data Systens Corp., 954
F.2d 713, 21 USPQRd 1388 (Fed Gir. 1992).

Deci sion: The opposition is dism ssed.

R L. Sinmms

J. E. R ce

C. E Wilters
Adm ni strative Tradenmark Judges,
Trademark Trial and Appeal Board
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