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Trademar k Judges.

OQpi nion by Hairston, Adm nistrative Trademark Judge:

Stephen M Dol e and Marianne V. Dol e' seek to register

the mark POSTSTI CKERS for “printing postcards wth adhesive

backing to the order and specification of others.”?

! Throughout this opinion, such individuals will be collectively
referred to in the singular as “applicant”.

2 Application Serial No. 74/374,556 filed April 2, 1993;
alleging a date of first use of February 28, 1993 and a date of
first use in commerce of March 31, 1993.
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Regi strati on has been opposed by M nnesota M ning and
Manuf act uri ng Conpany under Section 2(d) of the Trademark
Act on the ground that since well prior to applicant’s
earliest date of first use, opposer has used the nmark POST-
| T for various adhesive paper products, that opposer’s
POST-1T mark is fanous, and that applicant’s mark, when used
in connection with the identified services, is likely to
cause confusion wth opposer’s previously used and
registered mark POST-1T for the foll owi ng goods: paper and
cardboard sheet material having adhesive coating on both
sides thereof for attachnment to walls or other vertical
surfaces to hol d di splays or other messages in place®
stationery notes containing adhesi ve on one side for
attachment to surfaces”; trays for holding stationery
not es®; adhesive tape for honme and office use®, and
stickers’. Further, opposer alleges that applicant’s mark
fal sely suggests a connection with opposer and that
applicant’s mark POSTSTICKERS is nerely descriptive of the
goods which applicant offers through its services.

Applicant, in its answer, admts that opposer is the

owner of the pleaded registrations and that opposer’s

Regi stration No. 1,046,353 issued August 17, 1976; renewed.
Regi stration No. 1,198,694 issued June 22, 1982; Sections

& 15 affidavit filed

Regi stration No. 1,208,297 issued Septenber 14, 1982; Sections
& 15 affidavit fil ed.

Regi stration No. 1,284,295 issued July 3, 1984; Sections

& 15 affidavit fil ed.

Regi stration No. 1,718,114 issued Septenber 22, 1992.
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POST-1T mark is fanous. Applicant denied the renmaining
al l egations of the notice of opposition.

The record in this case consists of the pleadings; the
file of the involved application; trial testinony (with
exhi bits) taken by opposer; and opposer’s notice of reliance
on certified copies of opposer’s pleaded registrations and
portions of the discovery deposition of Stephen M Dol e
(with exhibits). Applicant took no testinony and offered no
ot her evi dence herein.

Only opposer filed a brief. No oral hearing was
request ed.

The record shows that opposer first used the POST-IT
mark on “bulletin board and tiles and rolls” in
approxi mately 1975. (W/Ison deposition, p. 9). In 1978
opposer began using the mark on self-stick renovabl e
stationery notes. The stationery notes, which are used
primarily as communi cations tools, are nmade of adhesive-
coated paper and are sold in a variety of colors and sizes.
Opposer has extended its POST-1T line to include stickers,
sticker tape, customprinted note pads, neno boards, easel
pads, glue sticks, |abels, tape flags and di spenser itens.

Qpposer’s POST-1T products are relatively inexpensive.

For exanple, the stationery note pads range in price from
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$.99 to $5.00 and the stickers from$.49 to $4.99 per
package.

Qpposer’s POST-1T products are sold through office
supply stores/distributors, office superstores, mail order
cat al ogs, educational distributors, mass nerchandi sers, drug
stores, grocery stores, club stores, hardware stores and
catal ogs focused at the education market. Opposer’s custom
printed POST-1T note pads are sold primarily through the
speciality advertising and incentive nmarket, the commerci al
print broker channel, and the office supply/distributor
channel. Qpposer’s custoners include political
organi zati ons, police departnents, energency associ ations,
hospital s, the pharmaceutical industry, delivery service
conpani es, teachers, dentists, doctors, and individual
consuners.

Opposer has nationally advertised in nagazi nes such as

Peopl e, Tinme and Newsweek, on television, and through direct

mai | .  Opposer has targeted the office market through use of
direct mail, providing free sanples to customers, brochures,
literature, products videos and in-store displays. Opposer
has targeted retail consuners using coupons in nmagazi nes,
free-standing inserts in newspapers, and in-store displays
and pronotions. Opposer’s customprinting business has
utilized trade magazi ne advertising, selected trade shows,

publicity, and direct mail advertising. Opposer has
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expended tens of mllions of dollars in advertising its
products under the POST-IT nark.® Opposer’s market research
studies show that it enjoys a 76% unai ded brand awar eness.

Products bearing the POST-1T mark have enjoyed hundreds
of millions of dollars in domestic sales since 1980.°

St ephen Dol e, in his discovery deposition, described
the products which are offered through applicant’s services
as “postcards. . .[that] are peelable and stickable.”
(Deposition, p. 18).

The postcards can be customprinted with a picture
and/ or desired text message. According to M. Dole, the
post cards woul d be used as advertising tools for conpanies,
and as information vehicles for organi zati ons such as
political groups and police departnents. |In particular, M.
Dol e envi si oned police departnments distributing the
postcards with their energency tel ephone nunbers printed
t her eon.

The postcards are priced at $.35 - $.65 each and there
is a maxi numone-tinme printing charge of $39.00 for artwork.
POSTSTI CKERS products are typical postcard size or
approximately 4" x 6”. Al though the postcards currently

bear a permanent adhesive, M. Dole testified that it would

8 Pertinent portions of opposer’s exhibit 147, which were
i ntroduced under seal, represent opposer’s advertising and
Eronntional expendi tures for POST-1T stationery notes.

Agai n, pertinent portions of opposer’s exhibit 147, which were
i ntroduced under seal, represent dollar figures for sales of
POST-1T stationery notes.
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be attractive to have a repostionabl e POSTSTI CKERS post card,
and that he may in the future use a |l ess strong, possibly
even repostionabl e, adhesive. Applicant’s services have
been marketed through direct mail to about 600 associ ations
and corporations. However, as of May 5, 1995, the date of
M. Dol e s discovery deposition, there had been no sal es.
M. Dole testified that he was aware of opposer’s POST-IT
stationery notes at the tine he selected the mark
POSTSTI CKERS.

| nasnuch as applicant has admtted that opposer is the
owner of the pleaded registrations and certified copies
t hereof have been made of record, there is no issue with
respect to opposer’s priority. King Candy Co., Inc. v.
Eunice King's Kitchen, Inc., 496 F.2d 1400, 182 USPQ 108
( CCPA 1974) .

This brings us to the issue of |ikelihood of confusion.
Qur determ nation of |ikelihood of confusion nust be based
on our analysis of the probative facts in evidence that are
relevant to the factors bearing on this issue. Inre E |
du Pont de Nenmours & Co., 476 F.2d 1357, 177 USPQ 563 ( CCPA
1973). The factors deened pertinent in this case are the
strength of opposer’s mark, the simlarity of the parties’
mar ks, and the rel atedness of the parties’ goods and

servi ces.
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This record establishes and applicant has admtted the
fame of opposer’s POST-IT mark. It is well settled that a
wel | -known or famous mark is entitled to a broader scope of
protection than one which is relatively unknown. This is
because the issue in an opposition proceeding such as this
i s whether, because of the marks used on the invol ved
goods/ services, there will be confusion, m stake or
deception as to the source of the goods/services, and
confusion is nore likely to occur where a mark is very well -
known or fanous because there is a propensity of consuners
to associate a little-known mark with one which is famliar
to them See Fruit of the Loomv. Fruit of the Earth, Inc.,
3 USPQ2d 1531 (TTAB 1987) and M| es Laboratories v.
Naturally Vitam n Suppl enents, 1 USPQRd 1445 (TTAB 1987).

Wth the foregoing in mnd, we turn to a conparison of
the parties’ marks. In this case, we find that when
considered in their entireties, the marks POST-IT and
POSTSTI CKERS are simlar in sound, appearance and comrerci al
i npression due to the shared presence of the term POST. In
this regard, we note that there is no evidence of any
current third-party use of the term POST as a nmark, or part
of a mark, in the field of adhesive paper products. In
fact, opposer’s wtness, M. Hoke, testified that he was not
aware of any third-party uses. Thus, the evidence points to

t he uni queness of opposer’s POST-IT mark in this field.
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Turning next to a conparison of opposer’s goods and
applicant’s services, it is well settled that goods/services
need not be identical or even conpetitive in nature to
support a finding of likelihood of confusion. Instead, it
is sufficient that the goods/services are related in sone
manner and/or that the circunstances surrounding their
mar keting are such that they woul d be encountered by the
same persons under circunstances that would give rise to the
m st aken belief that they originate fromor are in sonme way
associated wth the same producer or provider. See In re
I nternational Tel ephone & Tel egraph Corp., 197 USPQ 910, 911
(TTAB 1978).

In this case, applicant’s services of printing
postcards with adhesive backing to the order and
specification of others are related, at a mninum to
opposer’s stationery notes and customprinted notes. Not
only are both parties offering for sale paper products with
adhesi ve backing, but in the case of opposer’s custom
printed note pads, they, |ike applicant’s postcards, are
printed to the specification of the individual purchaser.

Mor eover, opposer’s stationery notes and customprinted
notes and the postcards which applicant offers through its
services are communi cations tools. Further, many of
opposer’s custoners (e.qg., police departnents, political

organi zati ons, and conpani es) are potential custoners of
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applicant’s services of printing postcards with adhesive
backing to the order and specification of others.

Thus, taking into consideration all the pertinent
factors, as discussed above, we conclude that consuners
famliar with opposer’s POST-IT adhesive paper products, who
then encounter applicant’s POSTSTI CKERS mark, used in
connection with printing postcards wi th adhesive backing to
the order and specification of others, are likely to believe
that these services are sponsored by or affiliated with
opposer. Applicant, by failing to take testinony or file a
brief herein has made no argunment that confusion is
unl i kel y.

As to the remai ning grounds of the opposition, we note
t hat opposer made no nention of the Section 2(a) ground in
its brief on the case. Thus, we consider this ground to
have been dropped.

Turning finally to the nere descriptiveness ground,
opposer argues that POSTSTICKERS is a “contraction of”, and
is nerely descriptive of, postcards with an adhesive
backi ng, as well as applicant’s services of printing
postcards wi th adhesive backing to the order and
specification of others. Further, opposer contends that M.
Dol e “unanbi guously admtted in his deposition that
POSTSTI CKERS is nerely descriptive, and that he selected the

mark as a descriptive way to describe his products.”
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(Brief, p. 19). |In support of its position, opposer relies
on the followi ng portions of M. Dole s discovery
deposi tion:

Q Wen did you select the name Post Stickers?

A. Probably in ny dreans, nmany, nany years ago.
That’s not legal, | know, but |’m saying that
the idea of PostStickers, | can’'t put a date.
| didn’t sit down and say we have to register
what am | going to regi ster ny nane under.
Perhaps | saw a postcard, | wanted that and
how was | going to marry that with stickers.
Post Sti ckers seened a very natural and
unobtrusi ve type of nane to apply because
it directly described what | was going to do.

Q Do you believe that PostStickers is descriptive
of your product?

A. Yes. Post card bunper stickers.

Q Merely descriptive?

A. Pardon?

Q Merely descriptive of the product?

A. Merely? Yes.
(Deposition, pp. 78-79).

We di sagree with opposer that the above testinony
establishes that POSTSTICKERS is nerely descriptive, within
the nmeani ng of Section 2(e)(1l) of the Trademark Act, of
postcards wi th adhesive backing or printing postcards with
adhesi ve backing to the order and specification of others.
Qoviously, M. Dole is not an expert in trademark |aw and

there is no indication that he was aware of the |egal

10
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meani ng of “nerely descriptive.” Thus, we cannot say that
M. Dole’ s above testinony is an adm ssion that POSTSTI CKERS
is merely descriptive of applicant’s services or the goods
sold through such services. In view thereof, and inasnuch
as opposer has otherwise failed to establish that
POSTSTI CKERS i medi atel y descri bes an ingredient, quality,
characteristic, or function of applicant’s services or that
it conveys information regarding the nature, function, or
pur pose of such services, opposer’s nere descriptiveness
claimnust fail.

Deci sion: The opposition is sustained on the ground of

li keli hood of confusion.

G D. Hohein

P. T. Hairston

C. E Wilters

Adm ni strative Trademark
Judges, Trademark Tri al
and Appeal Board
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