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Before Ci ssel, Hohein and Hairston, Adm nistrative Trademark
Judges.

Opi ni on by Hohein, Adm nistrative Trademark Judge:

Compl enentary Solutions Inc. has filed an application
to register the mark "TELEMATE" for "conputer software that
monitors and reports information about tel ecommunications used by
a business".?

Regi stration has been finally refused under Section
2(d) of the Trademark Act, 15 U. S.C 81052(d), on the ground that

applicant’s mark, when applied to its goods, so resenbles the

1 Ser. No. 74/599,568, filed on Novenmber 16, 1994, which al | eges dates
of first use of April 14, 1986.
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mar k " TELE- MATE" and design, which is registered, as reproduced

reLe-/ Ve

for a "tel ephone headset, nodular anplifier box,"

bel ow,

2 as to be

likely to cause confusion, m stake or deception.

Applicant has appealed. Briefs have been filed, but an
oral hearing was not requested. W reverse the refusal to
register.

Turning first to consideration of the respective narks,
we note, as has the Exam ning Attorney, that the marks are
i dentical in sound and, except for an inconsequential hyphen,?
must be considered as identical in appearance since the
stylization of registrant’s mark is not so highly distinctive or
unusual that it could not be said to be reasonably enconpassed as
a format in which applicant’s mark, although presented in typed
form could appear.® However, although the Exam ning Attorney

al so contends--and applicant has not argued otherw se--that the

2 Reg. No. 1,889,724, issued on April 18, 1995, which sets forth dates
of first use of January 1994.

® As the Examining Attorney observes in his brief, "[t]his is
underscored by applicant’s own papers in this matter, which have
consistently referred to the ... registrant’s mark as ‘ TELEMATE (no
hyphen) . "

4 See Phillips Petroleum Co. v. C. J. Wbb, Inc., 442 F.2d 1376, 170
USPQ 35, 36 (CCPA 1971). Moreover, "[a]s the Phillips Petrol eumcase
makes cl ear, when [an] applicant seeks a typed or block letter
registration of its word mark, then the Board nust consider al
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respective marks are "virtually identical" in comercial

i npression, we nevertheless find that the marks have subtle

di fferences in connotation, and thus project sonmewhat different
commercial inpressions, as applied to the respective goods.
Specifically, applicant’s "TELEMATE' mark, when used in
connection wth its nonitoring conputer software, suggests that
its product serves as a mate or conpanion to a business

t el ecommuni cati ons system while registrant’s "TELE- MATE" marKk,
as applied to its tel ephone headset and nodul ar anplifier box,
inplies an item designed to nate or connect to a tel ephone
handset. Thus, notw thstanding the identity of the marks in
sound and appearance, the differences in connotation and overal
comerci al inpression, when conbined with the differences, as
di scussed below, in the nature and use of the respective goods
and the conditions of their sale, are sufficient to convince us
that confusion is not likely to occur.

The Exam ning Attorney argues, however, that while,
admttedly, "[t]he respective goods of the parties are clearly
different” as shown by the advertising literature applicant
submtted for both its goods and those of registrant, such
products are nevertheless closely related itens of
t el ecomruni cati ons equi prment which, even if the end users thereof

differ, would still be principally bought by the sanme cl ass of

reasonabl e manners in which ... [the word] could be depicted". |[INB
Nati onal Bank v. Metrohost Inc., 22 USPQ2d 1585, 1588 (TTAB 1992).
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purchasers, nanely, telecommunications managers. Specifically,
t he Exam ning Attorney maintains that:
Applicant’s goods are identified as

"conputer software that nonitors and reports
i nformati on about tel ecomuni cations used by

a business.” The prior registrant’s goods
are identified as a "tel ephone headset, [and
al nodul ar anplifier box."™ Wile the further

i nformation supplied by applicant about the
goods at issue has been useful in determning
their nature, it does not |imt applicant’s
identification of goods. For instance,

despite applicant’s statenent that its goods
are highly specialized and sell "typically in
t he $1, 000 and hi gher range," there is
not hi ng i nherent in applicant’s
identification of goods which distinguishes
them fromfar | ess expensive products
distributed in mass-market trade channel s
typi cal for inexpensive, shareware or free
conputer software. Applicant’s potentia
purchasers are likewse [imted only to
"busi nesses” using "tel ecommuni cati ons" who
m ght be interested in such nonitoring and
reports, a very broad group of potenti al
custoners including, inter alia

tel emarketers, custoner service departnents,
law firms, and any ot her business for which
t el ecomuni cati ons costs are an inportant
factor.

Regi strant’ s goods are tel ephone
headsets and anplifiers, which permt use of
a tel ephone without the need to hold a
handset. Any tel ephone user is a potenti al
pur chaser but such goods are typically used
by those whose | arge volune of calls nake the
confort and conveni ence afforded by a hands-
free tel ephone attractive. Again, such
busi nesses woul d i ncl ude tel emarketers,
custoner service departnents, and |aw firns.

In view thereof, the Exam ning Attorney concl udes

that (footnote omtted):
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[ T] he potential purchasers of both
[applicant’s and registrant’s goods] are
| argely the sane. Any business with heavy
t el ecommuni cati ons usage is a potenti al
purchaser of both products. Both of the
goods as tissue nmay be purchased as a
conponent of the purchaser’s
t el ecomuni cati ons system Both are clearly
able to function together as a part of such a
system

Al t hough applicant argues that its
purchasers are particularly sophisticated,
the identified goods are not limted in the
application to the high-priced systens
described [wth]in the application. But even
if applicant’s goods were marketed only to
"t el ecommuni cati ons managers," there is no

evi dence that such persons do not al so buy

t el ecomruni cati ons equi pnent such as the
regi strant’ s headsets. Applicant’s assertion
that only those who purchase "paper, ink
pens, and other office supplies" are the
registrant’s potential purchasers is
unsupported by the record. Furthernore, the
fact that purchasers are sophisticated or
know edgeable in a particular field does not
necessarily nmean that they are sophisticated
or know edgeable in the field of trademarks
or immune from source confusion. See In re
Deconbe, 9 USPQ2d 1812 (TTAB 1988); In re
Pellerin Ml nor Corp., 221 USPQ 558 (TTAB
1983). Tel ecommuni cati ons nanagers, as wel |
as purchasers of other office software and
equi pnent, are subject to confusion.

Applicant, in an effort to convey the marketpl ace
realities underlying the decisions to purchase its goods versus
those sold by registrant, has furnished as additional evidence
the declaration, with supporting exhibits, of its president,

Ri chard Mauro. In his declaration, M. Mauro states anong ot her
things that, while he has been in his current position for just

over two years, he has "been in the conputer/tel ecommuni cations
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i ndustry for 32 years"; that applicant nmakes and sells cal
accounting systens under the Tel emate mark; that he oversees and
directs the sales and marketing of such systens; and that, as

i ndicated in an acconpanying article fromthe July/ August 1989

i ssue of Procomm Enterprises Magazine entitled "Call Accounting--

Sel ect The R ght System For You":

[ Custonmers of call accounting systens obtain

| eads for possible sources of call accounting

systens. They then further investigate the

features of the systemand its conpatibility

with their equi pnment by conferring with sales

representatives. An inportant conponent of

the information provided to the purchaser

i nvol ves identification of the source of the

call accounting program This identification

of source is inportant so [that] the

purchaser nmay ascertain whether the source is

capabl e of performng the installation and

support for the call accounting system

M. Mauro further avers in his declaration that, from
hi s experience, "the typical purchaser of a call accounting
systemis a tel ecommuni cati ons manager with prior experience in
t el ecomruni cati on equi pnent and conputer systens for such
equi pnent"”; that as evidenced by an attached article fromthe
March/ April 1990 edition of Edge nagazine and as confirmed by his
experience, "the typical purchasing decision for a cal
accounting systemrequires at |east weeks, and probably nonths,
before a sale is consummated”; that "[d]juring this tinme, there is
a substantial interaction between the source of the cal
accounting system and the purchaser to provide information

regarding the conpatibility of the call accounting systemwth
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t he purchaser’s equi pnment and the capabilities of the cal
accounting systent; and that an acconpanying copy of applicant’s
March 1996 "Tel emate Sal es and Marketing Gui de" provides
"information [which is] presented to the sales staff for Telemate
call accounting systens,"” "indicates the targeted consuners for
the Telemate call accounting systens to be tel ecommuni cations
managers for major corporations and ot her phone-intensive
busi nesses,” lists "[t]he problens ... addressed by
t el ecomruni cati ons managers and the features of the Tel enate
systens which neet these needs” and "includes information
regardi ng the source of the Telemate call accounting systens".
The Exam ning Attorney, as applicant points out inits
reply brief, has largely ignored the factual information in M.
Maur o’ s decl aration, choosing instead to find applicant’s
conputer software for nonitoring and reporting business
t el ecommuni cati ons uses and regi strant’s tel ephone headset and
nmodul ar anplifier box to be closely related principally on the
basis that such products are itens of "telecomunications
equi pnent." The nere fact, however, that a term may be found
whi ch enconpasses the respective goods does not nean that
custoners will view the goods as related in the sense that they
wi |l assunme that they emanate fromor are associated with a
common source. See, e.g., Ceneral Electric Co. v. Gaham
Magnetics Inc., 197 USPQ 690, 694 (TTAB 1977) and Harvey Hubbel

Inc. v. Tokyo Seimtsu Co., Ltd., 188 USPQ 517, 520 (TTAB 1975).
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Here, as applicant points out inits initial brief, "the evidence
of record shows that Applicant’s software is used on a conputer
coupled to a PBX [("Public Branch Exchange")] or key systemin
order to performthe specialized functions required for
moni t ori ng and nmanagi ng tel ecomuni cations for a business,"?
while "the [registrant’s] 'tel ephone headset, nodular anplifier

box is used at a tel ephone handset, does not nonitor any

t el ecommuni cati ons function and does not nanage any

t el ecomuni cation costs for a business.” |In short, as applicant
further points out, "[t]he functions of the two goods as
described in the application and registration are not rel ated or
conpl enentary" and are, instead, so diverse that they would not
be regarded by actual or prospective purchasers as comng fromor
sponsored by the sane source nerely because they arguably are

subsuned under the broad rubric of "tel ecomunications

equi prent " . °

®> As additionally explained by applicant, the evidence indicates that:

A key systemis a sinplified controller which perforns
functions simlar to a PBX for a phone system having a few
nunber of tel ephones. The conputer and PBX are used in
proximty to one another and are not accessible to
t el ephone users. Rather, a PBX and a conputer executing
Applicant’s software are part of a tel econmunications
facility which is typically stored in a area where there
is limted access and environmental controls to protect
the equi pnent. Consequently, Applicant’s software does
not execute on the conputer of a user who would use a
t el ephone headset in order to achieve hands free operation
of a telephone for conputer screen view ng and control.

® Thus, as applicant further observes in its brief:

The sinple point is: one buys a tel ephone headset
and nodul ar anplifier box to conduct a tel ephone
conversation at a handset wi thout having to pickup and
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Furthernore, in the case of applicant’s conputer
software products, it is clear that such goods woul d be bought by
know edgeabl e and sophi sti cated purchasers under circunstances
whi ch woul d di spel whatever confusion, if any, there m ght
initially be as to whether such goods share the same source or
sponsorship as registrant’s tel ephone headsets and associ at ed
nmodul ar anplifier boxes. Here, as applicant stresses in its main
brief, the evidence of record denonstrates that "the purchasers
of Applicant’s software are typically tel ecommuni cations managers
wi th specialized know edge and skills while the buyers of
t el ephone headsets and nodul ar anplifier boxes are persons nmaking
buyi ng deci sions based on criteria simlar to buying paper, ink
pens and ot her office supplies.” Applicant’s goods, unlike
registrant’s products, are also typically purchased after an
ext ended period of several weeks to many nonths during which the
custoner is actively engaged with a sales representative of

applicant in order to ascertain that the nonitoring software

hol d the hand receiver. One buys Applicant’s software to
install on the conputer which is interfaced to a PBX or
key systemto generate accounting data fromthe PBX

i nformati on, detect fraudul ent use of a tel ecommunication
facility or track inventory and services necessary to
support the tel ecommunication facility. All of these
features are part and parcel of the software to nonitor
and manage tel ecomuni cations for a business. Exam ner

[ Mernel stein] cannot perm ssibly conclude that the goods
are rel ated because they both are used in sonme aspects of
the tel ephone industry. There is no per se rule that
goods which relate to a broad industry are likely to cause
confusion. In re QuadramCorp., 228 U. S.P.Q 863 (TTAB
1985) (Per se rule regarding rel atedness of hardware and
software in conputer industry is too rigid and ignores
mar ket pl ace realities). See also Information Resources,
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under consideration neets the needs of the particul ar business
and wil| operate as designed on its tel ecomunications system
By contrast, purchasers of registrant’s conparatively | ess
expensi ve goods require relatively little technical know edge in
order to be assured of acquiring products which are functionally
conpati ble with the tel ephone headsets used by the business as
part of its tel econmunications system

Thus, as applicant further contends in its initial
brief, the "Exam ner’s position that the tel ecommunications
managers for nost corporations and businesses in the United
States al so purchase tel ephone headsets and nodul ar anplifier
boxes is unreasonabl e given the evidence denonstrative of the
very different decision which nust be made to purchase
Applicant’s software.” The Exam ning Attorney’s assertion that
busi ness purchasers of applicant’s goods are generally extensive
users of telephones, and thus may al so need to have their
t el ephone users enjoy the hands-free conveni ence provi ded by
registrant’s products, does not nean that the respective itens
are purchased by the sane individuals. As enphasized by our
principal reviewing court in Electronic Design & Sales, Inc. v.
El ectronic Data Systens Corp., 954 F.2d 713, 21 USPQ2d 1388, 1391
(Fed. Cir. 1992), "the nere purchase of the goods ... of both
parties by the sanme institution does not, by itself, establish

simlarity of trade channels or overlap of custoners" |leading to

Inc. v. X*Press Information Services, 6 U S. P.Q 2d 1034
(TTTAB 1988).

10
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a likelihood of confusion inasmuch as "likelihood of confusion
nmust be shown to exist not in an institution, but in 'a custoner
or purchaser,'" citing Astra Pharmaceutical Products, Inc. v.
Beckman I nstrunments, Inc., 718 F.2d 1201, 220 UPSQ 786, 790 (1st
Cir. 1983) ["[i]f likelihood of confusion exists, it nmust be
based on the confusion of sone rel evant person; i.e., a custoner
or purchaser”]. The evidence of record indicates, however, that
an appreciable comonality of individual purchasers does not
exi st .

Finally, even if there is a small nunber of purchasers
with the requisite know edge to buy applicant’s
t el ecommuni cations nonitoring and reporting software and who
woul d al so make the purchasi ng deci sions regardi ng tel ephone
accessory itens like registrant’s goods, confusion as to origin
or affiliation is still not likely due to the degree of care
required to be exercised in selecting applicant’s goods and the
extended period of interaction prior to consumating such a sale.
Al though it is, of course, the case that, as asserted by the
Exam ni ng Attorney, even sophisticated purchasers are not
necessarily imune from source confusion, the evidence presented
herein and the subtle but significant differences in connotation
bet ween the respective marks convince us that the possibility of
such confusion is at best renote. As stated in Wtco Chem cal

Co., Inc., v. Witfield Chemcal Co., Inc., 418 F.2d 1403, 164

11
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USPQ 43, 44-45 (CCPA 1969), and which is quoted in Electronic
Design & Sal es, supra at 1391:

We are not concerned with nere theoretical

possibilities of confusion, deception, or

m stake or with de minims situations but

with the practicalities of the comrerci al

world, with which the trademark | aws deal

It is accordingly our conclusion that applicant’s
"TELEMATE" mark, when used in connection with conputer software
that nmonitors and reports information about telecomrunications
used by a business, does not so resenble registrant’s "TELE- MATE"
and design mark for a tel ephone headset and nodul ar anplifier box

that there is a likelihood of confusion.

Deci sion: The refusal under Section 2(d) is reversed.

R F. G ssel

G D. Hohein

P. T. Hairston
Adm ni strative Tradenmark Judges,
Trademark Trial and Appeal Board
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