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Qpi nion by Sinmms, Adm nistrative Trademark Judge:

Russel | - Newran, Inc. (applicant), a corporation of the
state of Texas, has appealed fromthe final refusal of the
Trademar k Exam ning Attorney to register the mark CALI FORNI A
DESI GN BY NI GHT (" CALI FORNI A DESI GN' di scl ai ned) for wonen's
and girls' apparel, nanely dresses, skirts, pants, jackets,
vests, blouses, shorts, evening dresses, intimate apparel,
nanmely, panties, slips, bras, half-slips, cam soles,

lingerie, undergarnents, sleepwear, nanely, pajanas,
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ni ght gowns, robes, caftans and T-shirts, stocking and

hosi ery, sw maear, beachwear, coverups, exercisewear,
namely, sweatsuits, leotards, tights and |eggings.! The
Exam ning Attorney has refused registration under Section
2(d) of the Act, 15 USC 1052(d), on the basis of

Regi stration No. 1,558,940, issued Cctober 3, 1989 (Section
8 affidavit accepted), for the mark N GHT for cl othing,
nanmel y, bl ouses, skirts, sweaters, slacks, evening gowns,

j ackets, scarves, hats, stockings, boots, shoes and
slippers; purses and hand bags; and jewelry. Applicant and
t he Exam ning Attorney have submtted briefs but no oral
heari ng was request ed.

The Exam ning Attorney argues that the respective marks
are so simlar that, as applied to the respective goods,
confusion is likely. The Exam ning Attorney notes that
applicant’s goods and registrant’s goods both incl ude
j ackets, skirts, blouses and stockings, and that other itens
listed in applicant’s application are closely related to
registrant’s clothing. These goods will be found in the
sane channels of trade, the Exam ning Attorney argues, such
as departnment and clothing stores. It is the Exam ning
Attorney’'s position, brief, 3, 6, that:

Thus the dom nant portion of the applicant’s

mark is BY NIGHT. This dom nant portion is
virtually identical to the registrant’s mark. The

1 Application Serial No. 74/532,461, filed June 2, 1994, based
upon applicant’s bona fide intention to use the mark in comerce
under Section 1(b) of the Act, 15 USC 1051(b).
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commercial inpression created by both marks is

the sane. A purchaser of wonen's clothing is likely
to m stakenly believe that the goods sold under

the mark, CALI FORNI A DESI GN BY NI GHT, are a

l'ine of clothing, perhaps a nore casual

"California style" of clothing, that conme from

the same source as the goods sold under the

mar k NI GHT. . .

...Hence, a consuner viewi ng the mark N GHT

and then seeing the term CALI FORNI A DESI GN

BY NI GHT on identical and highly rel ated goods
woul d m stakenly believe that those "California
design" style clothing emanated from N ght, the
sanme source as the NI GHT d ot hi ng.

Applicant, on the other hand, argues that its mark is
different in sight and sound fromthe regi stered mark and
that the marks in their entireties convey different
comercial inpressions. In this regard, applicant argues,
brief, 6:

The Exam ner's argunent that consuners

may believe that the respective goods em nate
[sic] fromthe same design (i.e. "BY N GHT")

is wthout nerit, as the commercial connotation
generated by Applicant's mark is of clothing

to be worn "by night" as opposed to "by day".
Accordingly, the respective marks are entirely
dissimlar and generate conpletely distinctive
commerci al inpressions and connotations such that
no |likelihood of confusion will result.

Wth respect to the goods, applicant argues that the goods
inits application are "specific and narrow' and that
registrant offers distinctly different goods including
shoes, hats, purses, hand bags and jewelry. Applicant also
argues that consuners of the respective goods are
“sophisticated, with a high degree of brand awareness."”

(Brief, 7) Finally, referring to a listing of third-party
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regi strations, applicant argues that the cited mark is
"weak. "2

Upon careful consideration of this record and the
argunents of the respective attorneys, we find that, at
| east with respect to certain goods, confusion is likely.
As noted above, the Exam ning Attorney argues that
purchasers will perceive applicant’s mark as an indication
that its goods emanate fromthe same source as the entity
that offers N GHT cl ot hi ng, because applicant's mark
i ncl udes the phrase "BY NIGHT," neaning that the goods are
made by the NI GHT conpany. Applicant, on the other hand,
argues that the connotation of its mark is that its clothing
is to be worn "by night" as opposed to "by day." Wile it
is entirely possible that this nay be the connotation that
one may glean fromapplicant’s mark as used in connection
wi th such goods as dresses, evening dresses, intimte
apparel, sleepwear, etc., we do not believe that this
connotation will be the one which is likely to be perceived
by purchasers when applicant’s mark is used in connection

with such itenms as sw mmvear, beachwear, coverups, etc.,

2 Wth respect to this listing of third-party registrations, the
Exam ning Attorney states that the nere listing does not make
them of record. VWhile this nmay generally be true, here, in the
action followi ng applicant’s presentation of this listing, the
Exam ning Attorney, while arguing that these registrations are
entitled to little weight on the question of |ikelihood of
confusi on because they are not evidence of what happens in the
mar ket pl ace, did not object on the basis that this was nerely a
listing rather than copies of those registrations until his
appeal brief. Accordingly, because the Exam ning Attorney did
not raise this objection until that tinme, we shall consider this
obj ection to have been wai ved.
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clothing which is clearly intended to be worn during the
day. Wth respect to these itens of clothing, therefore, it
is difficult to believe that the average purchaser would
perceive applicant’s mark in the way applicant’s attorney
contends he or she would. Rather, when applicant’s mark is
used in connection with clothing clearly intended to be worn
during the day, it is nore likely that the average purchaser
wll view applicant’s mark in the manner suggested by the
Exam ning Attorney. Wen so perceived, that is, that
applicant’s clothing is "California design"” clothing "BY

Nl GHT" - - made or produced by the sanme entity that puts out
the NIGHT |ine of clothing--confusion is clearly likely.
Because applicant’s mark, used on sone of the itens in
applicant’s single-class application, so resenbles the

regi stered mark used on closely related articles of clothing
as to be likely to cause confusion, we nust affirmthe
refusal. See Tuxedo Monopoly, Inc. v. General MIIls Fun

G oup, Inc., 648 F.2d 1335, 209 USPQ 986, 988 ( CCPA

1981) (“[L] i keli hood of confusion nust be found if the
public...seeing the mark on any itemthat comes within the
description of goods set forth by appellant inits
application, is likely to believe that appell ee has expanded
its use of the mark, directly or under a license, for such

item” (Enphasis in original)).?

21t is noted that the Exami ning Attorney has argued that the
descriptive wording CALI FORNI A DESIGN BY "clearly has no
i nportance to the mark as a whole” (brief, 2). VWhile, of
course, descriptive matter is entitled to | ess weight in the
i kel i hood-of -confusi on anal ysis, we by no means subscribe to
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Decision: The refusal to register is affirnmed.

R L. Simms

R F. G ssel

E. J. Seeherman

Adm ni strative Tradenmark
Judges, Trademark Tri al
and Appeal Board

the belief that such words are of "no inportance to the mark as
a whole."

Clearly, applicant’s mark as a whol e nust be conpared to the
regi stered mark. Indeed, the Exam ning Attorney appears to so
consi der these marks in his final refusal
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