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OQpi nion by Hairston, Adm nistrative Trademark Judge:

This is an appeal fromthe Trademark Exam ning
Attorney’'s final refusal to register the mark set forth

bel ow,
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PlzzA and PASTA
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for pizzeria restaurant services including carryout
services.! Registration has been finally refused under
Section 2(d) of the Trademark Act, 15 U.S. C. 81052(d), on
the ground that applicant’s mark, when applied to its
services, so resenbles the regi stered mark DANTES for
restaurant and cocktail |ounge services? as to be likely to
cause conf usi on.

Bot h applicant and the Trademark Exam ning Attorney
have filed briefs and were present at the oral hearing.

Turning first to a consideration of the services,
applicant argues that its restaurant services which feature
pi zza and soda are very different fromregistrant’s higher
priced restaurant services which feature Anerican/ Fondue
cui sine. However, for purposes of our analysis of
l'i kel i hood of confusion, we nust conpare the services as
they are identified in the application and the cited
registration. Registrant’s services are broadly defined in
its registration and we nmust assune that such services
enconpass all types of restaurant services including
pi zzeria restaurant services. In re El baum 211 USPQ 639,
640 (TTAB 1981). Thus, the services of applicant and

regi strant, for purposes of our likelihood of confusion

! Application Serial No. 74/520,422 filed May 6, 1994 clainming a
date of first use and a date of first use in conmerce of

January 1, 1994. Applicant has disclainmed “FAM GI A Pl ZZA AND
PASTA” apart fromthe mark as shown.

2 Regi stration No. 1,976,707 issued Novenmber 1, 1977; Sections 8
& 15 affidavit filed.
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determ nation, are legally identical. Further, the services
are assuned to travel in the same channels of trade and to
be bought by the sane purchasers, nanely the general public.

Turning next to a consideration of the marks, we begin
our analysis of whether confusion is likely by keeping in
mnd two propositions set forth by the Court of Appeals for
the Federal Grcuit. First, “when marks woul d appear on
virtually identical goods or services, the degree of
simlarity necessary to support a conclusion of likely
confusion declines.” Century 21 Real Estate Corp. V.
Century Life of America, 970 F.2d 874, 23 USPQ2d 1698, 1700
(Fed. Cir. 1992). Second, in articulating reasons for
reaching a conclusion on the issue of |ikelihood of
confusion, “there is nothing inproper in stating that, for
rational reasons, nore or |ess weight has been given to a
particul ar feature of a mark, provided the ultimte
conclusion rests on consideration of the marks in their
entireties.” In re National Data Corp., 753 F.2d 1056, 224
USPQ 749, 751 (Fed. G r. 1985).

In conparing registrant’s mark DANTES wth applicant’s
mar k DANTE FAM GLI A Pl ZZA AND PASTA and design, we find the
commerci al inpressions engendered by the marks to be
sufficiently simlar that, when the marks are used in
connection with the identified services, consuners are

likely to be confused. 1In the present case, applicant’s
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mark is clearly dom nated by the word DANTE which is
substantially simlar to registrant’s mark DANTES.

Appl i cant has di scl ai ned exclusive rights to use FAM Gl A
Pl ZZA AND PASTA, thereby acknow edgi ng the descri ptiveness
of these terns. The design of the gondola on a canal is
subordinate and less likely to be renenbered by consuners.
The word DANTE woul d be used by purchasers in referring to
applicant’s pizzeria restaurant and carryout services. In
re Appetito Provisions Co., 3 USPQ@d 1553, 1554 (TTAB 1987).
See Inre Dixie Restaurants Inc., 105 F.3d 1405, 41 USPQd
1531 (Fed. G r. 1997) [THE DELTA CAFE and design for
restaurant services is likely to cause confusion with DELTA
for hotel, notel, and restaurant services].

Appl i cant, however, contends that marks consi sting of
or containing the word DANTE are weak marks which are
therefore entitled to only a limted scope of protection.
Specifically, applicant maintains that the term DANTE is so
frequently used in marks for restaurant services that no one
party may clai mexclusive rights to DANTE used in connection
Wi th such services. |In support of its position, applicant
submtted with its appeal brief copies of third-party
federal registrations; a search report of state
regi strations; two search reports of conpany nanes fromthe
Dunn & Bradstreet and CORESEARCH dat abases; and yel | ow page

and white page business directory listings. Under Trademark
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Rul e 2.142(d), evidence submtted for the first time with a
brief on appeal is normally considered by the Board to be
untinmely and is usually given no consideration. In view
t hereof , and because the Exam ning Attorney properly
objected to the third-party federal registrations and the
search report of state registrations, we have not considered
these materials in reaching our decision. However, the
Exam ning Attorney did not object to the search reports of
conpany nanes and the yell ow and white page business
listings. Thus, we have considered these materials. The
Dunn & Bradstreet and CORESEARCH search reports reveal ed
approxi mately 100 entities providing restaurant services,
bar services and rel ated services under nanmes cont ai ning
DANTE; and the yell ow and white pages excerpts reveal ed
approximately 20 listings for restaurants contai ni ng DANTE
in their nanes.

These materials, however, are of limted probative
value. Search reports are not evidence of use, and the
tel ephone listings, while evidence of service mark use, do
not establish when the marks |listed therein were first used
or the extent of their use. Here, notw thstandi ng any
al | eged weakness in the word DANTE, applicant’s mark is
still substantially simlar in commercial inpression to the

cited mark and the parties’ services are legally identical.
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Finally, applicant argues in its reply brief that an
investigation into registrant’s use of the cited mark
reveal s that registrant does not currently use DANTES per
se, but instead uses DANTES DOMN THE HATCH. Al t hough
applicant has submtted with its reply brief various
materials in support of this argunent, as noted previously,
evi dence submtted for the first time with a brief on appeal
is normally considered by the Board to be untinely and
usual Iy given no consideration. At the oral hearing, the
Exam ning Attorney properly objected to this evidence as
untinmely. Thus, we have not considered this evidence. Mre
inportantly, however, it is irrelevant to our determ nation
of likelihood of confusion that registrant nay use the words
DOMN THE HATCH in association with DANTES. W nust conpare
the parties’ marks as they are set forth in the application
and cited registration, and not as how they may be actually
used. See e.g., Blue Cross and Blue Shield Association v.
Harvard Community Health Plan, Inc., 17 USPQ2d 1075 (TTAB
1990) and Al oe Crene Laboratories, Inc. v. Hel ena
Rubi nstein, Inc., 188 USPQ 515 (TTAB 1975).

In sum we conclude that consuners famliar wth
regi strant’s mark DANTES for restaurant and cocktail |ounge
services would be likely to believe, upon encountering
applicant’s mark DANTE FAM GLI A Pl ZZA AND PASTA and desi gn

for pizzeria restaurant services including carryout
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services, that the services originated with or were sonehow
associated with or sponsored by the sane entity.
Decision: The refusal to register under Section 2(d)

of the Trademark Act is affirned.

T. J. Quinn

G D. Hohein

P. T. Hairston

Adm ni strative Tradenmark
Judges, Trademark Trial and
Appeal Board



