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Qpinion by Walters, Adm nistrative Trademark Judge:

Celliers du Monde, Inc. has filed a trademark
application to register the mark CABALLERO DE CHI LE for
“W ne.”?!

The Trademark Exam ning Attorney has finally refused
regi stration under Section 2(d) of the Trademark Act, 15

U S C 1052(d), on the ground that applicant’s mark so

! Serial No. 74/462,760, in International Cass 33, filed Novenber 24,
1993, under Section 44(e), based on Canadi an Regi stration No. 384,373
(i ssued May 10, 1991 with an expiration date of May 10, 2001). The
application includes a disclainer of the term CH LE apart fromthe mark
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resenbl es the mark CABALLERO DE LA CEPA, previously

regi stered for wines,? that, if used on or in connection
with applicant’s goods, it would be likely to cause
confusion or m stake or to deceive.

Appl i cant has appeal ed. Both applicant and the
Exam ni ng Attorney have filed briefs, but an oral hearing
was not requested. W affirmthe refusal to register.

In a likelihood of confusion analysis, two key
considerations are the simlarities between the marks and
the simlarities between the goods. As applicant’s and
regi strant’s goods are identical, we turn our consideration
to the simlarities between the marks, noting the prem se
t hat “when marks woul d appear on virtually identical goods
or services, the degree of simlarity necessary to support a
conclusion of |ikely confusion declines.” Century 21 Real
Estate Corp. v. Century Life of Anerica, 970 F.2d 874, 23
USPQ2d 1698, 1700 (Fed. Cir. 1992).

The Exam ning Attorney contends that CABALLERO i s,
essentially, arbitrary in connection with wine; that the
CHI LE portion of applicant’s mark is geographically

descriptive and, thus, of less significance; and that the

as a whole and a statenent that the English translation of the mark is
“CGentl eman fromChile” or “Knight of Chile.”

2 Regi stration No. 1,930,369 issued Cctober 31, 1995, to Finca Flichman
S.A, in International Cass 33. The registration includes a statenent
that the English translation of the mark is “Knight of the Vine.” This
registration issued fromapplication Serial No. 74/246,545, which
originally issued, on Novenmber 3, 1992, as Registration No. 1,729, 712.
The registration was cancel ed as i nadvertently issued, restored to
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CEPA portion of registrant’s mark, which translates as
“vine,” is less significant as it is nerely descriptive in
connection with wine and is a commonly used termin
connection wth wine products. The Exam ning Attorney
concl udes that, CABALLERO is the dom nant portion of both
mar ks and, thus, the overall commercial inpression of the
two marks is substantially simlar.

On the other hand, applicant argues that the Exam ning
Attorney has not considered the respective marks in their
entireties. First, applicant argues, essentially, that the
comercial inpressions of the two marks differ because the
connotations of the two marks as translated differ.
Applicant states that CABALLERO DE CHI LE woul d be under st ood
to nmean a “knight fromChile,” whereas CABALLERO DE LA CEPA
woul d be understood to mean a “w nenmaker.?

Second, applicant argues that both CABALLERO and CHI LE
whi | e Spani sh words, are also commonly recogni zed, w t hout

the need for translation, in English-speaking countries;*

pendency, republished for opposition and issued as the registration

not ed herein.

® The record contains no evidence to support the statement that the
connotation of the registered mark woul d be of a “w nemaker.”

* W take notice of the fact that CHILE is the sanme word in English and
Spani sh. I n support of the contention that CABALLERO is understood by
Engli sh speakers, applicant submitted the foll ow ng unidentified
excerpt, which applicant indicates is froman English | anguage

di ctionary: “CABALLERO - n. 1. Knight; cavalier 2. chiefly Southwest:
Hor seman.” However, we found no entry for CABALLERO in either The
Random House Dictionary of the English Language, Second Edition

Unabri dged (1987) or Webster’s Third New International Dictionary,
Unabri dged (1976). Thus, absent additional evidence, we cannot concl ude
that, as alleged by applicant, English speaking consuners in the United
States woul d understand the neani ng of the term CABALLERO wi t hout the
necessity of translation fromthe Spanish.
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and that the comercial inpressions of the marks differ
because consunmers woul d associ ate CABALLERO DE CHI LE with
the country of Chile or South Anmerica, while Spanish-
speaki ng consuners woul d associ ate CABALLERO DE LA CEPA with
a w nermaker and non- Spani sh-speaki ng consunmers woul d
associ ate CABALLERO DE LA CEPA with a place of origin
different from CH LE

The record indicates that both applicant’s mark,
CABALLERO DE CHI LE, and registrant’s mark, CABALLERO DE LA
CEPA, are Spani sh phrases. The record contains a statenent
that applicant’s mark translated into English neans
“gentleman fromChile” or “knight of Chile.” The cited
regi stration includes a statenent that the English
transl ati on of CABALLERO DE LA CEPA is “knight of the vine.”
Additionally, we take notice of the fact that the
transl ati on of CABALLERO i n several Engli sh-Spanish
dictionaries includes “gentleman,” “nobleman,” and “kni ght”;
and the translation of CEPA includes “vine” and “stock” (as
in either “root stock” or “lineage”).> W note, further,
that the Spanish termfor “wi negrower” is “vinicultor.”®
None of the dictionaries consulted contains a listing in

Spani sh for the phrase CABALLERO DE LA CEPA

> Larousse Gran Diccionario, Espafiol-1nglés (1983): Sinon and Schuster’s
International Dictionary, English/Spanish, Spanish/English (1973); and
The Conci se American Heritage Larousse - Spani sh/English- Spanish
Dictionary (1989).

® The Concise American Heritage Larousse - Spanish/English- Spanish
Dictionary (1989).
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In considering the neaning and connotation of a mark in
the context of a determ nation of either |ikelihood of
confusion or descriptiveness, there is no distinction
bet ween English terns and their foreign equivalents, despite
the fact that the foreign termmy not be conmonly known to
menbers of the general public in the United States. See, In
re Atavio Inc., 25 USPQ@2d 1361 (TTAB 1992) and cases cited
therein. However, the equivalency in connotation between
two marks does not, in and of itself, determ ne the question
of |ikelihood of confusion. 1In re Ithaca Industries, Inc.,
230 USPQ 702 (TTAB 1986). While translation of the foreign
words in one or both marks may indicate simlarity in
meani ng, this factor nust be weighed with all other factors,
including simlarity or dissimlarity in appearance and
sound of marks, before reaching a conclusion. In re Sarkli,
Ltd., 721 F.2d 353, 220 USPQ 111 (Fed. Cr. 1983). See, for
exanple, Inre Tia Maria, Inc., 188 USPQ 524 (TTAB 1975) [no
I'i kelihood of confusion between TIA MARI A for restaurant
services and AUNT MARY' S for canned vegetables - despite
simlarity of nmeaning as translated, Board found, in this
case, American consumers encountering AUNT MARY' s canned
fruits and vegetables in a supernmarket unlikely to translate
that phrase into TIA MARI A and associ ate those products with
applicant’s restaurant]; In re Ness & Co., 18 USPQ2d 1815

(1991) [no likelihood of confusion between GOOD- NESS and
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LABONTE, both for cheeses, despite simlarity in neaning of
terms as translated, in view of stylized format of GOOD
NESS, which enphasi zes applicant’s name, common | audatory
nature of applicant’s mark, and fact that marks are totally
different in sound and appearance]; and In re Anerican
Safety Razor Co., 2 USPQ2d 1459 (TTAB 1987) [Ili kel ihood of
confusi on found between applicant’s BUENOCS DI AS for soaps
and registration of GOOD MORNI NG and sun design for shaving
cream - Board found dissimlarity in marks’ sound and
appearance to be outwei ghed by identical connotation of

mar ks, arbitrary nature of marks, and fact that products are
closely related groom ng aids]. Even where, as herein, both
mar ks consi st of foreign words, the English nmeaning of the
marks is a factor that nust be considered. 1In re Lar Mor
International, Inc., 221 USPQ 180 (TTAB 1983).

In the case before us, the two marks share the comon
term CABALLERO. The format of both marks is the sanme - the
noun CABALLERO appears first and is followed by a term which
describes and nodi fies CABALLERO. There is no evidence in
the record that CABALLERO, or its English equivalent,’ is
either a coomonly used termin the wne industry or a
descriptive or suggestive termin connection with w ne.
Additionally, there is no evidence in the record that third-

parties in the wine industry have adopted, used or
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regi stered marks incorporating the term CABALLERO 8 Thus,
we concl ude that CABALLERO and its English equivalent are
arbitrary terns in connection with w ne.

Further, we agree with the Exam ning Attorney’s
position, which applicant does not dispute, that, in
addition to nodi fying CABALLERO in the respective marks, the
term CH LE i s geographically and/or nerely descriptive in
connection wwth wine and the term LA CEPA, when transl ated
into English to nean “vine,” is nerely descriptive or highly
suggestive in connection with w ne.

We agree with applicant that in reaching a concl usion
on the issue of |ikelihood of confusion, the marks nust be
conpared in their entireties. However, we are guided
equally by the well-established principle that “there is
nothing inproper in stating that, for rational reasons, nore
or | ess weight has been given to a particular feature of a
mar k, provided the ultimte conclusion rests on

consideration of the marks in their entireties.” Inre

" By “its English equivalent” we refer to any and all of the noted
definitions - “knight,” “gentleman,” and “nobl eman.”

The Exami ning Attorney submitted a copy of her search of the records
of the Patent and Trademark O fice (PTO to establish that the term
CABALLERO i s not comonly a part of third-party registered marks for
wine. It is well-established that third-party registrations may be
conpetent to show, inter alia, that others in a particul ar area of
commer ce have adopted and regi stered marks incorporating a particul ar
term although such registrations are inconpetent, in and of thenselves,
to establish that the marks shown therein are in use. 1In re Hamlton
Bank, 222 USPQ 174 (TTAB 1984) and cases cited therein. Wth her
subm ssion, the Exam ning Attorney is attenpting to show the negative of
this proposition. Wile we find her subm ssion al one inconclusive, we
note that applicant has not subnmitted any evidence indicating either
that third parties have used or registered marks containing the term
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Nati onal Data Corp., 732 F.2d 1056, 224 USPQ 749, 751 (Fed.
Cr. 1985).

Thus, we agree, also, with the Exam ning Attorney’s
concl usion that CABALLERO is the dom nant portion of both
mar ks, regardl ess of whether we consider the Spanish marks
as presented or their English equivalents, and that the
commercial inpression of both marks is substantially
simlar.

For the reasons already stated herein, we are not
per suaded ot herwi se by applicant’s argunents that CABALLERO
is not the dom nant portion of either mark and that the
marks viewed in their entireties are significantly
different, or by applicant’s contentions regarding the
possi bl e different connotations to be attributed to the
respective marks by consuners with different proficiencies
in Spanish. As previously stated, we do not agree that the
Spani sh word CABALLERO is sufficiently famliar to English-
speaki ng consuners that it need not be translated. Thus, we
are not conparing marks which appear in different |anguages
or marks that are a uni que conbi nation of English and non-
English words. Rather, we have before us two Spani sh
| anguage marks, both of which contain the term CABELLERO in
the identical format. Thus, our conclusion remains the sanme

regardl ess of whether consuners translate all, part or none

CABALLERO i n connection with wine or that the term CABALLERO has any
significance in the wine industry.
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of either mark, and regardl ess of whether consuners
attribute a geographic neaning to the termDE LA CEPA. In
each case, in view of the arbitrary nature of the dom nant
term CABALLERO, the nmarks will be perceived as variants of
each other so that consuners are likely to believe that the
goods emanate fromthe sane source.

We note, further, that applicant has not alleged or
shown that the marks, viewed in their entireties, differ in
connot ati on because either mark, as a whole, has an
idiomatic nmeaning that is distinct fromthe meani ng of the
i ndi vi dual words conprising each mark; or that either mark
is a double entendre in either English or Spani sh.

Therefore, we conclude that in view of the substanti al
simlarity in the comercial inpressions of applicant’s
mar k, CABALLERO DE CHI LE, and registrant’s mark, CABALLERO
DE LA CEPA, their contenporaneous use on the sanme goods
involved in this case is likely to cause confusion as to the

source or sponsorship of such goods.



Serial No. 74/462, 760

Deci sion: The refusal under Section 2(d) of the Act is

af firned.

E. J. Seeherman

E. W Hanak

C. E Wilters
Adm ni strative Tradenmark Judges,
Trademark Trial and Appeal Board
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