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WlliamJ. Thomashower of Kaplan, Thomashower & Landau for
Anerican Life I nsurance Conpany.

Robert D. Hovey of Hovey, WIllians, Timmons & Collins for
Americo Life, Inc.

Before C ssel, Seeherman and Hai rston, Adm nistrative
Trademar k Judges.

OQpi nion by Hairston, Adm nistrative Trademark Judge:

An application has been filed by Arerico Life, Inc. to

regi ster the mark
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for "life insurance underwiting services."1

An opposition has been filed by Anerican Life Insurance
Conpany on the grounds that since at |east as early as 1952
opposer has used the trade nane and servi ce mark AVMERI CAN
LI FE | NSURANCE COMPANY and the service mark ALICO for life
i nsurance, annuities, group life, and accident and health
i nsurance; that opposer is the owner of the follow ng

previously used and regi stered marks:

AMERICAN LIFE

(Swiene

for "underwiting of life insurance and annuities,"2 ALI CO

1Application Serial No. 74/437,939 filed Septenber 20, 1993;
claimng dates of first use and first use in commerce on July 6,
1993. The words "LIFE" and "INC' are disclainmed apart fromthe
mar k as shown.

2Regi stration No. 1,771,807 issued May 18, 1993. The words

"LI FE | NSURANCE COVPANY" are disclained apart fromthe mark as
shown.
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for underwiting of |life and accident and health insurance

and annuities, "3 and

American Lif
‘ﬁﬁggy Insurance Caompan

for underwiting of |life and accident and health insurance
and annuities;"4 and that applicant's mark AMERI CO LI FE | NC
and design, when used in connection with life insurance
underwriting services, is likely to cause confusion under
Section 2(d) of the Trademark Act with opposer's previously
used trade nanme and service marks.

Applicant, in its answer, denied the salient
al l egations of the notice of opposition.

Two evidentiary di sputes have ari sen between the
parties. The first involves the materials submtted by
applicant under notice of reliance. Applicant submtted
over 100 plain copies of third-party registrations of marks
whi ch include the word AMERI CAN for insurance services;

copi es of excerpts fromBest's Insurance Reports (1994)

listing insurance conpanies wth trade nanmes which include

SRegi stration No. 1,046,125 issued August 10, 1976; Sections 8 &
15 affidavit filed.

4Regi stration No. 1,042,480 issued June 29, 1976; Sections 8 &
15 affidavit filed. The words "Ll FE | NSURANCE COVPANY" are

di scl ai mred apart fromthe mark as shown.
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AMERI CAN; > and the file history of each of opposer's pleaded
regi strations. Opposer objected to the third-party
registrations and the registration file histories on the
ground that they are not certified and objected to the

excerpts fromBest's Insurance Reports on the ground that

t hey are not authenti cat ed.

It is not necessary that the copy of a third-party
registration submtted with a notice of reliance be
certified or that it be a current status and title copy
prepared by the Ofice. A plain copy is sufficient. See
Trademark Trial and Appeal Board Manual O Procedure
(TBMP) 8703.02(b) and cases cited therein. Further,
certification of the file history of a registration is not
required. See TBMP §703.02(a). Finally, it is not

necessary that the excerpts fromBest's |Insurance Reports be

aut henticated. See TBMP 8708 and Trademark Rule 2.122(e).
In view of the foregoing, opposer's objections to the
materials submtted by applicant under notice of reliance
are not well taken.

The second dispute involves the testinony of opposer's
W t ness, Karen Gatenby, taken during opposer's rebuttal
testinony period. Applicant has noved to strike M.
Gatenby's deposition, with exhibits, as inproper rebuttal.

According to applicant, Ms. Gatenby testified "about the

SEach excerpt lists, inter alia, the nane, address, and
t el ephone nunber of the insurance conpany; its financial rating;
and a summary of its financial operations.
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nature of [opposer's] business, its ownership, its annual
reports, its formation, its subm ssion of financial
information to authorities, its financial statenents, its
use of certain business forns and marks, its pronotional
activities and expenditures, and its challenges in the
courts and the Patent and Trademark O fice to marks of third
parties, and [to] her opinion as to the |ikelihood of
confusi on between the marks of the parties in this case.”
(Applicant's Motion to Strike, p. 3). Applicant maintains
that testinony relating to these matters shoul d have been
taken during opposer's case-in-chief, rather than during
rebuttal .6 Qpposer, however, contends that the testinony is
proper rebuttal since it serves to refute applicant's
evi dence that opposer's marks are weakened by the existence
of third-party registrations and trade nanes.

During rebuttal testinony, an opposer may introduce
facts and wi tnesses appropriate to deny, explain or
ot herwi se discredit the facts or wtnesses of applicant. See
Western Leat her Goods Conpany v. Blue Bell, Inc., 178 USPQ
382 (TTAB 1973). Because applicant's record includes third-
party registrations and a list of trade nanes which include
AMERI CAN, opposer is entitled to present testinony which
shows opposer's efforts to police its marks. See Burns
Philip Food, Inc. v. Mddern Products Inc., 24 USPQ2d 1157

(TTAB 1992). However, testinony relating to the nature of

6Cpposer took no testinony during its case-in-chief.
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opposer's business, its financial condition, advertising and
pronotional activities, etc. should have been presented as
part of opposer's case-in-chief. See Logicon, Inc. v.
Logi sticon, Inc., 205 USPQ 767 (TTAB 1980).7 Thus,
applicant's notion to strike is granted to the extent that
only those portions of Ms. Gatenby's testinony and exibits
whi ch pertain to opposer's efforts to police its marks have
been consi dered. 8

The record in this case consists of the pleadings; the
file of the involved application; status and title copies of
opposer's pl eaded registration submtted under notice of
reliance; copies of third-party registrations, excerpts from

Best's Insurance Reports, and the file histories of

opposer's pl eaded registrations submtted by applicant under
notice of reliance; and relevant portions of the testinony
deposition wth exhibits of Ms. Gatenby.

Both parties filed briefs on the case and were present
at the oral hearing.

Priority is not in issue since opposer has made of
record status and title copies of its three pleaded
registrations. King Candy Co. v. Eunice King' s Kitchen,
Inc., 496 F.2d 1400, 182 USPQ 108 (CCPA 1974). ©Nbreover

While certain of the testinony (e.g., the extent of use of
opposer's pl eaded marks and opposer's pronotional activities)
may also relate to the strength of opposer's marks, it
nonet hel ess shoul d have been presented duri ng opposer's case-in-
chi ef.

8Even if we had considered the remai nder of Ms. Gatenby's
testinmony, our decision herein would be the sane.
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appl i cant has conceded the virtual identity of the parties
services. (Brief, p. 6). W turn then to a consideration of
the simlarity/dissimlarity of the parties' marks.

We find that applicant's mark AMERI CO LI FE | NC and
desi gn and opposer's ALICO mark are sufficiently different
i n sound, appearance and conmmercial inpression that
confusion is not likely to result even though the marks are
used in connection wth virtually identical services.
Kel l ogg Co. v. Pack'Em Enterprises Inc., 14 USPQ2d 1545
(TTAB 1990).

We turn then to a conparison of applicant's mark and
opposer's two AMERI CAN LI FE | NSURANCE COMPANY and desi gn
mar ks.

We begin our analysis by keeping in mnd two principles
set forth by the Court of Appeals for the Federal Crcuit.
First, "when marks woul d appear on virtually identical goods
or services, the degree of simlarity necessary to support a
conclusion of |ikely confusion declines.” Century 21 Real
Estate Corp. v. Century Life of Anerica, 970 F.2d 874, 23
USPQ2d 1698, 1700 (Fed. Cir. 1992). Second, "in
articulating reasons for reaching a conclusion on the issue
of |ikelihood of confusion, there is nothing inproper in
stating that, for rational reasons, nore or |ess weight has
been given to a particular feature of a mark provided the
ultimate conclusion rests on consideration of the marks in
their entireties.” In re National Data Corp., 753 F.2d
1056, 224 USPQ 748, 751 (Fed. Cir. 1985).
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Appl yi ng these principles here, we find that
applicant's mark AMERI CO LI FE I NC and design is sufficiently
simlar to each of opposer's AMERI CAN LI FE | NSURANCE COVPANY
and design marks that confusion anong consuners is likely to
occur as the result of the contenporaneous use of these
marks on virtually identical services. 1In reaching this
concl usion, we recognize that applicant's mark and opposer's
mar ks include different design features. However, we think
it is appropriate to give greater weight to the word
portions of the respective marks because it is by the words
that custoners will refer to the services, and the words,
rather than the designs, play a larger role in creating the
commerci al inpressions these marks engender. See In re
Appetito Provisions Co., 3 USPQ@2d 1553 (TTAB 1987). The
word portions of the parties' marks--AMERI CO LI FE I NC and
AMERI CAN LI FE | NSURANCE COVPANY--are strikingly simlar in
commercial inpression. W nust keep in mnd that the
average consuner retains a general rather than a specific
i npression of trademarks in the marketpl ace and may not even
notice the slight differences between applicant's and
opposer's marks. |If consuners do notice the differences,
they are not likely to regard the differences as indicating
that the services cone fromdifferent sources. Rather, when
the parties' marks are used in connection with virtually
i dentical services, consuners are likely to believe that the

services enmanate fromthe sane source, and that the marks
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are nerely variants, used by a single source to
differentiate its different |lines of insurance.

Whil e we have carefully considered the evidence of
third-party marks and trade names submtted by applicant, we
do not find it persuasive of a different result. W
acknow edge that AMERICAN is an el enment in nunerous marks
for insurance conpani es. However, our finding of |ikelihood
of confusion is not based sinply on the inclusion of
AMERI CAN and AMERICO in the parties' marks. Rather, we
considered, as required, the disclainmed matter LIFE
| NSURANCE COMPANY and LIFE INC. It is the entire literal
portions of the parties' marks which engender markedly
simlar commercial inpressions. Thus, the fact that other
mar ks cont ai ni ng AVERI CAN have been registered is not
controlling as to whether or not the specific marks invol ved
herein are in conflict. See Gastown Inc. of Delaware v. (Gas
Cty, Ltd., 187 USPQ 760 (TTAB 1975). Moreover, we note
that none of the marks in the third-party registrations is
as simlar to opposer's marks involved here as is
applicant's mark. O the over 100 third-party registrations
subm tted by applicant, only twelve are for marks which
i nclude the words AMERI CAN and LIFE. Each of the twelve
regi stered marks contains other distinguishing wording,

e.g., HERI TAGE, BENEFI T, CONTI NENTAL, MAYFLONER, FOUNDERS
PH LADELPHI A.

As to the excerpts fromBest's |Insurance Reports, this

evidence is cunulative of the third-party registrations in
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showi ng the sense in which AMERICAN is enpl oyed in the

mar ket pl ace.® Only about twenty of the conpanies listed in
this publication incorporate AVMERI CAN and LIFE in their
trade nanes. O those twenty conpanies, all but one include
ot her distinguishing wording in their trade names. Thus,
applicant's evidence of third-party use of AMERI CAN does not
persuade us that consunmers will believe that opposer's

AMERI CAN LI FE | NSURANCE COMPANY and desi gn mar ks and
applicant's mark AVERI CO LI FE I NC and design identify

I nsurance services emanating from separate sources.

Finally, applicant argues that opposer is estopped from
mai ntaining that there is a likelihood of confusion here
because this is inconsistent with the position taken by
opposer during the prosecution of the application which
matured into opposer's Registration No. 1,771,807. The
Exam ning Attorney in charge of that application refused
regi stration under Section 2(d) of the Trademark Act in view
of a registration for the mark AVERI CAN LI FE AND CASUALTY
| NSURANCE COVPANY and design. Qpposer subsequently obtai ned
a consent fromthe owner of the cited registration and
agreed therein that there was no |likelihood of confusion
bet ween the respective marks. Apart fromthe fact that we
do not view opposer's positions as inconsistent, it is well

settled that an opposer is not estopped in an opposition

9There is significant overlap between the trade nanes in Best's
I nsurance Reports and the marks in the third-party
regi strations.

10
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proceeding fromtaking a position different fromthat which
it took before the Exam ning Attorney during prosecution of
its application. See Institutional Wolesalers, Inc. v.
Saxons Sandw ch Shoppes, Inc., 170 USPQ 107 (TTAB 1971).

In sum when applicant's mark AVMERI CO LI FE | NC and
opposer's AMERI CAN LI FE | NSURANCE COMPANY and desi gn mar ks
are conpared in their entireties, with appropriate wei ght
given to the dom nant word portions, the marks are
substantially simlar in conercial inpression. Thus, the
cont enpor aneous use of these marks in connection with
virtually identical services is likely to cause confusion
anong consuners.

Deci sion: The opposition is sustained.

R F. G ssel

E. J. Seeherman

P. T. Hairston

Adm ni strative Tradenmark
Judges, Trademark Tri al
and Appeal Board
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