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Trademark Trial and Appeal Board

In re Sakurai G aphic Systens Corporation

Serial No. 74/421, 806

Kit M Stetina of Stetina Brunda & Buyan for applicant.

Andrew P. Baxl ey, Trademark Exam ning Attorney, Law Ofice
104 (Sidney |I. Moskow tz, Managi ng Attorney).

Before Sinmms, Quinn and Hairston, Adm nistrative Trademark
Judges.

Opi nion by Quinn, Adm nistrative Trademark Judge:

An application has been filed by Sakurai G aphic
Systens Corporation to register the mark OLI VER for "sheet-
fed offset printing presses."!

The Trademark Exam ning Attorney has refused
regi stration under Section 2(d) of the Act on the ground

that applicant's mark, when applied to applicant's goods, so

IApplication Serial No. 74/421,806, filed August 9, 1993,
alleging first use anywhere in Septenber 1975 and first use in
commer ce between Japan and the United States on July 13, 1981.



Ser No. 74/421, 806

resenbl es the previously registered mark OLI VER i n typed

fornm? and the previously registered mark shown bel ow?

OLIVER

both for "automatic wrappi ng machi nes for packagi ng goods in
filmmaterials; bread and baked goods slicing machi nes;
conbi nation bread slicing machi nes and w appi ng nmachi nes
(conbi nati on bread slicing and wappi ng machines in Reg. No.
1,239, 195); neat slicing machines; |abel applicating
machi nes; conbi nation | abel applicating nmachi nes and
printing machi nes (conbination |abel printing and
applicating machines in Reg. No. 1,239,195), and conbi nation
wr appi ng, | abel applying and printing machi nes (conbi nation
wr appi ng, label printing and applicating nmachines in Reg.
No. 1,239,195) as to be likely to cause confusion. The
cited registrations are owned by the sane entity.

Wen the refusal was nmade final, applicant appeal ed.

Applicant and the Exam ning Attorney have filed briefs.4

2Regi stration No. 1,207,893, issued Septenber 14, 1982; conbi ned
Sections 8 and 15 affidavit fil ed.

SRegi stration No. 1,239,195, issued May 24, 1983; conbi ned
Sections 8 and 15 affidavit fil ed.

4Applicant's appeal brief is acconpanied by new evidence, nanely
Exhibit C which is an excerpt froma printed publication.
Trademark Rule 2.142(d) provides that the record in the
application should be conplete prior to the appeal and that the
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Applicant, in urging that the refusal to register be
reversed, argues the followi ng four points: the goods are
different; the trade channels for the goods are different
(nore specifically, that registrant's goods are sold to the
food i ndustry whereas applicant's goods are sold to the
printing, publishing and graphic arts industries); the goods
are expensive machines sold only to sophisticated conmerci al
purchasers; and there have been no instances of actual
confusion during several years of contenporaneous use. In
support of its position, applicant submtted the affidavits
of Yoshi kuni Sakurai, applicant's president, and Larry
Full er, applicant's vice president and general manager. M.
Fuller's affidavit is acconpanied by three related exhibits,
nanmely, a custoner list, a price list and product brochures.

The Exam ning Attorney maintains that the goods are
sufficiently simlar that, when sold under identical or

substantially identical marks, purchasers are likely to be

Board will ordinarily not consider additional evidence after the
appeal is filed. The rule further provides that if additiona
evidence is sought to be introduced, the offering party may
request the Board to suspend the appeal and to remand the
application. Evidence submtted by an applicant after appeal,

wi thout a granted request to suspend and remand for additi onal
evi dence, may be considered by the Board, despite its
untinmeliness, if the Exam ning Attorney does not object to the
new evi dence and di scusses the new evidence or otherw se
affirmatively treats it as being of record. See, e.g., Inre
Pennzoi|l Products Co., 20 USPQ@d 1753 (TTAB 1991). See al so:
Trademark Trial and Appeal Board Manual of Procedure § 1207.03.
Although in this case the Examining Attorney did not object to
Exhibit C, neither did he discuss this evidence or otherw se
treat it of record. Accordingly, Exhibit C does not form part

of the record in this appeal, and we have not considered it. W
hasten to add, however, that even if this evidence were
considered, it would not change the result.
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confused. The Exam ning Attorney contends that registrant's
conbi nation | abel applicating and printing machi nes are not
limted to the food packaging i ndustry and that, therefore,
it nmust be presuned that the nmachines can be used in any
type of packagi ng industry. As for applicant's goods, he
argues that applicant's goods, in the absence of any
limtations, nust be presuned to enconpass all kinds of
sheet-fed offset printing presses, including those used to
print labels in the packaging industry. Thus, when the
goods as set forth in the cited registration are conpared to
the goods as set forth in the involved application, a

rel ati onship between themis evident. |In this connection,
the Exam ning Attorney submtted excerpts (third-party
patents and articles fromprinted trade publications)
retrieved fromthe NEXIS data base which show, according to
t he Exam ning Attorney, that sheet-fed offset printing
presses are comonly used to print |abels in the packaging

i ndustry.

A determ nation of |ikelihood of confusion requires an
analysis of the relevant factors listed in In re E |I. duPont
de Nenmours & Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973).
In any likelihood of confusion anal ysis under Section 2(d)
of the Act, two key considerations are the simlarities
between the marks and the simlarities between the goods.

In the present case, applicant has not disputed the
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simlarity between its mark and registrant's marks.>

| ndeed, applicant's mark OLIVER in typed formis identical
to registrant's mark OLIVER in typed formas shown in

Regi stration No. 1,207,893. Further, applicant's mark is
substantially identical to registrant's mark OLIVER in
stylized formas shown in Registration No. 1,239, 195. The
insignificant stylized features of this cited mark hardly
detract fromthe literal identity between it and applicant's
mar K.

Gven the simlarities between the marks, applicant and
t he Exam ning Attorney have concentrated their argunents on
the simlarities and dissimlarities between registrant's
conbi nation | abel printing and applicating nmachi nes and
applicant's sheet-fed offset printing presses.

Wth respect to the goods, it is clear that the Board
must conpare applicant's goods as set forth in its
application with the goods as set forth in the cited
registration. 1In re Tracknmobile Inc., 15 USPQRd 1152 (TTAB
1990). It is not necessary that the goods be simlar or
conpetitive or even that they nove in the same channels of
trade to support a holding of likelihood of confusion. It
is sufficient that the respective goods are related in sone
manner, and/or that the conditions and activities
surroundi ng the marketing of the goods are such that they

woul d or could be encountered by the sane person under

5I'n this connection, applicant's brief is entirely silent on the
poi nt .
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ci rcunst ances that could, because of the simlarity of the
mar ks, give rise to the m staken belief that they originate
fromthe sanme producer. In re International Tel ephone &
Tel egraph Corp., 197 USPQ 910, 911 (TTAB 1978).

In the present case, we find that applicant's sheet-fed
of fset printing presses and registrant's conbination | abel
printing and applicating machines are sufficiently simlar
that, when sold under identical or virtually identica
mar ks, purchasers are likely to be confused. Antor, Inc. v.
Anctor Industries, Inc., 210 USPQ 70, 78 (TTAB 1981)

[rel ationshi p between the goods need not be as cl ose where
the marks are identical or strikingly simlar]. 1In reaching
this conclusion, we are mndful that registrant's goods
woul d appear to be directed to the food industry whereas,
according to applicant's evidence, applicant's printing
presses are sold to those in the printing, graphic arts and
publ i shing industries.® However, applicant's identification
of goods is not so restricted, and we nust therefore assune
that the printing presses enconpass all types, including
those that are used to print labels in the food industry.

In this connection, the Exam ning Attorney has submtted

6\ note the Examining Attorney's assertion that "[a]lthough
many of the itens listed in the registrant's identifications of
goods are clearly limted to the food packagi ng i ndustry, there
is no such limtation placed on goods identified as conbination
| abel and applicating and printing machi nes and conbi nati on

wr appi ng, | abel applying/applicating and printing machi nes."
(brief, p. 5 The Exam ning Attorney technically is correct.
Even assuming that all of registrant's goods travel in only
limted trade channel s, however, applicant's goods are not
limted in any fashion. Thus, the result in this case would not
change.
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excerpts retrieved fromthe NEXI S dat abase which establish
that sheet-fed offset printing presses are used to print

| abel s for packaging, with sone applications in the food

i ndustry. By way of exanple, we highlight the foll ow ng
excerpts:

...the bulk of |abel volunme [for food
cans] is done on sheetfed offset
presses. ..

Graphic Arts Monthly, Septenber 1995

For commercial printers, perhaps the
easi est point of market entry is in
packagi ng | abels, i.e., producing paper
| abel s--typically for canned goods--on
conventional printing presses.

Graphic Arts Monthly, October 1995

| nasmuch as the record establishes that offset printing
presses are used to print |abels for packagi ng, including

| abels in the food industry, we conclude that applicant's
goods are related to registrant's conbination |abel printing
and applicating nmachi nes.

The record shows that sonme of applicant's printing
presses are quite expensive. Even conceding that
registrant's and applicant's custoners are sophisticated, we
woul d poi nt out that even sophisticated purchasers woul d not
be i mune from source confusion. In re Pellerin MInor
Corp., 221 USPQ 558, 560 (TTAB 1983). W find this to be
especially the case here where identical and/or
substantially identical marks are involved, and there is no
evi dence showi ng any third-party uses of the sane and/or

simlar marks in the printing field.
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The evi dence bearing on the absence of actual confusion
bet ween the marks does not conpel a different result in this
case. Although applicant has supplied a |list of custoners
for its goods, no evidence has been provided as to the |evel
of sales of its goods. Thus, there is no neaningful way to
eval uate the opportunity for actual confusion to occur anong
purchasers. Further, this factor is of limted probative
value in the context of an ex parte proceedi ng wherein there
iIs no way to assess what the experience of the registrant
has been. In re Cruising Wrld, Inc., 219 USPQ 757, 758
(TTAB 1983). Mdreover, the issue before us in not one of
actual confusion, but only the |ikelihood of confusion.

Finally, to the extent that any of the points raised by
appl i cant casts doubt on our decision, we resolve that
doubt, as we nust, in favor of the prior registrant. 1In re
Hyper Shoppes (Ghio), Inc., 837 F.2d 463, 6 USPQ@d 1025
(Fed. GCr. 1988).

We concl ude that consuners famliar with registrant's
conbi nation | abel printing and applicating machi nes sold
under the mark OLI VER would be |ikely to believe, upon
encountering applicant's mark CLI VER for sheet-fed of fset
printing presses, that the goods originated with or were

sonehow associ ated with or sponsored by the sanme entity.
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Decision: The refusal to register is affirnmed.

R L. Sinmms

T. J. Quinn

P. T. Hairston
Adm ni strative Trademark Judges
Trademark Trial and Appeal Board
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