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January 3, 1996

Via Facs im i le : (703) 308-7220

Assistant Commissioner for Trademarks
Attention of: Ms. Lynne G. Beresford
United States Patent and Trademark office
2900 Cxystal Drive
Arlingkm,  Virginia 22202-3513

ife: Communications With the PatenL and Trddemuxk Ottlue

Dear Ms. Beresford:

This letter is to express on behalf of Minnesota Mining ami
Manufacturing Company (“3M”) comments regarding proposed
amendments to sections 1.1, 1.9, and 1.10 of 37 C.F.It. as
published at 1180 O.G. 122 et seq. on NOVeIItber  26, 1995.
TIJe wueIdItusIiLs  aCfecL uummunlcations  with the Patent and
Tradcmark Office (“PTO”).

Addressing Correspondence
The pxupused amendment tu section 1.1 would provide fox
correspondence to the PTO to be addressed to one of the
Commlssionw of Patents a n d  T r a d e m a r k s ,  the A s s i s t a n t
COK@SSIOner fOr Patents, or the Assistant commissioner tor
Txademaxksl depending upvn the natuxe of the c~rrespundence.

W is strongly opposed te this praposed  amendment, if
correctly addressing correspondence 1s a necessary
xequi~ement  to obtaining benefit of the filing date. Denial
of a filing date of a piece of correspondence could result
in a substantive  10SS  of p~tent right-s and/or jncvr
substantial  costs .

The proposed change would impose an undue burden on the
public w~thout provfdlng any suh-tant~ve  henef~t to the PTO.

It is nGt realistic or fair to expect the public to be
familiar with the most current internal organization of the
PTf) so as to he able to distinguish between organizations
reporting to the Assistanc Comalssioner for Patents anti
those reporting to the Commissioner of Patents and
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Trademarks. Any reorganization of the PTO might result in a
change of applicable address requirements.

UiIdeL  Lhe PWWSed  LUle/ au applicant filing a liew
application would be required to addrcse the application to
the Assistant Commissioner for Patents while a check for the
filing fee must be made out to the Commlssloner  for Patents
aiid TLademdlks. 3imLlaxlyt  a xequest fvr reexamination of
an issued patent would be required to be addressed to the
Ass~stant  Comm~ss~oner  while an assignment. of khat patent
would have to be addressed to the Commlssloner. A request
fus an oral hearing is tv be addressed to the Assistant
commissioner while communications with the Board are to be
addressed to the Commissioner.

Denial of the Lxuefit of a filing date for incorrectly
addressing a piece of correspondence, i.e., a minor defect
in form, when the substant~ve content of the correspondence
complies with the rules would be an extreme and unwarranted
sanction,

The change would present an administrative burden to
applicants and practitioners who must maintain separak~ buL
confusingly similar, stamps and word processing macros for
preparing certificates of mailing and addressing
correspondence.

Dy fax the majox portion of incoming correspondence is
handled by persons other than an Assistant Commissioner or
the Commissioner. Thus, requiring selection of address
between an Assistant Commissioner and the Commissioner would
not facilitate sorting and handling of the correspondence.

For these reasons we oppose the proposed change to section
1.1*

Sorting and processing of incoming correspondence is best ~
facilitated through use of Special Office Mail boxes as ~ð
currently listed in each issue of the Official Gazette.
Additional special boxes for other types of correspondence
could be established to expand the benefits of the existing
procedure.



131.@13./96 15: B2 0.1. P. C, 221zP12bJ-121 Em

Assistant Commissioner for Trademarks
January 3, )996
Page Three

Federal Holid%ys Within Distxict of Columbia
The proposed mcndmnt  to section 1,9 would define a federal

.—-., .....-——

holiday within the District of Columbia as Including any day
when the PTO is officially closed for a later announced
L’eaSOIl SUUII us UdveLse weaLlleL  uL ULlieX CdUSe5.

3M is opposed to this amendment to section ).9, in view of
the terms of section 1.10, either in Its current form or if
ameuded as pxupusedj xegaxding the date cwrrespondcnce will
be considered as filed in the PTO. The amendment to section
1.9 could lead to loss of valushle patenk rjghts.

Many times an application is filed via Express Mail to
secure a filing date in advance of a divulgation of the
invention such as a product int.rmh]ctim  at a trade show.
zin applicant will often rile a patent application shortly
before a divulgation eventl intending to rely upon the
filing date fox subsequent foreign patent applications.
IJnder the proposed amendment, an applfcant following that
procedure could find out that adverse weather led to closing
of the PTO for the day on the day the application was filed?
causing the filing date of the application to be changed to
a later date. Tf that. later date is subsequent to the
divulgation, the applicant would lose valuable patent rights
due to matters entirely beyond his control.

3M wmld support a more narrswly defined rule change that
would permit any action or fee due to be taken or paid on
the next succeeding day when the FTO is open. It is
imperative, however, that such an amendment not prevent
applicants filing in the Un~ted States from obtaining the
earliest priority date to which they are entitled.

Express Mailinq
It was proposed to amend sect.lnn 1.10 tfi delete the
requirement of a certificate of maillng and to incorporate
requirements for resubmission of misplaced correspondence
that parallel section 1.8.

3M strongly supports these amendments.

Entry  of the “date in” notaLion by the postal service on the
Express Mail enVelOpe is adequate evidence of the date of’
mailing. The procedural requirement of a certification Is
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thus unnecessary. Elimination of this requirement removes u
pot.eIALLu~ Leuhuivul eLLUL tlidt can cost an applicant
valuable rights.

Very trllly yours,

C14/RMJ/lhm
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