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HAMILTON, BROOK, SMITH & REYNOLDS, P.C.
Two Militia Drive

Lexington, MA 02173-4799

‘I”elcphone:  (617) 861-6240 Facsimiltx  (617) 861-9540

Attention:

Date:

Clieul Cude:

Facsimile No.:

From:

Subject:

M’ACSIMIIX COVER  SHEET

Lynne G. Berwford

January 2, 1996

9943

703308-7220

N, Scott Pierce, Esq.

Rcspnse  to Rqucst  fur Cummems Concerning Mndificxitions ot” Express

Mail  Provisions

Number of pages kluding  this c.wer sheet: 4

Please wdh-m receipt of facsimile: yes,& No —

Comments:

Pr&ikgod  and CtrtihJenW  . NI informatirrn  Immmitted  hereby is intended rmly for the use of the addressee rmmcd abowo. If the
r+ader uf this rne$qo is not tie intended mcipicnt Or ~IC Cliip[uycc  w agent responsible for  ~el]vering  ~U  me..e  m the intended
rocipknl(s),  plu  note that q distribution or copying of this  communiantion  is strictly prvhibird.  .byuue  whu received W 1

communication in error  is asked LU INJUfy  us i~m~inte]y  hy teicphone and lrj destroy tha origirml  mehge  or feturn  it to us nt &o
above addreen via fw chua mail.
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THE BOSTON PATEfuT LAW ASSOCIATION

PRESIDENT
Ronald .s. ~fSMSdOd
Wolf,  Greenlield
& SaCk6.  P.C.
600 Ahntlc Avenue
Boston. MA O221O.22O4
(617) 720.3500

PI?ESIDENT.ELECT
DSVM  J. Thlbodoau,,  Jr,
ceaarf 6 McKemIa
30 ROWS Whad
easfan.  MA 02110
(617) 261-6800

VICE. PRESIDENT January 2,  1996
QmgOry  Q. Wllllams
New’ England EiolacIs, 1x.
32 Iazer Road
Beverly. MA 01915
(508) 927-5054

TREASURER

SWIM 0. L. Glgwsky
Hamihon.  Brook, smith
h Reynow,  P.C.
Two  Miliria Orivg
Laxmglon.  MA02173
(617) 861,6240

SECRETAfW
ThOttIY  A. Frerrch
Fish  & Rl&afd~oq
225 Frankiin  StrW!
OOStOn.  MA 0211O-28O4
(61 7) 542-5070

BOARD  OF GOVEFINORS
John L. DuPd
Hamilton. Bfook.  Smitfl
h Reynolda, P,C
TWO Mlllila Drive
Ledngtan,  MA 02173
(617) U51-G240

Walmr F. Oaw$~
Raflheon Company
141 Spring srreal
~exln(ltom MA 02173
(617)  860-38(35

~MSS J. Engellanner
Lahive  & CockiiaM
60 Slate  .Slr~[
~ostan,  MA 021@
(617) 227-74oo

Sent by F a c s i m i l e
O r iainal by l+fai~
A s s i s t a n t  C o m m i s s i o n e r  f o r  T r a d e m a r k s
2900 Crystal  Drive
A r l i n g t o n ,  Virginia 22202-3513

A t t e n t i o n : Lynne G. Beresf ord

Dear Ms. Beresford:

In response to the Patent  and Trademark Office
(PTO) request  for comments concerning modification of
express mail provisions, a s  s e t  f o r t h  in 1 1 8 0  O.G.
122-126 (November 28, 1995), the Boston patent Law
Association (mBPLA~)  submits  t h e  a t t a c h e d .

N. S c o t t  P i e r c e

NsP/cinlm

BliIsvicR,MAo1821 c c : Peter M. Dichiara, Esq.
(5W)663.3455 Thomas M. Saunders, E8q.

ano Gregory D. lfi~l~aR8,  Esq.
I)PIA.1WCWJ6C
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> COMMENTS OF THE BOSTON PATENT LAW ASSOCIATION
CONCERNING MODIFICATION OF

EXPRESS MAIL PROVISIONS

The Patent and Trademark Office (PTO) requested comments crmxming the proposed
modification of 37 C. F. Il. # 1,10 “Filing  uf correspondence by ‘Express Mail. ‘“ Notice of
Prooosed Rulemaking, 1180 O.G. 122-126 (Nuvember  28, 1995). The Rmtnn Patent Law
Association (BPLA) submits the following respoiw.

“t?w 13PLA objects to the proposal rule modification of $1.10. The ubjection is ljmited to
aspeck of the  proposed rule which alter the standard of “deposited with the Uniled  States
Posul  SeNice.  ” ‘the proposed rule establishes the date of deposit as the “date  inn as
recorded by the Postal Semic.e, without regard to actual deposit. This change requires that
Express Majl correspondence Ix hancled to a Postal Service employee, and a Icgible and
currect  “dam in” notation be male hy a Postal Service  employee at that time. If this newly
requilcd prucedure  is not followed, one risks loss of a filing date. The proposed change
represents bodi  a change in practice as to what constitutes “deposited” with the Postal
Sexwicc,  and a change in the availability of prnnfs of deposit.

The BPLA does not ob@ct  tu iispects of the proposed rule which permit acceptance of
materials sent by Express Mail  as uf t!w “date  in” as recmded on the Express Mail label,
absent an Express Mail Ccfificate.  TIc BPLA objections addre.w the inconvenience that wiU
result from application of the propcd  rule, ils employmen[  of the subjective standard of
‘legibility,” and the lack of a timely dctcrmh~aticm  uf proper mailing that will he inherent in
filing  documents by Express Mail under the proposed rule.

1. mvenicncg

As stated  in the PTO comments accompanying the proposed IWIC (1 180 O,G, at 124), under
the prnposed rule, persons choosing to use an Express Mail Ilox, and WIIU. htmx,  will not
oversee a Postal Servke  employee receive the mail, may not later argue for LIIC  benefit of a
# 1.10 filing date. if the “date in” on the Express Mail in improperly ffled or nol clearly
marked. As codified in # 1. IO(b), this effectively eliminates the usc of Express Mail Buxcs
for filing by 13prt%w Mail. A prudent attorney is necessarily rquired  to travel to a Post
Office. In most instances, this requires the burden of travel beyond presently available
Expws Mail Boxes. After 5:00 p.m., this likely requires travel to evcrrnorc  distant Post
Offices whi.uh remain open to later hours.

As fuficr irtcmvcl]ience,  the proposed rule reqlire.s the responsible attorney to attempt to
personally supervise the pruuedures  of a PostaI Service employee. Such supervision will be
required, whether the ExpIcss Mail is laken  to a Post Office or picked up at a law office as a
service of the Post Office.  Supervision can be expected to particularly delay the Postal
Se~icc cmployee  at the point of Express Mail pick-up and may, further, conflict with that
employtz’s work schedule and responsibilities.

-wSal-l Nml-1: Ml lm



Where, previously, the responsibility for patent prosecution wrts limited to inventors, their
representatives, and the PTO, the new rule includes Postal Semiee  employees as nwcssary
participams  iu the patenting process. Neither the inventors, nor their representatives, nor the
PTO can purpat m cxtmise any real control or supenision  over Postal Service employees.

I I .  ~iwtivc Startdard

Under subparagmphs (a) and (b) of the propuscd rule. and contrary to the current # l.10(c),
legibility and aeeuracy  of the “date in” as recorded by the Postal Service employee is
determinative of the date accorded by the Patent Office, dcspiLc k presence of a Certificate
of Mailing by Express Mail. The person filing a paper by Express Mail must review the
“date in’” as entered by the Postal Senice empioycc. This, again, presumes W Ow Postal
f$wice employee is prqxued  to cooperate in such review. After review, if the pewIL

mailing by Exprew  Mail is dissatisfied with the penmanship, a clarification of the ‘date inn
must be obra.ined. There is clearly the potential for those seeking to obtain clear “date in”
Express Mail receipts m fail to obtain them, despite the greatest diligence. Under such
cifcumstmws,  a prudem practitioner would be required to prepare duplicate papers and
resubmit thcIIl -- time permitting.

m. No Tired Y Dclcrmipiition  of Mailing

Under the prcsertt  rule, an attolllcy  ur agent who has properly prepared  papers and timely
deposits thcm with the Postal Stiwiw -- either in an Express Mail Box nr at a Post Office --
is assured that such papers will bc held to hdvc Mm filed with the MO as of the date of
such delivery, unless more than a reasonable time has elapsed between the cefiificatc date
and the Patent and Trademark Office receipt date, or o(hcr questions regarding the date of
deposit are present. This is wc even if later petitions and proofs of deposit are required.
Under the proposed rule, timely deposit with the United States Pustal Serviee,  alone, will be
insufficient. There will, not be effective deposit without a proper “dale  iIl ” notation.
Further, a final determination of timely “deposit” cannot be established withuut a PTO
adjmlicatlon  limited to label  legibility, and exclusive of attorney diligence. This rvview will,
in almost  every instance, be long after substantial rights have bum irretrievably 10SI.
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RECEPTION OK

TX/RX NO. 9229

CONNECTION TEL

CONNECTION ID

START TIME 01/02 16:43

USAGE TIME 01’35

PAGES 4

RESULT OK


