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I. INTRODUCTION

Report:  This is the Seventh Annual Report of the Trademark Public Advisory Committee (TPAC).   The Report reviews the Trademark Operations of the United States Patent and Trademark Office (USPTO) for the fiscal year ending September 30, 2006.  Our mandate, pursuant to the enabling legislation, 35 U.S.C. § 5(b)(1) and (d)(1), is “to represent the interests of diverse users of the [USPTO]” and to “review the policies, goals, performance, budget, and user fees of the [USPTO]” with respect to trademarks.

Pursuant to 35 U.S.C. § 5(d)(2), this Report is submitted within sixty (60) days following the end of the fiscal year and is transmitted to the President, the Secretary of Commerce and the Committees on the Judiciary of the Senate and the House of Representatives.  The Report is submitted for publication in the Official Gazette of the USPTO.  The Report is available to the public on the USPTO web site, www.uspto.gov.

Members of TPAC:  The Members of TPAC express their appreciation to Maury M. Tepper, III, of Womble Carlyle Sandridge & Price; and to Joseph N. Welch, II, of Pattishall, McAuliffe, Newbury, Hilliard & Geraldson, whose terms expired during the past year.  Their contributions to the work of the Committee are greatly appreciated. 

In August 2006, the Secretary of Commerce, Carlos M. Gutierrez, appointed the following new members to the TPAC:  Jacqueline Leimer, of Kraft Foods; and Lorelei Ritchie de Larena, of Florida State University School of Law.  Secretary Gutierrez also reappointed Jeffrey M. Samuels, of the University of Akron School of Law, as TPAC’s chair.  They join the following other members:  B. Parker Livingston, of Buchanan Ingersoll; Kathleen Cooney-Porter, of Oblon, Spivak, McClelland, Maier & Neustadt; Joshua W. Rosenberg, of Hewlett-Packard Co.; Ayala Deutsch, of NBA Properties; Van H. Leichliter, of E.I. DuPont de Nemours & Co., and Albert Tramposch.

In addition to the above voting Members, the TPAC benefits from the views of three non-voting Members representing the membership of the USPTO unions.  They are:  Howard Friedman, of NTEU, Chapter 245; Randall P. Myers, of the Patent Office Professional Association; and Sharon West, of NTEU, Chapter 243.

II. OVERVIEW

By virtually any measure, the Trademark operation demonstrated unprecedented performance results during the past fiscal year.  As noted below, the Trademark operation exceeded all of its quality, timeliness, e-government, production, and efficiency targets for the fiscal year.  

Trademarks continues to demonstrate progress towards achieving its e-Government objectives, which rely on electronic communications and financial incentives to provide greater and more timely access to the trademark registration system and to the information contained in the agency’s records.  Electronic filing also improves the quality of the data relied upon by the Office and by trademark owners. 

TPAC closely monitored the agency’s progress in the area of automation, in particular to assure that adequate resources are devoted to the task.  It also worked to assure greater transparency with respect to the USPTO’s budgetary and financial plans and their impact on Trademarks.  

As elaborated upon below, TPAC also provided input with respect to proposed statutory and rule making changes, including proposed rules relating to practice before the Trademark Trial and Appeal Board and the proposed re-enactment of the Lanham Act into Title 35 of the United States Code.

III. DISCUSSION OF SPECIFIC ISSUES

A. Performance Statistics

Total trademark filings during Fiscal Year 2006 were 354,775 classes, an increase of 9.7% over the previous fiscal year.  During the past fiscal year, more than 94% of all applications were filed electronically through the Office’s e-TEAS system.  

As of September 30, 2006, total number of pending applications (measured as classes) was 634,087, a decrease of nearly five percent from the previous year.  Twenty-six percent of the pending inventory was in a post-notice of allowance status.

The number of marks registered during the past fiscal year was 147,118 (including 188,899 classes), which was 16.6% above plan and 31.7% more than the number registered the previous year. 

The total number of trademark disposals for the fiscal year was 256,002 (including 315,783 classes), which was 5.9% above plan.

First action pendency as of September 30, 2006, was 4.8 months, a reduction of 1.5 months from the previous year.  The average pendency to registration, abandonment, and issuance of Notices of Allowance, including suspended and inter partes cases, was 18.0 months, which was slightly below the target of 18.8 months. 

TPAC applauds the Office’s progress with respect to the reduction in first action pendency.  We noted in last year’s annual report our concern that first action pendency, which was then 6.3 months, was not meeting the needs of trademark owners.  We observe that the office’s draft strategic plan for 2007-2012 calls for first action pendency to be reduced further, to 3.0 months.  We urge the Office to make this goal an overriding priority.

TPAC notes that, at the end of the fiscal year, the number of examining attorney positions reached 414, an increase of 57 from last year, and that the Office plans to reach a total examiner workforce of 438 in fiscal year 2008. We again urge management to carefully monitor the filing of new trademark applications and to align its hiring plans with filings.  We note and agree with the concern of the union that represents trademark examining attorneys that the office not over-hire.

B. Trademark E-Government

Over the past year, the Trademark Organization has continued to enhance the features available to the public via the USPTO’s web site and taken steps to ensure the overall transformation of the Trademark Organization into an effective e-Government operation.  Twenty-six electronic TEAS forms are now publicly available.  New features were added in the past year that increase the functionality of the forms and attachments.  Applicants may now submit PDF attachments with electronically filed responses to office actions, a feature that was requested by the user community.  Applicants may also access the Identification Manual when completing the basic application form. The availability and the convenience of accessing trademark-related information via the internet has improved the Office’s ability to provide timely, useful information, stimulated demand for more services, and improved the efficiency of the examination process.

TPAC notes that the draft strategic plan provides for electronic file management and workflow by the end of fiscal year 2009.  This is an ambitious goal and, no doubt, will require substantial resources to achieve.  During the next year, TPAC wishes to work closely with Trademark management to review the plans designed to implement this goal.  Such plans should focus not only on the technical aspects of this initiative, but also on assuring that adequate financial and personnel resources are devoted to this project.

C. Quality

The Office of Trademark Quality Review continued the program initiated in 2002 to review first and final Office Actions.  During the past fiscal year, applying the relevant “in process review standards,” the deficiency rate for first actions was 4.3% (down from 4.7% for fiscal year 2005).  The final office action deficiency rate was for 3.6%, which is below the Office’s goal of 5.5%.  Pendency rates for both first and final actions were also reduced from FY 2005 and FY 2006 targets.  TPAC commends the Trademark operation for the performance results and the steps taken to achieve the noted results.  

In an effort to improve consistency in examination practice, the Office implemented a new co-pending procedure that electronically identifies applications filed by the same applicant within a three-month period.  TPAC has noticed an increase in the quality and uniformity in the examination of applications due to this change and commends the Office for making this change.  

TPAC supports the Office’s expanded training programs for Examining Attorneys.  The Office greatly expanded the training program for new Examining Attorneys by utilizing information from office action quality reviews and surveys to target issues of quality concern.  TPAC commends the Office for expanding the types of findings that require notations of “excellence” in regard to the review of first and final Office Actions, as well as for providing intensive training, lectures, slides and discussions on e-commerce and electronic-related issues.  TPAC also commends the Office for providing refresher courses in X-search training and providing the Examining Attorneys with an internal newsletter providing quality reminders to the Examining Attorneys. 

TPAC credits the Office for providing a series of industry-sponsored lectures to the Examining Attorneys.  These lectures provide excellent E-learning modules to assist the Examining Attorneys in substantive examination of trademark applications.  

TPAC commends the Office for its proposed development of its E-learning tool known as “Knowledge Management Systems,” which is a database system where Examining Attorneys can assess information, ask questions and be provided with quick answers with respect to examination and quality issues.  TPAC understands that the Office currently is looking into this module as an established Trademark database at the Office.  

TPAC recognizes the fact that the large number of hirings in 2006 put a strain on the resources of the Trademark operation, which could explain the slight rise in deficiencies in writing.  TPAC understands that with the renewed training, electronic modules, and the mentoring program put in place for new attorneys in the Office, that the new Examining Attorneys will be able to expand their legal training and writing skills.

TPAC also supports the Office developing in-house subject matter experts with whom the Office attorneys could consult.

During meetings held between the members of TPAC’s Quality Subcommittee and senior Trademark management, the Office suggested that examination would be facilitated if applicants would respond more fully to Office Actions; respond earlier to final Office Actions; utilize the Identification of Goods and Services Manual; and provide the Office with better copies of specimens of use and drawings.  TPAC fully supports these suggestions.  TPAC notes that institution of TEAS Plus applications has resulted in an increase in first action pubs.

D. Trademark Trial and Appeal Board

TPAC continued to work with the Trademark Trial and Appeal Board over the past year with respect to its mandatory disclosure rule making proposal.  While TPAC has endorsed the package in general, in view of concerns voiced by the trademark community, we recommended that the Board hold a public hearing on its proposed rule package.  The Board declined to hold a public hearing but did meet with representatives of the trademark community to better understand its concerns. We understand that the Board will move forward with the rule making process in the near future.  TPAC will monitor closely the effect of any new rules on trademark owners and the trademark bar.

In the past, TPAC had expressed concern over the low number of Board decisions designated as citable precedent.  In response, the Board made an effort in the past year to issue more citable decisions.  The Board issued 55 citable decisions in FY 2006, a several-fold increase over the previous year.  We applaud the Board for this initiative.  

The Board continued to show progress in automating its operations.  It has become possible to institute oppositions and file other documents, including confidential documents, on-line.   

The Board has met most of its processing goals for the fiscal year.  The processing of extensions of time, and the institution of oppositions, cancellations and ex parte appeals both have been reduced significantly.  However, it should be noted that the pendency of final decisions did increase during the year.  

E. Legislative and Rule Making Initiatives

TPAC heard additional briefings regarding a proposed initiative from the Office of the Law Revision Counsel, first discussed last year, to codify the Lanham Act into Title 35 of the U.S. Code.  TPAC adopted a resolution opposing the proposed re-codification project, but also continued discussions regarding what our recommendations would be should the project move forward.  

TPAC also heard reports from Sharon Marsh, Deputy Commissioner for Trademark Examination Policy, regarding proposed legislation to extend the reduced filing fee for those applicants who file using the TEAS Plus system, as well as legislation to update the maintenance requirements for Madrid Protocol registrations.

TPAC also discussed a proposed change to the Rules of Practice with respect to requests for extensions of time to file a Statement of Use.  Specifically, TPAC reviewed a proposal to allow applicants who file Intent-to-Use applications to file concurrent, multiple requests for an extension of time to file the Statement of Use.  We understand that the agency has abandoned this initiative.

In addition, TPAC discussed a proposal to change the rules regarding requests for reconsideration after final refusal.

F. International Issues

TPAC received updates from Under Secretary of Commerce for Intellectual Property and Director of the United States Patent and Trademark Office, Jon Dudas, Deputy Under Secretary and Deputy Director, Steve Pinkos, and other senior USPTO management regarding a variety of international issues, including in particular, trademark law harmonization, geographical indications, and efforts to combat global counterfeiting.  Reports on anti-counterfeiting included discussion of the U.S. Government’s participation in JCCT (Joint Committee on Commerce & Trade) discussions with the Chinese Government concerning increased intellectual property rights (IPR) protection in China, the ongoing STOP! (Strategy Targeting Organized Piracy) initiative and the appointment of additional IPR attachės to U.S. embassies located in countries, such as Russia and Brazil, with significant counterfeiting activities.  These new IPR attaché appointments are intended to build on the successful work of the IPR attachė who has been serving at the U.S. embassy in Beijing.  

TPAC also received reports from Lynne Beresford, Commissioner for Trademarks, and other USPTO staff regarding the Singapore Trademark Law Treaty, which was adopted  this spring.  We urge the USPTO to work with other government departments to seek submission of the treaty to the Senate for ratification.

In addition, TPAC heard reports on a number of initiatives currently being discussed or considered by the World Intellectual Property Organization (WIPO), including well-known mark registries, the use of trademarks on the internet and a joint resolution regarding opposition proceedings.  TPAC also discussed with USPTO staff the possibility of including in the agenda of future WIPO working group meetings issues relating to the Madrid Protocol, including, specifically, the dependency clause and the potential impact of the narrow goods and services description required in U.S. applications.
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