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This examination guide addresses the situation where a design element replaces a letter or part of a letter in otherwise descriptive or generic wording in a mark.  Specifically, the situations discussed in this guide are as follows:

1) Registrable marks with a distinctive design replacing a letter in descriptive/generic wording;

2) Merely descriptive or primarily geographically descriptive marks with non-distinctive or merely descriptive designs replacing letters in descriptive wording; 
3) Generic, merely descriptive or primarily geographically descriptive marks where the design replacing a letter comprises an accurate pictorial representation of generic, merely descriptive or primarily geographically descriptive matter; and
4) Unitary marks with designs replacing letters in descriptive/generic wording.
Generally, when a design element replaces one or more letters (or a portion of a letter or letters) in a word that is merely descriptive, generic, or geographically descriptive, this combination of word and design element does not create a “unitary mark” if the word remains recognizable.
  Accordingly, the examining attorney should require a disclaimer of the merely descriptive, generic, or geographically descriptive word in such cases.  
If the wording to be disclaimed is otherwise registrable (i.e., not generic), applicant may submit a claim of acquired distinctiveness as to that portion of the mark under Trademark Act Section 2(f).  The examining attorney must always separately determine whether an applicant has adequately shown acquired distinctiveness. 

Further, the examining attorney must assess whether the proposed mark might be unitary for other reasons (such as a compound or telescoped mark).
  
The following examples apply this policy.  For these examples, the examiner should assume that the wording is descriptive/generic for the goods and services.  
Registrable Marks with a Distinctive Design Replacing a Letter in Descriptive/Generic Wording:  Disclaimer of Descriptive/Generic Wording Required
Marks with a distinctive design that replaces a letter or part of a letter are registrable on the Principal Register with a disclaimer of the merely descriptive, generic, or primarily geographically descriptive wording.  
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[image: image17.jpg]National
Check
Casherg



                [image: image2.jpg]Jelly Bean

We o L




Principal Register – Disclaimer      
  
 
Principal Register – Disclaimer of

of “INC.” and “ANIMAL FOOD” 

  
“WOOL” 
[image: image3.jpg]NUMBSKULL
CLTHING
CO.



                        [image: image4.jpg]



Principal Register – Disclaimer of



Principal Register Disclaimer 

[image: image1.jpg]Flapjack, Inc.
Ahimal Food



“CLOTHING CO.” 





of “PARIS”

[image: image11.png]Fish F(%‘Ps



         
Principal Register 





Principal Register
Disclaimer of “FISH”





Disclaimer of “NUTRITION” 












 

[image: image12.jpg]











[image: image13.jpg]Doqqie
Reansards




Principal Register -
     





Principal Register -

Disclaimer of “DOGGIE”
    




Disclaimer of “PONY” 
         [image: image5.png]


                                                   [image: image6.png]KiDSe




Principal Register –






Principal Register - 

Disclaimer of “OUTDOOR





Disclaimer of “KIDS” 

TOWELS”

Merely Descriptive, Primarily Geographically Descriptive with Non-Distinctive, Merely Descriptive, or Primarily Geographically Descriptive Designs as Letters within Descriptive Wording:  Supplemental Register or Section 2(f) Claim
For these marks, if the design that replaces a letter is itself merely descriptive or primarily geographically descriptive, or is otherwise non-distinctive, then the examining attorney should issue the proper refusal, providing the applicant with the appropriate response options, such as amending to the Supplemental Register or Trademark Act Section 2(f), and in such cases, disclaiming any generic wording.
Examples:                      
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Generic, Merely Descriptive, Primarily Geographically Descriptive Marks Where the Design Replacing a Letter Comprises Accurate Pictorial Representations of Generic, Merely Descriptive, or Primarily Geographically Descriptive Matter: Supplemental Register or Section 2(f) Claim
An accurate pictorial representation of generic, merely descriptive, or primarily geographically descriptive matter is considered the equivalent of the written expression and, therefore, must be separately disclaimed.
  If the mark is otherwise generic, merely descriptive, primarily geographically descriptive, and the design replacing a letter is an accurate pictorial representation of generic, merely descriptive or geographically descriptive matter, the examining attorney should require the applicant to amend to the Supplemental Register or seek registration on the Principal Register under Trademark Act Section 2(f).  The applicant must disclaim any generic wording or any accurate pictorial representation of generic matter.

Examples:
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Unitary Marks with Design Elements Replacing Letters in Descriptive/Generic Wording
As previously noted, the examining attorney must assess whether the proposed mark might be unitary for other reasons.
  For example, if literal and design elements in a mark are so merged together that they cannot be divided or regarded as separable elements, then these elements may be considered “unitary.”  Where the design element replacing a letter is merely one part of a larger design in the mark, unitariness may be found.  A unitariness determination would affect requirements for disclaimers, amendment to the Supplemental Register, and amendment to assert a claim of acquired distinctiveness under Section 2(f).

Example:
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�In re Clutter Control, Inc., 231 USPQ 588 (TTAB 1986).  See TMEP §1213.05.  


� See In re Pennington Seed, Inc., Ser. Nos. 76527641, 76527642 (TTAB Apr. 16, 2008); In re Hubbell Inc., Ser. No. 75384473, 2000 TTAB LEXIS 826 (Dec. 27, 2000); In re Venturi, Inc., 197 USPQ 714 (TTAB 1977).


� See TMEP §1213.05.


� Based on the evidence of widespread use of the “$” substituting the “S” in marks, particularly in the context of money-related services, the substitution of an “S” in a word with a “$” does not alone render the mark distinctive.


� TMEP §1213.03(c).  


� If a mark consists only of a generic word with an accurate pictorial representation of generic matter in place of a letter in the mark, the mark may be capable of registration on the Supplemental Register with a disclaimer of both the word and the pictorial representation.  Protection would extend to the combination of the design and wording. 


� See TMEP §1213.05.


�  See id.
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