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37 CFR Part 41
Administrative practice and
procedure, Inventions and patents,
Lawyers.
■ For the reasons stated in the preamble,
the Under Secretary of Commerce for
Intellectual Property and Director of the
United States Patent and Trademark
Office amends 37 CFR chapter I as
follows:

(d) * * *
(9) In contested cases before the Board
of Patent Appeals and Interferences
except as the Board may expressly
authorize.
*
*
*
*
*
■ 6. Amend § 1.8 by removing and
reserving paragraph (a)(2)(i)(B) and by
revising paragraph (a)(2)(i)(C) to read as
follows:

to request reconsideration and seek
court review before any portions of a
decision are made public under this
paragraph over his or her objection.
*
*
*
*
*
■ 10. In § 1.17, remove and reserve
paragraphs (c) and (d), and revise
paragraphs (b) and (h) to read as follows:

PART 1—RULES OF PRACTICE IN
PATENT CASES

§ 1.8 Certificate of mailing or
transmission.

*

1. The authority citation continues to
read as follows:

■

Authority: 35 U.S.C. 2(b)(2), unless
otherwise noted.

2. Amend § 1.1 to remove paragraph
(a)(1)(iii) and to revise paragraph
(a)(1)(ii) to read as follows:

■

§ 1.1 Addresses for non-trademark
correspondence with the United States
Patent and Trademark Office.

(a) * * *
(1) * * *
(ii) Board of Patent Appeals and
Interferences. See § 41.10 of this title.
Notices of appeal, appeal briefs, reply
briefs, requests for oral hearing, as well
as all other correspondence in an
application or a patent involved in an
appeal to the Board for which an
address is not otherwise specified,
should be addressed as set out in
paragraph (a)(1)(i) of this section.
*
*
*
*
*
■ 3. In § 1.4, revise paragraph (a)(2) to
read as follows:
§ 1.4 Nature of correspondence and
signature requirements.

(a) * * *
(2) Correspondence in and relating to
a particular application or other
proceeding in the Office. See
particularly the rules relating to the
filing, processing, or other proceedings
of national applications in subpart B,
§§ 1.31 to 1.378; of international
applications in subpart C, §§ 1.401 to
1.499; of ex parte reexaminations of
patents in subpart D, §§ 1.501 to 1.570;
of extension of patent term in subpart F,
§§ 1.710 to 1.785; of inter partes
reexaminations of patents in subpart H,
§§ 1.902 to 1.997; and of the Board of
Patent Appeals and Interferences in part
41 of this title.
*
*
*
*
*
§ 1.5

[Amended]

4. Remove and reserve § 1.5(e).
■ 5. Amend § 1.6 by revising paragraph
(d)(9) to read as follows:
■

§ 1.6

Receipt of correspondence.

*

*

*

*

*

(a) * * *
(2) * * *
(i) * * *
(C) Papers filed in contested cases
before the Board of Patent Appeals and
Interferences, which are governed by
§ 41.106(f) of this title;
*
*
*
*
*
■ 7. In § 1.9, revise paragraph (g) to read
as follows:
§ 1.9

Definitions.

*

*
*
*
*
(g) For definitions in Board of Patent
Appeals and Interferences proceedings,
see part 41 of this title.
*
*
*
*
*
■ 8. In § 1.11, revise paragraph (e) to read
as follows:
§ 1.11

Files open to the public.

*

*
*
*
*
(e) Except as prohibited in § 41.6(b),
the file of any interference is open to
public inspection and copies of the file
may be obtained upon payment of the
fee therefor.
*
*
*
*
*
■ 9. Amend § 1.14 by revising paragraph
(e) to read as follows:
§ 1.14 Patent applications preserved in
confidence.

*

*
*
*
*
(e) Decisions by the Director. Any
decision by the Director that would not
otherwise be open to public inspection
may be published or made available for
public inspection if:
(1) The Director believes the decision
involves an interpretation of patent laws
or regulations that would be of
precedential value; and
(2) The applicant is given notice and
an opportunity to object in writing
within two months on the ground that
the decision discloses a trade secret or
other confidential information. Any
objection must identify the deletions in
the text of the decision considered
necessary to protect the information, or
explain why the entire decision must be
withheld from the public to protect such
information. An applicant or party will
be given time, not less than twenty days,

§ 1.17 Patent application and
reexamination processing fees.

*
*
*
*
(b) For fees in proceedings before the
Board of Patent Appeals and
Interferences, see § 41.20 of this title.
*
*
*
*
*
(h) For filing a petition under one of
the following sections which refers to
this paragraph: $130.00.
§ 1.12—for access to an assignment
record.
§ 1.14—for access to an application.
§ 1.47—for filing by other than all the
inventors or a person not the inventor.
§ 1.53(e)—to accord a filing date.
§ 1.59—for expungement of
information.
§ 1.84—for accepting color drawings
or photographs.
§ 1.91—for entry of a model or
exhibit.
§ 1.102—to make an application
special.
§ 1.103(a)—to suspend action in an
application.
§ 1.138(c)—to expressly abandon an
application to avoid publication.
§ 1.182—for decision on a question
not specifically provided for.
§ 1.183—to suspend the rules.
§ 1.295—for review of refusal to
publish a statutory invention
registration.
§ 1.313—to withdraw an application
from issue.
§ 1.314—to defer issuance of a patent.
§ 1.377—for review of decision
refusing to accept and record payment
of a maintenance fee filed prior to
expiration of a patent.
§ 1.378(e)—for reconsideration of
decision on petition refusing to accept
delayed payment of maintenance fee in
an expired patent.
§ 1.741(b)—to accord a filing date to
an application under § 1.740 for
extension of a patent term.
§ 5.12—for expedited handling of a
foreign filing license.
§ 5.15—for changing the scope of a
license.
§ 5.25—for retroactive license.
§ 104.3—for waiver of a rule in Part
104 of this title.
*
*
*
*
*
■ 11. Revise § 1.36 to read as follows:
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§ 1.36 Revocation of power of attorney;
withdrawal of patent attorney or agent.

(a) A power of attorney, pursuant to
§ 1.32(b), may be revoked at any stage in
the proceedings of a case by an
applicant for patent (§ 1.41(b)) or an
assignee of the entire interest of the
applicant. A power of attorney to the
patent practitioners associated with a
Customer Number will be treated as a
request to revoke any powers of attorney
previously given. Fewer than all of the
applicants (or by fewer than the
assignee of the entire interest of the
applicant) may only revoke the power of
attorney upon a showing of sufficient
cause, and payment of the petition fee
set forth in § 1.17(h). A registered patent
attorney or patent agent will be notified
of the revocation of the power of
attorney. Where power of attorney is
given to the patent practitioners
associated with a Customer Number
(§ 1.32(c)(2)), the practitioners so
appointed will also be notified of the
revocation of the power of attorney
when the power of attorney to all of the
practitioners associated with the
Customer Number is revoked. The
notice of revocation will be mailed to
the correspondence address for the
application (§ 1.33) in effect before the
revocation. An assignment will not of
itself operate as a revocation of a power
previously given, but the assignee of the
entire interest of the applicant may
revoke previous powers of attorney and
give another power of attorney of the
assignee’s own selection as provided in
§ 1.32(b).
(b) A registered patent attorney or
patent agent who has been given a
power of attorney pursuant to § 1.32(b)
may withdraw as attorney or agent of
record upon application to and approval
by the Director. The applicant or patent
owner will be notified of the withdrawal
of the registered patent attorney or
patent agent. Where power of attorney is
given to the patent practitioners
associated with a Customer Number, a
request to delete all of the patent
practitioners associated with the
Customer Number may not be granted if
an applicant has given power of
attorney to the patent practitioners
associated with the Customer Number
in an application that has an Office
action to which a reply is due, but
insufficient time remains for the
applicant to file a reply. See § 41.5 of
this title for withdrawal during
proceedings before the Board of Patent
Appeals and Interferences.

§ 1.48 Correction of inventorship in a
patent application, other than a reissue
application, pursuant to 35 U.S.C. 116.

(a) Nonprovisional application after
oath/declaration filed. If the inventive
entity is set forth in error in an executed
§ 1.63 oath or declaration in a
nonprovisional application, and such
error arose without any deceptive
intention on the part of the person
named as an inventor in error or on the
part of the person who through error
was not named as an inventor, the
inventorship of the nonprovisional
application may be amended to name
only the actual inventor or inventors.
Amendment of the inventorship
requires:
(1) A request to correct the
inventorship that sets forth the desired
inventorship change;
(2) A statement from each person
being added as an inventor and from
each person being deleted as an
inventor that the error in inventorship
occurred without deceptive intention on
his or her part;
(3) An oath or declaration by the
actual inventor or inventors as required
by § 1.63 or as permitted by §§ 1.42, 1.43
or § 1.47;
(4) The processing fee set forth in
§ 1.17(i); and
(5) If an assignment has been executed
by any of the original named inventors,
the written consent of the assignee (see
§ 3.73(b) of this chapter).
(b) Nonprovisional application—fewer
inventors due to amendment or
cancellation of claims. If the correct
inventors are named in a nonprovisional
application, and the prosecution of the
nonprovisional application results in
the amendment or cancellation of
claims so that fewer than all of the
currently named inventors are the actual
inventors of the invention being claimed
in the nonprovisional application, an
amendment must be filed requesting
deletion of the name or names of the
person or persons who are not inventors
of the invention being claimed.
Amendment of the inventorship
requires:
(1) A request, signed by a party set
forth in § 1.33(b), to correct the
inventorship that identifies the named
inventor or inventors being deleted and
acknowledges that the inventor’s
invention is no longer being claimed in
the nonprovisional application; and
(2) The processing fee set forth in
§ 1.17(i).
(c) Nonprovisional application—
inventors added for claims to previously
unclaimed subject matter. If a
nonprovisional application discloses
■ 12. Amend § 1.48 by revising
paragraphs (a), (b), (c) and (i), and adding unclaimed subject matter by an inventor
or inventors not named in the
paragraph (j), to read as follows:

application, the application may be
amended to add claims to the subject
matter and name the correct inventors
for the application. Amendment of the
inventorship requires:
(1) A request to correct the
inventorship that sets forth the desired
inventorship change;
(2) A statement from each person
being added as an inventor that the
addition is necessitated by amendment
of the claims and that the inventorship
error occurred without deceptive
intention on his or her part;
(3) An oath or declaration by the
actual inventors as required by § 1.63 or
as permitted by §§ 1.42, 1.43, or § 1.47;
(4) The processing fee set forth in
§ 1.17(i); and
(5) If an assignment has been executed
by any of the original named inventors,
the written consent of the assignee (see
§ 3.73(b) of this chapter).
*
*
*
*
*
(i) Correction of inventorship in
patent. See § 1.324 for correction of
inventorship in a patent.
(j) Correction of inventorship in a
contested case before the Board of
Patent Appeals and Interferences. In a
contested case under part 41, subpart D,
of this title, a request for correction of
an application must be in the form of a
motion under § 41.121(a)(2) of this title
and must comply with the requirements
of this section.
■ 13. In § 1.55, revise paragraphs (a)(3)
and (a)(4) to read as follows:
§ 1.55

Claim for foreign priority.

(a) * * *
(3) The Office may require that the
claim for priority and the certified copy
of the foreign application be filed earlier
than provided in paragraphs (a)(1) or
(a)(2) of this section:
(i) When the application becomes
involved in an interference (see § 41.202
of this title),
(ii) When necessary to overcome the
date of a reference relied upon by the
examiner, or
(iii) When deemed necessary by the
examiner.
(4)(i) An English language translation
of a non-English language foreign
application is not required except:
(A) When the application is involved
in an interference (see § 41.202 of this
title),
(B) When necessary to overcome the
date of a reference relied upon by the
examiner, or
(C) When specifically required by the
examiner.
(ii) If an English language translation
is required, it must be filed together
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with a statement that the translation of
the certified copy is accurate.
*
*
*
*
*
■ 14. In § 1.59, revise paragraph (a)(1) to
read as follows:
§ 1.59 Expungement of information or
copy of papers in application file.

(a)(1) Information in an application
will not be expunged, except as
provided in paragraph (b) of this section
or § 41.7(a) of this title.
*
*
*
*
*
■ 15. In § 1.103, revise paragraph (g) to
read as follows:
§ 1.103

Suspension of action by the Office.

*

*
*
*
*
(g) Statutory invention registration.
The Office will suspend action by the
Office for the entire pendency of an
application if the Office has accepted a
request to publish a statutory invention
registration in the application, except
for purposes relating to patent
interference proceedings under part 41,
subpart D, of this title.
■ 16. Revise § 1.112 to read as follows:
§ 1.112 Reconsideration before final
action.

After reply by applicant or patent
owner (§ 1.111 or § 1.945) to a non-final
action and any comments by an inter
partes reexamination requester (§ 1.947),
the application or the patent under
reexamination will be reconsidered and
again examined. The applicant, or in the
case of a reexamination proceeding the
patent owner and any third party
requester, will be notified if claims are
rejected, objections or requirements
made, or decisions favorable to
patentability are made, in the same
manner as after the first examination
(§ 1.104). Applicant or patent owner
may reply to such Office action in the
same manner provided in § 1.111 or
§ 1.945, with or without amendment,
unless such Office action indicates that
it is made final (§ 1.113) or an appeal
(§ 41.31 of this title) has been taken
(§ 1.116), or in an inter partes
reexamination, that it is an action
closing prosecution (§ 1.949) or a right
of appeal notice (§ 1.953).
■ 17. In § 1.113, revise paragraph (a) to
read as follows:
§ 1.113

Final rejection or action.

(a) On the second or any subsequent
examination or consideration by the
examiner the rejection or other action
may be made final, whereupon
applicant’s, or for ex parte
reexaminations filed under § 1.510,
patent owner’s reply is limited to appeal
in the case of rejection of any claim

(§ 41.31 of this title), or to amendment
as specified in § 1.114 or § 1.116.
Petition may be taken to the Director in
the case of objections or requirements
not involved in the rejection of any
claim (§ 1.181). Reply to a final rejection
or action must comply with § 1.114 or
paragraph (c) of this section. For final
actions in an inter partes reexamination
filed under § 1.913, see § 1.953.
*
*
*
*
*
■ 18. In § 1.114, revise paragraph (d) to
read as follows:
§ 1.114 Request for continued
examination.

*

*
*
*
*
(d) If an applicant timely files a
submission and fee set forth in § 1.17(e),
the Office will withdraw the finality of
any Office action and the submission
will be entered and considered. If an
applicant files a request for continued
examination under this section after
appeal, but prior to a decision on the
appeal, it will be treated as a request to
withdraw the appeal and to reopen
prosecution of the application before the
examiner. An appeal brief (§ 41.37 of
this title) or a reply brief (§ 41.41 of this
title), or related papers, will not be
considered a submission under this
section.
*
*
*
*
*
■ 19. Revise § 1.116 to read as follows:
§ 1.116 Amendments and affidavits or
other evidence after final action and prior to
appeal.

(a) An amendment after final action
must comply with § 1.114 or this
section.
(b) After a final rejection or other final
action (§ 1.113) in an application or in
an ex parte reexamination filed under
§ 1.510, or an action closing prosecution
(§ 1.949) in an inter partes
reexamination filed under § 1.913, but
before or on the same date of filing an
appeal (§ 41.31 or § 41.61 of this title):
(1) An amendment may be made
canceling claims or complying with any
requirement of form expressly set forth
in a previous Office action;
(2) An amendment presenting rejected
claims in better form for consideration
on appeal may be admitted; or
(3) An amendment touching the
merits of the application or patent under
reexamination may be admitted upon a
showing of good and sufficient reasons
why the amendment is necessary and
was not earlier presented.
(c) The admission of, or refusal to
admit, any amendment after a final
rejection, a final action, an action
closing prosecution, or any related
proceedings will not operate to relieve
the application or reexamination
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proceeding from its condition as subject
to appeal or to save the application from
abandonment under § 1.135, or the
reexamination prosecution from
termination under § 1.550(d) or
§ 1.957(b) or limitation of further
prosecution under § 1.957(c).
(d)(1) Notwithstanding the provisions
of paragraph (b) of this section, no
amendment other than canceling claims,
where such cancellation does not affect
the scope of any other pending claim in
the proceeding, can be made in an inter
partes reexamination proceeding after
the right of appeal notice under § 1.953
except as provided in § 1.981 or as
permitted by § 41.77(b)(1) of this title.
(2) Notwithstanding the provisions of
paragraph (b) of this section, an
amendment made after a final rejection
or other final action (§ 1.113) in an ex
parte reexamination filed under § 1.510,
or an action closing prosecution
(§ 1.949) in an inter partes
reexamination filed under § 1.913 may
not cancel claims where such
cancellation affects the scope of any
other pending claim in the
reexamination proceeding except as
provided in § 1.981 or as permitted by
§ 41.77(b)(1) of this title.
(e) An affidavit or other evidence
submitted after a final rejection or other
final action (§ 1.113) in an application
or in an ex parte reexamination filed
under § 1.510, or an action closing
prosecution (§ 1.949) in an inter partes
reexamination filed under § 1.913 but
before or on the same date of filing an
appeal (§ 41.31 or § 41.61 of this title),
may be admitted upon a showing of
good and sufficient reasons why the
affidavit or other evidence is necessary
and was not earlier presented.
(f) Notwithstanding the provisions of
paragraph (e) of this section, no affidavit
or other evidence can be made in an
inter partes reexamination proceeding
after the right of appeal notice under
§ 1.953 except as provided in § 1.981 or
as permitted by § 41.77(b)(1) of this title.
(g) After decision on appeal,
amendments, affidavits and other
evidence can only be made as provided
in §§ 1.198 and 1.981, or to carry into
effect a recommendation under
§ 41.50(c) of this title.
■ 20. In § 1.131, revise paragraph (a)(1) to
read as follows:
§ 1.131 Affidavit or declaration of prior
invention.

(a) * * *
(1) The rejection is based upon a U.S.
patent or U.S. patent application
publication of a pending or patented
application to another or others which
claims the same patentable invention as
defined in § 41.203(a) of this title, in
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which case an applicant may suggest an
interference pursuant to § 41.202(a) of
this title; or
*
*
*
*
*
■ 21. In § 1.136, revise paragraphs (a)(1),
(a)(2), and (b) to read as follows:
§ 1.136

Extensions of time.

(a)(1) If an applicant is required to
reply within a nonstatutory or shortened
statutory time period, applicant may
extend the time period for reply up to
the earlier of the expiration of any
maximum period set by statute or five
months after the time period set for
reply, if a petition for an extension of
time and the fee set in § 1.17(a) are filed,
unless:
(i) Applicant is notified otherwise in
an Office action;
(ii) The reply is a reply brief
submitted pursuant to § 41.41 of this
title;
(iii) The reply is a request for an oral
hearing submitted pursuant to § 41.47(a)
of this title;
(iv) The reply is to a decision by the
Board of Patent Appeals and
Interferences pursuant to § 1.304 or to
§ 41.50 or § 41.52 of this title; or
(v) The application is involved in a
contested case (§ 41.101(a) of this title).
(2) The date on which the petition
and the fee have been filed is the date
for purposes of determining the period
of extension and the corresponding
amount of the fee. The expiration of the
time period is determined by the
amount of the fee paid. A reply must be
filed prior to the expiration of the
period of extension to avoid
abandonment of the application
(§ 1.135), but in no situation may an
applicant reply later than the maximum
time period set by statute, or be granted
an extension of time under paragraph
(b) of this section when the provisions
of this paragraph are available. See
§ 1.304 for extensions of time to appeal
to the U.S. Court of Appeals for the
Federal Circuit or to commence a civil
action; § 1.550(c) for extensions of time
in ex parte reexamination proceedings,
§ 1.956 for extensions of time in inter
partes reexamination proceedings; and
§§ 41.4(a) and 41.121(a)(3) of this title
for extensions of time in contested cases
before the Board of Patent Appeals and
Interferences.
*
*
*
*
*
(b) When a reply cannot be filed
within the time period set for such reply
and the provisions of paragraph (a) of
this section are not available, the period
for reply will be extended only for
sufficient cause and for a reasonable
time specified. Any request for an
extension of time under this paragraph

must be filed on or before the day on
which such reply is due, but the mere
filing of such a request will not affect
any extension under this paragraph. In
no situation can any extension carry the
date on which reply is due beyond the
maximum time period set by statute.
See § 1.304 for extensions of time to
appeal to the U.S. Court of Appeals for
the Federal Circuit or to commence a
civil action; § 1.550(c) for extensions of
time in ex parte reexamination
proceedings; and § 1.956 for extensions
of time in inter partes reexamination
proceedings.
*
*
*
*
*
■ 22. In § 1.181, revise paragraph (a)(3) to
read as follows:
§ 1.181 Petition to the Director.

(a) * * *
(3) To invoke the supervisory
authority of the Director in appropriate
circumstances. For petitions involving
action of the Board of Patent Appeals
and Interferences, see § 41.3 of this title.
*
*
*
*
*
■ 23. Revise § 1.191 to read as follows:
§ 1.191 Appeal to Board of Patent Appeals
and Interferences.

Appeals to the Board of Patent
Appeals and Interferences under 35
U.S.C. 134(a) and (b) are conducted
according to part 41 of this title.
§§ 1.192, 1.193, 1.194, 1.195, and 1.196
[Removed and reserved].

24. Remove and reserve §§ 1.192
through 1.196.
■ 25. Revise § 1.197 to read as follows:
■

§ 1.197 Return of jurisdiction from the
Board of Patent Appeals and Interferences;
termination of proceedings.

(a) Return of jurisdiction from the
Board of Patent Appeals and
Interferences. Jurisdiction over an
application or patent under ex parte
reexamination proceeding passes to the
examiner after a decision by the Board
of Patent Appeals and Interferences
upon transmittal of the file to the
examiner, subject to appellant’s right of
appeal or other review, for such further
action by appellant or by the examiner,
as the condition of the application or
patent under ex parte reexamination
proceeding may require, to carry into
effect the decision of the Board of Patent
Appeals and Interferences.
(b) Termination of proceedings. (1)
Proceedings on an application are
considered terminated by the dismissal
of an appeal or the failure to timely file
an appeal to the court or a civil action
(§ 1.304) except:
(i) Where claims stand allowed in an
application; or

(ii) Where the nature of the decision
requires further action by the examiner.
(2) The date of termination of
proceedings on an application is the
date on which the appeal is dismissed
or the date on which the time for appeal
to the U.S. Court of Appeals for the
Federal Circuit or review by civil action
(§ 1.304) expires in the absence of
further appeal or review. If an appeal to
the U.S. Court of Appeals for the
Federal Circuit or a civil action has been
filed, proceedings on an application are
considered terminated when the appeal
or civil action is terminated. A civil
action is terminated when the time to
appeal the judgment expires. An appeal
to the U.S. Court of Appeals for the
Federal Circuit, whether from a decision
of the Board or a judgment in a civil
action, is terminated when the mandate
is issued by the Court.
■ 26. Revise § 1.198 to read as follows:
§ 1.198 Reopening after a final decision of
the Board of Patent Appeals and
Interferences.

When a decision by the Board of
Patent Appeals and Interferences on
appeal has become final for judicial
review, prosecution of the proceeding
before the primary examiner will not be
reopened or reconsidered by the
primary examiner except under the
provisions of § 1.114 or § 41.50 of this
title without the written authority of the
Director, and then only for the
consideration of matters not already
adjudicated, sufficient cause being
shown.
■ 27. In § 1.248, revise paragraph (c) to
read as follows:
§ 1.248 Service of papers; manner of
service; proof of service in cases other than
interferences.

*

*
*
*
*
(c) See § 41.105(f) of this title for
service of papers in contested cases
before the Board of Patent Appeals and
Interferences.
■ 28. In § 1.292, revise paragraphs (a)
and (c) to read as follows:
§ 1.292

Public use proceedings.

(a) When a petition for the institution
of public use proceedings, supported by
affidavits or declarations is found, on
reference to the examiner, to make a
prima facie showing that the invention
claimed in an application believed to be
on file had been in public use or on sale
more than one year before the filing of
the application, a hearing may be had
before the Director to determine
whether a public use proceeding should
be instituted. If instituted, the Director
may designate an appropriate official to
conduct the public use proceeding,
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including the setting of times for taking
testimony, which shall be taken as
provided by part 41, subpart D, of this
title. The petitioner will be heard in the
proceedings but after decision therein
will not be heard further in the
prosecution of the application for
patent.
*
*
*
*
*
(c) A petition for institution of public
use proceedings shall not be filed by a
party to an interference as to an
application involved in the interference.
Public use and on sale issues in an
interference shall be raised by a motion
under § 41.121(a)(1) of this title.
*
*
*
*
*
■ 29. In § 1.295, revise paragraph (b) to
read as follows:
§ 1.295 Review of decision finally refusing
to publish a statutory invention registration.

*

*
*
*
*
(b) Any requester who is dissatisfied
with a decision finally rejecting claims
pursuant to 35 U.S.C. 112 may obtain
review of the decision by filing an
appeal to the Board of Patent Appeals
and Interferences pursuant to § 41.31 of
this title. If the decision rejecting claims
pursuant to 35 U.S.C. 112 is reversed,
the request for a statutory invention
registration will be approved and the
registration published if all of the other
provisions of § 1.293 and this section
are met.
*
*
*
*
*
■ 30. In § 1.302, revise paragraph (b) to
read as follows:
§ 1.302

Notice of appeal.

*

*
*
*
*
(b) In interferences, the notice must be
served as provided in § 41.106(f) of this
title.
*
*
*
*
*
■ 31. In § 1.303, revise paragraph (c) to
read as follows:
§ 1.303 Civil action under 35 U.S.C. 145,
146, 306.

*

*
*
*
*
(c) A notice of election under 35
U.S.C. 141 to have all further
proceedings on review conducted as
provided in 35 U.S.C. 146 must be filed
with the Office of the Solicitor and
served as provided in § 41.106(f) of this
title.
*
*
*
*
*
■ 32. In § 1.304, revise paragraphs (a)(1)
and (a)(2) to read as follows:
§ 1.304

Time for appeal or civil action.

(a)(1) The time for filing the notice of
appeal to the U.S. Court of Appeals for
the Federal Circuit (§ 1.302) or for
commencing a civil action (§ 1.303) is

two months from the date of the
decision of the Board of Patent Appeals
and Interferences. If a request for
rehearing or reconsideration of the
decision is filed within the time period
provided under § 41.52(a), § 41.79(a), or
§ 41.127(d) of this title, the time for
filing an appeal or commencing a civil
action shall expire two months after
action on the request. In contested cases
before the Board of Patent Appeals and
Interferences, the time for filing a crossappeal or cross-action expires:
(i) Fourteen days after service of the
notice of appeal or the summons and
complaint; or
(ii) Two months after the date of
decision of the Board of Patent Appeals
and Interferences, whichever is later.
(2) The time periods set forth in this
section are not subject to the provisions
of § 1.136, § 1.550(c), or § 1.956, or of
§ 41.4 of this title.
*
*
*
*
*
■ 33. In § 1.322, revise paragraph (a)(3) to
read as follows:
§ 1.322 Certificate of correction of Office
mistake.

(a) * * *
(3) If the request relates to a patent
involved in an interference, the request
must comply with the requirements of
this section and be accompanied by a
motion under § 41.121(a)(2) or
§ 41.121(a)(3) of this title.
*
*
*
*
*
■ 34. Revise § 1.323 to read as follows:
§ 1.323 Certificate of correction of
applicant’s mistake.

The Office may issue a certificate of
correction under the conditions
specified in 35 U.S.C. 255 at the request
of the patentee or the patentee’s
assignee, upon payment of the fee set
forth in § 1.20(a). If the request relates
to a patent involved in an interference,
the request must comply with the
requirements of this section and be
accompanied by a motion under
§ 41.121(a)(2) or § 41.121(a)(3) of this
title.
■ 35. Amend § 1.324 to revise paragraphs
(a) and (c), and to add paragraph (d), to
read as follows:
§ 1.324 Correction of inventorship in
patent, pursuant to 35 U.S.C. 256.

(a) Whenever through error a person
is named in an issued patent as the
inventor, or through error an inventor is
not named in an issued patent and such
error arose without any deceptive
intention on his or her part, the Director
may, on petition, or on order of a court
before which such matter is called in
question, issue a certificate naming only
the actual inventor or inventors. A
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petition to correct inventorship of a
patent involved in an interference must
comply with the requirements of this
section and must be accompanied by a
motion under § 41.121(a)(2) or
§ 41.121(a)(3) of this title.
*
*
*
*
*
(c) For correction of inventorship in
an application, see §§ 1.48 and 1.497.
(d) In a contested case before the
Board of Patent Appeals and
Interferences under part 41, subpart D,
of this title, a request for correction of
a patent must be in the form of a motion
under § 41.121(a)(2) or § 41.121(a)(3) of
this title.
■ 36. In § 1.565, revise paragraph (e) to
read as follows:
§ 1.565 Concurrent Office proceedings
which include an ex parte reexamination
proceeding.

*

*
*
*
*
(e) If a patent in the process of ex
parte reexamination is or becomes
involved in an interference, the Director
may suspend the reexamination or the
interference. The Director will not
consider a request to suspend an
interference unless a motion
(§ 41.121(a)(3) of this title) to suspend
the interference has been presented to,
and denied by, an administrative patent
judge, and the request is filed within ten
(10) days of a decision by an
administrative patent judge denying the
motion for suspension or such other
time as the administrative patent judge
may set. For concurrent inter partes
reexamination and interference of a
patent, see § 1.993.
§§ 1.601 through 1.690 (Subpart E)
[Removed]

37. Remove and reserve subpart E of
part 1.
■ 38. In § 1.701, revise paragraph
(c)(2)(ii) to read as follows:
■

§ 1.701 Extension of patent term due to
examination delay under the Uruguay
Round Agreements Act (original
applications, other than designs, filed on or
after June 8, 1995, and before May 29,
2000).

*

*
*
*
*
(c) * * *
(2) * * *
(ii) The number of days, if any, in the
period beginning on the date of mailing
of an examiner’s answer under § 41.39
of this title in the application under
secrecy order and ending on the date the
secrecy order and any renewal thereof
was removed;
*
*
*
*
*
■ 39. In § 1.703, revise paragraphs (a)(4),
(b)(3)(ii), (b)(4), (d)(2), and (e) to read as
follows:
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§ 1.703 Period of adjustment of patent
term due to examination delay.

(a) * * *
(4) The number of days, if any, in the
period beginning on the day after the
date that is four months after the date
an appeal brief in compliance with
§ 41.37 of this title was filed and ending
on the date of mailing of any of an
examiner’s answer under § 41.39 of this
title, an action under 35 U.S.C. 132, or
a notice of allowance under 35 U.S.C.
151, whichever occurs first;
*
*
*
*
*
(b) * * *
(3) * * *
(ii) The number of days, if any, in the
period beginning on the date of mailing
of an examiner’s answer under § 41.39
of this title in the application under
secrecy order and ending on the date the
secrecy order was removed;
*
*
*
*
*
(4) The number of days, if any, in the
period beginning on the date on which
a notice of appeal to the Board of Patent
Appeals and Interferences was filed
under 35 U.S.C. 134 and § 41.31 of this
title and ending on the date of the last
decision by the Board of Patent Appeals
and Interferences or by a Federal court
in an appeal under 35 U.S.C. 141 or a
civil action under 35 U.S.C. 145, or on
the date of mailing of either an action
under 35 U.S.C. 132, or a notice of
allowance under 35 U.S.C. 151,
whichever occurs first, if the appeal did
not result in a decision by the Board of
Patent Appeals and Interferences.
*
*
*
*
*
(d) * * *
(2) The number of days, if any, in the
period beginning on the date of mailing
of an examiner’s answer under § 41.39
of this title in the application under
secrecy order and ending on the date the
secrecy order was removed;
*
*
*
*
*
(e) The period of adjustment under
§ 1.702(e) is the sum of the number of
days, if any, in the period beginning on
the date on which a notice of appeal to
the Board of Patent Appeals and
Interferences was filed under 35 U.S.C.
134 and § 41.31 of this title and ending
on the date of a final decision in favor
of the applicant by the Board of Patent
Appeals and Interferences or by a
Federal court in an appeal under 35
U.S.C. 141 or a civil action under 35
U.S.C. 145.
*
*
*
*
*
■ 40. In § 1.704, revise paragraph (c)(9) to
read as follows:
§ 1.704 Reduction of period of adjustment
of patent term.

*

*

*

*

*

(c) * * *
(9) Submission of an amendment or
other paper after a decision by the Board
of Patent Appeals and Interferences,
other than a decision designated as
containing a new ground of rejection
under § 41.50(b) of this title or statement
under § 41.50(c) of this title, or a
decision by a Federal court, less than
one month before the mailing of an
Office action under 35 U.S.C. 132 or
notice of allowance under 35 U.S.C. 151
that requires the mailing of a
supplemental Office action or
supplemental notice of allowance, in
which case the period of adjustment set
forth in § 1.703 shall be reduced by the
lesser of:
(i) The number of days, if any,
beginning on the day after the mailing
date of the original Office action or
notice of allowance and ending on the
mailing date of the supplemental Office
action or notice of allowance; or
(ii) Four months;
*
*
*
*
*
■ 41. Revise § 1.959 to read as follows:
§ 1.959 Appeal in inter partes
reexamination.

Appeals to the Board of Patent
Appeals and Interferences under 35
U.S.C. 134(c) are conducted according
to part 41 of this title.
§§ 1.961, 1.962, 1.963, 1.965, 1.967, 1.969,
1.971, 1.973, 1.975, and 1.977 [Removed
and reserved]

42. Remove and reserve §§ 1.961
through 1.977.
■ 43. Revise § 1.979 to read as follows:
■

§ 1.979 Return of Jurisdiction from the
Board of Patent Appeals and Interferences;
termination of proceedings.

(a) Jurisdiction over an inter partes
reexamination proceeding passes to the
examiner after a decision by the Board
of Patent Appeals and Interferences
upon transmittal of the file to the
examiner, subject to each appellant’s
right of appeal or other review, for such
further action as the condition of the
inter partes reexamination proceeding
may require, to carry into effect the
decision of the Board of Patent Appeals
and Interferences.
(b) Upon judgment in the appeal
before the Board of Patent Appeals and
Interferences, if no further appeal has
been taken (§ 1.983), the inter partes
reexamination proceeding will be
terminated and the Director will issue a
certificate under § 1.997 terminating the
proceeding. If an appeal to the U.S.
Court of Appeals for the Federal Circuit
has been filed, that appeal is considered
terminated when the mandate is issued
by the Court.

■

44. Revise § 1.981 to read as follows:

§ 1.981 Reopening after a final decision of
the Board of Patent Appeals and
Interferences.

When a decision by the Board of
Patent Appeals and Interferences on
appeal has become final for judicial
review, prosecution of the inter partes
reexamination proceeding will not be
reopened or reconsidered by the
primary examiner except under the
provisions of § 41.77 of this title without
the written authority of the Director,
and then only for the consideration of
matters not already adjudicated,
sufficient cause being shown.
■ 45. Revise § 1.993 to read as follows:
§ 1.993 Suspension of concurrent
interference and inter partes reexamination
proceeding.

If a patent in the process of inter
partes reexamination is or becomes
involved in an interference, the Director
may suspend the inter partes
reexamination or the interference. The
Director will not consider a request to
suspend an interference unless a motion
under § 41.121(a)(3) of this title to
suspend the interference has been
presented to, and denied by, an
administrative patent judge and the
request is filed within ten (10) days of
a decision by an administrative patent
judge denying the motion for
suspension or such other time as the
administrative patent judge may set.
PART 5—SECRECY OF CERTAIN
INVENTIONS AND LICENSES TO
EXPORT AND FILE APPLICATIONS IN
FOREIGN COUNTRIES
45a. The authority citation for part 5
continues to read as follows:

■

Authority: 35 U.S.C. 2(b)(2), 41, 181–188,
as amended by the Patent Law Foreign Filing
Amendments Act of 1988, Pub. L. 100–418,
102 Stat. 1567; the Arms Export Control Act,
as amended, 22 U.S.C. 2571 et seq.; the
Atomic Energy Act of 1954, as amended, 42
U.S.C. 2011 et seq.; the Nuclear Non
Proliferation Act of 1978; 22 U.S.C. 3201 et
seq.; and the delegations in the regulations
under these Acts to the Director (15 CFR
370.10(j), 22 CFR 125.04, and 10 CFR 810.7).

46. In § 5.3, revise paragraph (b) to read
as follows:

■

§ 5.3 Prosecution of application under
secrecy orders; withholding patent.

*

*
*
*
*
(b) An interference will not be
declared involving a national
application under secrecy order. An
applicant whose application is under
secrecy order may suggest an
interference (§ 41.202(a) of this title),
but the Office will not act on the request

Federal Register / Vol. 69, No. 155 / Thursday, August 12, 2004 / Rules and Regulations
while the application remains under a
secrecy order.
*
*
*
*
*
PART 10—REPRESENTATIVE OF
OTHERS BEFORE THE PATENT AND
TRADEMARK OFFICE
46a. The authority citation for part 10
continues to read as follows:

■

Authority: 5 U.S.C. 500, 15 U.S.C. 1123; 35
U.S.C. 2(b)(2), 31, 32, 41.

47. In § 10.23, revise paragraph (c)(7) to
read as follows:

■

§ 10.23 Misconduct.

*

*
*
*
*
(c) * * *
(7) Knowingly withholding from the
Office information identifying a patent
or patent application of another from
which one or more claims have been
copied. See § 41.202(a)(1) of this title.
*
*
*
*
*
PART 11—REPRESENTATION OF
OTHERS BEFORE THE PATENT AND
TRADEMARK OFFICE
47a. The authority citation for part 11
continues to read as follows:

■

Authority: 5 U.S.C. 500, 15 U.S.C. 1123; 35
U.S.C. 2(b)(2)(D), 32.

48. In § 11.6, revise paragraph (d) to
read as follows:

■

§ 11.6 Registration of attorneys and
agents.

*

*
*
*
*
(d) Board of Patent Appeals and
Interferences matters. For action by a
person who is not registered in a
proceeding before the Board of Patent
Appeals and Interferences, see § 41.5(a)
of this title.
■ 49. Add part 41 to subchapter A to read
as follows:
Authority: 35 U.S.C. 2(b)(2), 3(a)(2)(A), 21,
23, 32, 41, 134, 135.

PART 41—PRACTICE BEFORE THE
BOARD OF PATENT APPEALS AND
INTERFERENCES
Subpart A—General Provisions
Sec.
41.1 Policy.
41.2 Definitions.
41.3 Petitions.
41.4 Timeliness.
41.5 Counsel.
41.6 Public availability of Board records.
41.7 Management of the record.
41.8 Mandatory notices.
41.9 Action by owner.
41.10 Correspondence addresses.
41.11 Ex parte communications in inter
partes proceedings.
41.12 Citation of authority.

41.20 Fees.
Subpart B—Ex Parte Appeals
41.30 Definitions.
41.31 Appeal to Board.
41.33 Amendments and affidavits or other
evidence after appeal.
41.35 Jurisdiction over appeal.
41.37 Appeal brief.
41.39 Examiner’s answer.
41.41 Reply brief.
41.43 Examiner’s response to reply brief.
41.47 Oral hearing.
41.50 Decisions and other actions by the
Board.
41.52 Rehearing.
41.54 Action following decision.
Subpart C—Inter Partes Appeals
41.60 Definitions.
41.61 Notice of appeal and cross appeal to
Board.
41.63 Amendments and affidavits or other
evidence after appeal.
41.64 Jurisdiction over appeal in inter
partes reexamination.
41.66 Time for filing briefs.
41.67 Appellant’s brief.
41.68 Respondent’s brief.
41.69 Examiner’s answer.
41.71 Rebuttal brief.
41.73 Oral hearing.
41.77 Decisions and other actions by the
Board.
41.79 Rehearing.
41.81 Action following decision.
Subpart D—Contested Cases
41.100 Definitions.
41.101 Notice of proceeding.
41.102 Completion of examination.
41.103 Jurisdiction over involved files.
41.104 Conduct of contested case.
41.106 Filing and service.
41.108 Lead counsel.
41.109 Access to and copies of Office
records.
41.110 Filing claim information.
41.120 Notice of basis for relief.
41.121 Motions.
41.122 Oppositions and replies.
41.123 Default filing times.
41.124 Oral argument.
41.125 Decision on motions.
41.126 Arbitration.
41.127 Judgment.
41.128 Sanctions.
41.150 Discovery.
41.151 Admissibility.
41.152 Applicability of the Federal Rules of
Evidence.
41.153 Records of the Office.
41.154 Form of evidence.
41.155 Objection; motion to exclude;
motion in limine.
41.156 Compelling testimony and
production.
41.157 Taking testimony.
41.158 Expert testimony; tests and data.
Subpart E—Patent Interferences
41.200 Procedure; pendency.
41.201 Definitions.
41.202 Suggesting an interference.
41.203 Declaration.
41.204 Notice of basis for relief.
41.205 Settlement agreements.
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41.206 Common interests in the invention.
41.207 Presumptions.
41.208 Content of substantive and
responsive motions.

Subpart A—General Provisions
§ 41.1

Policy.

(a) Scope. Part 41 governs proceedings
before the Board of Patent Appeals and
Interferences. Sections 1.1 to 1.36 and
1.181 to 1.183 of this title also apply to
practice before the Board, as do other
sections of part 1 of this title that are
incorporated by reference into part 41.
(b) Construction. The provisions of
Part 41 shall be construed to secure the
just, speedy, and inexpensive resolution
of every proceeding before the Board.
(c) Decorum. Each party must act with
courtesy and decorum in all
proceedings before the Board, including
interactions with other parties.
§ 41.2

Definitions.

Unless otherwise clear from the
context, the following definitions apply
to proceedings under this part:
Affidavit means affidavit, declaration
under § 1.68 of this title, or statutory
declaration under 28 U.S.C. 1746. A
transcript of an ex parte deposition may
be used as an affidavit in a contested
case.
Board means the Board of Patent
Appeals and Interferences and includes:
(1) For a final Board action:
(i) In an appeal or contested case, a
panel of the Board.
(ii) In a proceeding under § 41.3, the
Chief Administrative Patent Judge or
another official acting under an express
delegation from the Chief
Administrative Patent Judge.
(2) For non-final actions, a Board
member or employee acting with the
authority of the Board.
Board member means the Under
Secretary of Commerce for Intellectual
Property and Director of the United
States Patent and Trademark Office, the
Deputy Under Secretary of Commerce
for Intellectual Property and Deputy
Director of the United States Patent and
Trademark Office, the Commissioner for
Patents, the Commissioner for
Trademarks, and the administrative
patent judges.
Contested case means a Board
proceeding other than an appeal under
35 U.S.C. 134 or a petition under § 41.3.
An appeal in an inter partes
reexamination is not a contested case.
Final means, with regard to a Board
action, final for the purposes of judicial
review. A decision is final only if:
(1) In a panel proceeding. The
decision is rendered by a panel,

