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This is a decision on the renewed petition under 37 C.F.R.
filed
August
15, 2006,
to withdraw the holding of
§1.181 (a),
abandonment

and/or revive

The renewed

petition

the present application.

pursuant

to 37 C.F.R.

§1.181 is DENIED1.

Background
The above-identified
application became abandoned for failure to
file a proper response to the Requirement for Information,
mailed July 15, 2005, which set a shortened statutory period to
reply for two months. No extensions
of time under the
provisions of 37 C.F.R 1.136(a) were received.
Accordingly, the
above-identified
application became abandoned on September 16,
2005.
A Notice of abandonment was mailed on February 13, 2006.
With the original petition pursuant to 37 C.F.R. §1.181(a),
Petitioner has alleged that no response was submitted, because
Applicant did not believe that a response was required.

1 This decision may be regarded as a final agency action within the meaning
of 5 D.S.C. §704 for the purposes of seeking judicial review.
See MPEP
1002.02.
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Procedural

History

The original petition under 37 C.F.R. §1.181(a) was filed on
April 10, 2006, and was dismissed via the mailing of a decision
on July 21, 2006.
The Relevant
35 U.S.C.

133: Time

Law, Regulations,

for prosecuting

and Portion of the MPEP

application.

Upon failure of the applicant to prosecute the application within six
months after any action therein, of which notice has been given or
mailed to the applicant, or within such shorter time, not less than
thirty days, as fixed by the Director in such action, the application
shall be regarded as abandoned by the parties thereto, unless it be
shown to the satisfaction of the Director that such delay was
unavoidable.
(Amended Nov. 29, 1999, Public Law 106-113,
1501A-582
(S. 1948 sec. 4732 (a) (10) (A)}.)
37 C.F.R.

§1.2: Business

to be transacted

sec. 1000(a) (9), 113 Stat.

in writing.

All business with the Patent and Trademark Office should be transacted
in writing. The personal attendance of applicants or their attorneys or
agents at the Patent and Trademark Office is unnecessary. The action of
.

the Patent and Trademark Office will be based exclusively on the written
record in the Office. No attention will be paid to any alleged oral
promise, stipulation, or understanding
in relation to which there is
disagreement
or doubt.
37 C.F.R.

§ 1.105

Requirements

for information

(a)
(1) In the course of examining or treating a matter in a pending or
abandoned application
filed under 35 U.S.C. 111 or 371 (including a
reissue application),
in a patent, or in a reexamination proceeding,
the
examiner or other Office employee may require the submission, from.
individuals
identified under § 1.56(c}, or any assignee, of such
informa~ion as may be reasonably necessary to properly examine or treat
the matter, for example:
(i) Commercial databases: The existence of any particularly
relevant
commercial database known to any of the inventors that could be searched
for a particular aspect of the invention.
(ii) Search: Whether
was searched.

a search of the prior

art was made,

(iii) Related information: A copy of any non-patent
published application, or patent (U.S. or foreign),
inventors, that relates to the claimed invention.

and if so, what

literature,
by any of the

- --
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(iv) Information used to draft application: A copy of any non-patent
literature, published application, or patent (U.S. or foreign) that was
used to draft the application.
(v) Information used in invention process: A copy of any non-patent
literature, published application, or patent (U.S. or foreign) that was
used in the invention process, such as by designing around or providing
a solution to accomplish an invention result.
(vi) Improvements:
Where the claimed invention
identification
of what is being improved.

is an improvement,

(vii) In Use: Identification
of any use of the claimed invention
to any of the inventors at the time the application was filed
notwithstanding
the date of the use.

known

(viii) Technical information known to applicant. Technical information
known to applicant concerning the related art, the disclosure, the
claimed subject matter, other factual information pertinent to
patentability,
or concerning the accuracy of the examiner's stated
interpretation
of such items.
(2) Where an assignee has asserted its right to prosecute pursuant to §
3.71(a) of this chapter, matters such as paragraphs
(a) (1) (i), (iii),
and (vii) of this section may also be applied to such assignee.
(3) Requirements
for factual information known to applicant
presented in any appropriate manner, for example:
(i) A requirement

for factual

information;

(ii) Interrogatories
in the form of specific
applicant's
factual knowledge; or
(iii) Stipulations
disagree.

may be

as to facts with which

questions

the applicant

seeking

may agree

or

(4) Any reply to a requirement for information pursuant to this section
that states either that the information required to be submitted is
unknown to or is not readily available to the party or parties from
which it was requested may be accepted as a complete reply.
(b) The requirement for information of paragraph
(a) (1) of this section
may be included in an Office action, or sent separately.
(c) A reply, or a failure to reply, to a requirement for information
under this section will be governed by §§ 1.135 and 1.136.
[Removed and reserved; 62
1997; added, 65 FR 54604,
(a) (3) revised and paras.
Sept. 21, 2004, effective
§ 1.135: Abandonment

FR 53131, Oct. 10, 1997, effective Dec.1,
Sept. 8, 2000, effective Nov. 7, 2000; para.
(a) (1) (viii) and (a) (4) added, 69 FR 56481,
Oct. 21, 2004]

for failure

to reply within

time period.

(a) If an applicant of a patent application fails to reply within the
time period provided under § 1.134 and § 1.136, the application will

become abandoned unless an Office action indicates otherwise.
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(b) Prosecution of an application to save it from abandonment pursuant
to paragraph
(a) of this section must include such complete and proper
reply as the condition of the application may require. The admission of,
or refusal to admit, any amendment after final rejection or any
amendment not responsive to the last action, or any related proceedings,
will not operate to save the application from abandonment.
(c) When reply by the applicant is a bona fide attempt to advance the
application
to final action, and is substantially a complete reply to
the non-final Office action, but consideration of some matter or
compliance with some requirement has been inadvertently omitted,
applicant may be given a new time period for reply under § 1.134 to
supply the omission.
[Paras. (a), (b), and (c), 47 FR 41276, Sept. 17, 1982, effective Oct.
1, 1982; para. (d) deleted, 49 FR 555, Jan. 4, 1984, effective Apr. 1,
1984; revised, 62 FR 53131, Oct. 10, 1997, effective Dec. 1, 1997]
MPEP

§502.03(V):

Interviews.

Internet e-mail shall NOT be used to conduct an exchange of
communications
similar to those exchanged during telephone or personal
interviews unless a written authorization has been given under Patent
Internet Usage Policy Article 5 to use Internet e-mail. In such cases, a
paper copy of the Internet e-mail contents MUST be made and placed in
the patent application
file, as required by the Federal Records Act, in
the same manner as an Examiner Interview Summary Form is entered.

ANALYSIS
With the original petition, Petitioner asserted that he received
the request for information, and was informed by the Examiner's
supervisor that the applicants were "not required to file a
reply to the Office Action dated July 15, 2005," as the
"Examiner should be mailing a new Office Action for the subject
application2."
Petitioner then sent an e-mail to the supervisor,
the relevant portion of which is reproduced below:
To memorialize our recent phone conversation, it is our
understanding
that the USPTO will be mailing out a new office
action in place of the Rule 105 Request for Information dated
July 15, 2002.
Therefore, our client does not need to Reply to
the July 15, 2005 Request.
It is also our understanding
that we
will be receiving a fax within the next week or so to further
confirm the status of this case.

The Supervisor

then sent a one-word

response:

"confirmed."

Petitioner asserted that the Office improperly held the present
application to be abandoned, as there was no need to file.a
response to the Request for Information.

2 Original

petition,

page

1.
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The decision on the original petition indicated that the
electronic file does not appear to contain a written
authorization under Patent Internet Usage Policy Article 5 to use
Internet e-mail, as required by MPEP §502.03(V), and therefore,
Petitioner's communication with the Supervisor of the Examiner
lies outside of the official channels of communication.
It does
not appear that this point has been addressed on renewed
petition.
The decision on the original petition further indicated that the
e-mail cannot constitute a waiver by the Supervisor of
Petitioner's need to respond to the Office action.
On renewed
petition, Petitioner has explained that he did not submit a copy
of the e-mail in order to seek a waiver, but rather to submit
evidence that the Office action had been issued in error.
Even if the Office action was issued in error, this does not
change the fact that Petitioner had an obligation to submit a
written response pursuant to 35 U.S.C. §133 and 37 C.F.R.
§1.135.
The decision on the original petition indicated that the
application went abandoned by the operation of law, pursuant to
35 U.S.C. §133 and 37 C.F.R. §1.135.
It does not appear that
this point has been addressed on renewed petition.
As set forth in the decision

on the original

petition:

35 U.S.C. §133.is a self-executing
law, which indicates that upon the failure
of the applicant to prosecute the application within six months after any
action therein, the application shall be regarded as abandoned by the parties
thereto.
Petitioner received a Request for Information which set ~ two-month
period for response, and did not continue the prosecution of this application
via the submission of a response.
As such, the application went abandoned by
operation of law, and it would be improper for this Office to withdraw the
abandonment.
Petitioner would have the Office withdraw the holding of
abandonment based on the Supervisor's purported waiver of the need to respond
to the Request for Information, but the Office does not have the authority to
waive 35 U.S.C. §133.
The power to waive or suspend the requirements of a
statute is beyond the discretion or the authority of the Office3.

Neither the Examiner, his supervisor,
Office of Petitions has the authority

3 See A. F. Stoddard

& Co. v. Dann,

U.S. App. LEXIS 11815, 195 U.S.P.Q.

nor any member of the
to waive 35 U.S.C. §133.

184 U.S. App. D.C.
(BNA)

71, 564 F.2d 556, 1977

97 (1977) ("Executive Branch

agencies, such as the PTO, having the obligation to carry out their duties
under their authorizing statutes, and if they would avoid an exercise of the
powers of another Branch, must in almost every case, follow the strict
provisions of the applicable statute.").
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Petitioner received an Office action which set a period for
response, the Office action was never withdrawn by the Office,
and no response was ever filed.
As such, the application went
abandoned for failure to respond to said Office action.

CONCLUSION
The prior decision which refused to withdraw the holding of
abandonment for the above-identified application has been
reconsidered.
Pursuant to the discussion above, the holding
abandonment will not be withdrawn.
No further reconsideration
undertaken.

or review of this matter

of

will be

The alternate petitions under 37 C.F.R. §§1.137(a) and/or (b)
have not been considered and the petition fees have not been
charged to Petitioner's Deposit Account.
Petitioner will note
that each of these petitions requires the submission of a reply
to the outstanding Office action, and it does not appear that
Petitioner has submitted the same.
Therefore, were they to be
considered at the present time, they would merely be dismissed
and $2,000 would be charged to Petitioner's Deposit Account.
The general phone number for the Office of Petitions which
should be used for status requests is (571) 272-3282.
Telephone
inquiries regarding this decision should be directed to Senior
Attorney Paul Shanoski at (571) 272-3225.

~~
Charles Pearson
Director
Office of Petitions
United States Patent and Trademark

Office

