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This is a decision on the renewed petition filed on November 19,
2007, pursuant to 37 C.F.R. § 1.378(e)’ requesting
reconsideration of a prior decision pursuant to 37 C.F.R.

§ 1.378(b), which refused to accept the delayed payment of
maintenance fees for the above-referenced patent.

The request to accept the delayed payment of the maintenance fee
is DENIED’.

1 Any petition to accept an unavoidably delayed payment of a maintenance fee
filed under 37 C.F.R. § 1.378(b) must include:

(1) The required maintenance fee set forth in 37 C.F.R. § 1.20 (e) through
(g);

(2) The surcharge set forth in 37 C.F.R. § 1.20(i) (1), and;

(3) A showing that the delay was unavoidable since reasonable care was
taken to ensure that the maintenance fee would be paid timely and that
the petition was filed promptly after the patentee was notified of, or
otherwise became aware of, the expiration of the patent. The showing
must enumerate the steps taken to ensure timely payment of the
maintenance fee, the date and the manner in which patentee became
aware of the expiration of the patent, and the steps taken to file the
petition promptly.

2 This decision may be regarded as a final agency action within the meaning

of 5 U.85.C. § 704 for the purposes of seeking judicial review. See MPEP
§ 1002.02.
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The patent issued on May 21, 1996. The grace period for paying
the 7-¥ year maintenance fee provided in 37 C.F.R. § 1.362(e)
expired at midnight on May 21, 2004, with no payment received.
Accordingly, the patent expired on May 21, 2004 at midnight.

An original petition pursuant to 37 C.F.R. § 1.378(b) was filed
on May 17, 2007, and was dismissed via the mailing of a decision
on September 17, 2007 for failure to establish that the entire
period of delay was unavoidable.

With the original petition, Petitioner submitted the surcharge
associated with a petition to accept late payment of a
maintenance fee as unavoidable, along with the 7%-year
maintenance fees, and a statement of facts.

With this renewed petition, Petitioner has submitted the
required fee, a statement of facts, and a plurality of exhibits.

Petitioner has met the first and second requirements of Rule
§ 1.378(b). The third requirement of Rule § 1.378(b) will be
discussed below.

The standard

35 U.S.C. § 41(c) (1) states:

The Director may accept the payment of any maintenance fee..
after the six-month grace period if the delay’® is shown to
the satisfaction of the Director to have been unavoidable.
Rule § 1.378(b) (3) is at issue in this case. Acceptance of a
late maintenance fee under the unavoidable delay standard is
considered under the same standard for reviving an abandoned
application under 37 C.F.R. § 1.137(a). This is a very
stringent standard. Decisions on reviving abandoned
applications on the basis of “unavoidable” delay have adopted
the reasonably prudent person standard in determining if the
delay was unavoidable:

The word ‘unavoidable’ ... is applicable to ordinary human
affairs, and requires no more or greater care or diligence than

3 This delay includes the entire period between the due date for the fee and
the filing of a grantable petition pursuant to 37 C.F.R. § 1.378(b).
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is generally used and observed by prudent and careful men in
relation to their most important business®.

In addition, decisions are made on a “case-by-case basis, taking
all the facts and circumstances into account.” Nonetheless, a
petition cannot be granted where a petitioner has failed to meet
his or her burden of establishing that the delay was
“unavoidable®.”

An adequate showing that the delay in payment of the maintenance
fee at issue was unavoidable” within the meaning of 35 U.S.C.

§ 41(c) and 37 C.F.R. § 1.378(b) (3) requires a showing of the
steps taken to ensure the timely payment of the maintenance fees
for the patent. Where the record fails to disclose that the
patentee took reasonable steps, or discloses that the patentee
took no steps, to ensure timely payment of the maintenance fee,
35 U.8.C., § 41(c)} and 37 C.F.R: § 1.378(b) (3) preclude
acceptance of the delayed payment of the maintenance fee under
37 €:E.R: § 1:.378(Db) ;

The burden of showing the cause of the delay is on the person
seeking to revive the application®.

A delay caused by an applicant’s lack of knowledge or improper
application of the patent statute, rules of practice, or the
MPEP is not rendered “unavoidable” due to either the applicant’s
reliance upon oral advice from USPTO employees or the USPTO's
failure to advise the applicant to take corrective action’.

The portions of the MPEP relevant to the facts as presented

MPEP § 2504: Patents Subject to Maintenance Fees
37 CFR § 1.362. Time for payment of maintenance fees.

(a) Maintenance fees as set forth in § § 1.20(e) through (g) are
required to be paid in all patents based on applications filed on or after
December 12, 1980, except as noted in paragraph (b) of this section, to
maintain a patent in force beyond 4, 8 and 12 years after the date of grant.

4 In re Mattullath, 38 BApp. D.C. 497, 514-15 (1912) (quoting Ex parte Pratt,
1887 Dec. Comm’r Pat. 31, 32-33 (1887)); see also Winkler v. Ladd, 221 F.
Supp. 550, 552, 138 U.S.P.Q. 666, 167-68 (D.D.C. 1963), aff’'d, 143
U.S.P.Q. 172 (D.C. Cir. 1963); Ex parte Henrich, 1913 Dec. Comm’'r Pat. 139;
49 (19E3) .

5 Haines, 673 F. Supp. at 316-17, 5 U.S.P.Q.2d at 1131-32.

6 Id.

7 See In re Sivertz, 227 USPQ 255, 256 (Comm’'r Pat. 1985).
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(b) Maintenance fees are not required for any plant patents or for any
design patents. Maintenance fees are not required for a reissue patent if
the patent being reissued did not require maintenance fees.

(c) The application filing dates for purposes of payment of maintenance
fees are as follows:

(1) For an application not claiming benefit of an earlier application,
the actual United States filing date of the application.

(2) For an application claiming benefit of an earlier foreign application
under 35 U.S.C. 119, the United States filing date of the application.

(3) For a continuing (continuation, division, continuation-in-part)

application claiming the benefit of a prior patent application under 35
U.S.C. 120, the actual United States filing date of the continuing
application.

(4) For a reissue application, including a continuing reissue application
claiming the benefit of a reissue application under 35 U.S.C. 120, the
United States filing date of the original non-reissue application on
which the patent reissued is based.

(5) For an international application which has entered the United States
as a Designated Office under 35 U.S.C. 371, the international filing date
granted under Article 11(1) of the Patent Cooperation Treaty
which is considered to be the United States filing date under 35 U.S.C.
6

(d) Maintenance fees may be paid in patents without surcharge during the
periods extending respectively from:

(1) 3 years through 3 years and 6 months after grant for the first
maintenance fee,

(2) 7 years through 7 years and 6 months after grant for the second
maintenance fee, and

(35 11l years through 11 years and 6 months after grant for the third
maintenance fee.

(e) Maintenance fees may be paid with the surcharge set forth in §
1.20(h) during the respective grace periods after:

(1) 3 years and 6 months and through the day of the 4th anniversary of
the grant for the first maintenance fee.

G2 7 years and 6 months and through the day of the 8th anniversary of
the grant for the second maintenance fee, and

(3) 11 years and 6 months and through the day of the 12th anniversary of
the grant for the third maintenance fee.

(f) If the last day for paying a maintenance fee without surcharge set

forth in paragraph (d) of this section, or the last day for paying a
maintenance fee with surcharge set forth in paragraph (e) of this section,
falls on a Saturday, Sunday, or a federal holiday within the District of
Columbia, the maintenance fee and any necessary surcharge may be paid under
paragraph (d) or paragraph (e) respectively on the next succeeding day which
is not a Saturday, Sunday, or Federal holiday.

(g) Unless the maintenance fee and any applicable surcharge is paid within
the time periods set forth in paragraphs (d), (e) or (f) of this section, the
patent will expire as of the end of the grace period set forth in paragraph
(e) of this section. A patent which expires for the failure to pay the
maintenance fee will expire at the end of the same date (anniversary date)
the patent was granted in the 4th, 8th, or 12th year after grant.

(h) The periods specified in §§ 1.362 (d) and (e) with respect to a
reissue application, including a continuing reissue application thereof, are
counted from the date of grant of the original non-reissue application on
which the reissued patent is based.
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Maintenance fees are required to be paid on all patents based on applications
filed on or after December 12, 1980, except for plant patents and design
patents. Furthermore, maintenance fees are not required for a reissue patent
if the patent being reissued did not require maintenance fees. BApplication
filing dates for purposes of determining whether a patent is subject to
payment of maintenance fees are as follows:

(A) For an application not claiming benefit of an earlier application, the
actual United States filing date of the application.
(B) For an application claiming benefit of an earlier foreign application

under 35 U.S.C. 119(a)-(d), the actual United States filing date of the
application.

() For a continuing (continuation, division, continuation-in-part)
application claiming the benefit of a prior patent application under 35
U.S.C. 120, the actual United States filing date of the continuing
application.

(D) For a reissue application, including a continuing reissue application
claiming the benefit of a reissue application under 35 U.S.C. 120, the
United States filing date of the original nonreissue application on which
the patent reissued is based.

(E) For an international application that has entered the United States as
a Designated Office under 35 U.S.C. 371, the international filing date
granted under Article 11(1) of the Patent Cooperation Treaty which is
considered to be the United States filing date under 35 U.S.C. 363.

MPEP § 2506: Times for Submitting Maintenance Fee Payments

37 CFR § 1.362(d) sets forth the time periods when the maintenance fees for a
utility patent can be paid without surcharge. Those periods, referred to
generally as the “window period,” are the 6-month periods preceding each due
date. The “due dates” are defined in 35 U.S.C. 41(b). The window periods are
(1) 3 years to 3 1/2 vyears after the date of issue for the first maintenance
fee payment, (2) 7 years to 7 1/2 years after the date of issue for the
second maintenance fee payment, and (3) 11 years to 11 1/2 years after the
date of issue for the third and final maintenance fee payment. A maintenance
fee paid on the last day of a window period can be paid without surcharge.
The last day of a window period i1s the same day of the month the patent was
granted 3 years and 6 months, 7 years and 6 months, or 11 years and 6 months
after grant of the patent. 37 CFR 1.362(e) sets forth the time periods when
the maintenance fees for a utility patent can be paid with surcharge. Those
periods, referred to generally as the “grace period,” are the 6-month periods
immediately following each due date. The grace periods are (1) 3 1/2 vears
and through the day of the 4th anniversary of the grant of the patent, (2) 7
1/2 years and through the day of the 8th anniversary of the grant of the
patent and, (3) 11 1/2 years and through the day of the 12th anniversary of
the grant of the patent. A maintenance fee may be paid with the surcharge on
the same date (anniversary date) the patent was granted in the 4th, 8th, or
12th year after grant to prevent the patent from expiring. Maintenance fees
for a reissue patent are due based upon the schedule established for the
original utility patent. The filing of a request for ex parte or inter partes
reexamination and/or the publication of a reexamination certificate does not
alter the schedule of maintenance fee payments of the original patent. If
the day for paying a maintenance fee falls on a Saturday, Sunday, or a
Federal holiday within the District of Columbia, the maintenance fee may be
paid on the next succeeding day that is not a Saturday, Sunday, or Federal
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holiday. For example, if the window period for paying a maintenance fee
without a surcharge ended on a Saturday, Sunday, or a Federal holiday within
the District of Columbia, the maintenance fee can be paid without surcharge
on the next succeeding day that is not a Saturday, Sunday, or a Federal
holiday within the District of Columbia. Likewise, if the grace period for
paying a maintenance fee with a surcharge ended on a Saturday, Sunday, or a
Federal holiday within the District of Columbia, the maintenance fee can be
paid with surcharge on the next succeeding day that is not a Saturday,
Sunday, or a Federal holiday within the District of Columbia. In the latter
situation, the failure to pay the maintenance fee and surcharge on the next
succeeding day that is not a Saturday, Sunday, or a Federal holiday within
the District of Columbia will result in the patent expiring on a date (4, 8,
-or 12 years after the date of grant) earlier than the last date on which the
maintenance fee and surcharge could be paid. This situation results from the
provisions of 35 U.S.C. 21, but those provisions do not extend

the expiration date of the patent if the maintenance fee and any required
surcharge are not paid when required. For example, if the grace period for
paying a maintenance fee with a surcharge ended on a Saturday, the
maintenance fee and surcharge could be paid on the next succeeding business
day, e.g., Monday, but the patent will have expired at midnight on Saturday
if the maintenance fee and surcharge were not paid on the following Monday.
Therefore, if the maintenance fee and any applicable surcharge are not paid,
the patent will expire as of the end of the grace period as listed above. A
patent that expires for failure of payment will expire on the anniversary
date the patent was granted in the 4th, 8th, or 12th year after the grant.

MPEP § 2515 Information Required for Submission of Maintenance
Fee Payment states, in pertinent part:

If a patent expires because the maintenance fee and any necessary surcharge
have not been paid in the manner required by 37 C.F.R. 1.366, the patentee
could proceed under 37 C.F.R. 1.378 (see MPEP § 2590), if appropriate, or
could file a petition under 37 C.F.R. 1.377 (see MPEP § 2580) within the
period set therein seeking to have the maintenance fee accepted as timely
even though not all of the required identifying data was present prior to
expiration of the grace period

MPEP § 2575 sets forth, in pertinent part:

Under the statutes and the regulations, the Office has no duty to notify
patentees when their maintenance fees are due. It is the responsibility of
the patentee to ensure that the maintenance fees are paid to prevent
expiration of the patent. The Office will, however, provide some notices as
reminders that maintenance fees are due, but the notices, errors in the
notices or in their delivery, or the lack or tardiness of notices will in no
way relieve a patentee from the responsibility to make timely payment of each
maintenance fee to prevent the patent from expiring by operation of law. The
notices provided by the Office are courtesies in nature and intended to aid
patentees. The Office’s provision of notices in no way shifts the burden of

monitoring the time for paying maintenance fees on patents from the patentee
to the Office.
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(Emphasis added) .

Application of the standard to the current facts and
circumstances

Petitioner’s explanation of the delay has been considered, and
it has been determined that it fails to meet the standard for
acceptance of a late payment of the maintenance fee and
surcharge.

The period for paying the 7%-year maintenance fee without the
surcharge extended from May 21, 2003 to November 21, 2003 and
for paying with the surcharge from November 22, 2003 to May 21,
2004. Thus, the delay in paying the 3%-year maintenance fee
extended from May 21, 2004 at midnight to the filing of the
original petition on May 17, 2007.

With this renewed petition, Petitioner has asserted that a fee
address indication was submitted concurrently with the
submission of the first maintenance fee, however the Office did
not properly update the fee address.

As such, Petitioner has suggested that the maintenance fee was

not received due to an alleged failure to receive a maintenance
fee reminder.

First, this assertion has not been supported by a statement from
the Patentee. The decision on the original petition set forth
that with the renewed petition, “statements by all persons with
direct knowledge of the cause of the delay, setting forth the
facts as they know them” should be included with any renewed
petition. It is clear that Petitioner does not have firsthand
knowledge of his allegation that the Patentee failed to receive
the maintenance fee reminder. Moreover, it is equally clear
that Petitioner does not have firsthand knowledge of the reason
that the maintenance fee was not timely submitted.

Secondly, 1t does not appear that the Patentee had any steps in
place for monitoring the timely payment of the maintenance fees
for his patent, and Petitioner has asserted that the Patentee
instead relied on the Office to provide notice of the same.

As set forth above, where the record fails to disclose that the
patentee took reasonable steps for tracking the due dates and
ensuring the timely payment of the maintenance fees, 35 U.S.C.
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§ 41(c) and 37 C.F.R. § 1.378(b) (3) preclude acceptance of the
delayed payment of the maintenance fee under 37 C.F.R.
§ 1.378(b).

Petitioner has set forth that neither the patentee nor his
mother were “sophisticated business entities®.” The level of
sophistication of the patentee has no bearing on a patentee’s
duty to ensure that all maintenance fees are submitted in a
timely manner. Patentees are expected to enact reasonable steps
for tracking due dates and ensuring the timely payment of the
maintenance fees. A similarly situated reasonable man, acting
in relation to his most important business, would have
instituted some sort of a system to track the due date of the
maintenance fee, so as to ensure the timely submission of the
same. There is no reason that the Patentee could not have
either tracked the due date himself, or contracted with another
party to do the same.

Third, as set forth in MPEP § 2575, reproduced above, the Office
mails maintenance fee reminder notices as a courtesy, and has no
duty to notify patentees when their maintenance fees are due.

It is the responsibility of the patentee to ensure that the
maintenance fees are timely submitted, and this portion of the
MPEP explicitly sets forth that the lack of a notice will not
relieve a patentee from his responsibility to ensure that the
maintenance fees are paid in a timely manner. As such, the
failure of a patentee to receive a reminder notice cannot
establish that the failure to timely submit the maintenance fee
was unavoidable.

Conclusion

The prior decision that refused to accept, pursuant to 37 C.F.R
§ 1.378(b), the delayed payment of a maintenance fee for the
above-identified patent, has been reconsidered. For the above
stated reasons, the delay in this case cannot be regarded as
unavoidable within the meaning of 35 U.S.C. § 41(c) (1) and 37
C.F.R:. 8§ 1.378(Db).

Since this patent will not be reinstated, Petitioner is entitled
to a refund of both the surcharge and the 7¥%-year maintenance
fee, but not the $400 fee associated with the filing of a

8 Renewed petition, page 5.
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renewed petition under 37 C.F.R. § 1.378(e). These fees will be
refunded to Petitioner’s Deposit Account in due course.
Telephone inquiries regarding this decision should be directed
to Senior Attorney Paul Shanoski at (571) 272-3225°.

ik fd

Charles Pearson
Director
Office of Petitions

9 Petitioner will note that all practice before the Office should be in
writing, and the action of the Office will be based exclusively on the
written record in the Office. See 37 C.F.R. § 1.2. As such, Petitioner is
reminded that no telephone discussion may be controlling or considered
authority for any further action(s) of Petitioner.



