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This is a decision on a renewed petition under 37 CFR 1.378(e)filed December20,2006, requesting
reconsideration of a prior decision which refused to accept under § 1.378(b) the delayedpayment of
a maintenance fee for the above-identifiedpatent.
The request to accept the delayedpayment of the maintenancefee under 37 CFR 1.378(b)is
DENIED.l

BACKGROUND
The patent issued May 24, 1994. The second maintenance fee was due on November 24,2001, and
could have been paid during the period from May 24,2001 through November 26,2001 (November
24 being a Saturday), or with a surcharge during the period from November 27,2001 through May
24,2002. The above-identified patent expired as of midnight May 24,2002, by operation oflaw.
See 35 U.S.C. § 41(b).

A petition under 37 CFR 1.378(b)to accept late payment of the second and third maintenance fee
was filed May 16,2006. Petitionerassertedthat the delay in paymentwas unavoidable due to an
error performedwith respect to the second maintenancefeepaymentby an otherwisereliable
employee of Jaspan, SchlesingerHoffinanLLP (JSH). Petitioneradditionallyalleges the employee
did attempt payment ofthe second maintenancefee on June 24, 2002.
The petition was dismissed in the decision of October 20, 2006. The decision held that, inter alia,
the evidence did not adequately explain the steps taken to ensure timely payment of the second
maintenance fee or the entire delay in making the second maintenance fee payment. The decision
also requested additional information from the petitioner relating to Octrooibureau Los en Stigter

1This decision may be viewed as a final agency action within the meaning of 5 U.S.C. § 704 for purposes of seeking
judicial review. See MPEP 1002.02. No further consideration or reconsideration of this matter will be given. See
37 CFR 1.378(e).
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RV. (L&S) and JSH docketing and tracking systems, the reliability of these docketing and tracking
systems, and procedures JSH and L&S had in place to review maintenance fee payments.
The instant petition, requesting reconsideration, was filed December 20, 2006.

STATUTES AND REGULATIONS
35 US.c. § 41(b) states in pertinent part that:

The Director shall charge the followingfees for maintainingin force all patents based on
applicationsfiled on or after December 12, 1980:
(1) 3 years and 6 months after grant, $900.2
(2) 7 years and 6 months after grant, $2,300.
(3) 11 years and 6 months after grant, $3,800.
Unless payment ofthe applicable maintenance fee is received in the United States Patent
and Trademark Office on or before the date the fee is due or within a grace period of 6
months thereafter, the patent will expire as ofthe end of such grace period.
35 US.c. § 41(c)(1) states, in pertinent part, that:
The Director may accept the payment of any maintenance fee required by subsection (b) of
this section. . . at any time after the six-month grace period ifthe delay is shown to the
satisfaction of the Director to have been unavoidable.
37 CFR 1.378(b)(3) states that any petition to accept delayed payment ofa maintenance fee must
include:
A showing that the delay was unavoidable since reasonable care was taken to ensure that
the maintenance fee would be paid timely and that the petition was filed promptly after
the patentee was notified of, or otherwise became aware of, the expiration ofthe patent.
The showing must enumerate the steps taken to ensure timely payment of the
maintenance fee, the date and the manner in which patentee became aware of the
expiration of the patent, and the steps taken to file the petition promptly.

OPINION
The Director may accept late payment of the maintenance fee if the delay is shown to the satisfaction
of the Director to have been unavoidable. 35 US.C. § 41(c)(1). Upon review of the entire record,
2These were the maintenance fees in effect as of the date the original petition was filed on May 16, 2006, The fees
are subject to an annual adjustment on October 1. See 35 U.S.C § 41(f). The fees are reduced by fifty (50) percent
for, as here, a small entity. See 35 U.S.C: § 41(h)(1).
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petitioner has not established to the satisfactionof the Director that the entire delay in paymentof the
maintenance fees from the date of expiryof the above-identifiedpatent until the filing ofthe petition
to reinstatewas unavoidablewithin the meaningof35 U.S.C. § 41(c)(1) and 3.7CFR 1.378(b)(3).
A late maintenance fee is considered under the same standard as that for reviving an abandoned
application under 35 U.S.C. § 133 because 35 U.S.C. § 41(c)(1) uses the identical language, i.e.
"unavoidable delay". Ray y. Lehman, 55 F. 3d 606, 608-09, 34 USPQ2d 1786, 1787 (Fed. Cir.
1995)(quoting In re Patent No. 4.409.763, 7 USPQ2d 1798, 1800 (Comm'r Pat. 1988». Decisions on
reviving abandoned applications have adopted the "reasonably prudent person" standard in determining if
the delay in responding to an Office action was unavoidable. Ex parte Pratt. 1887 Dec. Comm'r Pat. 31,
32-33 (Comm'r Pat. 1887)(the term "unavoidable" "is applicable to ordinary human affairs, and requires
no more or greater care or diligence than is generally used and observed by prudent and careful men in
relation to their most important business"); In re Mattullath. 38 App. D.C. 497, 514-515 (D.C. Cir. 1912);
and Ex parte Henrich, 1913 Dec. Comm'r Pat. 139, 141. In addition, decisions on revival are made on a
"case-by-case basis, taking all the facts and circumstances into account." Smith v. Mossinghoff, 671 F.2d
533,538,213 USPQ 977,982 (D.C. Cir. 1982). Finally, a petition to revive an application as
unavoidably abandoned cannot be granted where a petitioner has failed to meet his or her burden of
establishing the cause of the unavoidable delay. Haines v. Quigg, 673 F. Supp. 314, 316-17, 5 USPQ2d
1130,1131-32 (N.D. Ind. 1987).
As 35 U.S.C. § 41(b) requires the payment offees at specified intervals to maintain a patent in force,
rather than some response to a specific action by the Office under 35 U.S.C. § 133, a reasonably prudent
person in the exercise of due care and diligence would have taken steps to ensure the timely payment of
such maintenance fees. Ray, 55 F.3d at 609, 34 USPQ2d at 1788. That is, an adequate showing that the
delay in payment of the maintenance fee at issue was "unavoidable" within the meaning of35 U.S.C. §
41(c) and 37 CFR 1.378(b)(3) requires a showing of the steps taken by the responsible party to ensure the
timely payment of the maintenance fee for this patent. Id. Moreover, 35 U.S.C. § 41(c)(I) does not
require an affirmative finding that the delay was avoidable, but only an explanation as to why the
petitioner has failed to carry his or her burden to establish that the delay was unavoidable. Cf.
Commissariat A. L'Energie Atomique v. Watson, 274 F.2d 594,597, 124 USPQ 126, 128 (D.C. Cir.
1960)(35 U.S.C. § 133 does not require the Commissioner to affirmatively find that the delay was
avoidable, but only to explain why the applicant's petition was unavailing). Therefore, it is the patentee's
burden under the statutes and regulations to make a showing to the satisfaction of the Director that the
delay in payment ofa maintenance fee is unavoidable. See Rydeen v. Quigg, 748 F. Supp. 900, 16
USPQ2d 1876 (D.D.C. 1990), affd 937 F.2d 623 (Fed. Cir. 1991)(table), cert. denied, 502 U.S. 1075
(1992); Ray v. Lehman, supra.
As an adequate showing requires a showing of the steps taken by the responsible party to ensure timely
payment of maintenance fees, the focus must be on the rights of the parties as of the time of expiration,
so as to ascertain the responsible person. See Kim v. Quigg, 718 F.Supp. 1280, 1284, 12 USPQ2d 1604,
1607 (E.D. Va. 1989). That is, the patent holder is ultimately responsible for payment of the
maintenance fee. Office records indicate Georg Fischer Waga N.V. (Georg Fischer) is the patent holder
or owner of the above-identified patent and, therefore, owned the rights to the above-identified patent
when the second maintenance fee for the above-identified patent fell due on November 26, 2001
(November 24 being a Saturday), as well as some six months later when this patent expired by
operation oflaw at midnight on May 24, 2002. As Georg Fischer owned the entire interest in the aboveidentified patent at the time of expiration, it is the actions or inactions of Georg Fischer, as the
responsible party, that are material in this inquiry. Id.

---
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As the owner, Georg Fischer also needs to demonstrate the steps in place to schedule and pay the second
maintenance fee or to obligate another to make the payment. See California Medical Products v. Technol
Med. Prod., 921 F.Supp. 1219, 1259 (D.Del. 1995). The evidence of record indicates that L&S began
representing Georg Fischer in 1997 and that L&S began working and corresponding with Murray
Schaffer (Schaffer), a U.S. practitioner, in 1997 with respect to the above-identified patent. See page
2 ofthe "Showing in Support of Petition To Accept Unavoidably Delayed Payment of Maintenance
Fee in an Expired Patent (37 CFR § 1.378(b))" (Showing). The evidence also includes an
explanation that Schaffer was hired by JSH on or about April 2, 2001, along with a paralegal,
Barbara Patton Silvagni (Silvagni), and the file for the above-identified patent was transferred to JSH
in April 2001. See pages 2-3 of the Showing. The Showing also alleges that Silvagne mailed a
maintenance fee reminder letters for the above-identified patent to L&S on April 24, 200 land March
11,2002. See Exhibits Band D of the Showing. A March 28, 2002 letter from JSH also states that
it "shall attend to the payment of the required fee in due course." See Exhibit F of Showing. Based
on the above evidence, JSH obligated itself to track and pay the second maintenance fee for the
above-identified patent.
Even where another has been relied upon to pay maintenance fees, such asserted reliance by itself does
not provide a petitioner with a showing of unavoidable delay within the meaning of37 CFR 1.378(b) and
35 USC 41(c). Id. Rather, such reliance merely shifts the focus of the inquiry from the petitioner to
whether the obligated party acted reasonably and prudently. Id. Nevertheless, a petitioner is bound by
any errors that may have been committed by the obligated party. Id. In the absence of a showing that the
obligated party was engaged in tracking the maintenance fee due dates, and that party had, in fact, been
tracking the due dates with a reliable tracking system such as would be used by prudent and careful mean
in relation to their most important business, petitioner cannot reasonably show that the delay was
unavoidable delay. In re Katrapat, 6 USPQ2d 1863, 1867-1868 (Comm'r Pat. 1988); California. supra.
The inquiry thus shifts to whether JSH acted in a reasonable and prudent manner with respect to their
most important business to ensure that the second maintenance fee for the above-identified patent
would be paid timely.

On this point, petitioner argues that Silvagnimiscalculatedthe secondmaintenance fee due date for
the above-identifiedpatent and that this miscalculationwas the reason for the delay. A delay
resulting from an error (e.g., a docketingerror) on the part of an employeein the performanceof a
clerical function may provide the basis for a showingof "unavoidable"delay, provided it is shown
that:
(A) the error was the cause of the delay at issue;
(B) there was in place a business routine for performing the clerical function that could
reasonably be relied upon to avoid errors in its performance; and
(C) the employee was sufficiently trained and experienced with regard to the function and
routine for its performance that reliance upon such employee represented the exercise of due
care.
See In re Egbers, 6 USPQ2d 1869, 1872 (Comm'r Pat. 1988), rev'd on other grounds sub nom.,
Theodor Groz & Sohne & Ernst Bechert Nadelfabrik KG v. Quigg, 10 USPQ2d 1787 (D.D.C.
1988); In re Katrapat, 6 USPQ2d 1863, 1867-68 (Comm'r Pat. 1988). In the last decision mailed
October 20, 2006, inquiries were made with respect to the above elements in order to provide a basis
for a showing of unavoidable delay. Based on the evidence of record, petitioner has failed to
3 For purposes of this decision, it is assumed that Bobbi Patton and Barbara Patton Silvagni are the same person. Petitioner has
not notified the Office that this is an incorrect assumption.
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demonstrate to the satisfactionofthe Director that the errorwas the cause of the delay, that there was
in place a business routine for performingthe clerical functionof calculatingthe maintenance fee
due dates that could be reasonablerelied upon to avoid errors in its performance and that Silvagni
was sufficientlytrained and experiencewith regard to this function and routine that reliance upon her
represented the exercise of due care.
Regarding element (A), the record showsthe miscalculationof the second maintenance fee due date
on two correspondencesbetween JSH and L&S. The April 24, 2001 letter addressedto L&S states
the maintenance fee was due by December24, 2001 (whenthe fee was properly due by November
26,2001). See Exhibit B of the Showing. The March 11,2002 reminder letter addressedto L&S
states the maintenance fee was due on June 24, 2002 (when the fee was properly due by May 24,
2002witha latesurcharge).SeeExhibitD ofthe Showing.TheShowingalsostatesthatJSH
attempted to pay the maintenancefee for the above-identifiedpatent on June 24, 2002, a month after
the expiration of the above-identifiedpatent. See ExhibitH-1 of the Showing. However,the record
fails to explain why the maintenancefee was not paid by JSH "as soon as possible" upon the first
request made by L&S in a facsimiledated September3, 2001. See Exhibit C of Showing. Although
the decision mailed October 20, 2006 requestedan explanationwhy the second maintenance
payment was not made in September2001 when initiallyrequested,neither JSH nor L&S have
clarified this oversight. If JSH had timely followedthrough on the September3,2001 request by
L&S to pay the second maintenance fee, the secondmaintenancefee paymentwould have been
timely made, and any miscalculationof the due date purportedmade by Silvagniwould not have
resulted in the delay in paying the maintenance fee. Moreoverwhile the L&S email sent to JSH
referenced in the renewed petition is not provided,the petitioner states that L&S had a "tax
reminder" or tracking systemin their office. In the renewedpetition, L&S admits that "the tax
reminder system in their office has functionedproperly" and that the renewal date was properly
calculated as November 24,2001. To further demonstratethe proper functioningofL&S system,the
renewed petition refers to Exhibit C of the Showingand the referencenumber 6028/1124, where
allegedly, the "1124" representsNovember24. Thus while L&S was aware of the correct due date
for the second maintenance fee, there is no evidencethat L&S attemptedto point out or correct the
mistake performed by JSH and to ensure timelypayment of the secondmaintenance fee, as would
have been done by those in relation to their most importantbusiness. Given that L&Shas the
opportunityto correct the mistakepurportedlymade by Silvagni,this error does not appear to be the
sole cause of the delay at issue.
Petitioner's diligence in this matter is also an essential componentto a showingof unavoidable
delay. The absence of evidencethat JSH or L&S reviewedwhetherthe maintenance fee was paid
when the opportunityarose, as wouldbe doneby a prudent and carefulbusiness person with their
most important business, fails to demonstratethat either party exerciseddiligencein attemptingto
timely pay the second maintenance fee or in seekingreinstatementduringthe entire period of delay.
See R.R. Donnellev & Sons Company v. Dickinson, 123 F.Supp.2d 456, 57 USPQ2d 1244 (N.D.n.
2000). See Douglas v. Manbeck, 21 USPQ2d 1697, 1699-1700 (RD. Pa 1991), affd 975 F.2d 869,
24 USPQ2d 1318 (Fed. Cir. 1992)(applicant's lack of diligence over a two and one half year period
in taking any action with respect to his application precluded a finding of unavoidable delay). For
example, L&S's tracking system had calculated the correct due date for the above-identified patent.
L&S, however, does not indicate that they pointed out to JSH the correct due date in any of its
responses to the JSH letters. L&S also requested acknowledgement of the instructions to pay the

maintenance fee on September3,2001. For some five months,L&S did not receive a letter from

.

--

u.s. Patent No. 5,314,213

n

n

Page 6

JSH nor did they inquirewith JSH about the payment. On March 11, 2002, instead of an
acknowledgementfrom JSH, L&Sreceived a secondletter regardinginstructionsto make the second
maintenance fee payment. On March 14,2002 and referencingthe September3,2001 facsimile,
L&Sfaxedanotherrequestto paythemaintenancefee. L&Sreceiveda March28, 2002letter
stating that JSH "shall attend to the payment of the required fee in due course." In the renewed
petition, L&S appears to have treated the March 28, 2002 letter as a confirmationof payment of the
maintenancefee. It is not,however,untiltheJune24, 2002letter that JSH actually states, "we have
attended to the payment of the MaintenanceFee payment[.]" The June 24, 2002 letter also states,
"[a]s soon as we receive the official MaintenanceFee Statement,we shall forwardthe same to you."
Upon requestinginformationregardingwhetherL&Sreceived such MaintenanceFee Statement,
they explained, "Los & Stiger also stated that confirmationof payment of the maintenance fees was
received on 28 March 2002. Los & Stigerfound no reason to questionwhetherthe payment was
made." As stated above, the March 28, 2002 letter does not confirmpayment,but rather statesJSH
will attend to payment. Reliance on this letter as confirmationdoes not show L&S exercise
reasonable care and diligence,as would be practicedwith one's most importantbusiness, to ensure
that the maintenance fee payment was timely made.
Moreover,JSH has not demonstratedit exerciseddiligencein seekingreinstatementduring the entire
period of delay because severaloccasions existedto alert JSH, prior to the originalpetition filed on
May 16, 2006, that the Officehad not receivedthe secondmaintenance fee payment for the above
identifiedpatent. JSH states the check for the maintenancefee payment was not depositedby the
Office and that JSH stoppedpayment on the check "approximatelyone year later." Although the
Office inquired in the October 20, 2006 decisionaboutthe proceduresJSH had in place to review a
file or account for a maintenance fee payment when JSH stoppedpayment on a check, no further
explanationwas provided. The renewed petition fails to explainwhy JSH did not review or account
for the non-negotiatedsecond maintenancefee payment,approximatelyone year later, when JSH
discovered the PTO did not deposit the check and decidedto stop payment on the check. Also in the
June 24, 2002 letter to L&S, Silvagniacknowledges,"[a]s soon as we receive the official
Maintenance Fee Statement,we shall forwardit to you." An inquiry in the October20, 2006
decision regardingwhether JSH receive a MaintenanceFee Statementfrom the Officeregardingthe
above-identifiedpatent or whether JSH have a procedurein place to review a file where they do not
received a MaintenanceFee Statementwere also left unanswered. As stated in the previous
'decision, if payment for the maintenance fee had in fact been sent to the Office and was refused or
not deposited, a Non-Acceptanceletter wouldhave been sent back to the customer. Another inquiry
regarding whether JSH receive the Non-Acceptanceletter fromthe Officewas also not provided.
Finally on September9,2005, L&S requestedthe third maintenance fee for the above-identified
patent be paid. This informationshould have alertedJSH to review the file. However,it was not
until some eight months later, that the petition to reinstatewas filed. All of these failures to follow
up in timely fashionreflect the error or miscalculationofthe secondmaintenance fee due date was
not the only cause of the delay at issue and providesa rational basis that the evidence of record does
not demonstratethat the miscalculationwas the only cause of the delay in paying the second
maintenance fee.
As for element (B), petitioner must show or demonstratethere was in place a businessroutine for
performing the clerical function that could reasonablybe relied upon to avoid errors in its
performance. Petitioner asserted on pages 3 and 7-8 of the Showingthat the IntellectualProperty
group of JSH maintainedthree docketing systemsfor the above-identifiedpatent, including (1) a

__n--
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card catalog system, (2) a paper and calendarsystem and (3) an electronic system. In the last
decision mailed October 20,2006, inquirieswere made regardingJSH's three referencedtracking
systems and requested informationand copies of applicabledocumentationregarding:(a) how
maintenance fee due dates are enteredinto and tracked using these systems;(b) how the responsible
party handles requests to pay maintenancefee, ~ncludingwhat procedurewould be followed
specificallyfor the above-identifiedpatent; (c) whether and when the above-mentioneddocketing
and tracking systems alerted JSH of the second or third maintenance fee for the above-identified
patent; and (d) whether there was a procedure for resolvingperceived differencesin the due date for
a maintenance fee payment for a specificpatent in the three systems. Unfortunately,no further
explanationor documentationwas providedby JSH related to its tracking systems. As stated
previously,the petitioner has burdenunderthe statutesandregulationsto showto the satisfactionof the
Directorthatthe delayin paymentof a maintenancefeeis unavoidable.Becausepetitionerhas failedto
providethe Office with the necessaryinformationto determinewhether JSH had in place a reliable
tracking system,such as wouldbe used by prudent and carefulmen in relation to their most
important business, petitioner has not met its burden of showingunderthe statutesandregulationsto
the satisfactionof the Directorthatthe delayin paymentof a maintenancefee is unavoidable.
As for element (C), the petition has not demonstrated that the employee responsible for maintenance
fee payments was sufficiently trained and experienced with regard to the function and routine for its
performance that reliance upon such employee represented the exercise of due care. In the previous
decision, the Office requested petitioner provide information regarding: (a) who were the person(s)
responsible at JSH for docketing, tracking and paying maintenance fees during the period in
question; (b) evidence concerning the training and experience of all persons responsible for the
alleged error at JSH; and (c) supervision of people responsible at JSH for paying maintenance fee.
Once again, no further information was provided. On the record, the Showing includes letters from
Silvagni regarding the payment of the second maintenance fee for the above-identified patent. The
Showing also states on pages 4-5 and 8 that Schaffer and Silvagni had been employed in patent
practice for many years. The Showing further asserts that Schaffer and Silvagni were experienced
personnel, that such an error in paying the second maintenance fee timely was entirely unforeseen
and that JSH had reasonably relied on Schaffer's and Silvagni's expertise to continue to run the
practice as they had for years. However as stated previously, these statements are conclusory, and
petitioner has provided no documentation to support these statements. The petitions and Showing
fail, therefore, to provide any documentary evidence demonstrating the person responsible for
making the second maintenance fee payment for the above-identified patent, including Silvagni, was
sufficiently trained and experienced with regard to paying maintenance fees that reliance upon the
responsible party demonstrates the exercise of due care.
As to the allegation that Silvagni hid or destroyed documents, the petitions and Showing do not
provide any evidence that documents related to the above-identified patent were hidden or destroyed,
such that the delay in paying the second maintenance fee until the filing of the present petition was
unavoidable.

In conclusion,the petitioner has not carried its burden of establishingto the satisfactionof the
Director the entire delay in payingthe second maintenancefee was unavoidable.The evidencedoes
not demonstratereasonable care was taken to ensure that the maintenance fee wouldbe paid timely
or that the petition was filed promptlyafter the patentee was notified of, or otherwisebecame aware
of. the expiration of the patent. The showingalso does not demonstratethe purported miscalculation

. n--
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by Silvagniwas the cause of the delay at issue, that there was in place a business routine for
performing the clerical functionthat could reasonablybe relied upon to avoid errors in its
performance,or that the responsibleemployeefor the clerical errorwas sufficientlytrained and
experiencedwith regard to the functionand routine for its performancethat reliance upon such
employeerepresented the exerciseof due care. The Office,therefore,has a rational basis for finding
that petitioner has not carried its burden of establishingto the satisfactionof the Director the entire
delay in paying the secondmaintenance fee was unavoidable.
DECISION
The prior decision, which refused to accept the delayed payment of a maintenance fee for the aboveidentified patent under § 1.378(b), has been reconsidered. For reasons previously stated and given above,
however, the delay in this case cannot be regarded as unavoidable within the meaning of 35 USC 41(c)
and 37 CFR 1.378(b). As stated in 37 CFR 1.378(e), no further reconsideration or review of this matter
will be undertaken.
The petition submitted on December 20, 2006 did not include the $400 petition fee for reconsideration as
required by 37 CFR 1.378(e). Based on the general authorization to charge fees to Deposit Account 50
1844 set forth in the original petition filed May 16, 2006, the $400 fee has been charged.
Since this patent will not be reinstated, the second and third maintenance fees ($2300 and $3800) and
surcharge ($700) remitted by petitioner, totaling $6800, will be credited to the authorized deposit account
in due course. The $400 fee for requesting reconsideration is not refundable.
The patent file is being returned to the Files Repository.

Telephone inquiriesshouldbe directedto Denise Pothier at (571) 272-4787.

~id.
Charles Pearson
Director, Office of Petitions
Office of Petitions

.

