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>> GERARD ROGERS: Okay.  I think we have all our participants here today, all those expected.  We have just now been joined by Monica Winghart on the monitor.  It seems every year ACC sends us somebody on the monitor.  That's great.  Nice to have you, Monica.  


>> MONICA WINGHART: Thank you.  Good to be here.  


>> GERARD ROGERS: Before we get too far into the program, I want to remind everyone that when you are speaking, please turn on your microphone, but when you are not, please turn it off so we don't get a lot of reverb throughout the room, and things will work better.  I guess, Monica, if you have a mute button on your phone, you can use it except when you need to relate a comment or question to us, if that's okay.  


We have an agenda, which I know all the participants have seen, and I hope those members in the audience have seen it on our website.  One thing which is not on the agenda but which we invite you all to participate in is, at the end of the program, we are going to celebrate the 10th anniversary of the deployment of electronic filing at the Board with birthday cake for ESSTA over here in the corner.  So anyone who wants to stay for cake is welcome to do that.  


So let me start with just a couple of opening remarks.  Deputy Director Teresa Rea had wanted to be here.  She was very interested in this program and, of course, was scheduled to make some remarks when the program was originally scheduled, but Hurricane Sandy intervened, and we had to reschedule, and she was already booked, and this was the only date that we had.  But she certainly wanted me to extend to you her welcome and her thanks for you all being here and participating in this program.  


I want to start by providing a little bit of context because I think there may be people watching the web cast or people in the audience who don't have as full an understanding, perhaps, as some of the practitioners who have been trying to pursue ACR in various cases in recent years.  So if -- I hope you'll pardon me if I am a little redundant or remedial in some of these remarks, but I think they will be useful for framing the discussion.  


Options for accelerating resolution of contested trials at the Board have long been available.  For example, you can look at the case of Miller Brewing versus Coy International, which is from back in 1986, and that was a case where the parties agreed to have the opposition proceeding decided on their cross-motions for summary judgment and accompanying exhibits, thus foregoing the typical trial and briefing schedule.  Apart from using that style of summary trial, parties can also accelerate consideration and disposition of contested trial cases by stipulating to facts and/or to the evidence that the Board should consider to resolve the legal issues that are presented.  


For an example of that cooperative approach to the creation of a record, you can consider the case of Target brands versus Shawn Hughes, from 2007.  Now, both of those cases and many others are listed on the Board's website, where we have a lot of material on Accelerated Case Resolution.  Many cases, both precedential and non-precedential, are listed there so that anyone who is considering an ACR proceeding can go there and see what others have done in other cases, so I heartily recommend visiting and looking at the material on the website when you have a chance.  


Recognizing the benefits for all involved in -- of having less contested, so to speak, trial proceedings, the Board, when we amended our Rules of Practice for trial cases in 2007, included a requirement that the parties discuss the possible use of Accelerated Case Resolution or ACR.  However, ACR should not be discussed by parties to Board cases simply because they are required to do so.  Rather, it should be discussed by any parties and attorneys who are interested in saving time and money.  Given the economic pressures facing businesses and individuals trying to register or protect trademarks, as well as the legal counsel who represent such parties, the benefits of utilizing ACR should be apparent to all.  


ACR has been defined broadly to include any agreement by the parties to a more efficient and expedient means for creating a record and briefs on which the TTAB can decide the legal issues presented by the case.  


Interlocutory attorneys and judges at the Board have been actively encouraging parties to consider ACR in all its forms, and the efficiencies offered by alternatives to traditional discovery, trial, and briefing.  


And one of the things that I think Peter and I, Judge Cataldo and I, have been doing in recent years is we've been out trying to sell the notion of ACR, and I think our attorneys have been trying to sell the notion of ACR in phone conferences with the parties.  Today we're actually here to hear more from you, and we're not here to do so much a selling job as we are to do a listening job.  


More parties consider and agree to ACR each year.  You might look at the statistics from last year as involving only 9 cases decided under some form of ACR, but I prefer to look at it as a 50% increase over the two previous years and almost 10% of all trial decisions resulted from some form of ACR.  You have to start somewhere, and we hope it will continue to grow.  


The parties who decided to use ACR had their cases tried and decided in a much quicker way than traditional methods, about half of the time on average.  Nonetheless, many more parties could reap the benefits and savings of ACR.  An important purpose of today's roundtable is to discuss lessoned learned in recent years, both from the perspective of those who have tried cases using some form of ACR, and from the perspective of those who have attempted to obtain the agreement of an adversary to utilize ACR but have been unsuccessful, and hopefully we'll find ways to realize more successes.  We hope people will offer comments, both on experiences with ACR proceeding cases and on improving how such cases can be conducted so they will be perceived as an attractive alternative to traditional discovery, trial, and briefing. 


We are deeply committed to continuing dialogue with stakeholders about process improvements, and we're certainly grateful to all who may be able to provide some suggestions for improvements.  


With that, I would like to do some introductions for those in the audience and those who may be watching by Webcast.  And to my right, we have Judge Peter Cataldo, who has been a tireless champion of Accelerated Case Resolution at many conferences and CLE programs.  


I am Chief Judge Gerard Rogers from the TTAB.  Perhaps we can go around the table and identify everyone else who is participating.  


>> KATHRYN BARRETT PARK: I am Kathryn Barrett Park from GE, and I am privileged to serve on TPAC, and I am here in that capacity today.  


>> LYNDA ROESCH: I'm Lynda Roesch from Dinsmore & Shohl in Cincinnati and represent INTA.  


>> ERIK PELTON: I am Erik Pelton from Erik Pelton & Associates in Falls Church, Virginia, here today on behalf of the American Bar Association. 


>> JONATHAN HUDIS: Jonathan Hudis.  I am a partner with Oblon, Spivak, McClelland, Maier & Neustadt here in Alexandria, Virginia.  Today I am here representing the IP Law section of the American Bar Association.  


>> JENNIFER FRASER: Jennifer Fraser of Connolly Bove Lodge & Hutz here in Washington, DC, and I am here on behalf of intellectual property owners (IPO) association.  


>> LINDA McLEOD: Linda McLeod of Finnegan, here for AIPLA.  


>> STEPHANIE BALD: Stephanie Bald of Finnegan, and I am also here for AIPLA.  


>> GERARD ROGERS: Monica, would you like to introduce yourself to the crowd?  


>> MONICA WINGHART: Good morning, crowd.  Monica Winghart.  I'm the Chair of the ACC's IP Committee, and I am glad to be here today.  


>> GERARD ROGERS: For those who may not know, ACC is the American Corporate Counsel association. 


I think Peter's going to start us off with the first question on the agenda, and I will just say that while we tried to set forth some questions that we hoped would spark a robust discussion, I think none of the participants should feel particularly bound by them and should feel free to bring up things that are related or that you feel we need to add to the discussion.  


>> PETER CATALDO: Good afternoon.  My name is Peter Cataldo.  Our first question today, multiple-part question -- I will simply put them all forth at once.  First, what lessons have been learned from ACR cases and other cases employing ACR-style efficiencies?  How have stakeholders reacted to model schedules for ACR posted on the Board's webpage?  And what circumstances militate in favor of adopting a model schedule or for not adopting a model schedule?  


If I may begin the discussion by making a quick comment about the ACR model schedules that the Board posted.  I'd first like to extend my thanks to AIPLA for suggesting model schedules.  They were very instructive personally, and in case anyone is wondering, the ACR model schedules were drafted by Jerry and me, and we took a long look at AIPLA's suggestion.  


What we tried to do, that I think was perhaps slightly different, was first present them in a format that actually resembled a TTAB trial schedule so that it would look as familiar as possible.  


Also, we tried to focus on, as opposed to what the parties would not have available to them under ACR, focus instead on what the parties could achieve in a limited time frame under an accelerated schedule.  In other words, all of the suggestions that we made included a little bit of discovery, truncated trial schedules, various different ways to present a case a little more quickly, more efficiently, and we did originally have one suggestion which I called the rail dragster, which had no discovery, and I think the whole thing took about five months to get past, but realistically, I don't think anyone's litigation docket would allow for such a case because the time periods were just too short.  I think more importantly, the breaks between the time periods were too short, that this would only work if it was the only case on your docket. 

So as attractive an idea as it was, we discarded it as being unrealistic.  


Basically, that's what we were trying to do with the Board's model schedules.  And with that, I would like to turn the discussion over to all of you.  


>> GERARD ROGERS: I will continue the comments while you continue to gather your thoughts and point out that we -- the Board, had always viewed the benefit of ACR as kind of the "have it your way" approach, where you could work with -- parties could work with our attorneys and craft a proceeding schedule that would work for them.  You could adopt, as I discussed earlier, a cross motions for summary judgment approach, as followed in the Miller Brewing case.  You could adopt a case that would go through traditional discovery but then have an expedited trial because of stipulated use of specific facts and evidence, as in the Target Brands case.  


But there was some talk about perhaps too much choice being too much of a good thing, and parties not being able to come to grips with all of the options that would be available and why standard options might make it simpler for parties to gravitate towards ACR.  And so we took that notion, and we ran with it and developed the model schedules.  


As Peter alluded to, they have varying degrees of discovery allowed in them and abbreviated testimony periods, but they don't limit the parties in any particular way.  The parties are free to use them just as they are free to use our standard protective order, in other words, as a starting point and to move to create something else.  


So while we heard this call for some standard schedules as a way to deal with perhaps the overwhelming thought of too much freedom in crafting ACR schedules, we haven't really seen much use of model schedules.  We've had a few people who voiced interest in them with certain modifications or who have wanted to talk about them in settlement and discovery planning conferences, but nobody's really used them, and I think we have to be frank about that.  So I don't know if it's just something that is not going to succeed or if there are ways to change these model schedules now that people have a chance to see what we proposed and what AIPLA proposed.  So if there are suggestions for improvement, we'll take them.  


Kathryn?  Jonathan?  


>> KATHRYN BARRETT PARK: Okay.  I am going to speak from experience by analogy because, knock on wood, GE hasn't had any cases that have had to go all the way through, before you all.  But we do use quite a lot of Alternative Dispute Resolution, and we also bring and have been involved in advertising disputes at the NAD, where they have a very fast schedule, and it is mandated.  And the parties resolve their disputes there because it is a less expensive and faster alternative to litigation.  It's not as fast as a preliminary injunction, but it can often be an effective way.  So from a client perspective, from a corporate perspective, we like this because it gives us some time frame in which we have some idea of what the outcome will be.  And parties do what they are supposed to do in that time frame, so I am wondering why not, in some cases, couldn't a schedule be mandated, depending on what the needs of the parties are? 

That's my question.  


>> GERARD ROGERS: I see Kathryn is anticipating a later point on the agenda, and that's the Fast Track option.  Keep that in mind.  We will certainly be coming back to that point.  Even if we adopt the Fast Track option or make it available at some point upon a particularized showing, there are still going to be cases where parties will want to agree on something as opposed to have it imposed on them by the Board or have it imposed on them by an adversary who is able to make a showing of need for a particularly fast proceeding.  


I don't want to avoid your question, Kathryn.  I will defer it until that part of the agenda comes up, if that's okay, and we can talk about the Fast Track option a little later.  


Jonathan, do you have something?  


>> JONATHAN HUDIS: Before I answer Judge Cataldo's question, just by a showing of hands, people on the panel today, how many of you have taken a Board proceeding all the way to a decision through ACR?  


Okay.  So that was sort of a loaded question because I knew who was going to answer yes.  


There are several facets to the first question that you asked.  One has to divide up your question to answer the ultimate question of what does the Board want?  Does the Board want a consolidated way of making a decision on a compressed record, or does the Board want to move the proceedings through the system to an ultimate conclusion, whatever that will be, whether it is settlement, a decision on a motion, or an ultimate decision on the merits after all the facts are out there?  That's a question that we, in the Bar, have not been able to easily answer, and we are waiting for some direction from the Board.  


Frankly, in our experience, discussion of ACR at the initial mandated pretrial [discovery] conference, where you are supposed to discuss a set number of topics, is a waste of time.  It is the rare case where both sets of counsel are going to be comfortable enough with each other, unless they have prior experience with each other or with their own record and client, so early in the proceedings after the pleadings have just closed, to be in a position to say this is what we want on a consolidated record.  Because that's the ultimate goal of ACR is a consolidated record.  


A better place to discuss ACR would be midway through discovery or at the close of discovery.  At that point, you have enough of a sense of your case and the facts behind it so that you know what you are able to stipulate to and what you really have to go forward with in establishing a factual record.  That is the problem.  You cannot answer that question at the time when the Board, at least as the rules are now constituted, is asking us to make that decision.  


Now, Judge Rogers, consideration during my typical initial pretrial [discovery] conferences on the question of whether we should discuss ACR takes all of about ten seconds.  Let's put that off to some other time.  


It would probably be very useful for the Board to manage its docket if the interlocutory attorney was to insert him or herself twice in the proceedings, midway through the discovery and at the close of discovery, to ask a single question:  Is ACR appropriate at this time?  Now, that's assuming we haven't gone the motion practice route, meaning there is a substantive motion for summary judgment sitting on the table.  


I litigated an opposition back in the 1990s during which both sides moved for summary judgment and would have welcomed the interlocutory attorney picking up the phone before the Board member who decided the case in one page said there were issues of fact; go to trial.  Both parties had submitted a very detailed record.  The only thing that was preventing the Board from deciding the case on the merits was a single stipulation of the parties stating that the Board, on this record, was authorized to decide questions of fact.  In hindsight, we would love to have had that.  


I'm going to hold my water to discuss the case that I did take all the way to trial and decision until I've given a chance for others on the panel to speak to their experiences.  


>> STEPHANIE BALD: I think, to take Jonathan's point one step further, we had previously talked about the possibility of a mid-discovery status conference, similar to what's done in district court cases, where the interlocutory calls the parties together, and then another similar status conference just before trial to discuss ACR.  But I don't know that it would be enough at these conferences to just ask the parties whether ACR is of interest.  There's still an education element to ACR.  In our experience, many parties still do not really understand or fully appreciate how ACR can be used in Board proceedings. During the conferences, the interlocutory attorney may want to specifically point out the model schedules, explain that ACR is a productive way to streamline cases, highlight actual cases where ACR has been used, and direct the parties to resources on the TTAB’s website to learn more about ACR.  

This may be important because one of the things we have previously talked about, Jonathan and Linda and I, is the inherent skepticism parties have about ACR when they are not already familiar with the option, especially if ACR is proposed by an adversary.  The opposing party is very unlikely to fully embrace it if it's being proposed by the adversary.  So the idea of inserting the interlocutory attorney into the pitch for ACR is important.


Additionally, I think the name ACR, we've experienced, sometimes can be misleading because people think it only makes things faster.  But there are lots of other elements of ACR.  You might not speed it up one bit.  You might decide, okay, we're just going to adopt declaration testimony instead of live depositions.  But a party’s fear of the acceleration element --that could also be addressed by an interlocutory attorney in a status conference, and it would create more of a dialogue about the wide variety of ACR options.  


I think it could play out similar to how discovery conferences involving an interlocutory attorney do now.  During those conferences, the interlocutory attorney will go through a litany of what will happen in the proceeding and what the parties’ options are.  For certain parties, that's helpful.  And ACR information coming from the interlocutory in that type of setting, but later in the case, might also be really fruitful.  


>> UNKNOWN SPEAKER: I agree very much with Stephanie's assessments.  I think particularly if you look at what some of the hurdles are to get parties to think more, to adopt ACR, despite the wonderful and various efforts that the TTAB has made to educate the Trademark Bar on the ACR issues over the last few years with, I know, many different CLEs, webinars, in person presentations, and a variety of conferences, I think that among the bar that doesn't practice a lot of TTAB work, there still is a great deal of unknown.  


And in order for counsel to readily adopt or propose ACR, they have to trust, one, that they know what it's about; two, that they can discuss it with their client even though perhaps it's their first time -- you know, the client is going to say, well, how did it work out last time you did it?  You have to say, well, actually, I've never done it before.  So they have to trust that they know enough about it to be able to get over these hurdles.  


And you know, unless there's a situation where both parties have trust already between them or the counsel already has trust between them, that those are hurdles that the Board -- I'm not sure what the answer is to how we can help bridge that gap, but I think that that gap needs to be addressed if you are to get more adoption of ACR.  

>> UNKNOWN SPEAKER: I was going to comment that the Board's proactive position in suggesting it's a topic for the discovery conference has caused me to bring it up affirmatively at the discovery conference.  We are ready, typically, with suggested stipulations and things like that early on that you might know early on in a proceeding.  But as far as more of the strategy that might go into it, those cases might be better suited towards discussion of ACR later on in the proceeding.  You might be better equipped to consider some of those other options.  


But one benefit in not having a Fast Track is that because so many of these proceedings settle that giving you that time to sort of slowly get into the proceeding encourages that settlement.  So I find that because over 95% of the cases settle, that typically happens because of the slower manner in which the parties do get involved in these proceedings.  That's not to say that there aren't benefits to the Board encouraging the parties to discuss the wide variety of options that are available under ACR, be it declarations, stipulations, or proceeding on a motion, but there is an advantage to not jumping into ACR too quickly.  And especially as it relates to, I think, most parties in Board proceedings don't want to give up what they don't necessarily know yet.   There might be facts that you learn in discovery that could cause you to go in a different approach or a strategic decision that you would have no idea about until you at least got that first response from initial discovery requests back.  


So I think that's one reason even experienced practitioners are a little bit reluctant to fully embrace a Fast Track or, you know, the full ACR proceeding.  


>> LYNDA ROESCH: To follow up on what Jennifer and Jonathan said, actually, Jonathan doesn't like the idea of talking about ACR in the discovery conference, but I think it is a good idea to bring it up, and when it's in the manual and it tells you this is something you need to talk about, it doesn't come across as, okay, one party trying to ram it down another party's throat because it's creating some strategic advantage.  


I did have a case settled during the ACR process, but we -- two big entities inside counsel knew ACR, and the lawyers on both sides knew ACR, and we agreed at the initial discovery conference to ACR.  We actually were doing stipulations at the time of the first round of discovery, and it settled.  


But I will say it is very hard to get the stipulations done initially, but probably that's what helped focus on the settlement because we got those issues out front very quickly.  So it can be helpful.  I mean, I tend to agree with what Jennifer says.  Sometimes I wonder if we shouldn't have a cooling-off period like they do in the EU.  I know that's been talked about before.  Sometimes I think that is helpful.  Parties just get their positions sort of in -- you know, in stone when they have to file the complaint or the opposition proceeding and the answer, and you know, they tend to believe what they filed, and that's a good thing, but you know, get everybody kind of worked up and sort of rah-rahing their own position, it's kind of hard for them to talk settlement right away. 


Like I said, when we were focused on ACR initially, we did manage to get the clients looking at the real issues very quickly, and I think that's what Kathryn was trying to say earlier too.  


>> GERARD ROGERS: If I could just follow up on that, if you look at the case list on our website, cases that involve ACR, many of them don't actually cover cases that were decided through an ACR proceeding, but they list cases where it was discussed, where it was suggested by the Board, and cases where they settled because the parties were discussing ACR.  


And in answer to one of Jonathan's questions earlier, what does the Board want out of our pursuit of ACR, I don't think that we're pursuing settlements solely for the sake of settlements, whether they are fair or not.  We certainly do want cases to continue to settle at a very high rate because we couldn't keep up with the workload if we had many more cases that needed to be decided on the merits.  So while we like cases to settle, we want them to settle in the circumstances where the parties have fully discussed the facts and the circumstances and the claims and the defenses, and then they've come to a realization that settlement is in everybody's best interest.  


But if we are going to have cases go forward and need to be decided on the merits, I think it is the Board's position that an ACR proceeding, or if we named it something else, a more efficient proceeding, then we can still have very good decisions on the merits, but we don't need to do it through a long, drawn-out, traditional discovery and trial approach if we can have the parties agree on something that's more efficient.  


>> KATHRYN BARRETT PARK: Coming at this from a very in-house and pragmatic position, reviewing some cases when I'm reviewing precedential decisions, and some of them have obviously involved voluminous records and very heavy-handed litigation tactics, often by big firms that are undoubtedly billing partner rates at a thousand bucks an hour and you can see that a lot of money has been spent by the parties, I wonder at whatever stage you introduce ACR -- and maybe it's at discovery or after some cooling-off period -- whether it makes sense to tell the law firms that they need to bring their clients to the meeting.  Because the GEs of this world like to know what the options are.  And sometimes clients don't know about ACR.  They're not aware of it.  


And I think if you have the business people who are paying the freight hearing that there might be a way to stipulate to facts, there might be a way to streamline, whether they get a faster decision or not may not be their concern, but trying to keep their costs down, I think that it might not be a bad idea to require the attorneys to have their clients present at the conference where that's discussed.  


>> PETER CATALDO: Actually, a few observations based on the comments we've heard.  The number of cases that have actually – that you could consider full-blown ACR cases are only recently becoming statistically significant, probably between 2010 and 2012 are the first time we've had actually enough raw numbers to say, okay, this is actually making an impact.  What we are seeing infinitely more of, are cases embracing ACR-type efficiencies.  In fact, some of them aren't even -- the word ACR never even comes up.  But parties are at one point, either in discovery or more often in testimony, stipulating to facts, stipulating to testimony by declaration or affidavit, and embracing things that we consider to fall under the rubric of ACR and usually, at the very least, we drop a footnote and acknowledge that. 


If you look at our case list on our website, I think you would find infinitely more of those cases.  Again, this really plays into everything that you've said.  After they've gone through at least some discovery realizing, okay, this is really what this case is all about, this is my adversary's case and I know what my case is, now we can begin to work together rather than very early in the proceeding where it might not be realistic to discuss these things.  We don't really keep stats on all these situations, but I do read these cases, heaven help me, and they bear out what you are saying.  


Another point -- I think this gets to the very first point Jonathan made -- what really is the point of ACR?  And I've stressed this I think at every ACR talk I've given.  First and foremost, by all means, make your case.  What it takes you to do to make your case is most important because embracing any particular mechanism or methodology in making your case, if you ultimately fail to get the testimony and evidence you need of record and you ultimately fail to prove your -- your position, you don't need me to tell you that does you no good, and it really doesn't do the Board any good either.  


You know, if we have a case that we're going to decide on the merits, we need to have the best record you can make.  So what you need to do that really comes first and foremost.  


My last observation would be who is really availing themselves of ACR?  You, the Trademark Bar, the people who know us, who know each other, you have the familiarity, you know how to deal with each other, you know what the Board expects of you.  


Oddly enough, at the other end of the spectrum, pro se parties.  Any relaxation of the procedural rules, of course, allows them to make a case.  We've actually gotten to the point where we are deciding more cases involving one and sometimes two pro se parties on the merits as opposed to having to deliver an interlocutory curse on both of their houses because both are unable to get out of a corner they've painted themselves into.  So I think in that regard, it's been helpful.  


Another observation is even allowing a relaxation of those rules does not turn a pro se into a practitioner under any circumstances.  I don't think it changes the prospect of a pro se party's success versus a practitioner, but it does at least allow us to get to the case on the merits, which may be more satisfying for your clients.  


>> GERARD ROGERS: Jonathan, go ahead.  


>> JONATHAN HUDIS: Judge Cataldo, I listened very carefully about what the Board is looking for in terms of satisfaction of the Bar and our clients.  


What's not satisfying is when the parties go to the trouble of creating a tight ACR record -- and I've read every one of the 2011 and 2012 ACR cases that went to decision.  What's not satisfying is when the Board takes shortcuts in writing its decision when it's faced with an ACR record.  Such decisions are short-cutted by basically, in the first three pages, reciting what the parties filed with the Board as to their evidence, which is then followed by a very short-circuited analysis of the likelihood of confusion factors or whatever factors are in play, whether it's descriptiveness, priority and likelihood of confusion, fraud, what have you.  


It is very unsatisfying when one gets a decision that takes that short-circuit route so that the parties and their counsel are left with the impression, well, if we give you a tight, record, we get back a short-circuited decision.  That is not satisfying.  


Now, in my experience having gone through an ACR case -- Stephanie made a very good point.  There are not necessarily the efficiencies garnered when you have to put into play all of the substitutes for a notice of reliance, for trial testimony, for putting in all your evidence in the right way according to the Board's rules.  You have to build your record with substitutes.  


Stephanie had listed a few: Declarations of the parties with a stipulation that they are being submitted as substitutes for trial testimony, with or without cross-examination; Stipulating to the evidentiary nature of documentary records that are produced, not necessarily under the Board's rules if you are stipulating otherwise; Procedural stipulations, evidentiary stipulations.  To put all that together for the Board member who is writing the decision based upon the record, Stephanie's absolutely right, that takes a lot of attorney time.  It also takes a lot of time working with your client, the elements of which the Board never sees.  


So you cannot sell the concept of ACR solely on cost efficiencies when the reality is you may be working just as hard, if not harder, to put that record together in a tight way when you present it to the Board.  


>> MONICA WINGHART: Hi.  This is Monica from ACC.  Can I add a comment to that?  


>> GERARD ROGERS: Please do.  


>> MONICA WINGHART: So that's actually one of the main concerns that I heard from our constituents is there is a tension between using ACR, the cost and the spend in terms of time and dollars is often at odds with build a substantive record that you want to be able to rely upon, particularly if you are looking back at that record with 20/20 vision.  


And to that regard, most people felt that there were just too many choices with the way the model schedules are laid out. That really, when they stopped and thought about it, they either needed the tight record or they needed to feel like they had taken their discovery all the way -- had been able to make all of the motions and essentially do everything they could do.  I really felt like we had those two camps.  


So one of the thoughts that we had was possibly -- instead of waiting for the parties to go through all the effort of discussing what are those substitutions going to be, and how are they going to relate, and the time it takes to pull all of those together --  that the model schedules would actually include options that are preset, and the parties would have fewer choices and things that they need to decide.  Either you're in and you are going to follow this model or you're not in and you go forward with the full proceeding. 


>> GERARD ROGERS: Thank you, Monica.  

>> JENNIFER FRASER: I would like to echo one of Monica's comments.  I've found that proceedings in the past few years have become increasingly more complex with these options that are available, and most of us here are experienced practitioners, and having all of these options just gives us so many tools at our disposal.  


While I routinely use stipulations, declarations, means of streamlining evidence, especially if you're going up against an adversary who is not as experienced, while you can say, well, the Board encourages this to streamline proceedings, first, they're hesitant to do so because they think you are up to something to suggest that.  


Then in so doing, trying to come up with a declaration that two sets of attorneys can agree on, ultimately is not a cost savings.  And with all of these options available, everything becomes contentious, everything becomes expensive, and there are so many strategic decisions involved in going beyond traditional discovery and traditional Board proceedings now that it really is much more of a chess match, I think, in some ways, than it used to be.  And you know, I think that's something because we're not just dealing with trademark attorneys.  We've got pro se parties, general practice attorneys.  I think it's something that's even harder to handle these days.  


>> GERARD ROGERS: Can I -- before I forget, Linda -- just ask a question, a follow-up question on this?  And that is when in ACR cases we suggest that the parties use -- and in fact, they do it in many non-ACR cases, they just readily agree to it -- when they use declarations or they use stipulations to admit documents that are produced during discovery by notice of reliance so you don't have to take a testimony depositions to lay the groundwork for them, we don't necessarily view these things as submissions that both sides have to agree on.  I think what we're looking for are declarations where the parties agree that each of us will put our best foot forward by declaration, not that we have to agree on what those declarations say, and that the parties will engage, perhaps, in robust discovery so that they don't have to forego the possibility of finding out something that's important and may change the direction of the case.  But once we have it, let's just agree that we can put it in the record more easily.  


So I'm a little concerned when I hear reference to attorneys having to agree on everything that gets submitted.  I certainly think that attorneys need to agree on any stipulations of fact or any stipulated alternatives to other procedures, but otherwise, we're really just talking about agreeing to efficiencies that allow each party to put its best foot forward.  

>> JENNIFER FRASER: And I guess that might have been an example of more of a war story, a situation where we tried to start out with something simple that turned out not to be simple, and the other side would not agree to various things.  So we ended up trying to use another mechanism that ended up, you know, being a lot more difficult than it probably would have been if we had just done something straightforward our own way that we planned on doing.  


>> MONICA WINGHART: One of the people I spoke to actually suggested having set playbooks for A to Z model schedules that folks who are opting into that would be able to say, you know, this is what we're going to do.  This is how we are going to put in testimony.  This is how we are going to decide these issues.  And there really is no negotiation between the parties.  It's option 1, option 2, option 3, and this is what you do strategically under each one of those options.  


>> GERARD ROGERS: Sorry, Linda, if you have a question, but I want to follow up on Monica's comment while I remember.  


Monica, are you suggesting that each party would be able to adopt a particular way of presenting evidence at trial, even so that one party could say I'm going to present testimony by affidavit or declaration, even if the other party doesn't agree to that?  And they would present testimony in a different way?  


>> MONICA WINGHART: Your honor, actually, there were two companies that I spoke with that were very specific on this point that, one, the negating factor of getting people to opt into ACR first had to be answered.  


But the second question for them was having a framework which would be based on the type of questions of fact that were presented (such as with a pro se litigant or priority dates), and that certain model schedules that would automatically cover the participants.  If the particular questions of fact are presented, then the schedules would apply, and the parties would have to show cause to get out.  But once you opt into a certain schedule, that schedule would say -- this is how you are going to put in evidence into the record, we're going to do it by deposition or we are going to do it by declaration.  The parties would then have to show good cause for any reason to do otherwise and in this regard, there would not be a difference between the way the parties present evidence once they're in under a certain schedule.  It would be modeled for them.  


>> GERARD ROGERS: Thank you, and I think we held Linda long enough.  


>> LINDA McLEOD: We did survey members at AIPLA about the models, and although they were models, they were appreciated.  They were appreciated because the most important thing that came out of discussions with our organization was that ACR was a critical, flexible tool to make ACR what they want.  


And that said, the models that are on there and the cases together are important resources for the Bar, and to be able to point to an adversary, say look at this, and the adversary can pick and choose what they want from there to create a stipulation for ACR that's appropriate for their case and their claims.  So the flexibility in all the number of options, I think, is important to maintain.  


>> STEPHANIE BALD: Just to echo what Linda was saying, it seems to us and the people we speak to that if ACR is an all-or-nothing proposition based on one particular model, you are going to have less people opting into ACR because the people we talk to who had experience with ACR, it had been a discussion.  It had been a negotiation with the other side.  Okay, the other side says no way, I am not agreeing to this aspect of ACR, but okay, I will agree to that aspect.  


The good side of the models and imposing them on parties is that it's simpler.  You don't have to go through that negotiation.  But I do think it could decrease the number of ACR cases you see because sometimes it's just not going to fit for a particular case or a particular party.  And there are certainly costs to engaging in negotiations with opposing counsel, and obviously, as a practitioner, you have to balance that.  Okay, when is this getting out of control?  Linda and I have worked on a few cases where we've said, well, if we don't get a deal by this time, we are going forward because at that point, it doesn't make sense for the client to keep paying to negotiate over ACR.  The positives of ACR are going to be outweighed -- the cost-cutting positives are going to be outweighed by this long, drawn-out negotiation. 


But everyone we talked to felt strongly that the flexibility aspect was essential and why ACR had been useful for them because they could kind of tailor make it for a particular case and work with their adversary to find something that works for both parties.  


>> MONICA WINGHART: Can I add a qualifier to the comment I made on behalf of ACC?  The companies I spoke to that were really looking for something more “set” tended to be companies that were smaller and were a little more time and budget sensitive.  And so they were looking for simplification because one of the big benefits they saw with ACR was both time to resolution and then also this idea that they would be able to achieve a good cost savings with the proceeding.  There was also an expression of frustration that they weren't necessarily seeing that.  


So the flexibility can be important for some clients, but for other clients, I think they'd like to have something that may be a little bit more canned. And in certain situations where the case is simpler, just being able to avoid a lot of the front-end negotiation to get them to a place where they can really move faster.  Pro se, for instance, would be a great opportunity for very canned model schedules.  


>> GERARD ROGERS: Linda, were you ready?  And then we'll come back to Kathryn?  


>> LINDA McLEOD: This is more of a personal comment, not AIPLA per se.  But I've proposed ACR in a number of cases -- and this is going to point two a little bit, but we seem to be merging those two -- to an adversary, and it's not taken well.  It's taken a long time to lobby the adversary to get onboard with ACR, even with the help of the Board.  


So in my experience in the cases we've handled, it's not so much been that there's a drawn-out procedure.  It's getting through the first hurdle to convince a party to agree to ACR in the first place.  That is the most difficult part of it.  


Once the party is on board with ACR, then subsequent negotiation on the specific terms has gone relatively smoothly.  I only had one case out of a dozen or so where that got a little murky and there were some disagreements post-stipulation.  But that's just one, and otherwise, it's always been most difficult getting initial buy-in from the adversary.  


We have had a couple of recent cases -- this is, again, just personal -- where the Board has issued an order which I thought was fairly firm, suggesting that ACR was an appropriate in a particular case.  We think this is a good approach.  


Now, it wasn't mandated, and I can say that's something AIPLA does not want.  It was not mandated, but it was strongly worded so that everybody knew the Board thought that the case was appropriate for ACR.  


Now, that order, one order in particular, came after summary judgment had already been fully briefed and decided, and the decision was denying cross-motions for summary judgment.  


So to get to Jonathan's point earlier, maybe if that order had come or a call from interlocutory had come before the Board rejected the summary judgment motions, that would have been a real time savings for everybody.  Maybe at different points during discovery, it would be useful to have an assertive interlocutory telephone call about ACR, and/or right before summary judgment motions are going to be decided, the interlocutory attorney may call to say “you have pending summary judgment motions, would you like to convert them to ACR filings?  This looks like the appropriate case to me.  We think it's appropriate.”  The point is, it would be helpful to get the counsel people on the phone to push for ACR.  I think it would be more persuasive than having one counsel trying to lobby the other side to consider ACR.  


>> GERARD ROGERS: Before I go back to Kathryn and Jonathan, let me see if I can follow up on that point because I think we've had a lot of really great points made here, and we are kind of all over, and I don't want to lose them, so I want to address them while they come up.  


But I guess as I know of one case where one of the Board's attorneys suggested to the parties that the case was not going to be -- was not likely to be resolved by motion for summary judgment.  And so before the motion was decided, the attorney raised the issue with the parties and said would you want to stipulate that we take this summary judgment record and decide it as an ACR case?  


I did that once, a few years ago, in a case where the motion for summary judgment was untimely, but I just had a personal sense that the parties were kind of tired of each other because they'd been involved in a couple of different cases, and I thought they would prefer to have the case resolved rather than have us deny the motion for summary judgment as untimely.  


So we did pitch ACR to them, and they agreed and supplemented those submissions, and they gave us the stipulation that was necessary.  


And in the more recent case involving the interlocutory attorney, the parties, again, agreed to have the case decided by ACR.  So I think our own experience mirrors that of those of you who think that more intervention by the Board at various junctures would be useful.  


Can I ask for a little more clarity, and suggestions on whether you think that we should, when we get a motion for summary judgment -- because we don't know when we are going to get one, and we don't know what party is thinking of filing a motion for summary judgment -- we may have suspicions, but we never quite know when a motion is being interposed for some reason other than an attempt to get a disposition on the merits.  


But is it better for us to have someone intervene before the response is even filed?  Or to set up a mechanism where the Board needs to have notice that a motion for summary judgment is going to be filed so that we can discuss with the parties making that the first step in an ACR proceeding?  Or are you envisioning a situation where we wait until the motion for summary judgment is fully briefed, then do a preliminary review and decide whether we should ask for a stipulation to allow it to proceed as an ACR case?  I'd be interested in any thoughts anyone has on these options.  


>> JONATHAN HUDIS: The IP Law section of the ABA actually discussed this in detail.  For practitioners who have significant experience in front of the Board, the general consensus was it would be beneficial if that call came after the pleadings had closed on a motion for summary judgment; so that there have been filed a motion, a response, and a reply or the time for a reply and no one has filed one.  


The parties have gone that far to put together a record.  At that point, it would probably be the best use of everybody's time and effort, where the only thing really standing in the Board's way to deciding the motion on the merits is authority from both parties to decide issues of fact without the benefit of a full trial.  


Now, Kathryn and Monica said this softly, but it's something I heard screaming loud in my ears.  They are in-house counsel with corporate clients, and when they come to us, the outside bar, the first thing they want to know is are you fitting this within my budget, and what's it going to cost me and my employer?  


I then fall back to what Stephanie and Linda said. Is plug-and-play the best option for that?  Because what drives costs are two factors:  time and satisfying formal requirements.  


If you want an example of how to shorten time, go across the street from this building to the rocket docket (a/k/a the U.S. District Court for the Eastern District of Virginia). From the date of filing, their cases are completed in six to nine months.  There are only so many hours you can bill in six to nine months.  


(Laughter) 


>> JONATHAN HUDIS: One can do that.  The second factor is satisfying formal requirements. If you are stipulating to relaxing those requirements to get your matters into evidence, by definition, you are spending less time to meet those formal requirements.  That's why plug-and-play is so attractive.  


Regarding the Board case that I took to a final decision, as a matter of fact, the person who was the interlocutory is now a judge.  She is sitting in the audience here today.  She wrote an ACR order that was well written.  I am not just saying that because we still appear before you.  In any event, the ACR order was well written in that it gave the parties all opportunities to put in, by stipulation, what we could agree on; and then introduce independently what the parties were not going to agree on.    


So the parties had a list of about 15 to 20 stipulations of fact.  We also stipulated that, to the extent we could not agree on certain facts, we would introduce the rest of those facts by declaration.  We additionally stipulated that both parties would forego cross-examination.  


The big attraction for both clients was they wanted a resolution.  However, because of the time of year when the trial would have occurred, both sides’ managerial employees said we do not have the time to be prepped for a trial deposition and sit down another day to go through the deposition.  Both parties’ personnel were glad to work with the lawyers on declaration testimony. That was no problem.  However, the parties both wanted to avoid a deposition-like trial.    


Now, the reason I and my colleagues at the ABA suggested that the interlocutory attorney intervene in the proceedings midway is that by the time I and my adversary agreed to ACR and all of these stipulations that I just described, we had gone through three rounds of paper discovery.  We knew what we would and would not admit to.  It was a likelihood of confusion case.  The evidentiary factors were not a mystery to either of us, and not to the Board.  We knew what was in contention.  


A plug-and-play type of proceeding makes it very attractive and very useful if you know where you have to formally introduce your evidence and where you can relax the formal requirements.  However, if ACR is mandated, I personally wouldn't use it and I wouldn't suggest it to a client.  


>> GERARD ROGERS: Yes, and I think Kathryn's been waiting for a while.  Go ahead.  


>> KATHRYN BARRETT PARK: I want to pick up on something: mandating things.  I heard from the outside bar that flexibility is great.  I understand that from years ago.  I think from a client's perspective, certainty is very important.  And if you have various options but once the parties do choose, then that's what's mandated, I think -- and also party participation in the conferences where these things are discussed -- I think what companies are looking for is some cost savings, some degree of speed, some basis upon which to think there's finality.  


When we are talking about the trademarks in a company like mine, we have marketing plans, product launches, lots of things that are waiting for that decision.  So flexibility is great, but I do agree with my colleagues-- with the ACR that there should be perhaps some choices, but once you make that choice, it's mandated -- it mandates certain things, then, that are excluded or certain things that must happen.  


>> STEPHANIE BALD: I just want to go back to Judge Rogers' point about the timing of the conference on motions for summary judgment.  And this is just personal; it's not coming from AIPLA.  We haven't discussed this.  In considering whether the Board should devote a lot of time and resources to a pre-summary judgment conference to discuss ACR, it is important to think about whether such discussions would be more constructive after the Board has ruled on the motions.  Some parties may want to see how it goes with summary judgment before committing to ACR.  For example, a party may want to wait to get the decision to commit accordingly.  If the Board finds a genuine issue as to one Dupont factor, the party may want to agree to ACR, but with a stipulation that it can submit additional evidence on that one factor

Agreeing to ACR before the decision comes down might make some practitioners a little nervous because it's eliminating that opportunity to make adjustments based on the Board’s ruling.  By agreeing to ACR before any decision on summary judgment, parties will no longer have that small window open in case you need to supplement their evidence, if necessary.  So that is something that should come into the equation in determining the best timing for conference to discuss ACR.  


>> PETER CATALDO: Okay.  I put this question out to everybody.  Is there a disadvantage to the Board for doing cross-motions or fully briefed summary judgment motions, denying them, then informing the parties, well, listen, we've identified these issues.  We think this is a good candidate for ACR.  Please contact us.  Would you like additional time to shore up, as you say, these particular issues?  


Is there advantage to doing it that way as opposed to prescreening the summary judgment motions and saying we are not going to be able to essentially give an advisory opinion and say we won’t grant this motion and here's why?  Which is de facto the same thing.  But from your standpoint, is there an advantage to doing it one way as opposed to the other?  


I would like to hear from Jonathan first because I think it was you who proposed this.  


>> JONATHAN HUDIS: Again, as an outside practitioner I have to satisfy corporate America.  If Kathryn is waiting on a product launch because of a pending motion for summary judgment, to answer your question, Judge Cataldo, and if I am representing Kathryn, I want to get that decision in her hands as fast as possible.  


So if the result is, when the Board has before it fully briefed cross-motions for summary judgment, a decision that says “here is the record from party A, here is the record from party B.  We find issues of fact, so the motions are denied.”  That helps nobody.  


On the other hand, let's pick up where Stephanie left off.  –Let’s say, on cross-motions for summary judgment, as to the likelihood of confusion factors, the Board finds that there are genuine issues of material fact on the target audiences for the party's goods.  At that point, either by a telephone conference or by the Board putting in a request at the end of the decision, the parties are allowed X days to file further evidence and briefing on this outstanding issue of fact. The Board then could go on to rule on the merits.  


Kathryn gets her certainty a lot sooner than if the motion is simply denied because of some limited outstanding issues of fact, and then the parties are left to proceed on with the case for another 7 to 10 months.  


>> GERARD ROGERS: I have to reserve judgment on all of these proposals, which I think are wonderful proposals, and we will have to discuss them with the Managing Interlocutory Attorney and the other interlocutory attorneys and the judges at the Board because as it is, there's a lot of effort that is put into an attorney reviewing a summary judgment record and then convening a panel of judges to discuss it.  As you know, the attorneys can't decide those motions on their own.  


And so the question for us would be, I think, under any of these approaches where we might try and bring the case closer to closure and to resolution on the merits through the summary judgment motion, either by having the parties stipulate that it be used as an ACR record or by having it supplemented in some way, I think we have to figure out how we can do that and review those motions in an efficient manner but not spend too much time, unless that time would result in complete resolution of the motion.  


Personally, not speaking on behalf of the Board, I've always been a proponent that we should do more grants of partial summary judgment, that we should do things that help narrow the focus of the case.  And I think we tend to do it in some cases, but not others.  


I don't know if partial summary judgments can then lead into ACR for remaining issues and whether that's something that parties would agree to.  


But I also want to follow up on Stephanie's question, and that is for those cases where there is a weakness that would prevent the case from being decided on summary judgment, we are often not going to know what that is until we've thoroughly reviewed the motion.  And so I don't know -- I'm not sure what the answer is to that question.  And I understand -- and it has happened in many cases where parties have gotten a decision on a summary judgment motion, and then agreed to ACR.  But I suspect that if they're going to do that in the best way, it's going to be with a fuller decision that talks about what the really critical issues are as envisioned by the panel reviewing the motion for summary judgment. 


>> STEPHANIE BALD: And I think that goes to what Linda mentioned earlier about how helpful it was in our case when in the summary judgment decision, the panel actually flagged ACR as an issue and it gave us a jumping-off point.  


So my comment earlier about the timing of the conference was more to say that a conference after summary judgment cross-motions had been denied, in addition to maybe a note in the decision, might not be a bad idea.  Because as you said, the Board's already spent a lot of time going through the record on the summary judgment, and if they just need to tweak a few more things to get the parties to get to final resolution, that might be really helpful.  


>> JONATHAN HUDIS: Judge Rogers, to put a fine point on Stephanie's comment, the person making the decision, does he or she want to spend a little more time requiring the parties to shore up that one evidentiary hole in the record rather than seeing the same case come around again, and now that same judge is looking at a 500- to 600-page record?  I think that's an easy answer.  


>> GERARD ROGERS: I think I am supposed to answer.  No, they don't want to do that.  


(Laughter) 


>> LINDA McLEOD: I just wanted to answer the question that was posed earlier.  Whenever the Board suggests ACR -- I just want to tell you, it's very persuasive, and I think that's what you are hearing over and over again.  The practitioners and corporate lawyers in house, when they hear the Board has suggested ACR, it is compelling to both parties.  


Now, that may not mean much to pro se parties or people that don't practice at the Board, but for those people that do practice at the Board and in-house lawyers, when you suggest it, we know what it means, and we'll probably respond to it affirmatively.  

>> JENNIFER FRASER: And I wanted to follow up on that, asking Linda a question now, to what extent when you have another party who is very reluctant to engage in ACR, having it written in an order is something that hopefully they should be showing their client on the other side, and it might provide even just that little bit of leverage to encourage them to go that direction?  If it's something that's on a phone call, it doesn't always get relayed to their ultimate client.  And I know I've had that concern before.  


>> LINDA McLEOD: That's absolutely been our experience, and with pro se parties as well, getting an order, something coming from the Board, not the other side, perks up their ears, that it might be something they should look into.  


>> MONICA WINGHART: A comment from ACC.  Some of our constituents said really getting ahead of it, that factor of should you consider ACR, whether the conversation was started by opposing party or the Board, having companies actually sign on like a pledge that they want to consider and they want to use ACR really fast-tracks that conversation, regardless of where you started in the process.  


>> GERARD ROGERS: So is this like the pledge to never raise taxes that would be signed on to and parties would carry it like a badge of honor?  


(Laughter) 


>> KATHRYN BARRETT PARK: Jerry, it's like the Better Business Bureau, you do participate and sign a pledge very much like that.  Which gets me back to where I started using the NAD by analogy.  


>> GERARD ROGERS: Well, we've actually reached the break point, if people want to take a short break.  I would ask you to think about a few things that we need to get into during the next session, and that is whether there are particular claims, particular kinds of cases that, in your experience, you think are more suited to Accelerated Case Resolution or use of more efficient means for trying those claims or those defenses.  


And then also, what -- of course, we will also be talking about Fast Track options and other things, but I want to make sure we flag these questions that I think are still sitting there.  So that's one.  


Another is if we're going to -- and I think it's clear that we need to do more selling of ACR, pushing of ACR, in conjunction with motions for summary judgment, whether it's when they first come in or after they are fully briefed or whatever.  We can talk about that.  But that -- in cases where we don't have a motion for summary judgment, to go back to Jonathan's earlier point -- and I think this has also come up in earlier conversations -- should it -- would it still be useful to have discussions and check in with the parties about ACR or push for ACR at the midpoint of the discovery period or at the end of the discovery period but before pretrial disclosures are made and before the parties get into planning for trial?  


So those are things I would like you to think about and discuss when we come back.  Okay?  Thanks.


(Break taken) 



>> GERARD ROGERS: Okay.  I think we'll get started again.  We don't want to keep ESSTA's birthday party waiting.  


Kathryn had a couple points she wanted to follow up on from the first session, so I am going to give it to her first.  


>> KATHRYN BARRETT PARK: Thank you, Jerry.  There were two things I wanted to suggest.  One of the questions in question number two regards what impediments exist to broader use of ACR.  And you and Judge Cataldo have done a lot of education, which is critical, and many people who practice in this area regularly are aware of ACR.  However, I think it would not be a bad idea to consider doing a video, similar to those that have been done on the Trademarks side, to post on the website about ACR to educate pro se parties, but also the Skadden Arps of this world who don't practice regularly so there is some kind of information that they would be able to see.  And those videos have been very well received and helpful.  That was one suggestion.  


The other comment I wanted to make about mandating various forms of ACR and also having the judges or the interlocs suggest ACR is I think to some extent when it is presented that “this is the way -- this is the option we'd like you to look at,” it takes away some of the trademark bullying, for want of a better way of saying it, concerns, that parties often feel, particularly if they don't know how to practice before you.  In other words, if GE suggests ACR and it's against a smaller litigant, they may think that we are trying to bully them into something that will give us the advantage.  


So I do think there's something to be said for having some set options and for having it come from the Board rather than from the parties.  Those were my two comments, but I just -- so thank you.  


>> GERARD ROGERS: That kind of leads into one of the things that I wanted to follow up on, and I'll give it to Erik in a minute, but there's kind of two notions I am sensing in terms of removing impediments.  One is having the Board identify cases that we can strongly suggest as suitable ACR candidates, as very important.  


But apart from strong suggestions, and apart from the video or other efforts that we should continue to engage in, I guess, to make ACR more attractive, and that leads to the second notion.  I would like to hear, if you have any other thoughts on it, on how we make ACR or ACR efficiencies more attractive to parties if we're not completely doing so -- if there's something different than what we have been doing that we could do, then please let us know.  


Erik?  


>> ERIK PELTON: I just wanted to raise for discussion what I believe to be another practical impediment to ACR in certain cases where one party may benefit from a delay.  You know, where they have no incentive to resolve it quickly, particularly when they're the opposer, and the status quo, meaning the opposed mark is not registered, benefits them.  


Circumstances may change over months, over years, and at a minimum, the status quo benefits them.  At best, the situation may resolve itself without them even having to formally go forward with the opposition proceeding if something happens to the applicant or their mark.  


So I think that the other -- the elephant in the room that's related to this a little bit is pendency.  And that while ACR and pendency aren't directly correlated or related issues, they are related in that the long pendency of the average Board case does factor into all of the strategy and all of the decisions that both parties have to make.  And I would just encourage any further discussion or ideas that also affect the overall pendency of Board cases, which I know is a concern of all of us that practice, in addition to just the ACR cases.  


>> JONATHAN HUDIS: Suggesting that one would file a summary judgment to put the case on ice?  I perish the thought.  


All kidding aside, I think, at least from what I'm hearing in the discussion today, there's an underlying assumption with even approaching the idea of ACR that the parties have not otherwise been able to settle, and they want a result from the Board, a substantive result.  Somebody has priority and there is likelihood of confusion; somebody has committed fraud in filing an application or maintaining a registration; somebody's mark is merely descriptive.  They want it resolved.  And the underlying assumption is how do we get to that result quicker?  


If there is a party that, for one reason other another, wants to use the Board's instrumentalities for delay, there, unfortunately, is not a ton the Board can do to stop that.  And it still goes on today.  Having said that, if the parties are looking for a result, you've heard flexibility, from a number of people around the table, is key.  


You asked what would be the best in terms of substantive cases for ACR treatment.  Clearly the two that jump to mind for me would be priority and likelihood of confusion and mere descriptiveness.  I think a lot of the other types of cases that the Board typically sees, fraud, 2(a) cases, I think those are too fraught with a lot of issues of fact that the parties are simply not going to agree to, and that's going to be making it very difficult, although not impossible, it would make it very difficult for ACR to be used.  


>> GERARD ROGERS: Let me follow up and ask if we get a motion for summary judgment from a plaintiff in an inter partes case and the plaintiff has pleaded many claims, as they often do, understandably, but the motion for summary judgment only seeks summary judgment on one or two of those claims, do you think it would be -- does anybody think it would be useful for the Board to sort of operate on the assumption in trying to then sell ACR that -- the assumption that that claim is the strongest claim and that we should -- in trying to suggest that the summary judgment motion should be considered as an ACR record, the parties would then waive other claims or defenses?  And we'll just focus on this.  Because you know, if a plaintiff prevails on a motion for summary judgment or on an ACR, it only has to prevail on one.  

But if it loses, we don't want the case to then go to trial on the other claims.  


So I don't know if in your experience you believe that when a plaintiff files a motion for summary judgment they tend to do it on their strongest claim.  Or is that an industry secret I am not allowed to get an answer to?  


>> JONATHAN HUDIS: I think you would have procedural due process problems with that.  It may not necessarily be the plaintiff believes it's the strongest case.  It may be that's the one that has the least genuine issues of material fact, and that's why the motion's being brought.  


The other claims simply may not be amenable to summary judgment and have to go to a trial on the merits of some kind.  


>> GERARD ROGERS: Anyone else on particular claims?  Although I think Jonathan has pretty much covered the waterfront.  If we've taken 2(d) and 2(e)(1) claims, that's most of our trial docket.  If there are any other thoughts on that.  

>> JENNIFER FRASER:  I have a comment, too, that it's hard to generalize.  While there certainly can be 2(d) and likelihood of confusion and descriptiveness cases, if there are likelihood of confusion cases where intent or instances of confusion are two key elements that you are going to try and prove, and you need discovery to do that, in that situation, those cases might not well be suited.  So it's hard to generalize as to cases.  Each case -- and I think that's why some of us might be cautious -- and this was one of the comments from the IPO stakeholders, is that there is no one-size-fits-all approach, and you don't want to push people to ACR when all cases might not be well suited to ACR.  


>> GERARD ROGERS: One of the other follow-up questions, I think, from the earlier part of the program was if we are not talking about situations where the Board is going to be trying to get parties to utilize a summary judgment kind of record for an ACR determination, but we simply want to be able to check in with the parties and talk about what they've learned from disclosures, what they've learned in discovery, and what procedural stipulations or stipulations of fact they might be able to discuss and agree to, when is the best time to check in and to have those conferences, and should we do it more than once?  Would it be useful -- I think the suggestion was in the middle of discovery.  I've always thought at the end of discovery before pretrial disclosures are made would be a good time. 


But again, any thoughts on that?  For cases where it does not appear that we are going to be getting a motion for summary judgment or any motion for summary judgment is not going to be successful and the parties will not agree to use it in lieu of trial?  Because again, we had those -- as in the Target Brands case, we have those cases where we have not had the speed efficiencies, but we have the efficiencies of stipulated facts and records where the parties then don't have to do as much at trial and we still save a lot of time and resources for everybody.  


So when are the best times for the Board to check in with the parties, and how should those discussions be raised?  


>> LINDA McLEOD: I tend to agree that right before pretrial disclosures or some amount of time before the pretrial disclosures is the most effective time to decide the testimony will take.  


I think one thing that could help encourage ACR is if the Board could somehow hit home really hard that you can put on an effective case by affidavits or declarations, and that you are not giving something up by doing so.  Because I think many people believe that they give up a lot when they don't have live testimony.  So if in the Board’s educational efforts you could -- maybe you show some sample declarations and affidavits used as trial testimony to show people, look, this can be done, and it will not affect your case and it will not adversely affect the presentation of the evidence of your case.  


>> PETER CATALDO: In that regard, I would note we have a great number of cases posted on our website -- and only a very small percentage of their records would be confidential -- available to the public.  What I suppose we could do is point to actually those places in TTABVUE where these declarations can be seen.  


There might be some concern with regard to the Board actually promulgating affidavits or declarations at the risk of making it appear that we endorse certain things, although that really wasn't a problem with the protective agreement, which Jerry drafted and has been pretty well received, but there might be reluctance to -- for the Board actually promulgating preferred forms for declarations.  We have so many good examples of them on our website.  


>> KATHRYN BARRETT PARK: I was going to say I don't see what would be the problem in taking them and genericizing them, because if you don't spoon-feed them to the pro se parties and the big law firms that don't do this all the time, they may not go and read them.  And I do think you want to make this, to some degree, idiot proof.  

>> JENNIFER FRASER: I think Kathryn's suggestion is a good one, but I think another thing Jonathan mentioned earlier in some decisions involving ACR, if there was specific reference to the language of a declaration -- because I've read through some of those cases, not all of them, but there's really very little direct example provided in those decisions that go to a declaration or stipulation other than just generalities.  So maybe including that in a decision in some manner might provide additional guidance.  


>> PETER CATALDO: In observation, having read plenty of both depositions and declarations, almost without exception, in addition to being more concise, the declarations are generally more articulate in comparison to all but a few examples of deposition testimony.  And that simply is the fact of the matter.  Some depositions are very difficult to read, and even to comprehend, whereas declarations and affidavits by and large are much more concise because they've been pre-drafted and are simply being signed.  They are infinitely more articulate.  


>> GERARD ROGERS: Perhaps -- if I may just for a second, Jonathan -- we should, in some of our decisions, praise or point out how persuasive certain declarations were.  Because we've certainly talked in other decisions about how confusing certain testimony deposition transcripts were.  So I guess we can go both ways.  


>> JENNIFER FRASER: That would be very helpful because even in situations we are talking about where there is opposing counsel who is reluctant, that might be a place where the attorney could direct someone else to that.  


>> JONATHAN HUDIS: Judge Cataldo, your counterpoint to Linda's comment is exactly right.  If the perception is out there that you’re giving something up with ACR and it's better to go the traditional route of submitting your non-documentary evidence by way of a deposition, I defy any of the best attorneys on this planet to give the Board a perfect deposition.  It just doesn't exist.  


And the nature of a declaration is you are doing it in logical sequence.  You are working between the attorney and the person who is signing the declaration.  


You picture either the writing Board member in his or her office or in their fuzzy pajamas at home writing their decision.  What do you want them to have sitting around them?  A huge pile of deposition transcripts where they have to go to the briefs and then hunt for the record and then hopefully that lawyer or law firm has cited to the record properly, and then you have to go hunt and peck down the deposition transcript where it is versus what you have described, Judge Cataldo, where you cite to page and numbered paragraph in a declaration, which, you know, makes it infinitely easier for the writing judge, and after a while, you've built up so much credibility with the judge that what you say in your brief is, in fact, in evidence, the judge finally says, all right, I've got it.  They've relied on all their evidence, and you actually are now focused on the law and applying the facts rather than hunting and pecking through a huge transcript where you are looking for that piece or pieces of evidence. 


>> PETER CATALDO: I would say particularly inasmuch as we do not preside over the taking of testimony, seven or eight pages regarding a deponent’s curriculum vitae, while fascinating to read, is really not relevant to the meat and potatoes of what the testimony is supposed to get into the record.  I agree with you.  If it's in the declaration, it's concise, and it's very easy to refer to, and it is very persuasive.  


>> LYNDA ROESCH: I am assuming on your road shows, then, you say you prefer the declaration testimony?  Maybe you could get it something bold on your website.    


>> JONATHAN HUDIS: I take that one step further, both Linda and I, for our respective organizations, have put together CLE programs where the Board visits and either gives a recitation of their likes and dislikes or actually does a full oral argument at the end of a case.  


If you happen to stumble upon, where the stars are aligning, an ACR case going to oral argument, you should be getting that in front of a CLE audience as fast as possible because then you're getting the biggest bang for the buck.  You've got 300 lawyers sitting in a room, and you have the judges praising the parties for ACR submissions.  Now you've got a lot of people going, oh, that's what they want.  


>> GERARD ROGERS: I think I want to agree with you to the extent I think we ought to think about -- I think we ought to think about perhaps scheduling a hearing to be broadcast, even if we're going to do it here.  It's hard to have the stars align and have an oral hearing that we can take somewhere else to a program because we're not always sure what cases are going to be ready at the time the program is going on.  But I don't see why we couldn't even broadcast a hearing or perhaps tape a hearing in an ACR case.  And then make another video that was up on our -- 


>> GERARD ROGERS: Of course, we would have to waive our rules to tape it, but you know, it's something we could look into.  


>> JONATHAN HUDIS: I can't speak to IPO or INTA, I don't know the full extent of their programs, but I know the AIPLA and the IP Law section of the ABA could do that.  The entire audience would be getting CLE credit, and the written materials would be made available online.  You have a ready audience and plenty of the IP bar associations more than happy to put that on for you.  


>> STEPHANIE BALD: Linda and I were just talking about the only problem we might see with that is would that be a mixed message?  I think usually in ACR, one of the things you try to agree to is giving up the oral hearing.  


>> GERARD ROGERS: Not necessarily.  One of the things I've tried to stress to people when I've talked about ACR is they don't necessarily give up the right to an oral hearing.  They don't give up appeal rights.  They are going to get a full determination on the merits.  And we don't normally get a request for oral argument in ACR cases, but we have had oral arguments in ACR cases.  


>> PETER CATALDO: I would add to that, you might think an ACR case would be unsuitable for an oral hearing because one wouldn't be necessary.  At the risk of speaking too candidly, I've sat in oral hearings thinking why?  Why this case?  Why did the parties really request an oral hearing?  Whereas there are other ones where I think I really might have benefited from having one.  You know, but again, as long as the Board knows it's an ACR case and parties requested an oral hearing, we will do our best to expedite it.  It will be difficult, to get back to Jonathan's earlier point, to actually schedule one of these ahead of time, but to broadcast it and waiving our rules, we could do it quickly and efficiently and in the spirit of an ACR case, and then as part of the expedited process.  


>> GERARD ROGERS: If I can now bring up the question that is included in item 3 in the second part of the agenda, Peter and I both, in crafting the Board's model schedules, and in discussing ACR in many forums, we have gotten the sense that many are not -- and following up on Jonathan's comment much earlier in the program about it's too early to bring up ACR in the settlement and discovery planning conference -- I think we all now realize that disclosures and a certain amount of discovery are likely necessary before most parties are going to seriously be able to consider ACR.  So I think any of our model schedules that involve limits on discovery are probably not as desirable or attractive to people as perhaps alternatives that would allow more robust discovery, but then prescribe and lock in certain methods for going to trial, such as declarations and perhaps requiring parties to at least propose stipulations of fact at a certain point in time.  Even if they don't end up agreeing on them, at least they would be making proposals at the same time they are making pretrial disclosures.  So I'd like any comments or thoughts on options that would include kind of traditional pleading and disclosures and discovery, but then lock in a more efficient trial mechanism. 


>> JONATHAN HUDIS: That's what I heard Kathryn was suggesting before.  At some point you want certainty to the process, and once you lock yourself in to the process, you are in.  So the benefit here is we have all of these plug-and-play options.  Pick one from column A, one from column B, one from column C, put the choices in an interlocutory attorney's order, and then once the choices are set in the order, that's what you go by.  You made these choices.  So you are bound by your agreement before the interlocutory attorney just as you are a contract.  


>> GERARD ROGERS: And I think in earlier discussions with the TPAC and others about possible Fast Track options, we've thought about limits on discovery, and parties do, in some of our ACR cases, agree to limits on discovery.  They limit the number of interrogatories, the number of depositions.  You can read about those cases on our website because we put them up there.  But again, our suspicion is that most people don't want to agree to too many limits on discovery, but they are much more willing to agree to more efficient means of trying the case.  


So if we have general agreement on that, then it's something useful for us to know going forward.  Erik?  


>> ERIK PELTON: I think procedurally several people commented today that when it was in a Board order that strongly suggested ACR that it really carried an impact for a variety of reasons, and I think procedurally, if the Board, in suspension orders or orders lifting suspension or extension orders, particularly when they are stacked one after another after another, strongly suggest to the parties that maybe this is a case that is right for ACR if you do not reach a settlement within the 60 days or however long it's suspended for.  Perhaps you want to consider ACR and schedule a full conference with the interlocutory attorney.  


I think another -- another thing I've not been clear on, honestly, is how much help the interlocutory attorney can and is able to provide, and if it is a fair amount of help, that perhaps that that should be explicitly promoted, the fact that it's okay if you are not sure what you want and what works best.  Let's set up a conference call with the counsel for both parties and interlocutory attorney.  Nobody is bound to anything.  And see if we can explore something.  


>> GERARD ROGERS: Kathryn, does that cover it or do you have something else to add?  


>> KATHRYN BARRETT PARK: The only thing I was going to suggest on ACR with respect to discovery is I agree that limiting discovery may be problematic, but you could have an alternative that would look at shorter timeframes to complete it if it's an ACR case.  That's certainly what you do in federal court when you go in for an expedited trial on the merits.  You have to do whatever discovery you are going to do in a very abbreviated time frame.  


>> PETER CATALDO: As matter of curiosity, I would be curious to hear from the panelists, would parties be more willing to limit the discovery mechanisms or the subject matter?  Or is that's really a case of apples and oranges and who is involved in that case?  


>> JONATHAN HUDIS: If I am going down that road, I want to know how cooperative is my client in giving me the evidence I will need for their case.  We have some clients, and I'm sure most practitioners do, that are champs.  You pick up the phone or send them an email, and within a half a day, you are getting an email back with 20 attachments that's exactly what you want.  


We have other clients that you have to chase down with emails and phone calls, so before I'm going to go down that road, Judge Cataldo, I want to know who is my client in this particular case.  Because with all of these options, as Stephanie said earlier, it is sort of implied that you are giving up one option by choosing another.  


So you've got to know who and what are sitting behind you before you agree to those mechanisms.  


>> GERARD ROGERS: Let's turn to, at least for a little while, the Fast Track option and the possibility of a Fast Track option.  I couldn't let the program end without a discussion of it.  It may be something that many people will be against, but at least let's have the discussion.  


The way I have thought of suggestions for a Fast Track option is kind of like when people file applications and they file a petition to make special because they need to get a registration quickly, they need to deposit it with customs, or they have an infringer they need to deal with or something like that.  


I think the question about Fast Track options for inter partes proceedings –is, are there similar circumstances where either a plaintiff or a defendant needs a resolution of the case quickly?  And I think we'd all have to agree that, well, there probably are such circumstances, but then the question is how do you identify them?  What kind of showing would you require from a party before the Board would then be able to say, okay, these circumstances warrant an expedited proceeding?  And I'll put aside for the moment the question of what that expedited proceeding might be or what that ACR proceeding might be, but just what would be the best ways to figure out triggers for those kinds of proceedings?  


>> KATHRYN BARRETT PARK: I am glad this is on the agenda, Judge Rogers.  As you know, I think the Fast Track option is one that should be seriously considered.  I know for certain types of enforcement proceedings, in particular those that involve customs, you do have to have a registered trademark to register with customs, and if you have counterfeit things coming in, you are unable to stop them without that.  


Jonathan alluded to earlier some people might not be interested in proceeding on an expedited basis because they are not gaining anything if they are blocking, whereas, the person with the mark may have a need.  So I think that would be one instance where there would be -- you could articulate a standard of the harm being caused by not having the case proceed on a Fast Track.  


And I think there would probably be other circumstances that I haven't thought of but that are similar.  


I think another one might be for when you are planning some sort of international rollout of your mark in terms of priority or using it as a basis for an international registration, that you'd want some certainty.  So I think there are a number of circumstances, and probably other people in this room have ideas on that as well.  But I do think having a fast-track option would be very valuable. 


>> GERARD ROGERS: Those sound like, Kathryn, circumstances where those are defendants that want the Fast Track option because they need to get that registration.  Are there situations that you can think of where a plaintiff might need the fast track option?  


>> JONATHAN HUDIS: I'll address Kathryn's comment first then answer your question, Judge Rogers.  


Kathryn's comments identify the business need for a Fast Track.  The question is, under the Lanham Act and the Board's procedures, waived or not, can you get a Fast Track?  


When you asked the question originally, what was going through my mind was procedurally, what are the types of cases that are amenable to a Fast Track regardless of what the client's business need are?  It's got to be a case where the issues in dispute are very narrow, and you are asking the Board only to resolve very insular questions.  I will pose a hypothetical.  GE is coming out with a mark, GE for plastics, and they want that mark badly for plastics.    The GE application publishes for opposition, and somebody comes along and says they have the mark PE for plastics.  There is no question about the goods.  They are identical.  The marks are confusingly similar.  There's one question to be resolved by the Board, priority. 

It's an insular question that has to be resolved by the Board.  All the other factors, the parties would have to reasonably assume, are conceded.  All the Board is looking at are the facts as to who has either trademark priority or use analogous to trademark use priority.  That's just one hypothetical.  


To take the Board's full procedures and collapse them into a Fast Track, you need to have a case where the Board is not asked to resolve the full panoply of facts and issues when ruling on questions of law.  


Procedurally, that's how you get there.  


>> KATHRYN BARRETT PARK: I would have to respectfully disagree.  If you can go to Federal District Court and get an expedited trial on the merits, I don't understand why we would make a different sort of distinction at the TTAB.  


In answer to what kind of cases a plaintiff might have, I suppose a plaintiff might have a case against someone who had been a former franchisee or licensee, where there was some threat to their continuing ownership of the mark in a way that was putting them in jeopardy.  I think there would be circumstances.  I haven't thought it all through.  But I do think that there would probably be some cases like that.  But I don't agree, Jonathan, that it has to be only a very simple one issue thing that's presented.  Because this Fast Track presupposes you would have discovery and everything else, but just on a very expedited basis.  At least that's how I would see it.  


>> JENNIFER FRASER: I could picture a situation where a plaintiff could be concerned about confusion.  You know?  They are going to a trade show and a competitor's launching something, and they don't want them at that trade show with that new product and having that decision in advance of that trade show or something -- or a big selling season or something like that.  It could affect what happens at that trade show.  


One concern IPO members raised was about the fairness of imposing it on the other side who did not want that Fast Track.  If they wanted to pursue the full proceedings and all the full defenses and whatever might be uncovered in a regular discovery process or whatever strategy might be revealed as a result of going through that process.  


>> KATHRYN BARRETT PARK: Well, I think that's a fair point, but I do think it's like an order to show cause.  I think there would be an elevated standard you would have to meet in order to qualify for the Fast Track.  I don't think -- at least from my own perspective on TPAC -- that we were suggesting when we raised this issue some time ago that it would be any case would be eligible, but there would be some certain category of cases where there would be some showing made.  And you know, that happens.  Sometimes people like to slow things down, as Jonathan alluded to earlier, and speed may not be in the other side’s interest -- you know, parties may not agree, but if there's a sufficient showing made, then that's what happens.  


>> UNKNOWN SPEAKER: I am curious, Kathryn, as you're in house, how would you feel about it if you had to release confidential information up front or something like that?  Would that cause you greater concerns, or having a higher burden of proof going in?  


>> KATHRYN BARRETT PARK: I think there would be a protective order, so that wouldn't worry me too much.  I think actually from the in house perspective, and one of the reasons why we like ACR and all kinds of alternative dispute resolutions, we like things resolved quickly.  That helps us as a company.  


>> JONATHAN HUDIS: There is a problem with overly-quick rulings on the merits before the Board.  Before a trial court, one has to provide detailed reasons for expedited discovery and a quick hearing. A trial court requires proof of the equities behind the need for a TRO or a preliminary injunction.  This is a higher showing.  The judge also has the ability to call live witnesses.  Several of those factors are not available because of a limited jurisdiction of the Board.  


>> ERIK PELTON: Judge, if I could.  In general, those I've spoken to about it, are very skeptical and hesitant.  One scenario I can see where it's not a defendant that might want it, would be where an applicant's mark is denied, and they believe that the cited registration is no longer in use, and they petition to cancel.  The only issue is nothing's ever black and white, but fairly black and white as to whether or not the mark -- whether or not the mark's been abandoned or not.  That might be something that could be expedited.  


>> LYNDA ROESCH: Or something, perhaps, that could be a very old, broadly worded identification that could be partially canceled if appropriate.  


>> GERARD ROGERS: A number of these reasons why a Fast Track option might be important to a particular party, focus, again, on their reasons, and their perception that they will be somehow damaged, just as they would have to show for expedited relief from the courts -- without a faster decision.  But of course, in the courts, too, they are also looking at the chance of success on the merits.  And I guess I am wondering what you think about that factor being considered in the analysis of whether Fast Track should be available.  


>> JONATHAN HUDIS: It's my understanding the Fast Track is over and done with at the end of the track.  Am I incorrect?  So it's successful or not successful at the end of the day.  


>> GERARD ROGERS: Of course, we are not going to know who is going to be successful.  I guess what I am suggesting is just because it's important to a party, they may perceive it as important to them, but it may be a loser of a case.  And if we Fast Track it and they lose, I don't know that we've really helped anybody.  


>> JONATHAN HUDIS: But in the Fast Track concept, they would still be able to do the kind of discovery.  They can still put on the same kind of evidence.  It's just an accelerated, quick process to a quick resolution, and presumably, they've had to plead and prove some significant element above and beyond what normally would be required.  And when we've gone to court on an -- 


>> LYNDA ROESCH: (Portion Inaudible) -- saying we don't want to waste our time on that.  We are going directly to a full determination on the merits, and we may lose, but that's what we need because even if you lose, you have some -- you have some idea of what you need to do next rather than waiting.  


>> JONATHAN HUDIS: I had the experience Kathryn describes in a court setting, many years ago at my former firm.  It was a patent infringement case.  We moved for a preliminary injunction, and asked for an evidentiary hearing.  When we appeared before the judge, he noted that we had asked for a jury.  The judge said that if the parties waived the jury trial, he would hold a full trial on the merits and issue a decision in two months.  


Now, I could see that happening at the Board.  If the other party resists an expedited schedule, the only way you could sell an expedited process, so that it's fair to everybody, is to impose a heightened evidentiary showing for the Board to take the case out of turn.  


This would mean that instead of six months, the parties would proceed to testimony periods within three months or six weeks.  The parties would be throwing a ton of big law firm bodies at the case, with activity going around the clock for six weeks, eight weeks, and then the process is over.  The parties submit their briefs and evidence.  The Board would issue its ruling in four weeks.  


I think before you go down this path, with the other party resisting such an expedited schedule, you will need to show a reviewing court at the Federal Circuit that due process was given to the opposing party.  This would require a heightened evidentiary showing.  


Now, Judge Rogers, this heightened showing would be akin to the preliminary injunction factors.  There wasn't a delay in moving for relief.  You asked for it right away.  You demonstrated at least a plausible case on the merits.  Then there are the other preliminary injunction factors: the benefits and burdens to the parties, and considerations of the public interest.  I don't know that the Board would necessarily have to get into those other factors, but I could see somebody resisting the type of proceeding that Kathryn is suggesting, screaming loud and long that there is no procedural fairness.  So unless you have some heightened showing on the part of the party that wants to go forward on an expedited basis, I don't see how such a process is sold.  There were some concerns also expressed about the Board's ability to gauge that heightened standard. That raises another whole host of issues about the time involved by the Board in doing so and whether it would detract from other resources. 
 One could conceive a whole range of issues around procedural due process that might be really important to one party.  If so, how does the challenging party go about challenging the showing made for an expedited trial, and then how would the Board go about deciding these issues?  


>> JENNIFER FRASER:
On the other hand, I have been involved in situations before the Board where we have opposed requests for an extension of time reasons.  Often times, as a matter of course, the Board says well, there's no damage or harm in the delay.  In actuality, there was a lot of damage and harm to our clients in the delay.  However, it may be hard for the Board to fully assess the effect of delay in some situations.  Maybe that is something to think about at the Board.  You might be able to address the issue of delay if the Board has any ideas on how it would consider such issues.  


>> JONATHAN HUDIS: In light of Jennifer's comment, you would need a Board member the likes of what Judge Bergsman did in the Redskins case, redo part 2, to get the parties deeply involved with a supervisory judge early in the proceedings.  Addressing Jennifer's comment, do you want the Board to utilize those resources to the detriment of somebody else's case?  


>> GERARD ROGERS: I’m certainly not suggesting that the use of any Fast Track option would be easy for us to do, but since we've been asked to look into it, we will certainly look into it.  


>> JENNIFER FRASER: I just want to express the concerns on behalf of IPO.  


>> GERARD ROGERS: Any other -- we have some follow-up questions we can get into.  We've got about ten minutes left.  If there are any important points that any of you have, I want to give you all the first opportunity to use up some of this time and make for us any points that you think are really important for us to leave this day with.  


>> PETER CATALDO: To follow up on the most recent point Jonathan made, the Board tends to intervene early on in a case in extraordinary circumstances.  I think the Blackhorse case, involving Redskins marks is a perfect example.  Can I get a sense, does anyone feel that it might be useful for the Board to intervene more frequently or more routinely?  I participated in that hearing and discussion with Judge Bergsman.  There was a panel of three of us, in fact.  I think particularly in that case, it was very useful and perhaps vitally necessary.  At the risk of redefining what it is I do for a living, I am curious, is there a consensus of opinion that this would be useful in a broader range of cases?  


>> JONATHAN HUDIS: Given the experience we've had with the rules package of 2006-2007, if the Board is in for a penny, it's in for a pound.  The Board's new rules require that the proceedings, as opposed to what went on prior to 2006, be front loaded.  If you are going to ask the parties to be front loaded, then the Board should be supervising its cases in a front-loaded manner.  


So if you are asking the question whether there should be early supervisory participation by the Board, I think you've got your answer – a resounding yes.  


>> GERARD ROGERS: It seems there's consensus, if not unanimity, on that point.  Let me seek some clarification and ask are we talking about early intervention only in cases that would be candidates for Fast Track, or are you -- are we finally getting away from ACR and Fast Track and just thinking here about more active case management in cases that might go through traditional discovery and trial?  I mean, I don't mind taking a suggestion on something that's not on the agenda while we have you all here, but I just want to be clear on the point.  


>> JONATHAN HUDIS: I think you can see with the nods of heads the answer is yes.  


>> JENNIFER FRASER: I would comment and share from personal experience, for a while when the Board indicated its willingness, at first I was doing it with pro se parties, then with opposing counsel.  I found it to be very beneficial.  I think finally on my fifth or sixth in a row with my interlocutory attorney, they said “you again?  Why are you involving us?”  


But they did guide the parties and struck some irrelevant matter from pleadings and things that really did streamline things early on.  Obviously, it's a very broad, general discussion at that point, but I was finding use in having the interlocutory attorneys participate.  I don't know how burdensome that is on the Board, but I did find it to be useful early on.  


>> JONATHAN HUDIS: Speaking not for the IP section of the ABA, but from my personal experience, I think the interlocutory attorneys' involvement is not only especially helpful with pro se but litigants.  Their involvement also brings the non-cooperative counsel back to a position of reason, at least for a time.  


>> PETER CATALDO: A personal observation in that regard.  When I was an interlocutory attorney and we were just beginning to have telephonic intervention by interlocutory attorneys, it was amazing the difference in tone when you had two adversarial counsel on the phone, as opposed to what I was reading on paper, particularly if one of the parties was being obstreperous or obstructionist or simply uncooperative.  Everyone played quite a bit nicer on the phone in front of the person who is going to be deciding the motion that was before them.  So I have to agree, that was quite helpful.  


>> GERARD ROGERS: Let me ask, based on your comments, Jennifer, have you increased the number of cases in which, over time, you've asked for Board involvement in discovery and settlement conferences?  And related to that, for anybody who has wanted to pursue ACR and hasn't been able to get an adversary to agree to it, have any of you had experience with saying, well, let's have a telephone conference with an interlocutory and talk about it so we can figure out what the options are?  And how successful have those been?  


>> JENNIFER FRASER: My use of it is involving the interlocutory attorney has primarily been at the discovery conference, and I've gone back and forth on it.  After that initial experience, I think I got hopeful that maybe opposing counsel would, you know, be reasonable at the discovery conference.  So I've gone back and forth on that position.  But no, I have not involved the interlocutory in encouraging ACR as the proceeding is under way past the discovery conference.  


>> UNKNOWN SPEAKER: I am not using the conference procedure for the initial pretrial or initial discovery and settlement conference.  I am not using interlocutory at that point anymore right now, but it's more often in a case as a cry for help, where there's increased motion practice, and so my client or we want to short-circuit that or get help from the Board in managing the case in a tighter way to hopefully avoid unnecessary motion practice.  


>> UNKNOWN SPEAKER: And to that end, receiving in an order the kind of –“convene a teleconference before filing any more motions,” I know that's coming up more and more.  I think we found that helpful in certain cases where things were getting out of hand.  


>> JONATHAN HUDIS: Just so there's not an impression that one size fits all, if I have a known uncooperative attorney on the other side, sometimes a knee-jerk reaction asking for the Board’s help is not productive, because there is a script the interlocutory attorneys follow.  If I have a cooperative adversary, I can conduct the initial status conference in under a half hour.  We know what we have to discuss.  We know what our clients' positions are.  We've asked the questions already.  So we don't have to go through the script.  


What we then do is follow up on what was agreed to by sending an email to the other side.  In our email, we say, “if you disagree, please let me know in a day.”  Following this process basically puts to bed a lot of questions that we don't have to deal with for a long time.  This is a favored alternative to following a full script that the Board’s interlocutory attorney goes through which we don't necessarily need to hear.  


>> UNKNOWN SPEAKER: I think that the interlocutory attorneys and the Board are there to solve disputes.  If the parties are working together to get their cases prepared, then there's no need for the Board’s intervention.  That happens quite frequently when you're dealing with people you know.  So there's no reason for the Board’s intervention at that point.  


But there are times when the parties can't work things out, and definitely intervention by the interlocutory attorney is very helpful at that point.  


>> GERARD ROGERS: The reason I asked about whether anyone had attempted to have a conference simply to discuss ACR is because of the comments earlier that it might play better with your adversary if it's coming from the Board rather than from you, and one way to do that is to get the interlocutory on the phone and have them talk about ACR and options.  


>> UNKNOWN SPEAKER:  Yeah, and I have done that.  It's very helpful.  


>> MONICA WINGHART: Judge Rogers, this point was something that several companies from the ACC had expressed clear interest in, having the interlocutory weigh in at the outset of discovery, at midpoints, and then certainly before any motion practice were to begin.  They felt that this sort of hands-on approach was very beneficial in forcing people to consider ACR and move forward that way.  


>> GERARD ROGERS: I'll take that as an early and often comment, Monica.  


I want to thank everyone.  We've reached the end of the scheduled time.  Peter and I will certainly stay around, and we'll end the webcast and let all the wonderful crew who have helped us do this program have some cake if they want or just go home.  But anyone who wants to stay around and discuss anything offline, we're here for a while, and maybe you can even buttonhole some of those attorneys you've been talking about so much.  


Thanks very much, all of you, for coming.  
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