
TMEP HIGHLIGHTS – APRIL 2014
This outline highlights some of the clarifications and changes set forth in the April 2014 version of the TMEP.  For a more complete listing, see the “Index to Changes in TMEP April 2014” document, which is posted as part of the TMEP. 
_____________________________________________________________
TRADE DRESS

Distinctiveness and Product Design Trade Dress  (TMEP §1202.02(b)(i))
· Because product design cannot be inherently distinctive as a matter of law, if the applicant has not claimed acquired distinctiveness, supporting evidence for the refusal is unnecessary.  

· A full refusal on the ground that the proposed mark is not inherently distinctive generally is not appropriate if the mark includes additional distinctive matter beyond just the product design, such as words and/or images.  In such situations, the applicant may be required to disclaim or claim acquired distinctiveness in part as to any non-inherently distinctive elements.
· For applications based on §44 or §66(a), even though the applicant does not need to show use in commerce, the same standards regarding product design apply and the examining attorney must still issue the nondistinctiveness refusal, assuming acquired distinctiveness has not been established.

Distinctiveness and Product Packaging Trade Dress  (TMEP §1202.02(b)(ii))
· Where the proposed product packaging trade dress is not inherently distinctive, based on the analysis of the Seabrook factors and supporting evidence, and acquired distinctiveness has not been established, registration must be refused.  
· For §44 and §66(a) applications, a nondistinctiveness refusal may be issued, if appropriate, based on a review of the drawing, the description of the mark, and any evidence obtained from the examining attorney’s search results.
· Whether five years’ use is sufficient depends on the degree to which the mark’s elements are unique or common in the field.  The more unique or unusual the features, the more likely that five years’ use may suffice, but the more common or basic the features, the less likely that five years’ use would suffice.  
Drawings of Trade Dress Marks  (TMEP §1202.02(c)(i))
· If the nature of the mark remains unclear from the record, an examining attorney may clarify whether the mark is three-dimensional trade dress by calling or e-mailing the applicant, or issuing an Office action containing requirements for a clear drawing or for a revised description.  Where appropriate, any relevant trade-dress-related refusals may also be included in the Office action.  
· In cases where the drawing depicts a two-dimensional mark that could be interpreted as three-dimensional in nature and the record is unclear, the examining attorney may suggest that the applicant clarify that the mark is two-dimensional in the mark description.  
Functional Matter  (TMEP §1202.02(c)(i)(A))

· A functionality refusal must issue in cases where the trade dress mark is overall functional.  When a trade dress mark contains minor or insignificant elements that are functional, the examining attorney must require an amended drawing showing the functional elements in broken or dotted lines rather than in solid lines.  A requirement to amend the drawing to depict functional matter in broken or dotted lines is permitted and generally does not constitute material alteration of the mark, regardless of the filing basis.
· Functional matter cannot be disclaimed.  Elements that are functional, or intended to show position or placement only, must be shown in broken or dotted lines on the drawing.  (See also TMEP §1202.02(c)(iii).)
Nondistinctive Matter  (TMEP § 1202(c)(i)(B))

· Nonfunctional elements of a product design or product packaging trade dress mark that are inherently distinctive, that have acquired distinctiveness, or that are capable but for which acquired distinctiveness has not yet been established, may appear in solid lines on the drawing as part of the mark.  
· Nonfunctional, nondistinctive elements that are capable of trademark significance but for which acquired distinctiveness has not been established must be disclaimed.  
· Elements that are nonfunctional, nondistinctive, and incapable of acquiring distinctiveness, such as a common or basic shape of a product itself or the packaging in which a product is sold, must be depicted in broken or dotted lines on the drawing because such elements cannot be considered part of the mark.
Descriptions of Trade Dress Marks  (TMEP §1202.02(c)(ii))

· When the drawing depicts a two-dimensional mark that could be interpreted as three-dimensional in nature, an applicant may clarify that the mark is two-dimensional in the mark description.  
· If the mark is two-dimensional in nature, the applicant should not characterize the mark as three-dimensional.

Disclaimers of Unregistrable Elements  (TMEP §§1202.02(c)(iii), 1202.02(c)(iii)(A), 1202.02(c)(iii)(B))

· Except in the rare case when a trade dress mark is unitary, unregistrable elements must be either depicted in broken or dotted lines on the drawing or disclaimed, as appropriate.  
· Elements that are functional or incapable of trademark significance must be depicted in broken or dotted lines on the drawing.  Since functional elements of a trade dress mark are unregistrable as a matter of law and not part of the mark, a disclaimer is not an appropriate means of addressing functional matter in a trade dress mark.

· Elements that are nonfunctional and capable of acquiring trademark significance, but for which acquired distinctiveness has not been established, must be disclaimed.

· Where the nondistinctive elements are incapable of acquiring distinctiveness, for example, common or basic shapes of product design or product packaging, such elements are not part of the mark and, therefore, must be depicted in broken or dotted lines rather than disclaimed.
_____________________________________________________________

gTLD MARKS

Use as a Mark  (TMEP §1215.02)

· Some of the new gTLDs under consideration by ICANN comprise existing registered trademarks or service marks that are already strong source identifiers in other fields of use.  Thus, where the wording following the “.” or “dot” is already used as a trademark or service mark, the appearance of such marks as a gTLD may not negate the consumer perception of them as source indicators.  Accordingly, in some circumstances, a gTLD may have source-indicating significance.
Drawing-Specimen Agreement  (TMEP 1215.02(c))

· If the mark depicted in the specimen includes a gTLD that serves a source-indicating function, the drawing of record must include such source-indicating gTLD.  
Marks Comprised Solely of gTLDs for Domain-Name Registry Operator and Registrar Services  (TMEP §1215.02(d)-1215.02(d)(iv))

· A mark composed solely of a gTLD for domain-name registry operator or registrar services fails to function as a trademark because consumers are predisposed to view gTLDs as merely a portion of a web address rather than as an indicator of the source of domain-name registry operator and registrar services.  
· Registration of such marks must initially be refused under §§1, 2, 3, and 45 on the ground that the gTLD would not be perceived as a mark.  (If the gTLD merely describes the subject or user of the domain space, registration must be refused under §2(e)(1)).

· The applicant may, in some circumstances, avoid or overcome the refusal by providing evidence that the mark will be perceived as a source identifier.  
· In addition, the applicant must show that: 
· (1) it has entered into a currently valid Registry Agreement with the Internet Corporation for Assigned Names and Numbers (“ICANN”) designating the applicant as the Registry Operator for the gTLD identified by the mark and 
· (2) the identified services will be primarily for the benefit of others.  
Suspension (TMEP §716.02(i))
· If, in response to a request under Rule 2.61(b) that requires the applicant to submit a verified statement indicating whether it has in place, or has applied for, a Registry Agreement with ICANN designating the applicant as the Registry Operator for the gTLD identified by its mark, the applicant indicates that it has a currently pending application before ICANN, and has otherwise demonstrated that the mark consisting of the gTLD could function as a mark, the examining attorney may suspend the application until the resolution of the applicant’s pending application with ICANN.  
_____________________________________________________________
DESCRIPTION OF MARK

Unacceptable Statements in Mark Descriptions (TMEP §§808.02, 808.03(g))

· A statement that purports to limit a mark by excluding color(s) or other features that do not appear in a mark is not appropriate for inclusion in a description of a mark.  Descriptions are solely to be used to describe the mark shown in the drawing and are not to be used to describe how the mark does not and will not appear.  

· Although applicants may include such restrictive statements in the application record, they are not appropriate for the registration certificate.  

Examples of Mark Descriptions Added 

· Descriptions containing an appropriate level of detail.  TMEP §808.02.

· Accurate and complete descriptions.  TMEP §808.03(a).

· Descriptions that may be entered by examiner’s amendment without prior approval of the applicant.  TMEP §808.03(b).

· Accurate but incomplete description where a corrected description must be printed.  TMEP §808.03(c)(i).

· Accurate but incomplete descriptions where a description need not be printed.  TMEP §808.03(c)(ii). 

· Inaccurate descriptions.  TMEP §808.03(d).
_____________________________________________________________
DISCLAIMERS

Unacceptable Statements in Disclaimers  (TMEP 1213.08(a)(iii))

· A statement that purports to limit a mark by excluding color(s) or other features that do not appear in the mark is not appropriate for inclusion in a disclaimer.  

· Although applicants may include such restrictive statements in the application record, they are not appropriate for the registration certificate.  

_____________________________________________________________

Marks Containing the Swiss Confederation Coat of Arms or Flag

Examples Added  (TMEP §1205.01(d)(iv))
· Situations Where Registration Must (or Might) Be Refused  
· Situations Where Refusal of Registration Is Not Appropriate  
_____________________________________________________________

PARTIAL ABANDONMENT

Incomplete Response to Partial Refusal or Requirement (TMEP §718.02(a))

· If an applicant files an incomplete response to a final action that is limited to only certain goods/services/class(es) and there is time remaining in the response period to file a notice of appeal, the examining attorney must treat it as a request for reconsideration and deny the request, but must wait to issue the partial abandonment until all time to respond has expired.  
· If there is no time remaining to appeal, the examining attorney must issue an examiner’s amendment deleting the goods/services/classes to which the refusal or requirement pertained and clearly setting forth the changes that will be made to the identification.  No prior authorization is needed.
_____________________________________________________________

ASSIGNMENTS

· Filing Multiple Assignments with the Same Execution Date on the Same Date:  When requests to record multiple assignments (or other documents transferring title) with the same execution date are filed on the same date, the ownership information in the Trademark database is not automatically updated.  Office personnel must manually update the ownership information after reviewing the entire chain of title.  Information regarding the proper order of the multiple transfers should be included in a written request to update ownership information filed in accordance with TMEP §505.  TMEP §504.01.

· Recording a change of ownership does not simultaneously and automatically update the Trademark database with the new owner information.  TMEP §504.02.
_____________________________________________________________
LETTERS OF PROTEST

· A letter of protest is filed against an application under §66(a)must meet the timeliness standards for all letters of protest and must also be filed before the 18-month deadline after the application was transmitted to the USPTO from the IB.  A letter of protest will be dismissed if it is more than 18 months from the date the IB transmitted the protested application to the USPTO.  TMEP §1715.03(b).
· A letter of protest should not include information or evidence concerning prior use, actual confusion, or fraudulent activity, which are not appropriate grounds for refusing registration during ex parte examination and must be addressed in an inter partes proceeding.  TMEP §1715.04.

· Duplicate copies of letters of protest regarding the same application should not be sent.  Submission of duplicate documents can delay processing.  TMEP §1715.04(a).

_____________________________________________________________

MADRID APPLICATIONS
· If, after the international application is filed, a basic application and/or registration has been divided, the USPTO will notify the IB of the serial number of the new child application and/or the registration number.  TMEP §1902.02(b).
· For a period of 5 years from the date of the international registration, the registration is dependent on the basic application or basic registration, including the child application or registration of a basic application or registration that has been divided or merged.  TMEP §1902.09.
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