





1) Is “deadwood” on the trademark register a concern of yours, and what impact do
you believe it has?

Comment: Yes, “deadwood” on the trademark register is a concern of ours. Often new
trademark applications are rejected based on a likelihood of confusion under Section 2(d) with
registrations listing similar goods/services that are no longer being sold or offered for sale under
the cited mark. In addition, an application may be rejected based on a likelihood of confusion
with an application filed under the Madrid Protocol or based on Section 44. Applications filed
under the Madrid Protocol and Section 44 often include an extensive listing of goods and/or
services, as is the practice in many foreign jurisdictions with treaty ties to the U.S. Because there
is no requirement to show use until before the end of the sixth year in such registrations, it is
unclear which, if any, goods/services are actually sold or offered for sale in association with
these mark(s).

Such lack of use or proof of use presents a challenge to an applicant faced with a Section
2(d) rejection. To overcome the rejection, the applicant can attempt to argue around the
rejection, which can lead to the unnecessary narrowing of the mark or the inclusion of
unnecessary admissions regarding the strength of elements of the mark or the mark in general.
In addition, such arguments are often fruitless and can result in a final rejection forcing the
applicant to initiate a cancellation proceeding, and/or attempt to contact the owner of the cited
mark(s) so as to take steps to secure the registration. Particularly for small businesses or
individual applicants with limited resources, these options often prove to be too costly and
burdensome to pursue. This often results in a decision to abandon the application.

Accordingly, eliminating deadwood would reduce the time and expense associated with
Section 2(d) refusals based on marks that were never, or are no longer, being used with the

goods/services listed in the cited registration.

2) Do you favor or oppose an amendment to shorten the first filing deadline for
Affidavits or Declarations of Use or Excusable Nonuse under Sections 8 and 71 as a
means of ensuring the accuracy of the trademark register? (Please explain why)

Comment: We are in favor of shortening the deadline. However, while there is merit to

shortening the first filing deadline, we do not see it as a cure-all. Although the Trademark Office



indicates that a majority of businesses (or products) fail before their third year,! many can fail
after their fourth year and prior to their sixth year. Thus, some deadwood that would be cleared
under the current system would remain until expiration of the renewal period (i.e. an additional 4
to 5 1/2 years). However, on balance, we believe that the large number of applications being
filed for goods which will never be used (i.e. Section 66 applications) will be cleared much faster
and much less expensively than if a cancellation action based on fraud or non-use is required.

Second, as explained in more detail below in response to Question No. 4, shortening the
first filing deadline for the Section 8 and 71 Declaration could result in added costs to the owner
of a registration as well as the possibility of a missed opportunity for the earliest possible Section
15 filing and/or meaningless Section 15 filings.

It is also our recommendation that if the first filing deadline is shortened, that all
registrations obtained before the date such change goes into effect be grandfathered under the

current law, thereby retaining the first filing deadline between the fifth and sixth years.

3) If you favor shortening the deadline, what time period do you believe would be most
appropriate for the first filing deadline?

Comment: Section 45 of the Lanham Act, 15 U.S.C. § 1127, provides “[n]on-use [of a
mark] for 3 consecutive years shall be prima facie evidence of abandonment.” The proposed
Section 8 filing period would begin to run at the same time the presumption of abandonment
arises. The change to section 8 of the Lanham Act would thus comport more closely with

Section 45 than currently. We believe this is appropriate.

4) Are you concerned that an amendment to the first Section 8 and 71 affidavit
deadline would foreclose the ability to combine the filing with the filing of an
Affidavit or Declaration of Incontestability under Section 15? What impact do you
believe separating these filings would have?

Comment: We do have this concern. The filing of a combined Section 8 (or Section 71)
and 15 Declaration is desirable because it can save registrants time and money. This is

particularly true when registrations are handled by outside attorneys. By eliminating the

combined declaration, an attorney will need to contact his client at least twice as often regarding
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the maintenance and incontestability of the registration and then make the necessary separate
filings. This will require more of the attorney’s attention and time thereby resulting in increased
costs to the registrant. In addition, eliminating the combined declarations may result in a failure,
or a significant delay, on the part of the registrant in filing the Section 15 Declaration. In
addition, we have a concern regarding the integrity of the Section 15 filing. Presently Sections 8
and 71 require the submission of a specimen showing use of the mark in commerce at the time of
filing; Section 15 does not impose such a requirement. Under the current system, Section 15
Declarations are generally filed in combination with a Section 8 or 71 Declaration. Therefore, a
specimen is coincidentally provided. However, if the Section 8 (or 71) and Section 15
Declarations are separated, a specimen will no longer accompany the Section 15 filings, thus no
actual substantiation of any type of use (other than the signed declaration of registrant) will be
available. We understand that the Trademark Office does not “accept” Section 15 affidavits, nor
determine whether the mark for which a Section 15 declaration is filed actually is incontestable,
See TMEP § 1605.

However, we recommend, if the Section 8 (or 71) and Section 15 Declaration timing is
changed, that a current specimen of use be required with the Section 15 filing. We also
recommend that the specimen be examined. This will ensure a more meaningful Section 15

filing because the applicant will perforce take more time and effort to prepare it.



