Via Email (TMFRNotices@uspto.gov)

Request for Comments (Docket No: PTO–T–2012–0031) – Federal Register, Vol. 77, No. 159 on August 16, 2012
GlaxoSmithKline (GSK) appreciates the opportunity to provide comments in response to the USPTO’s Request for Comments Regarding Amending the First Filing Deadline for Affidavits or Declarations of Use or Excusable Nonuse.  GSK is a science-led global healthcare company that researches and develops  a broad range of innovative medicines and branded healthcare products.  GSK relies on numerous trademarks to differentiate and identify its products, and GSK maintains an active portfolio of trademark registrations in the US and throughout the world.
As a company that regularly files trademark applications with the USPTO locally, via the Madrid Protocol and under the Paris Convention, GSK appreciates the USPTO’s efforts to preserve the integrity of its register.  On balance, however, we believe that the current system of requiring an Allegation of Continued Use or Excusable Non-Use between the fifth and sixth anniversary of the issuance of a registration reflects an appropriate balance between the USPTO’s interest in pruning “deadwood” from its register and the interests of trademark owners in a system that is not unduly burdensome.

GSK regularly discovers and develops new prescription medications.  Such medications frequently require multiple years of clinical study and regulatory review before being approved for sale in the US market.  At the same time, trademarks for new prescription medications are submitted to the FDA and are reviewed in advance of the product’s approval, sometimes years in advance.  The realities of the prescription market often require GSK to clear and to register trademarks years in advance of the possible regulatory approval, and an earlier deadline for submitting an Affidavit of Continued Use could disrupt the current drug naming system and could interject additional uncertainty into what is already a complex process.
In addition, GSK, like many other global companies, has invested substantial time and resources in developing and maintaining a docketing system to monitor and track all deadlines related to its trademark applications and registrations.  Any change to filing requirements or deadlines will necessitate additional work and investment in order to change and update the system.  Of course, any change will also present the real possibility that the owners of US trademark registrations, particularly small businesses who may not possess the resources for a sophisticated docketing system, may inadvertently miss deadlines and subsequently lose substantive legal rights.  Such a risk should not be created lightly and unless there is a compelling interest that outweighs the risk.  In the present situation, GSK believes that the PTO’s current system and timetable for requiring Affidavits of Continued Use adequately addresses the needs of the trademark community.

Finally, GSK notes that the US is a contracting party to the Madrid Protocol, and that many US-based companies now rely on US trademark applications and registrations to provide a basis for obtaining an International Registration (IR) under the Madrid System.  Under the Madrid System, an IR is “dependent” on the home country application or registration for a period of five years.  By introducing an earlier requirement for submitting an Affidavit of Continued Use that would be required to maintain a US registration, the USPTO might negatively impact the ability of US trademark owners to maintain IRs and related Extensions of Protection into other countries, including countries that do not have a use requirement.

In short, although GSK supports the goal of preserving the integrity of the USPTO’s use-based register, GSK believes that this goal is adequately served by the existing statutory framework for requiring Affidavits of Continued Use of Excusable Non-Use between the fifth and sixth anniversary of a Registration or Grant of Extension of Protection.  The adverse consequences and burdens on trademark owners related to any change in existing deadlines outweigh any additional benefit.  For these reasons, GSK encourages the USPTO to maintain its current system. 
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