
UNITEDSTATES ANDWEMARKPATENT OFFICE 

Commissionerfor Patents 
United States Patent and Trademark ORice 

P.0. BOX 1450 
Alexandria. VA 22313-$450 

I 

Paper No. 25 

VENTURE PACIFIC L A W ,  PC 
5 2 0 1  GREAT AMERICA PARKWAY, 
SANTA CLARA CA 95054 

SUITE 270 

In re Patent No. 6,693,456 
-Issue Date: 02/17/2004 
Application Number: 09/923,294 : DECISION ON PETITION 
Filing Date: 08 /03 /2001  
A t t o r n e y  Docket Number: 
20777000110 


This is a decision on the petition, filed on September 22, 2010, 
under 37 CFR 1 . 3 7 8 ( e )  requesting recons idera t ion  of a prior  
decision which refused to accept under S 1.378 ( b )  t h e  delayed 
payment of a maintenance fee for the above-referenced patent. 

The petition under  37 CFR 1:378(e) is DENIED.2 

A grantable petition to accept a delayed maintenance fee payment under 37 CFR 1.3781b) must be 
include 

(1) the required maintenance fee s e t  forth in S 1.20(a) through lg); 

(21 the surcharge set forth in Jl.20 l i )  I l l  : and 

(3). a showing that the delay was unavoidable since reasonable care was taken to. 


ensure that  the maintenance fee would be paid timely and that the petition was filed promptly
af ter  the patentee w a s  no t i f i ed  of, or otherwise became aware of, the expiration of  the patept. 
The showing must enumerate the steps taken to  ensure timely payment of the maintenance fee, the 
date and the manner in which patentee b e c m  aware of the expiration of the patent, and the steps 
taken to file the petition pronptly. 
Z 

As stated in 37 CFR 1 .378(e ) ,  no further reconsideration or review of the decision refusing to 
accept the delayed payment of the maintenance fee under % 1.378Ib) w i l l  be undertaken. This 
decision may be regarded as a f ina l  agency action within the meaning o f  5 U.S.C. $ 704 for  
purposes of seeking judic ia l  review. See MPEP 1001.02. 
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BACKGROUND 

The patent issued February 17, 2004.  The f i r s t  maintenance fee 
could have been paid from February 1 7  through August 17, 2007, 
or, w i t h  a surcharge du r ing  t h e  period from August 18, 2007, 
through February 17, 2008. Accordingly, the patent expired at 

midnight on February 17, 2008,  f o r  f a i l u r e  t o  t i m e l y  submi t  the 
first maintenance fee. 


The initial petition under 37 CFR 1.378(b) was filed on April 23, 
2010 .  On J u l y  22, 2010, t h e  petition was dismissed. 

I n  the d e c i s i o n  dismissing the p e t i t i o n ,  petitioners were advised 
t h a t  a showing of unavoidable delay due to docketing error 
required evidence supporting such a finding. In this case, t h e  
showing r e q u i r e d  was t h a t :  (a)  the error was the cause of the 
delay  at i s s u e ;  (b) t h e r e  was in place a business routine for 
performing the clerical function that could reasonably be relied 
upon t o  avoid  errors i n  i t s  performance; and (c )  t h e  employee(s) 
were s u f f i c i e n t l y  trained and experienced w i t h  regard to the 
f u n c t i o n  and r o u t i n e  for its performance that reliance upon such 
employees r e p r e s e n t e d  the exercise of due care. Petitioners were 
f u r t h e r  advised that t h e  following items must be provided: (a )  
statements by persons with direct knowledge of the circumstances 
of the delay,  setting forth the facts as they know them; (b) a 
th rough  explanation of the docketing and call-up system in use, 
including, but n o t  limited to, copies of documentation which 
would substantiate an error i n  docketing, and include an 
indication as to why the system fa i led  to provide adequate notice 
that a reply was due, and (c) information regarding the training 
provided to the personnel responsible for the docketing error, 
degree of supervision of their work,  examples of other work 
functions carried out, and checks on the described work which 
were used t o  assure p rope r  execu t ion  of assigned tasks. 

In response, the subject request for reconsideration was filed. 
P e t i t i o n e r s  aga in  assert t h a t  the delay in payment of the 

- - - - - maintenance fee was unavoidable due t o  a docketing error. 

Petitioners state, i n  p e r t i n e n t  p a r t :  

Previously, the issued patent was f i l e d ,  p rosecu ted ,  
and maintained by a corporation named Leopard Logic, 
I nc .  (the "First Corporation"). The asse ts  of t h e  
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First Corporat ion were later transferred to the present 
owner and petitioner, Agate Logic, Inc. (" the  Second 
Corporat ion") .  The First Corporation then completely 
ceased i t s  operation. 

The p a t e n t  firm f o r  the F i r s t  Corporat ion was 
instructed t o  t r a n s f e r  t h e  p a t e n t  files to t h e  patent 
firm f o r  t h e  Second Corporat ion.  However, it appears 
that t h e  i s sued  p a t e n t s  of the F i r s t  Corporat ion were 
not t r ans fe r red  in this process. In the docket of the 
patent firm for the Second Corporation, there are no 

records of these issued patents. 

Currently, there have been t w o  o t h e r  management teams 
f o r  the Second Corporat ion s i n c e  t h e  i n i t i a l  transfer 
of t h e  patent f i l e s  to t h e  Second Corporation and the 
current management team ( t h e  t h i r d  team) i s  n o t  aware 
of what had happened. Thus, t h e  delay in r e p l y  that 
originally resulted in the e x p i r a t i o n  was e n t i r e l y  
unavoidable  (and unknown). 

STATUTE AND REGULATION 

35 U.S.C. S 41(c)(1) states that: 

The Director may accept the payment of any 
maintenance fee required subsection ( b )  of this 
s e c t i o n  which i s  made w i t h i n  twen ty - fou r  months 
after the s,ix-month grace period i f  t h i s  delay i s  
shown t o  t h e  s a t i s f a c t i o n  of the Director t o  have 
been  unintentional, o r  a t  any t i m e  after t h e  six-
month grace period if the delay is shown to the 
s a t i s f a c t i o n  of t h e  Director to have been 
unavoidable. 

37 CFR 1.378 ( b ) ( 3 )  s t a t e s  .that any petition to accept an 
unavoidably delayed payment of a maintenance fee must include: 

A showing t h a t  the delay was unavoidable since 
reasonable care was taken t o  ensure that the 
maintenance fee would be paid timely and t h a t  t h e  
petition was filed promptly after the patentee was 
notified of, or otherwise became aware of, t h e  
expiration of the patent. The showing must enumerate 
the steps taken to ensure timely payment of t h e  



Patent  No. 6,693,456 

maintenance fee, the date, and the manner in which 
patentee became aware of the expiration of the patent ,  
and the  steps taken to file t h e  petition promptly. 

i 

37 CFR 1.378Ic) ( 3 )  (1) provides that a petitioh to accept an 
unintentionally delayed payment of a maintenance fee must be 
f i l e d  within twenty-four months of the  six-month grace period 
provided in 5 1.362 ( e )  

OPINION 


The Direc tor  may accept late payment of the  maintenance fee if 
t he  delay is shown to the sa t i s f ac t i on  of t h e  Director  to have 
been "unav~idable".~A patent owner's failure to pay a 
maintenance fee may be considered to have been "unavoidable" if 
the patent owner "exercised the due care of a reasonably prudent  
person. " 4  This determination is to be made on a "case-by-case 
basis, taking a l l  t h e  facts and circumstances into account.lt5 
Unavoidable delay under 35 U.S.C.  S 41(b) is measured by the same 
standard as that for reviving an abandoned application under 35 
U . S . C .  S 1 3 3 . ~  Under 35 U . S . C .  S 133,  the  Director may revive an 
abandoned application if t h e  delay in responding to the  relevant 
outs tanding  O f f i c e  requirement is shown to t h e  satisfaction of 
the Director to have been "unavoidable". Decisions on reviving 
abandoned applications have adopted the reasonably-prudent person 
standard in determining if the delay was unavoidable.' However, a 
petition to revive an application as unavoidably abandoned cannot 
be granted where a petitioner has f a i l e d  to meet h i s  or her 
burden of establishing t h e  cause of the unavoidable delay. 1n 
view of In re Pa t en t  No. 4,409,763,~ this same standard w i l i  be 
applied to determine whether "unavoidable* delay within the 
meaning of 37 CFR 1.378(b) occurred. 

The showing of record is inadequate to es tab l i sh  unavoidable 
delay within the meaning of 37 CFR 1.378 (b)(3). 

. . .  . 

Ray v. Lehman, 55 F.3d 606, 608-09 (Fed-Cir.l , cert. denied, -- U.S. ---, 116 S.Ct. 304,  
g.Ed.2d 209 (1995). 

Smith V. Mossinghoff, 671 F.2d 533, 530, 213 USFQ 977, 982 (D.C. Cir. 1982). 

In re Patent Ho. 4,409,763, 7 USPQ2d 1798, 1800 (PTO Cwmnqr 1988). 

Ex parte Pratt, 1887 D e c .  Comn'r Pat. 31, 32-33 (C-'r P a t .  1867)(the tsnn "unavoidable" "is 
applicable to ordinary human affairs, and requires no more or greater care or diligence than is 
generally used and observed by prudent and careful men in relation to t h e i r  most important 
business"); In re Mattullatb, 38 hpp. D.C. 497, 514-15 (D.C. Cir. 1912); Ex parte Renrich, 1913 

Dec. Cwmn'r Pat. 139, 141 tCommfr Pat .  1913). 

a mines  v. Wigg, 673 F. ~upp.314, 5 DSPQ2d 1130 (M.D. ~nd.1987). 


7 USPQ2d 1798, 18rn '"--' - "at. 19801, aff 'd  sub nm. Rydeen v. Quigg, 748 939 F.2d 623 (Fed 
Cit. 19911 (talale), 1, 502 U.8, 1075 (1992) , 
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As 35 U.S.C. 5 41(c) requires t h e  payment of fees at spec i f i ed  
intervals to maintain a patent in f o r c e ,  rather t han  s o m e  
response t o  a s p e c i f i c  ac t ion  by t h e  Office under 35 U.S.C. S 
133, a reasonably prudent person in t h e  exercise of due care and 
diligence would have taken steps to ensu re  t h e  timely payment of 
such maintenance fees.1° That  i s ,  an adequate showing that the 
delay was "unavoidable" within th& meaning of 35 U. S.C. § 41 (c) 
and 37 CFR 1 . 3 7 8 ( b ) (3) r e q u i r e s  a showing of the s t e p s  t a k e n  to 
ensure t h e  t i m e l y  payment of the maintenance f ees  for this 
pa ten t .  11 

3 5  U . S . C .  § 4 1 ( c ) ( 1 )  does not require an affirmative finding that 
the delay was avoidable, but only an explanation as to why the 
p e t i t i o n e r  has f a i l e d  to carry his o r  her burden t o  e s t a b l i s h  
that t h e  d e l a y  was unavoidable. l2 Petitioner is reminded t h a t  it 
i s  t h e  patentee's burden under the statutes and regulations to 
make a showing to the s a t i s f a c t i o n  of t h e  Director t h a t  t h e  delay 
in payment of a maintenance fee'is unavoidable. 13 

A delay r e s u l t i n g  from an error  ( e . g . ,  a docketing error) on the 
part of  an employee i n  t h e  performance of a clerical function may 
provide t h e  basis for a showing of "unavoidable" delay, provided 
it is shown that: 

(1) the error was the cause  of the delay at issue; 

( 2 )  there was i n  place a business r o u t i n e  fo r  performing the 
clerical f u n c t i o n  t h a t  could reasonably be relied upon to avoid 
errors in its performance; 

(3) and the employee was s u f f i c i e n t l y  trained and 
experienced with regard to the function and r o u t i n e  f o r  i t s  
performance t h a t  re l iance  upon such employee represented the 
exercise of due care .I4 

An adequate showing requires: 


10 

Ray, 55 F.3d at 609, 34 USPQZd at 1788.

* * 

l2 c f .  Commissariat A .  L ' E n e r  i e  Atomi ue v. Watson, 274 F.2d 594, 597, 124 USPQ 126, 128 (D.C. 
~ir-1960) (35  U.S.C. 1 133  d2es not  regquire t h e  Commissioner to affirmatively f i n d  that t h e  delay 
was avoidable, bu t  o n 1y t o  e x p l a i n  why -the applicant's petition was unavailing)
13 

See Rydeen v .  Quigq, 748 F. Supp. 900, 16 USPQPd 1876 (D.D.C. 1990}, aff'd 937 F.2d 
6 2 3 T e d .  C i r .  1991) (table), cer t .  denied, 502 U . S .  1075 (1992); Ray v.  Lehman, supra.
14 

-See MPEP 711,03(~)IIII)(C 
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(A) Statements by all persons with direct knowledge of the 
circumstances surrounding the delay, s e t t i n g  f o r t h  t h e  f ac t s  as 
they know them. 

( B )  Petitioner must supp ly  a thorough explanation of the 
docke t ing  and call-up system in use and must identify the type of 
records k e p t  and t h e  person responsible  for the maintenance of 
the system. This showing must include copies  of mail ledgers, 
docket sheets, filewrappers and such o t h e r  records as may exist 
which would s u b s t a n t i a t e  an  e r r o r  in docket ing,  and include an 
indication as to why the system f a i l e d  to provide adequate notice 
that a r e p l y  was due .  

(C)  P e t i t i o n e r  must supply information regarding the t r a i n i n g  
provided t o  t h e  personnel responsible for the docketing error, 
degree of supervision of their work, examples of o t h e r  work 
functions carried out, and checks on the described work which 
were used to assure groper execution of assigned tasks. 

The p e t - i t i o n  l acks  i t e m s  ( I ) ,  ( 2 ) ,  and ( 3 ) . 
In the Decision on Petition mailed on J u l y  22, 2010, petitioners 
were requested to provide the information described above. 
However, the showing provided with the subject renewed p e t i t i o n  
falls f a r  shor t  of that which is required to show unavoidable 
delay due to a d o c k e t i n g  error .  

Petitioners concede that neither the cause of the de lay ,  nor  t h e  
person whose commission or omission resulted in the error, can be 
identified. In the absence of a documented showing of t h e  
ex i s t ence  of a r e l i a b l e  t r a c k i n g  system, an explanation of the 
error t h a t  occurred, and t h a t  a showing that the error occurred 
despite t h e  exercise of due  care, t h e  Of f i ce  is precluded from 
finding that the error r e su l t ed  from unavoidable delay. Simply 
put, the burden is on petitioner, not the Office, to show that 
the delay was unavoidable. P e t i t i o n e r s  have not met t h e i r  burden 
of showing t he  d e l a y  was unavoidable. 

Rather t h e  showing of  record, that various unidentified managers 
and o t h e r  personnel jo ined and t h e n  left the Second Corporat ion,  
and that the source of the e r r o r  which r e s u l t e d  in the de lay  in 
payment of the maintenance fee cannot be i d e n t i f i e d ,  i n d i c a t e s  a 
preoccupation of petitioner with o t h e r  matters. A s  stated 
p r e v i o u s l y ,  pe t i t ioners f  p reoccupa t ion  w-ith other matters which 
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took precedence over the above-identified maintenance fee does 

not constitute unavoidable delay. 15 


I n  summary, the showing of record i s  inadequate to establish 

unavoidable de lay .  Petitioners have provided insufficient 

ev idence  to substantiate a claim of docketing error. 
Petitioner's preoccupation with other matters which took 
precedence over payment of the  maintenance fees for the above-
identified patent constitutes a lack of diligence, not 
unavoidable delay.16 As petitioner has not shown that it 
exercised the standard of care observed by a reasonable person in 
the conduct of his o r  her most important business, the petition 
will be dismissed. 17 

CONCLUSION 


The p r io r  decision which refused to accept under 5 1.378(b) t h e  
delayed payment of a maintenance fee for the above-identified 
patent has been reconsidered. The p e t i t i o n  under S 1 . 3 7 8 ( c )  has 
a l s o  been considered.  For t h e  above s ta ted reasons, t h e  delay in 
this case cannot be regarded as unavoidable, or unintentional, 
within the meaning of 35 U.S.C. § 41(c)(1) and 37 CFR 1.378(b) 
and (c). 

Since this patent will not be reinstated, the maintenance fee(s) 
and surcharge  fee(s) submitted by petitioner will be refunded to 
counsel's deposit account. The $400.00 fee for reconsideration 
will not be refunded, and will be deducted from the amount 
refunded. 

As stated in 37 CFR 1 .378(e ) ,  no f u r t h e r  reconsideration or 

review of t h i s  matter w i l l  be undertaken. 


The patent file is being returned to Files Repository.' 

l5 See Smith v. Mossinghoff, 671 F.3d 533,  538, 213 USPQ 977, 982 (D .C .  Cir. 1982). 
l6 See Smith V .  Mossinqhoff, 671 F.2d 533, 538,  213 USPQ 977, 982 (D.C. Cir. 1982). 

I note 7, supra, 
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Telephone inquiries should be direc ted  to S e n i o r  Petitions 
A t t o r n e y  Douglas I. Wood at 571-272-3231. 

Director, Office of Petitions 


