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FOREWORD

The Trial Section of the Interference Division of the Board of
Pat ent Appeals and Interferences was created in October 1998.
See Interference Practice--New Procedures for Handling
Interference Cases at the Board of Patent Appeals and
Interferences, 1217 Of. Gaz. Pat. & Tm Ofice 18 (Dec. 1,
1998). On Cctober 15, 1998, an Interference Roundtabl e sponsored
by the Patent and Trademark O fice and the Interference
Comm ttees of the Anerican Bar Association and the Anmerican
Intellectual Property Law Association was held in Arlington
Virginia. In order to let those not in attendance know what
occurred, a copy of a transcript of the Roundtable is being nade
avai l abl e on the Wb Page of the Patent and Trademark O fice.
Cct ober 7, 1999 Bruce H. Stoner, Jr.

Chi ef Adm nistrative Patent Judge

NOTI CE

This transcript is an edited version of the transcript prepared
by Patricia M Dowd, Court Reporter, of Friedli, WIff &
Past ore/ Esqui re Deposition Service. Permssion to make this
transcri pt available on a Patent and Trademark O fice web page
was granted by Lori Osborne of Friedli, WIff & Pastore/Esquire
Deposition Service. Any requests for copies of the transcript of

t he proceedi ngs should be directed to Friedli, WIff &



Past ore/ Esqui re Deposition Service at 202-429-0014.
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PROCEEDI NGS

MR. PERRY: M nane is Lawence Perry. | amnot Tony
[ Ant hony M Zupcic], who was prom sed in the schedule. | cannot
repl ace or substitute for him-he was detai ned unexpectedl y--but
| can read his notes probably as well as he could, and besi des he
spoke to me recently and told nme what to say, so we are in fairly
good shape.

This is the Interference Round Table. By way of
i ntroduction, Chief Judge Bruce H Stoner, Jr., and Tony had been
speaki ng about this for I think nore than a year now, and
di scussed it as recently as this spring at the spring 1998 Al PLA
[ Anerican Intellectual Property Law Association] neeting. The
theory and the thought was that a neeting between the Bar and the
APJs [Adm ni strative Patent Judges] who handle interferences on a
regul ar basis would be a great idea. A poll at the Al PLA
Interference Conmittee confirmed this and subsequent
conversations with ABA [ Anerican Bar Association] Commttee 152,
chaired by Jerry Voight, confirmed it.

The purpose of the Round Table is to have an open exchange
of ideas between APJs and the attorneys who nost frequently
handl e interferences. Since everyone here today shoul d be
famliar with interferences under the present system we are
going to try to avoid a litany of horror stories, but instead
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just see if, working together, we can devel op sonme useful
solutions to sonme of the problenms we face under the context of
t he existing rules.

So one thing that we want to enphasi ze throughout the
di scussion is that we are going to try to exchange ideas to
address the existing problens w thout requiring rules changes.

In the last two years, the Bar has focused on the pendency
of interferences and that will be discussed today. Additionally,
we hope to address sinplification of the process, reducing costs,
and hopefully achieving greater predictability for clients.

The format of the programis we are going to begin with
prelimnary comrents by menbers of the panel. Follow ng
conpletion of all of these comments by the panel, we would like
to start an open discussion, ideally organized by the different
stages of the interference. W are going to try to direct it by
i deas regarding prelimnaries to the interference, declaration of
interference in the group, then the declaration by the APJ,
comments on prelimnary nodes of practice, testinony and
addi ti onal discovery, final hearing, and then final decision,

j udgnment, and request for consideration.

Again, just to rem nd everybody, our focus is on
changes of practice which would not require changes in the rules.
| f you have--anybody has--suggestions for rule changes, and | am
sure that nost of you, if not all of you, do, to the extent we
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have tine avail able at the end of the open discussion, it would
be great to raise themthen. |If not, you know, | woul d suggest
that they are likely to be suitable for subm ssion to the Al PLA
and the ABA committees for resolution.

Finally, when we do get to the open discussions, since we
have a court reporter here today and certainly everyone here does
not know everybody el se, please introduce yourself before naking
a coment .

Qur first, and | suppose nobst inportant, speaker today is
Deputy Assi stant Comm ssioner of Conmerce and Deputy Conmi ssioner
of Patents and Trademarks Todd Di cki nson.

Since assum ng his duties as Deputy Conm ssioner, Todd has
been very receptive to neetings between the Ofice and the Bar to
di scuss problens of mutual concern. Recently Todd partici pated
in the Biotechnol ogy Open House, and we are very fortunate to
have hi m here today.

COWMM SSI ONER DI CKI NSON:  Thanks, Larry. Yes, | amvery
pl eased to be here today. | cone with ny PTO hat on today, but
certainly have had ny share of involvenent with interferences
over the past. | suppose we should have a disclainmer. The |ast
one | was involved with was about a year ago and actually Larry
and | were on opposite sides. Larry won. Hopefully, I will not
allow that to color my approach too nuch. But it |asted about
six years. | have been involved with some that are about as
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equal |y cunbersone. M experience is that interferences cost too
much, the rules are too conplicated, and they are too

unpredi ctable. Business in particular hates them They are very
difficult to explain to clients, in ny experience.

One of the things | hope cones out of today is sone early
under st andi ngs, and first understandi ngs, about what we can do
nowto try to deal with those kind of situations and
ci rcunstances. Not only do they cost too much to the clients and
to the Bar, they cost too nuch to us, frankly. They are very
expensive for the PTO. They are an enornous drain on our
resour ces.

If we were able to find a way to nanage them nore
expeditiously internally, that would certainly help our bottom
line and help us try to reduce the costs to you and your clients
overal | .

So | amvery eager to be a participant in this panel today.
As Judge Stoner and the other judges here know, | was very
ent husi asti ¢ when they approached ne about that. | am pl eased we
al so have our Solicitor, Nancy Linck, and Linda |Isacson from her
of fice, here today because a ot of this will also fall on their
shoul ders in terns of how the office deals with these questions.

| know we are supposed to shy away fromrule changes and |
know that is the ground rule today, but, as Larry suggested, down
t he road, naybe we have to consider that question. It is not
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today's question, but certainly we should not foreclose that
guesti on.

Wien we did the rule changes the last tinme, | think people
real ly thought that was going to nake a difference and in sone
ways we find ourselves back where we were perhaps at the tine of

the |l ast rul e change.

So, again, | ampleased to be here to hear things,
primarily. | amnot an interference expert though |I have
participated in them | ameager for your thoughts and your

i nput. Thanks.

MR. PERRY: Next we would |ike to hear fromBruce H Stoner,
Jr., Chief Adm nistrative Patent Judge. Since becom ng Chi ef
Judge, Bruce has been very responsive to suggestions fromthe
Bar. After the Al PLA passed several resolutions concerning
del ays in declaring interferences |ast sumrer, Bruce took care of
a | arge backl og of cases awaiting declaration. He has also heard
our pleas for a quicker response to requests for file wappers in
cases involving interference.

Today Bruce will provide us with an update on the state of
the Board at the end of fiscal year 1998, and its plans for
fiscal year 1999. He will also outline the changes to
interference practice he initiated Monday of |ast week, which
have the goal of making the practice nore uniformand trying to
make the average pendency of nobst interferences about two years.
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JUDGE STONER: First | would like to welconme all of you
here. | appreciate that we have this kind of representation both
fromthe Bar and fromthe Board. | would like to take credit for
havi ng decl ared a whol e bunch of interferences |ast year, but it
was not me. There are sixteen APJs out there who were
responsi ble for that. | need to talk about sonme of the wonderful
things that they have done in the course of the | ast year.

W are here, as Larry said, to rai se consci ousness on
everybody's part--on the part of the Board nenbers and the
Bar--as to each other's problens and to open a dial ogue as to how
we can make things better, sinpler, quicker, cheaper, nore just,
nore predictable, within the existing framework.

| would |ike to start by braggi ng about the Board's past
year. W have had an exceptionally productive year in terns of
both ex parte and inter partes termnations. To save tine, |
will not throw a | ot of nunbers at you, but just so you have sone
noti on of where we are going:

We had 4091 ex parte disposals |last year. That is the nost
since 1993. W received 3779 ex parte appeals, which was about
900 under prediction. For that, we were grateful. W had three
years where we averaged 5000 recei pts per year. Had we
encountered sonething like that again, it is plain that we would
be falling further behind.

Qur ex parte inventory today is too |arge, just under 8900,
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but at the noment it is going in the right direction--dowward.

W term nated 204 interferences |ast year so that the
inventory of pending interferences stands at about 433. W have
on hand today about sixty proposed interferences to be eval uated
and declared. | say "about sixty" because proposed interferences
sonetimes make trips back and forth to the [exam ning] group
before they ever actually get decl ared.

The aggregate contri bution made by the APJs fromthe
Interference Division to the success of the Board in FY 1998 is
highly significant. Together they rendered 619 ex parte
decisions in addition to nmanagi ng those 204 interference
termnations as well as the other interferences they were dealing
with. You need to know that, for the |ast sixteen nonths, these
APJs have been both deciding ex parte appeals and nmanagi ng and
deciding interferences. So they have been busy.

Qur ex parte inventory is down by 312 in the |ast year, and
t hat decrease woul d not have been possible without the effort of
these APJs fromthe Interference Division.

To get a handl e on how nany people we have, in fiscal year
1998, we had one APJ depart and | ast week, FY 1999, we had
anot her one | eave for greener pastures. You can interpret
"greener pastures” any way you like. | would like to be able to
pay nore than | can, but that is just the way things are. One
departure was fromthe ex parte side; one fromthe interference
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si de.

We have three APJs who have indicated that they expect to
retire during fiscal year 1999. W have el even APJs who are
currently eligible to retire. 1In fact, two of those are already
retired and back as part-tine re-hired annuitants. Five of those
el even work in Interferences.

As of today, there are 44 APJs, including the Chief, the
Vice Chief, and two Senior APJs, who are effectively part-tiners.
W are now in the process of hiring APJs. Fifteen nanmes have
been sent forward to the Departnent of Commerce and several nore
names may foll ow.

Qur goal on the ex parte side is to take up appeals for
deci si on about six nonths after they have been received at the
Board. It is going to take us sone tinme to reach that goal. It
is a goal we are heading for. W are doing better in sone areas.
We are doing quite well, right now, with designs and nechani cal
cases. W are doing less well with electrical cases and not
nearly so well in the chem cal and biotechnol ogy areas.

It is apparent to nme that the need for the APJs of the
Interference Division to continue deciding ex parte cases i s not
going to go away any tine soon, but it is also apparent to ne
that it is going to reduce the tine available for those things
that are required in conducting interference proceedings,

i ncludi ng revi ewi ng proposed interferences as they are received
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fromthe exam ning operation, nmaking sure they are ready for
decl arati on, deciding notions, and producing final decisions
after final hearing.

We have put quite a |load on these folKks. That i s nothing
new but, at the sane tine, to the degree that we overload them
we to sone degree shortchange the interference process.

We tal k about the goal for the interference side of the
house. That is expressed in our rules, in 37 CFR §8 1.610(c),
second sentence, which says:

"Times for taking action shall be set and the

adm ni strative patent judge shall exercise control over

the interference so that the pendency of the

interference before the Board does not nornally exceed

two years."

Thank you for not breaking out |aughing. W all know that
there are many interferences that go a | ot |onger than that.
Fortunately, there are many interferences that get taken care of
much nore quickly. As one of the wise APJs said to ne, if you do
not declare them they do not go away. So we have been trying to
make every effort we can to declare themas pronptly as possible,
so that the ones that are going to go away do, indeed, go away.

Al'l of us, whether inside or outside the PTO are concerned
that some interferences take much too long to resolve. | am
concerned that we have interferences ready for decision that have
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not yet been reached for a variety of reasons. One of those
reasons stands before you. To a |arge degree, the del ays that
you have seen in the last sixteen nonths can be laid at nmy feet,
and I will take responsibility for that. These APJs have, as |
have indicated to you, been pitching in on the ex parte side of
t he Board, which was necessary because of the size of the ex
parte backl og we had.

Nevert hel ess, we have a problemthat needs to be addressed.
Many fol ks, usually outside the PTO, have expressed concern that
there are many different practices in the interlocutory stages of
interference; indeed, there seemto be al nost as nmany practices
as there are APJs. As Todd has indicated, as Larry has
indicated, it is appropriate to talk about changi ng the rul es,
but my experience is that doing so is a slow process that
frequently produces unexpected results.

W need to find a way for the interference APJs to
concentrate on decisional responsibilities and to be in a
position for bringing existing and future resources to bear while
streanlining the interlocutory process, and while maintaining our
attention on ex parte appeals.

Because of all those conpeting demands, | have taken the
fol |l ow ng steps:

Last week, | created within the Interference Division (the
Division is a | oose association of folks primarily assigned to
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decide interferences) a Trial Section, to which three APJs have
been assigned. Those APJs within the Trial Section wll be
responsi bl e for pronptly declaring interferences and nanagi ng the
proceedi ngs prior to the final hearing and decision in such a way
as to have all matters preparatory to final hearing, including
requi red decisions on prelimnary notions, typically concluded by
a date approxi mately ei ghteen nonths fromthe date of

decl arati on.

These APJs, in addition, will routinely be designated to
panel s that enter judgnents and will also spend a part of their
time deciding ex parte appeals.

| expect to be able to assign three interference
adm ni strators, patent professionals simlar to the ex parte
adm ni strators we have, to assist in those tasks. One has
al ready been assigned and we woul d hope to get two nore. These
i ndividuals will provide your contact point for arranging
heari ngs, conference calls, etc.

The Trial Section is going to receive clerical support from
par al egal specialists and a | egal technician.

As is presently the situation, all APJs in the Interference
Division, including those in the Trial Section, will be
designated to panels charged with authoring opinions in support
of decisions on notions where panel decisions are appropriate,
aut horing opinions in support of decisions in interferences
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reaching final w thout benefit of oral hearing (on-brief cases);
aut horing opinions in support of decisions in interferences that,
i ndeed, reach final hearing; and authoring opinions in support of
decisions with or without oral hearing on other matters for which
the Chief or Vice Chief determ nes panels are necessary.

At such tine as the Trial Section has beconme current in the
decl arati on and nanagenent of new interferences, that section may
progressively assune responsibility for all pending interferences
t hat have not yet reached the final hearing stage. It should be
evi dent, however, with over four hundred pending interferences,
they are not going to be able to do so overnight. That woul d be
unreasonable to think. This is going to take a certain period of
time of transition.

In the interim and until the Trial Section assunes
responsibility for those duties, all the APJs in the Interference
Division will continue discharging their interlocutory duties.

There is an el enent of business as usual, even while new
declarations will be com ng out with what should be substantially
a uniformorder fromthe three APJs assigned to the Tri al
Secti on.

The APJs who will be initially assigned to the Trial Section
are Senior APJ Fred McKel vey, and APJs Ri chard Schafer and
Janmeson Lee. These are all individuals with significant trial
experience prior to comng to the Board. And the adm nistrator
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initially assigned is Merrell Cashion. Al four of those

i ndividuals are here today. | hope you can take an opportunity
to speak with them Both Fred and Rick are on the programtoday
and | amsure that they are going to have observations to nake
with regard to these pl ans.

Having said all that, | want to stress again that the reason
for today's session is unchanged. W want to take this
opportunity again to raise everyone's consciousness as well as to
open this dialogue as to how we can nake things better.

| amcertain you are going to have a |ot of questions as to
how this new systemw || work but in many ways it will be just
like the old system However, we hope with nore uniformty and
certain econom es of scale.

Because we have over four hundred ongoing interferences that

will need to be resolved, many things will have to stay the sane
as we work our way through those. | know you have a | ot of
guestions but instead of responding to those now, | think it may

be best to hold those until after Fred has had an opportunity to
speak. W have several other speakers and | think we are going
to have Fred go fourth, to give himan opportunity. That is ny
presentation. Thank you.

MR PERRY: Next we have Patrick Rowe, fromthe
[ Di ssem nation Support Division]--1 think it is currently called
the O fice of Public Records [OPR]?
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MR. ROWNE: That is correct.

MR. PERRY: (Ckay. At the Spring Al PLA Interference
Comm ttee neeting, Chief Judge Stoner reported that the [Ofice
of Public Records] agreed to expedite file wapper requests for
cases involved in interferences. M. Rowe is going to give us a
report on [OPR] and what we need to know about getting files as
qui ckly as possi bl e.

MR. RONE: Thank you. Good afternoon. | amhere at the
invitation of Judge Stoner to provide you with sone information
on how parties involved in an interference can obtain copies of
files. The Ofice of Public Records is essentially the retai
sal es area of Patent and Trademark O fice. W record assignnents
and rel ated transactions, prepare certified copies of office
records, and sell patent and trademark copi es.

Last year we produced and shi pped over one mllion
docunents. The hardest orders for us to fill, and potentially
the nost frustrating for you, the custoners, are the four to five
t housand that are for copies of file wappers and contents.

Wiy, you mght ask, that is a very small percentage. Well,

unli ke patent copies or certified copies of patent applications
as filed, which are produced on demand from online inmge stores,
file wappers are in paper, and, particularly when it cones to
interferences, they are alive and noving around the PTO, wth
both PTO staff and the public hunting them down to nake copies or
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revi ew a paper.

Several years ago, the Board asked ny office to serve as the
central clearing house for public orders for files involved in
interferences, simlar to the way we fill orders for files
| ocated in the Ofice of Comm ssioner and the O fice of the
Solicitor. This initiative had two purposes. First, to ensure
the integrity of hot cases by keeping themw thin PTO hands. And
second, to provide fair and equal access to copies for al
parties.

This process kept better control of files once they were
received in the Ofice of Public Records, but it did not address
t he problem of getting our hands on the files. It is "hands on
the file,” not the nunber of files or their size, that determ nes
when an order can be fill ed.

In a few m nutes Judge McKelvey will be outlining a new
procedure at the Board designed to get files into our hands so
that, in turn, ny office can get copies to you routinely.

Qur goal is to copy and fill orders for interference files
wi thin fourteen days of receiving the files and conpl ete orders.
Files are di sassenbl ed and papers copied in the sane order in
which they are found in the file. W do not reorganize them
because our objective is to return themto the APJs just the way
they sent them over to us.

We send conpl eted orders via delivery service--UPS or
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Federal Express--because of the tracking and delivery
verification capabilities available. Each Custoner Service
Representative has access to the UPS and Federal Express tracking
home pages on the Worl dwi de Web and can verify delivery of

orders. Full names and exact street addresses are critical. For
nost calls reporting, "W never got the copies,” it turns out
that sonmebody in the firmis mail room signed for themthree weeks
ago.

| f orders include the E-mail address of the recipient, we
will send themthe air bill or ground track nunber of the
shi pmrent when it is dispatched, so that they can track it
t henselves until it hits their desks.

Judge Stoner nentioned file access, our plans for getting
files to you quicker and the arrangenents that have been made,
and | would like to note a few statistics. During the nonth of
Sept enber, the average tine to turn around files fromthe Board
in ny office was 4.38 days, but fromyour perspective, the total
turn around time was al nost forty days because, again, the
problemwas finding the file and getting it to us. Copying, once
we get the file, is really the easiest part. The battle is won
when we have the file in our hand.

| would just like to contrast that 39.5, or alnost forty,
days with our experience in the first week in Cctober where we
went into a slightly different process, where our turn-around
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time was 5.2 days but the total turn-around tinme was only 7.1
Judge McKelvey will be tal king about how we have changed t hat
process to get the turn around and make the files nore
predi ctably avail able to you.

| will be available after the session. Ah, thank you, Fred.
Fred asked ne to note, "be sure to tal k about deposit accounts
having '$' ."

We fill our orders from deposit account authorizations, and
we have had cases where attorneys say, "Okay, charge the deposit

account," but the accounting departnent in the firm has not
repl eni shed the account. This can result in delays until checks
get to us. So that is an inportant thing, Fred, thank you.

MR. PERRY: Rick Schafer is an Adm nistrative Patent Judge
and is going to present his observations concerning those things
we do during the prosecution of interference which unnecessarily
conplicate his life and the ways that some of those conplications
can be avoided. As one of the newtrial judges, Rick wll
certainly have hel pful hints on what we need to know about the
revi sed practi ce.

JUDGE SCHAFER: Thank you. Well, | like what he said. |
made up a list of things to talk about, and included on the |ist
are things that | have seen that practitioners have done that
have nessed up their own cases.

So on this list are problens, things that cause problens for
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me or other APJs and things that have actually caused you

probl enms even though you may not have known it. Sone just cause
del ays. Sonme are things that sone of us at the Board think you
just do not appreciate and overl ook. Sone are things that APJs
have indicated that they just do not |like. Some things have
solutions, sone do not. Sone the APJs can control, have not
controlled in the past, and probably will control in the future.
O her things are in the counsel's control.

This list is not conprehensive--or even in any particul ar
order. It is not in order of inmportance. It is just the |ist
t hat was put together.

So having said all that, here you are, you have a client who
says here is this patent that is claimng the same invention that
we are. The first thing people seemto think of is, well, we
will just copy these clains and we will get an interference.
There have been a nunber of cases | have seen over the |ast

coupl e of years where the clients slavishly decide to copy the

claims. Then the Exam ner |ooks at it and says, "Wll, you
really do not have descriptive support for those clains."” But
then the Exam ner ends up accepting the argunment, "Well, we just

want to get an interference,” and says okay, and lets the clains
in, finds the claimpatentable, and then forwards the cases to us
for an interference.

What happens in those cases? Your opponent |ooks at the
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case when the interference is declared and files a notion for
unpatentability under [35 U S.C. 8] 112, first paragraph, and
puts in all sorts of evidence.

Keep in mnd that you do not have to copy clains exactly to
be involved in an interference. All you need is a patentable
claimthat is claimng the same patentable invention as your
opponent. \Wen you decide to provoke an interference, and copy
clainms in sone way, make sure you have witten descriptive
support for that claim You do not have to have the identica
claim |If you can make an identical claim that is fine, but
make sure you can nake it.

| have seen interferences where the party has |ost on
[section] 112, first paragraph, on the descriptive support when
they did not have to. They did not have to copy the clains
exactly to be in the interference.

Let's go on to some things about files. Pat nentioned
getting copies of files and ordering copies. There seens to be a
m sunder st andi ng by a substantial nunber of peopl e--of course,
nobody in this roomwoul d have this m sunderstandi ng--about what
exactly is an interference file. W have a |ot of people cone to
us and say, "W ordered the interference file and | did not get
copies of ny opponent's application files.”™ The interference
file does not include the involved applications and patents.
Those are separate files. The interference file is actually a
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separate file, with that interference nunber that you all get,
that has all the papers and exhibits for the interference. So
when you receive the notice of declaration and an order to file
requests for copies by a certain date, you want to request the
i nvol ved applications. |If there is a patent involved, you want
to request a copy of the patent by its patent nunber. |If there
is an application that your opponent has or any benefit
applications, you want to request them by nunber. Pat wll be
happy to fill those orders.

Al so, when the requests for copies are filed with us, we see
that attorneys are asking for a copy of the interference file.
There really is no reason to ask us for a copy of the
interference file when you are a party. Everything in the
interference file, you have. Every paper. The [Form PTQ 850
the Exam ner fills out, any other papers that were before the
Exam ner get copied to you as part of the declaration. |If you
ask for a copy of the interference file, you may just slow things
down.

Anot her thing that happens related to the interference files
is maybe you have a client that is concerned about infringenent
under a patent, so you look into the patent and you find that it
isin interference because there is a notice of declaration in
the patent file. The first thing you do is order a copy of that

interference file.
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Pendi ng interferences are not available to the public. That
is right in 37 CFR 8 1.11(e). Unless that interference is
termnated or there is a judgnment, and then if it involves or
|l eads to a patent, the file is unavailable. Pat gets a |ot of
requests for interference files that just are not available to
the requester. Pending interference files are only avail able for
i nspection and copies by the parti es.

When you are in the interference, as you know, there is a
| ot of notions--we have interferences that have an awful | ot of
noti ons--and one of the things APJs said was that there are just
too many notions fil ed.

Now, | guess one approach we could take would be to restrict
t he nunber of notions we let you file, but then you are al so
faced with certain estoppels if you do not file a notion. You
are going to be estopped fromraising certain issues in future
proceedi ngs, so that would be a pretty harsh rule.

So as far as the nunber of notions, | guess there really is
not a good solution. Al we can do is rely on the judgenent of
counsel as to what notions they are going to file. O course
that is part of what your client pays you for is to give them
advice and for you to exercise good judgenent.

It seens hard for nme to believe that you need, and it is
really necessary for a party to file, forty or fifty notions. W
have those interferences. Probably none of you have done that,
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but you have probably been on the other side of sonmebody who has
done that and you had to oppose forty or fifty notions. It is
hard on you also. But it is also hard on us because of the
nunber of papers that we have to | ook at.

Anot her conplaint by the APJs is that the papers that are
received are just too long. One APJ showed nme this norning a
brief that was over 500 pages. It was a brief for final hearing
so there were a lot of issues, but still, that is an awful | ot
for an APJ to have to digest and conme up with a decision on,
especi ally when you have an opposing brief and then you have a
reply brief to deal wth.

My personal solution to that is to inpose page restrictions.
| do it for nmotions. M personal choice for notions is, if you
cannot tell ne what your problemis in fifteen pages, per notion,
then I do not know what the problemis. It is just ny belief you
can do it in fifteen.

You can also nove, if that is really too few, to have the
page limt taken off in a [37 CFR 81.] 635 notion for a
particul ar notion, giving me an explanati on why you need nore
pages. The sane would be true with briefs. [If you are famli ar
with Federal Circuit practice, they have a fifty page limt.
Cases worth mllions and mllions of dollars to the conpanies
involved turn on fifty pages. Oten the attorneys do not need
the fifty pages. | do not know that fifty pages would be a good
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l[imt. | have never set one at fifty pages, but | think five
hundred pages is probably excessive.

Oten when you are in an interference, you will |ook at your
opponent's cl aims and decide that they are unpatentable. You
have evi dence that shows that those clains are unpatentable. 1In
particul ar, they are unpatentable over sonme prior art. Now you
will help us in our decisions if, when you allege that the clains
are unpatentable under [35 U S.C. 8 102(b), for exanple, you go
t hrough your opponent's clains, elenment by elenent, and identify
where in the prior art that elenent is taught. |If your notion is
based on [35 U.S.C. 8§ 103, you do the sane thing: you go
t hrough the closest prior art, show us where each clai mel enent
is taught or suggested. Identify the differences and explain why
the rest of the prior art renders those differences obvious.

Al we are asking is exactly what you expect Examiners to do
in ex parte prosecution. That is what you want from Exam ners
when they reject your clains. That is what we want to hel p us
out and al so hel p keep the issues clear as the opponents respond.

Now often after a decision either on notions or even after
final judgnent, you find it necessary to file a request for
reconsi deration. Well, a request for reconsideration is not just
anot her opportunity to re-argue your case. Merely arguing that
the earlier decision was wong and re-arguing a point does not
neet the standard for a request for reconsideration. The purpose
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of a request for reconsideration is to show where the

deci der--whether a single APJ or a panel--erred in the |aw or
over |l ooked sone critical fact. You should point out in your
request for reconsideration what the specific matter is that was
over | ooked or m sapprehended, show where you argued that point
before the earlier decision. You should point to the statute
that you are relying on that was overl ooked, or the PTOrule, or
a precedential opinion that was not correctly followed, or sone
specific fact with a citation to the record where you previously
argued it.

You shoul d al so summari ze what you argued before, what your
opponent argued, and what APJ or the panel said because, by the
time your request for reconsideration comes in, we have probably
handl ed twenty or thirty different substantive matters, so we do
not have a recollection of it. You can wite your paper to give
us information so we have a good recollection of it, and mnim ze
our need to go back and read all the papers again to see what you
argued, and what exactly we said in response.

Sonme of the APJs have nentioned that, when you are getting
ready for final hearing and you file a record, that the record is
not well-organized. Oten it is very large. One approach is, if
you can, to put together the record and Bates nunber it. Then
when you file your briefs, you refer to the particul ar docunent
or the particular testinony and the page nunber that you are
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referring to of the record. It is somewhat anal ogous to the
practice for filing your record in the Federal Circuit. You put
t oget her an appendi x of the record that is Bates nunbered from
begi nning to end, and then both parties have those Bates nunbers
to use when they are referring to the record.

Sonme of the counsel have adopted this. As soon as they
start putting together and filing docunents, affidavits, and
testinmony that will ultimately end up in the record, they begin
consecutively nunbering their papers. Wen we have this huge
coll ection of docunents, that it nmakes it easier for us to find
them and get to them and facilitates our making our decision
faster.

Fromtine to time in interferences, we have seen an
applicant or one of the parties rely on sone data or information
in the specification for proof of the truth of the matter in the
specification. The specification is only proof of what is
described in the application. It does not prove the truth of any
matter that is stated there or any data or any tests that were
done. Wat you will need to do is conme in with an affidavit or
decl aration by sonmebody with firsthand know edge of that
information or of testing that was done.

During the testinmony period, you will be cross-exam ning
affiants or declarants and you may have a counsel that does a | ot
of objecting to your cross-exam nation. There is a general rule
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that we apply in interferences that people do not seemto be
aware of. The fact that you object to a question is not a basis
for the witness not to answer the question.

The objection goes on the record and, if it is a matter of
formor sonething, you can correct the question, but then the
wi t ness shoul d answer the question. Unless, of course, your
objection is that it is privileged. Then there are other ways to
handl e objections for privilege, including getting the APJ on the
phone to settle the issue or filing a notion very pronptly after
t hat day's deposition concl udes.

Just to re-enphasize that, an instruction to a w tness not
to answer a question is always inproper unless its relates to a
privileged matter.

Sonme of the APJs have commented that, with respect to
notions in particular, counsel are not proving their case in
their notion paper. In other words, counsel is not proving a
prima facie case of entitlenent to relief requested in their
notion. Renenber, if you file a notion, you are trying to change
the status quo. So you have the burden of proof. Your burden is
to show prima facie that you are entitled to the relief you are
requesting. Any proofs you need, any evidence you need, should
come in with the nmotion. You should not wait until you file your
reply to conplete your prima facie case.

The solution that a nunber of us have adopted is, if we | ook
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at a notion when it is tine for decision and we see that the
notion does not set out a prina facie case, we will deny the
notion. We will never get to the opposition or to the reply. So
keep in m nd when you are filing a notion that you have the
burden to present a prim facie case.

The last thing | will say, again, relates to what happens in
the notion papers. | amseeing a |ot of characterizations of
opponent's argunents. For exanple, "M opponent's argunent is
ridiculous,” or, "My opponent makes this picayune point." That
does not help your case. Wien | read that, and to a nunber of
ot her judges, that says your best case is to slinme ny opponent.
If their argunent is ridiculous, you can show on the facts and
the | aw why your opponent is incorrect. Stick to the nerits.

You do not have to characterize the opponent's case. It just
| eaves the inpression with ne and others that your case is weak.

| think that about exhausts ny list of horribles or whatever
you want to call them Thanks.

MR. PERRY: Jerry Voight is with us from Fi nnegan Hender son
He is currently chair of the ABA Interference Commttee,
Commttee 152. Jerry is going to talk about sone problens from
the point of view of the private practitioner. | think he is
hopefully going to share with us his thoughts on what he I|ikes
and dislikes on the orders currently being issued by APJs in

i nterference cases.
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MR. VO GHT: Thank you, Lawrence. Indeed, what | want to
talk about--and | think it fits very well what we just heard from
Ri ck Schafer--are things fromour, the practitioner's, side of
the table, that the Board is doing that work or do not work.

In my remarks, to the extent | nention things that work,
they are ny own corments. To the extent | nention things that
Board nmenbers may consider criticism they come from ot her
menbers of nmy conmittee.

(Laughter).

One of the things that our commttee has di scussed, and been
troubled by, is a lack of uniform procedures and the |ack of
uniformty in the interlocutory orders.

In my career, going back, as you can probably tell, a |ong
time, even before the 1985 rul e changes, the procedure has al ways
been very simlar. A uniform procedure existed in al
interferences. In about 1995, we started seeing all of the APJs,
or nearly all of them adopt their own interlocutory orders and
the procedures started to vary a great deal.

| am pl eased to find out that we are going back to a uniform
procedure. The lack of uniformty we went through probably
served a purpose. | think it allowed the Board to experinment
with some things. W found sone things that work and do not
work. So | really do not want to be too critical of the Board
for having done it, but it does present a problemfor all of us.
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Come up with any order you want, it does not matter too nuch, if
you have only a single interference. But take people |ike ne and
virtually everybody out here in the audi ence, we have a | ot of
interferences and | think it is a bit of a trap if we have to
deal with ten different procedures or ten different interlocutory
orders. They all have differences and sonetines they are kind of
subtle, and it is not so easy to pick up on the differences.

Anot her thing--nmaybe this is also going to be noot, | hope
so, with the new procedures--with regard to the interlocutory
orders, they all end with a section that sets forth due dates,
but hidden in that order are inevitably other due dates. Quite
frankly, | think that is a bit unfair. It is a trap for us.

| went through an order just today and the first date set at

the end of the order was for filing identification of the |ead

att or ney. There was another date, only five days after that
date, that was hidden in the mddle of the order. It is really
easy to mss that. Indeed, having due dates set forth at the end

of the order is alnpbst a trap when you have ot her dates hidden in
the m ddl e of the order.

| hope when we cone to a uniformorder, that all the due
dates are set forth at the end or in one place.

| also want to note that my conmttee did offer at one tine
totry to draft a uniforminterlocutory order. At that tinmne,
there was little interest in our offer. The project evolved into
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an attenpt to cone up with a uniform cover sheet for
interlocutory orders. The cover sheet included a nunber of
itens, often with several alternatives. The appropriate
alternative could be checked, and dates filled in, to give you a
clue, even on a quick read, as to what was in the order.

| certainly do not think that is necessary if we are going
to goto auniformorder. | think a uniformorder indeed is a
good way to go and | conmmend you.

Anot her thing that has been tal ked about today is providing
files. | ampleased to know there is progress bei ng made there.
It has probably over time gotten better, but I will tell you this
has been a real problemfor us. W cannot obtain files. O
course, | know this is out of the hands of the APJs, and it ought
to be. APJs should not have to deal with that kind of detail
but while it has gotten better, it is not a problemthat has gone
away. Indeed, the APJs often have to get involved so you can get
the files so the case can go forward.

Sonme APJs require the parties to exchange copies of file
histories. |If the parties want to do it voluntarily, fine; but |
do not think that is very satisfactory. For one thing, you do
not know for sure if you are working with the same file that the
Patent OFfice is. And, inevitably, when files are exchanged, you
get information that is not present in the Patent Ofice file.

Ni ne tinmes out of, probably ninety-nine tines out of a hundred,
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it is innocuous information, nothing that really hel ps you--and
hopefully it does not hurt you, if you are the one producing the
files--but it is alnobst inpossible to extract out everything that
you have in your file that was not in the official file history.
Just a sinple exanple. M file is going to show when an
of fice action was received and it is virtually inpossible to
obliterate that information. Does anybody care? | do not think
so. Wwen | have had to exchange files, this has never bothered
me, but you just never know. There are things in there that
maybe you shoul d not have to give up. So | think requiring the
parties to provide file histories is not a satisfactory answer.
There are other problems with it, too. Sonetinmes--and it is
true of all of us here--1 take on interferences in cases where |
had nothing to do with the prosecution. | do not have any idea

what shape those files are in or if they are accurate or

conpl et e.

MR. FRANK PAINTIN. Let ne say one thing, Jerry. | agree
with you. | had an interference where a party had filed an
anmendnent canceling sonme clains by facsimle. It was never

entered, but when you got a copy of that party's file, it |ooked
i ke those clains were cancel ed, and they never were cancel ed.
MR. VO GHT: That is a better exanple than any | cane up
with. That is the sort of problemyou run into. | really do
appreciate the inportance of the integrity of the files and |
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know you have had real problens with that. 1 understand that,
and you have to control that, but there nust be a better way.

One thought | have had was naybe the parties should receive
a pre-interlocutory order setting up the interference that says,
"Your case is about to go into an interference. |If you would
like to get copies of all file histories, along with the
declaration of the interference, send in a fee." | do not know
if that is workable or not, but | am sure that sonebody can cone
up with a better procedure than we have now.

Anot her thing that our commttee has tal ked about is the
time for serving prelimnary statenents. You go way, way back,
prelimnary statenments were served as the first item of business.
Then we went to the newrules in 1985. | think it is clear the
new rules inply that prelimnary statenents are to be served
after notions are decided. That is what everybody did for ten
years. Then, in about 1995, sonme of the APJs started deciding
first thing we are going to do is exchange prelimnary
statenents. | do not know who was the first to come up with it.
M ke Sof ocl eous was the first APJ | saw doing that. W have
tal ked about this in our conmttee and cane to the concl usion
that an early exchange works pretty well. The commttee did not
seemto care too nmuch when you are required to serve the
prelimnary statenents but generally tended to favor doing it

early.
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This appears to be where we are headed again; one of the
first orders of business is going to be to serve the prelimnary
statenents. | think it is probably not a big advantage, but it
does i mredi ately sonewhat crystallize and focus the issues. On
bal ance this is a better way to go.

Anot her thing that works is the requirenent for nandatory
settl enent discussions. Sone of the APJs have in their
interlocutory orders a requirenent that the parties have
settl ement discussions and report in a tel ephone conference what
has taken place. | do not know who originated this, but Marc
Carof f was the first APJ | sawdo it. | have found it works. |If
the case is not going to settle and there is no interest init,
you find out early on, and it is not a lot of work for the
att orneys.

On the other hand, if there is a chance for settlenent, you
may settle it right up front and save everybody a |l ot of tinme and
nmoney. Most inportantly, | think it works because sonetines
neither party wants to be the one who raises settlenent first.
They think it is a concession of weakness. By having the APJ
require that you enter into settlenment discussions, you do not
have to worry about being perceived as weak. "Wy am | raising
settlement? | amraising it because the APJ told nme to."
| would urge that mandatory settlenment di scussions be

included in the uniforminterlocutory order, if a uniform
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interlocutory order is adopted.

Sonmething | think that does not work is the requirenent |
see fairly frequently nowin interlocutory orders that the
parties nust confer before they file [37 CFR 8 1.]633 noti ons.

It is not always all Rule 633 notions but at |east Rule 633(c)
and Rule 633(i) notion, the notions that involve refornulating or
anendi ng the interference.

As background, prior to the 1995 rul e change, the proposed
rules included a requirenment that the parties confer before they
filed a Rule 633 notion. As you all know, the rules require you
to confer before you file a Rule 635 notion. The proposal was to
expand this requirenent to include Rule 633 notions as well. The
Bar was not really happy with this proposal. | was one of the
people fromthe patent bar who testified against that proposal.
| ndeed, | urged the elimnation of the requirenent from Rule 635.
In my experience, conferring with opposing counsel is a waste of
time for everything other than nonsubstantive matters, such as
extensions of tinme. Nobody ever agrees on a substantive matter,
so all the requirenent does is add a step that does not
acconpl i sh anyt hi ng.

It is bad enough with Rule 635 notions, but what happens now
i f your opponent is going to file a Rule 633(c) notion? You are
sitting in your office, the phone rings, and your opposing
counsel is on the phone. He proceeds to read you a new count
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that he wants to propose that is five pages |long. Wen he gets

t hrough readi ng the proposed new count to you, he gives you about
three quick sentences as to why this is so nuch better than the
present count and why it is good for you. Then he says, "Do you
agree?" You suggest that maybe you would Iike himto send it to
you in witing so you can consider it nore carefully, but you
will take his comments under advi senent.

What do you get the next day? You get a letter stating that
the APJ's order requires the parties to confer in good faith and
try to work these things out and you are not conferring in good
faith. Mreover, the basis of the notion has been explained to
you and your refusal to accept such an obviously neritorious
notion shows you are not acting in good faith.

Anot her thing that happens, your opponent calls with
sonmet hing nore sinple that you can understand, and you say
sonmething like, "Ch, I don't know, | understand your proposal and
| certainly think fromyour standpoint it seens reasonable.”

The next day you get a letter that says, "G ad that you agree
with nmy position.”™ Then you nmust wite your opponent a letter,
and you go back and forth and call each other nanmes for five or
six letters. The upshot is that you end up spending tw ce as
much tine to get that notion done because you have had to respond
to five different letters explaining why, indeed, you are not
acting in bad faith. This really has not advanced the case at
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all.

To make it worse, typically orders require you to file a
certificate stating all the facts and reasons in support of the
notion discussed. You may also be required to identify the
i ssues of fact in dispute and state why the opponent disagrees.
| always thought that was the purpose of the notion, the
opposition, and the reply. It seens we only need a single paper
now because it will all be in the first paper. 1In fact, to get
to that stage, we have to have gone through the whole notion
period in advance. It really, truly, doubles the cost and
acconplishes nothing. So that is one thing I hope will go away.
In all fairness, sonetinmes maybe the conferring requirenment does
focus the issues a little bit, but at a terrible cost. It truly
doubl es the cost and it takes tine.

Anot her itemthat our conmttee has addressed and conpl ai ned
about is the lack of published Board opinions. All of us on the
out si de know that the Board is dealing with and deci di ng
i nportant issues every day, but the only opinions we see are in

our own cases. There just are not any published Board cases.

Now, | have heard that you are going to do sonething about this
but I have not seen it yet. | urge you to start publishing Board
decisions. They will be very, very helpful to us on the outside
and | think hel pful to you because we will have sonme common

ground to work from
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| understand the concern. No APJ wants to be bound by a
panel that he or she was not a nenber of--or even a panel he or
she was a nenber of--but | think that concern can be addressed.
Publ i sh the decisions and nake themcitable. Do not do as the
Federal Circuit does and rule we cannot cite them You do not
have to make them binding. You can say this is a non-binding
opi ni on. | will be perfectly happy with that, but,
nevertheless, it should be citable as authority, even though
non- bi ndi ng aut hority.

One last comment on sone things that the Board does right.
Qur committee neets on a fairly regular basis and at every
nmeeting there are sone APJs that attend. | know that is true in
the AIPLA conmttee, too. Thank you. That is very helpful. The
Commttee really is thankful. | hear repeatedly that a reason
peopl e cone to the neeting i s because you are there and we can
get your insights and comments. It is very helpful to us. W
appreciate it.

| think you can say the sane thing with a neeting |ike we
are having today, and particularly the comments Ri ck Schaf er
made. Also | would |ike to nmention there was a paper that Judge
McKel vey put out within the |ast year containing various
gui delines. Those are really very helpful to us and we
appreciate it. Thank you.

MR. PERRY: Thank you, Jerry. Paul Mrgan is here with us

- 37 -



10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

today from Xerox. He is a past chair of the AIPLA Interference
Commttee and the Board of Directors. Paul is going to give us
his thoughts of interference practice fromthe standpoint of the

corporate attorney.

MR. MORGAN: Thank you. | have handouts so you can scribble
on this instead of having to take notes. This will save tine.
wi |l probably have to cut these remarks short anyway. Also, the

Comm ssi oner has al ready stol en considerable of my thunder
because | conpletely agree with his characterization from our
st andpoi nt.

COWMM SSI ONER DI CKI NSON:  That is because | was a corporate
practitioner for nost of ny career.

MR. MORGAN: That is why | amhere. | am as usual, the
sol e corporate practitioner. Thank you very nuch for inviting ne
as the corporate representative.

| am al so the Al PLA Board nenber |iaison to the Interference
Conmittee, so | have to make the usual disclainers that these are
per sonal opinions. Although, in fact, they are not personal
opi ni ons.

| have one specific Al PLA Board resolution to present in
this paper, which was just passed by the Board | ast year, which
we think will shorten interferences. To be honest, | have
circulated this paper to a nunber of people that really are
interference practitioners, that is the navens of the business,
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many of whom are here, and had remarkabl e agreenent that what |
amgoing to say is what they would like to say but maybe do not

want to. So | think that it is fair to make that statenent.

| would like, first of all, to agree with everything that
Jerry Voight just said. | have already agreed with everything
t he Conmm ssioner said. | amalso going to agree with everything

that Ray Green is going to say because | have read his paper. So
there is remarkabl e unanimty there.

| do not have any silver bullet. There is only one silver
bullet--first to file--and we are not going to get it,
politically. So, therefore, we have to live with the system
What | have tried to present is a few bullets that are not
silver, but I hope will do sonme good to kill sone very
unnecessary interferences, which, in my opinion, are clogging the
system and, therefore, give nore tine to the Board to handle the
real interferences, that is, real priority contests. There is no
way we are going to make real priority contests sinple, cheap, or
fast in ny opinion, but it would help if we got rid of sone of
the ones that are not even really priority contests.

Oh, also, | forgot to agree with the Judges. Excuse ne.
support the concept of the trial judge systemin a Trial Section
in principle, but in action is the concern, and the real concern
is whether the way it is operated will provide what the Al PLA and
what the previous Al PLA and ABA interference commttees, and one

- 39 -



10

11

12

13

14

15

16

17

18

19

20

21

22

23

24

of the resolutions of Maurice Klitzman's comittee before, have
sought and that is primarily the quick, cheap disposal of
interferences that should not be interferences. | amgoing to
get into that.

| could spend only ten seconds to explain what the corporate
attorney view of interferences is because it is universal, shared
by the client, and easily stated. W do not like interferences
and we would like to get rid of them Since we cannot do that,
the question is what can we do to nmake themvery nmuch faster,
cheaper, sinpler, and |l ess frequent. Those views, of course,
shoul d not be surprising since we are the only ones paying the
entire cost of the system both on the Patent O fice side and the
Bar si de.

As | think many of the Board nmenbers have pointed out in the
past, the interferences are aggravating even our serious ex parte
appeal s backl og probl ens by diverting Board resources from ex
parte cases. | hope that is not overstating the case, but |
think it is a fair statenent.

In short, we think we are the real "custoners." | put
custoners in quotes because | know this is a popular word in the
Patent O fice, and | hope that will be taken in that context. W
think the system ought to operate for the benefit of the
custoner, which is us, rather than people inside or outside the
Patent O fice who practice in this area, notw thstanding the fact
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that I have an extrenely high regard for the professionalism of
the people that practice in this area, both inside and outside
the Patent Ofice.

| also think it is inportant to note that, while
interferences are infrequent, that nunber is very deceiving.
Many are very inportant. There are a nunber that are del aying
commerci alization of inportant new technol ogies, two or three
Nobel Prize-wi nning topics, and a nunber of other inportant
inventions that end up in interferences and are del ayed for the
public. | think it is hurting the econony as well the public.

| nmean, ask the question: Wwo wants to nmake | arge
investnments in a new technol ogy--factories, devel opnent,
what ever - - when t he ownership of that technology is going to be
tied up for years in a |legal dispute that cannot be expedited?
There is no systemfor prioritizing or expediting publicly
inmportant interferences fromthose that are not. | have been
predicting for years that we are headed one of these days for a
public relations disaster for the Patent Ofice as a result. W
concern is hasty action by people who do not understand what
[35 U.S.C. 8 102(g) is all about. W all know what hasty action
in Congress can do, so we do not want to invite that.

| think we ought to try and fix the systemas nuch as we can
if we cannot get first-to-file.

One of the aspects where corporate practitioners may differ
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frominterference specialists is that we are nuch nore eager to
avoid or settle interferences. | do not have any specific
recommendations in that regard, but we do find it difficult to
settle interferences. Sone of those difficulties are due to

| egal uncertainties, one of them being created by the Patent
Ofice's new Rule 658(c), the expansion of interference estoppel
to both parti es.

We also think that settlenents were easier in some cases
under the prior interference rules. This ties into one thing
Jerry said. | amold enough to have practiced under the old
system and have felt that settlenents were easier when the first
thing you did was file prelimnary statenments. Since you knew
that was com ng, yours was going to be served and the other party
was going to see your prelimnary statenent and see how bad your
case was--this was a very strong i nducenent to a fast settlenment.
| wonder then if we ought to reconsider going back to that
previ ous practice rather than the present system in which,
before filing prelimnary statenents, the parties are wasting a
ot of tinme and noney, nud slinging on every possible
non-priority issue in the notion period, because in the present
practice you have to do everything at once in the first three or
four nonths.

The virtual absence of any effective discovery in
interferences does not help settle the cases either, but
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corporate people talk out of both sides of their nouth on this

i ssue because they also do not want to pay for discovery, so we
do not want discovery in interferences, but it is admttedly a

problemw th settl enments.

In general, | think | have to say that every outsider to the
present interference systemthat | have ever talked to is unhappy
with it, including many of ny fellow Board nmenbers in the Al PLA
They are frustrated and unhappy. They do not quite know what to
do. They do not like it, but they do not know what to do about
it.

Even a lot of you insiders | think are frustrated with nmany
aspects of it. Everybody agrees the current backlog is sinply
unaccept able. W cannot have a high technol ogy society that takes
years to deci de who owns sonething in the new technol ogy.

To quote one of the Board nenbers, we are not interested in
just putting nore patches on a | eaking canoe. W want to see
sonme re-engi neering changes that are serious or, in the | atest
corporate jargon, nore "out of the box" thinking. Thus |I am
pl eased to hear that the Board seens to be considering just that
and not just sonme nore rul e tweaking.

However, then it gets to the real question of what
re-engi neering would really help. As | said before, corporate
practitioners are frustrated because nost of them do not know
enough about the details of the Byzantine conplexity of
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interference practice to even nmake intelligent rule suggestions
or even participate in the conmttees. For years | was the only
one that showed up froma corporation in the Al PLA

In brief, we want maj or changes comng fromthe Patent
Ofice that will help the 99.9 percent of the Patent Bar who
regard interferences as the bane of their practice, and who pay
for them W do not want to pay for nore changes that just make
life easier for Board nenbers, either.

CGetting back to what | said before, |I think the proposal we
are nost concerned about with this newtrial systemis will it
acconplish the reforns that we have been specifically requesting.
To summari ze those refornms, the nbst inportant are stopping
i nappropriate, unnecessary interferences up front, fast and
cheaply, with sunmary judgnents. | amcalling them sumrary
j udgnments, even though, as you all know, that is a very limted
termin interference practice under the present rules.

Especially stopping interferences where there is no real
interference at all--no actual priority of invention contest.
The worst of that situation in particular is where junior
pat entee parties do not even have so nmuch as a prima facie
priority case or interferences subject to [35 U S.C.] 8§ 102 or
§ 135(b) statutory bars, even though Fred tells nme there is no
such thing as a 8§ 102 bar in an interference, but there are sone
cl ose cases, | think, or interferences over unpatentabl e subject
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matter for other reasons.

| will discuss that in alittle nore detail later if | have
time. Cut nme off if I run over, okay?

Getting back to why it is inportant. It is of vital
i nportance fromthe corporate viewpoint that dispositive issues
be summarily deci ded before the parties are forced, as they are
now, to spend, up front, up to hundreds of thousands of dollars
and a great deal of wasted tinme within the first three to four
nmonths of an interference. That is the present system

That is because we are required to raise, support, and
respond to every possible notion topic plus all the research for
the prelimnary statenents in that very brief initial tinme
period. | am concerned that the system being proposed may nake
t hat worse

This very heavy front-1loading of the interferences, and
interference costs and burdens under the current procedure is a
great waste of time and noney, since alnost all of the issues
that we are now forced to raise all at once in one short notion
peri od becone noot or never get deci ded.

Al'l those rush-filed papers are sinply, typically ignored by
the Patent Ofice for approximately two years and then not
actually rul ed on by anyone for yet another two or three years,
if ever, and only if repeated in final briefs. The first part of
that I hope will get changed by this new system
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Thi s uni que and arcane procedure has not shortened
interference pendencies, it just runs up bills and paper worKk.

Furthernore, this procedure is conpletely at odds with
nodern, normal, and comnmon sense jurisprudence, which allows
litigation to be pronptly di sposed of on any one dispositive
i ssue before costly tinme-wasting by the parties and the judge on
every other possible issue. Wuld any good district court judge
drag parties through a nulti-year, nmulti-issue, patent
i nfringenment suit when one fatal defect in the patent could end
the litigation before it even starts by summary judgnent? Only
sonmeone who has spent too long in interference practice would
think that is |ogical, or soneone who is not yet been di sabused
of the nmyth that long interference delays are due to the parties
when we all know they are due alnost entirely to the Patent
Ofice.

Well, | think you get ny point.

(Laughter.)

| f the proposed new procedure is going to increase rather
t han decrease the heavy, front-loaded | egal costs and workl oads,
we are against it. Yet ny understanding--and | hope it is wong
because | only heard a little bit about it--is that the Board may
be considering forcing all parties to take up-front
cross-exam nations, which costs us nore than $1,000 an hour, of
every declaration on every notion before deciding anyt hi ng.
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| lack tactful words to fully express my opinion on that
subject. W are not bottom ess gold mnes. W do not think that
the Patent O fice should be inposing major |egal cost increases,
certainly not for small conpanies or private inventors, and it
seens to me to be noving even further away froma normal summary
j udgnment system

Again, as | said at the very beginning, this is not a silver
bull et for every case, but | do think a significant nunber of
interferences could be elimnated up front.

Now | amgoing to get into the AIPLA resolution. | just
want to read the AIPLA resolution and then | will end. In
particular, we strongly urge your immedi ate adoption of the
specific interference reformresol ution passed by the Al PLA Board
of Directors just this year, which reads as foll ows:

RESCLVED that the AIPLA is in favor of having

Adm ni strative Patent Judges require patentees who are

junior parties to interferences by nore than three

nmonths to make a prinma facie showing of priority with

respect to the effective filing date of the senior

party, analogous to the present requirenment of 37 CFR

8§ 1.608(b) for prospective junior party-applicants

before the interference nay proceed.

The Al PLA Board feels that this change could effectively
reduce inappropriately litigated interferences. | have a nunber
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of other specific suggestions, nore bullets, which we think could
al so nake sone ot her changes or inprovenents. Ray G een has sone
specific suggestions that tie into this in terms of how to handl e
notion periods that we think will be nore efficient.

Thank you.

MR. PERRY: W have been waiting to hear from Seni or Judge
Fred McKel vey. Last spring Fred prepared a hel pful hints
paper, which he distributed to nenbers of Al PLA and ABA
interference commttees. | know | found themto be invaluable
and | am sure that everything he has to say nowis going to be
j ust as inval uabl e.

JUDGE McKELVEY: | was volunteered Arny-style by the Chief
Judge, to say sonething today, so | amhere. Thank you

As Judge Stoner nentioned, we are going to establish a Tri al
Section, and we will acconplish sone, if not nost, of the
obj ectives that were nentioned by Jerry Voight.

| think that Jerry Voight's conment about the |ack of
uniformty in interferences will be solved by a Trial Section.
There will be a standard declaration order that wll cover a
mul titude of itens that should help both you and us. There are
copi es avail able here so everybody is free to pick up copies on
the way out. There will also be a standard prelimnary notion
order and a standard testinony and briefing schedule. The latter
may end up being two orders, depending on the situation.
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The orders do not have due dates at the end of the order, as
Jerry suggested, although | amgoing to give that sone thought.
| can tell you that all due dates are in bold. |If the date is
not in bold, it is because it is not significant.

(Laughter.)

For exanple, in an order we may nention dates of this, that,
and the other, but if it is in bold, that is a due date. It is a
practice that | picked up froma district court judge who al so
has an order that did not have all its dates at the end.

| can tell you one reason why we do not put the dates at the
end, and that is so that people will read them | guess in the
i deal world, I would have each counsel initial each paragraph and
send a copy back to me. O course, they mght ask ne to do the
same with their brief, and naybe that would be fair. In any
event, | may take up Jerry's idea, and say in these various
par agr aphs, "as set forth in the |ast paragraph of this order,
you are required to do so and so."

Anot her concern we had was, if we have two different dates
for the same item there could be a conflict there.

Provi ding copies of files has been a definite problem
There were various suggestions, such as "You could |l et us know we
are going to be in an interference and we could order the files
ahead of time," and so forth and so on. | mght give you a
little hint on how we are going to handle file copies. There is
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atime period called "the black hole of interferences,” which is
the tinme period between when the Exam ner decides there should be
an interference and the tinme it is declared.

| picked up one today where the Form PTO 850 was signed in
January of 1997, but it reached the Board in February of 1998.
You figure that out. That is thirteen nonths. There was a
notice in the patent file that you m ght get involved in an
interference. That was July. Then it canme to ne. | can assure
you that the Rule 609(b) statenment was unsatisfactory. It is
goi ng back to the Patent Corps. So there is this black hole, now
essentially a year and three-quarters, where nothing has
happened.

What we intend to do is to note very carefully the day it
cones to the Board. W are going to try in seven days to nake
sure that there are certain things there: all the files, a Form
PTO 850, and a Rule 609(b) statenment. |If any of those are
| acking, it goes back to the Technol ogy Center with an E-mail,
and these will be docunented dates. W are going to try to
figure out a way to |let both counsel know what has occurr ed.
Then you can go back to the Technol ogy Center if you wi sh and
find out why your case has not noved.

If it has all those itens, then we are going to take a | ook
at the Rule 609(b) statenment and the Form PTO 850. Dependi ng on
t he circunstances, but within one nonth, either an interference
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will be declared or it will go back. Wien | say it goes back,
mean the whol e thing goes back, including the files and al

papers. Again, we are going to create a nice little record of
this. W will try to let the counsel know what the problemis

W may be inpeded by 35 U.S.C. 8§ 122 a little bit. Mybe we
can redact the opponent's information in the E-mail.

My | east enjoyable part about interferences is where are the
files. As nmuch as six nonths ago, | was thinking mybe | would
talk to the Chief Judge and do ex parte cases. You cannot work
on an ex parte case when you do not have the file. Cenerally
nobody is trying to order it, so when you do get it, you work on
it.

Basically, as | nmentioned before, all the files nust be
there. Al the benefit files and the involved files nust be
there before we are going to do anything. If not, it is the
exam ning corp's problemfundanentally. They are not supposed to
send it to us without all the files. There is no way you can
tell if sonebody should be accorded benefit unless you have
| ooked at that file.

So we will have the files. The difference between what may
occur in the future and what happened in the past is we are not
going to let those files out. Period. If Conm ssioner Lehman
wants to see the file, we have to figure out a way to tell the
Commi ssioner that, when | aminclined to et himsee it, he can
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see it. Basically, these files are not going out. Wy? Because
we want you to order themfromus as a part of the interference,
and you have fourteen days to do it.

Now Pat Rowe nentioned the deposit account. | had a recent
interference in which Danny Huntington [a nenber of the audi ence]
is involved. | amgoing to talk about that case a little bit.
Sixty files. Danny's account had noney in it. H's opponent's
did not. Those files go out today, when | thought they were
going out last Friday. |If you do not have the noney in your
deposit account, Pat cannot fill it.

What we are going to do is take those orders and put them
inthe files and send them over to what is now called the Ofice
of Public Records--DSD is now old jargon. Both parties get them
at the same tine. |[If you do not order the file in fourteen days,
that order is going over anyway. If you cone in and say, "Wll,
| did not order ny file on tinme," you have a real problem because
no extension of tine is going to be granted based on your failure
totinmely order that file. The interference is going to go
forward

What we hope to acconplish by this is this: we have all the
files, we get the two orders, and you get your files. As Pat
says, you should receive copies within fourteen days fromthe
date he receives the order. So basically, within five weeks you
shoul d be ready to have a conference call to set tinmes for taking
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action during the prelimnary notion phase of the interference.

Prelimnary statenments were nmentioned both by Paul Mrgan
and by Jerry Voight. Qur proposal is to have those served
relatively early and opened early. They are open a week after
they are served. The only reason for not having themjust served
wi t hout being open is because things can cross in the mail.

Since express mail is very fast, you mght actually receive your
opponent's statenent before you have to send your statenent.

The comment by Jerry about settlenent discussions is a very
interesting coment that | had not appreciated. That is what
these neetings are all about. | made a note here that the
attorneys are not our enenies.

(Laughter.)

And that attorneys have client problens. You know, | used
to have a client here. Now the current client, of course, was
never a problem but all the past Comm ssioners--except Jerry
Mossi nghof f--were problens at one tinme or another, not doing what
you want themto do. You know what | nmean. Wich is another way
of saying they do not follow your advice.

| once saw a district court judge tell the court reporter,
"You stop recording and I want to talk to these two folks." This
was not ny governnent client, it was the private client. "Are
you having problens with your client, and is there sonething |
need to put in this order to help you get that client to do
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sonmet hing?" Believe it or not, the attorney said, "If you would
put so and so in, it would be very hel pful.” Then the judge
said, "you can now cone back on the record.”

You can i magi ne what was in that order. | |ater asked that
| awyer about it, and he said he had no nore problens. So there
are ways to get things handl ed the conference calls, and nost
business will be that way. |If you need sonething in an order to
hel p you convince a client that it is the bad guy in Arlington
that wants this done and not you, that is perfectly fine. | nean
that is just sort of, shall we say, working the system and
adm nistering justice in a reasonabl e way.

There will be no requirenent for conference calls with other
attorneys on Rule 633 notions. M own experience is that is
counter productive. However, on Rule 635 notions, | have used a
practice for some tine now that has not only cut down on the
notions, but | think |leads to counsel being reasonable, and that
is no Rule 635 notions may be filed w thout a conference cal
first to the judge.

Wiy? First of all, the party nmaking the notion has to say
"I amgoing to have to tell that Judge what it is | want, and
what | want is not really passing the 'ha ha' test."

| f you do have sonething that is good, then the opponent is
in that same position, "I amgoing to have to tell the judge |I am
not going to give himthe rest of the docunent that he is asking
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for, after I put half of it in evidence and he just wants to see

the rest of it,"” and that is going to have to be explained to the
judge. That notion is granted with no paperwork. Right then and
there, turn it over, it will be sent by FEDEX by four o' clock in

the afternoon. | then assune that is the end of the problem

If it is a conplicated matter, have a court reporter on the
line. W will take the notion and the opposition orally, and we
will decide it right then and there. This is done all the tine
intrial courts, but if it is too conplicated, we may ask for
papers. Either way, nost of the time it should be able to
resol ve itself.

Sonebody m ght ask, "Can | tape record a conversation?" The
problemw || be that the other counsel does not trust your tape
recorder. They will trust a court reporter. So you can work it
out. You may want to nmake a record of this matter. Most of the
time that | have had a court reporter on the line, there never is
a problem

| f you have a problem during a deposition, then you should
definitely call us with the court reporter on the line so they
can read back the question these "unreasonabl e" people are not
answering. That tends to cut down on the "do not answer that
guestion" instruction.

One time | got three calls in one day. | told them if I
get a fourth one, you will be in nmy garage in Dale City,
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Virginia, on Saturday--this was a Thursday on a deposition in

L.A --and there will be a court roomthere, it may not be fancy,
with a court reporter, and we will get this handl ed.

As | said, it took care of itself really quickly. | never
saw t hose people. In fact, they settled the case. You know, we

have a courtroomin Arlington, Virginia. W wll just have you
come, court reporter, witness, and |l awers, and sit right there
and we will direct people to answer if it becomes necessary.
There were sonme other things that | would like to coment on
so as not to take too nmuch tinme. W will set our tinmes with
conference calls, so it behooves counsel to talk and figure out
where they are going to be. W wll try to schedule matters so
t hey can be decided, so that you do not have to hurry up and then
wai t .
You should feel free to place a conference call. One thing
we do not want is an ex parte call to us to discuss what we are
going to talk about in a conference call. | find that very

obj ectionable. W have Adm nistrator Mel Cashion over here. You

can call Mel and say "I need to talk to the judge about such and
such, and sonebody will be available,” but ex parte conferences
with the judges are not appropriate and our orders will make that
cl ear.

One thing we are going to authorize that was not authorized
in the past is if you want to file a ZIP drive or CD ROM di sc at
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the prelimnary notion stage or at the final briefing stage, you
are free to do so. Your opponent does not have to. This is
sonmething that is strictly up to the parties. | have found discs
very useful in trying to find evidence. Wat would be on a disc
could be the specifications, it could be the testinony--by that I
mean the direct testinony in affidavit form-the cross

exam nation, typewitten exhibits that you may have, and so
forth. The briefing papers, for exanple, mght be included.

Then it is very easy to find whether an argunment was made. You
cannot always tell that one was not nade.

There are certain things in this order that may hel p your
case, even though they nay be viewed as sonmewhat of a pain in the
neck by the lawers. Wen an expert witness affidavit cones in,
we want the underlying facts and basis for that opinion. The
Federal Rul es of Evidence authorizes courts to require that and
we want it because it goes to the very weight we are going to
gi ve the testinony.

The option is to wait for cross exam nation. However, if it
isin the affidavit itself, it can go a long way to elim nate
cross exam nation if the opponent sees there is a decent basis,
particularly if it is backed up with docunentary evidence of sone
sort.

The sane applies to scientific tests. W often get
testinmony and argunents about a certain test and we are not
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exactly famliar with all these tests so we want you to explain
the test. In other words, you neasure the infrared of this
conmpound and give us a graph. Well, we want a description of
what that test is and how it works and exanples of it and so
forth, so we know exactly what weight to give that testinony.

| think these are just a fewitens that help you understand
where we are conming from It is one of these things that needs
to be sort of a mutual appreciation. W to sonme extent live in
our little world and assune everybody knows what is going on in
it. | think lawers tend to live in their little world and know
a case a whole lot better than we do. What we are tal king about
here is being able to translate to you what we know that you do
not and vice versa. So we are telling you that we do not always
understand these scientific tests and we would |Iike to have sone
i nformati on.

| will talk about two other things. A practice that | have
used that has been very hel pful is uniform nunbering of exhibits.
W would like the junior party to start with exhibit nunber 1000.
Al exhibits nust be | abel ed consecutively. No two exhibits have
the sanme nunber. |If an exhibit is 1000 here, it is 1000 with the
next witness, and it is 1000 with the third witness. It is 1000
whenever you want to talk about it. |[If you never introduce 1000
into evidence, that is fine, but there will be only one

t hroughout the whol e case.
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The senior party's starts with 2000. This imediately tells
us whose exhibit it is when we see the nunber and there will not
be two with the sane nunber throughout the entire case. Exhibit
1000 in Paul Morgan's deposition is the sane Exhibit 1000 in
Jerry Voight's deposition. W do not have to guess at it.

Lastly, | would like to close with this thought. The nost
difficult problemthat | have had in interferences is the
oppositions and the replies, especially the replies. Wile |I am
alittle bit reluctant to tell people howto argue their cases,
the fact of the matter is you cannot sort out what the issues are
in these cases as easily as it mght seem So we are going to
hi ghly recommend, if not require, that when you file an

opposition, what you say is, "On page two of that notion, it is

ar gued and ny answer is ,“ or in areply
you say, "In the opposition, on page six, line eight, it is
argued and ny answer is ." That is a sinple
way of making sure no new issue is raised. Quite frankly, | have

reached the point where if a newissue is raised in a reply, |
just send the whole reply back. If | cannot tell what is new and
what is not, why waste my tine. It is really unfair to the
opponent to raise a new issue at the end. So if you will follow
our little suggestion, you will be fine. 1In fact, your reply
should be this sinple: "This is in reply to so-and-so's
opposition. On page two, he argues this. Here is ny answer."
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None of this restating your case. |If we do not know it by the
reply, then we do not know it.

Now, Judge Schafer limts things to fifteen pages.
reasoned with hima little bit and, after buying hima couple of
| unches, he agreed to go to twenty-five. Wy twenty-five?
Because after it gets to thirty, when | amon page thirty-one,
forget what was on page one, and when | get to page thirty-two, |
forget what was on page two. | amgetting older so | amjust
sort of getting ahead of it a little bit by having a page limt
of twenty-five.

Jerry Voight had a case with nme where clearly nore pages
were needed. It was obvious it needed nore, we agreed to have
nore and, as a matter of fact, the notion never got filed. It
went off on a different track. W recognize it sonetinmes takes
nore, but still, when | reach page thirty-one, | wll have
forgotten what was on page one.

MR. VO GHT: | probably woul d have, too.

JUDGE McKELVEY: So on the way out you can pick up copies of
these three orders. | guess | should say one nore thing. W are
going to ask people to put a pink sheet right on the top on every
paper filed in an interference because this helps route it
t hrough the Board and get it to the people who are going to
docket papers. Another internal problemwe have sonetinmes is
nmovi ng our own papers through. So buy a good supply of pink
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paper and put one on each filing.

It will also nake it easier for those of us and you who have
to use the interference file because there will be a pink sheets
bet ween each paper in the file, which should help matters
consi der abl y.

So, with that, I will turn it back to you, Law ence.

MR. PERRY: Thank you, Fred.

MR. PAINTIN. Could |I ask Fred one question?

JUDGE McKELVEY: And your nane, Frank, so the court reporter
knows?

MR. PAINTIN.  Frank Paintin. On the idea of requiring
people to order copies in fourteen days, there is a little bit of
a problemwith that. Many interferences are declared while the
file is in the hands of the attorney who prosecuted the case.

The «client hears about it after the declaration and he nay not
get it for a week. | nmean literally, Washington to New York mai
often takes one week and if sonebody says it takes ten days, |
wi Il believe them

At any rate, then there is a problemwhere the client says,
well, | do not want Joe Dokes to handle the interference, | want
a real expert like Jerry Voight to handle it. He may not get
that in fourteen days. | would respectfully suggest you say
twenty-one, at |east, because the mail just--

JUDGE McKELVEY: So if you used FEDEX, you would get it the
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next day, you would elimnate the seven, and we woul d be back to
fourteen?

MR. PAINTIN.  You nean if you send it out FEDEX?

JUDGE McKELVEY: No, if you send your |etter FEDEX

MR. PAINTIN. No, | amnot worried about that, | can fax ny
letter to you. But the declaration--

JUDGE McKELVEY: All declarations are forwarded to counse
vi a Federal Express.

MR. PAINTIN. Ckay, that is--

MR MORGAN: | think I can explain Frank's problem nore
directly. The typical notice of interference is received by an
attorney who does not know anythi ng about interferences, does not
know what it means, does not understand it. It is going to take
him in many cases, a nonth or two to find out who is an
interference expert that he can hire to work on this case for
him and then that guy has to get involved in it.

You hear so nmany tines that interference papers go to people
who are conpetent. They do not. They typically go to sonebody
who does not know anyt hi ng about it.

RAY GREEN: | have sonme comments that | would |ike to nake.

COWMM SSI ONER DI CKI NSON: Paul , you shoul d know t hat one
practitioner has suggested that we make the declaration of al
interferences available to everyone on the stated purpose that,
if they were available to everyone, those of you who specialize
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ininterference practice would be able to nonitor them and nai
CVs and other inportant information to speed up that process.

(Laughter.)

| will not tell you who that was. You m ght guess, but |
will not tell you.

MR GREEN. My nanme is Ray G een. | amwth Brinks, Hofer
Glson & Lione in Chicago, in private practice. | used to be an

i n-house counsel at a corporation, so | can enpathize with Pau
Morgan a great deal .

First of all, I would |ike to thank Chief Judge Stoner and
ot hers who have worked to inprove interference practice in the
| ast few years. W have been maki ng sonme progress, but we need
to make a lot nore. | have revi ewed advance copi es of Pau
Morgan's speech and | agree with nost of what he has had to say.
| agree with nost of what everybody has had to say.

Paul 's speech stimulated in me a plan, which | have here to
present to you, which mght help. | read Paul's speech as saying
here is what the problemis and | said, okay, how can we sol ve
that. So | have sone copies of this to hand out to you

| chair the AIPLA Interference Comrittee for the next year,
but what | have to say reflects ny personal views, not
necessarily those of any lawfirm its clients, the AIPLA or the
Interference Conmittee.

The problemwith interferences today as | see it is that
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interferences try to acconplish too much. 1In 1984, Congress told
the Board that they may deci de questions of patentability, a
jurisdiction that is highly desirable to avoid absurd results
when the Board is aware of non-patentability of clains of
interference parties.

G ven this expanded jurisdiction, it becanme the m ssion of
the Board to settle all issues that were raised and decided in
the interference, or could have been rai sed and deci ded by
prelimnary notion, and that is witten into [37 CFR 8§ 658(c) on
i nterference estoppel.

Wiile it would be nice to decide all disputes between
parties of an interference, the Board just does not have tinme to
do so and will not until Congress lets the Patent O fice hire al
the judges the Board needs to decide all issues raised in
interferences. W need to prioritize.

| propose that the notion period be organized into four
phases, the first of which could be before the interference is
formal | y decl ar ed.

First is the identification and [37 CFR 8] 608 phase. Each
party would be required to identify its real party in interest;
any known existing interferences or appeals that will affect or
be affected by or have a bearing on interference subject matter,
whi ch could be identified prior to declaration of the
interference as the clains which are expected to be designated as
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corresponding to the counts of the interference; and, third, any
prior art or other information known to the party that is
material to the patentability of the claimns.

Each junior party patentee should be required to provide
decl arations of invention prior to its opponent's effective
filing date, anal ogous to those of Rules 608(a) and (b) for
pat ent applicants, before the interference proceeds.

Second woul d be the privileged notion phase. Any notion
all eging that the interference ought not to have been decl ared
because the clains were not patentable over prior art or not
supported by an opponent's specification, or that there is no
interference-in-fact or otherw se, should receive preferred
status and be decided before other notions may be filed. Any
substantive notions not alleging that the interference ought not
to have been declared should not be filed, or if filed, should be
di sm ssed as premature, until the privileged notions are deci ded.

Third would be the prelimnary statenment phase. Upon
deci sion of the privileged notions, the interference would be
either term nated without other prelimnary notions having been
filed or decided, or the parties would be ordered to file
prelimnary statenments. Soon after prelimnary statenents have
been filed, they should be served on opponents and open on the
record.

Fourth woul d be the traditional prelimnary notion phase.
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After decision on notion, or by default in the absence of a
notion, that the interference is properly declared, prelimnary
statenents are exchanged and other prelimnary notions would be
in order. The interference would then continue as in the present
practice.

We need to suspend interference estoppel with respect to
matters not actually decided but which could been properly raised
in all cases which do not reach final hearing, so as to avoid the
need for interference parties filing every conceivabl e notion,
under pain of not being able to ever raise the matter in the
Patent Ofice again. This is partially addressed in the above
schenme by di sm ssing sone notions as premature and term nating
the interference if it is determned that it should not have been
decl ar ed.

The Interference Conmittee's goal for 1998-99 is to nake
priority determ nations in interferences speedy, just and
econom cal. | welcome your suggestions as to how we can help the
Board do this.

Next, a practical suggestion. | would Iike to suggest that

there be a common tel ephone extension available if you want to

talk to one of the Patent Administrators. In one of the cases |
am handl i ng, the judge has said, "I do not want to hear any ex
parte phone calls. If you want to talk, do it by conference
call. 1f you want to have a conference call, call one of the
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Admi ni strators. "

That is fine, but when | call the Adm nistrators, the
Adm ni strators are busy people, it takes awhile to get a return
phone call. [If there was one nunber assigned that sone
Adm ni strator was responsi ble for answering and returning ny
phone call, | could get a phone call back the sanme day and we
coul d get our conference call set up the sane day rather than
taking three days to set up a conference call that is probably
going to take five mnutes.

The Interference Conmttee is neeting tonorrow afternoon at
4:00 p.m in the McLean Roomon the second floor of the Marriott
and you are wel conme to continue this discussion to the extent
t hat anybody would care to. You are all welconme to cone.

Finally I ask you again, what can we do to help you help the
situation with interferences. Thank you.

MR. PERRY: Are there sone nore comments on any of the
proposals or prelimnary coments that have been nade by the
Board or on the scheduling of interferences? Your nane?

FI RST MEMBER OF THE AUDI ENCE: There is a comon thene that
it would be nice if we could settle these natters nore easily,
but that perhaps there is a m sunderstanding that it is just our
clients who get in the way because there are other issues that we
shoul d resolve. Sonetines our clients are quite happy and want
to get rid of an interference, but there are sone things that get
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in the way.

The first of these is the estoppel issue. W have heard
comments on that. Another of these, though, is that the parties
sonetimes agree that we need a three-count interference, not a
one count interference, and we have five other applications
pendi ng that need to be brought in, and we need to resolve al
five applications and all three counts. The problemis that this
can wayl ay that settlenment that we all arrived at.

| woul d suggest that if there is sone way, either by not
needing to bring all of themin or by getting such notions
resol ved qui ckly or perhaps consent being allowed and sinply a
rubber stanp, that it would be very hel pful

SECOND MEMBER OF THE AUDI ENCE: | think what | heard here is
what | get fromclients on every interference. Wy is not there
sone stage notion perhaps. Wy do | have to spend noney on
fifteen contingent notions because you think naybe the count
shoul d be different in one of two ways, and then all the other
noti ons have to be redone three tinmes because of all of that.
That is what we get over and over.

| just got notions in an interference. Twenty-five notions,
ten of which are contingent, depending on what happens with sone
of the other notions. W spent a |ot noney on that. Two out of
six were contingent on our side and the clients should not have
to pay for that. There is just no reason for that.
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MR. PERRY: Anybody el se?

TH RD MEMBER OF THE AUDI ENCE: | just want to coment on Ray

Green's paper. That sounds like a very good idea so you can
avoid a lot of the wasted tine and notion. One constraint,
t hough, is getting rid of interference estoppel. | do not know
that the Comm ssioner has the authority to do that because there
is alot of |law behind that. Any coments on that issue? Wuld
that require a statutory fix?

MR. GREEN. The interference estoppel that | want to get rid
of is what is witten into the rule that says the interference
deci des everything that could have been deci ded by notion, even
t hough it was not decided. That neans that you have to scour and
| ook for all the possible notions that you can find, or you are
never going to be able to raise themagain in the Patent Ofice.
That is not in the statute, that is in the rules.

THI RD MEMBER OF THE AUDI ENCE: How about conmon di scl osure?
Common di sclosure in the case |l aw says that even if there are two
junior parties in the interference, and it is conmon only to
t hose two, you cannot present a claimthat clains that common
di sclosure. That is what | am concerned about specifically.

FOURTH MEMBER OF THE AUDI ENCE: Fourteen days seens |ike an
awful ly short period of tinme. You have fourteen days to request
your files after the declaration of interference, to request the
other side's application files, and that is it, you can never
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have a shot of getting those files again?

JUDGE McKELVEY: No, you can order them again. Watever tine
period we set, if you do not order themw thin that tinme period,
what ever it happens to be, taking into account what Frank Paintin
was saying, you will be able to order them but that is not going
to be grounds for holding up the interference.

FOURTH MEMBER OF THE AUDI ENCE: Ch, all right.

MR ROAE: | would like to add that the key to what Judge
McKel vey and | were discussing was that all of the files will be
on his desk, and then they will cone over together for copying

with the order, but once that order is filled and the file goes
back to him they are "alive and | oose" again, so there is no
guarantee how long it would take to fill an order that you put in
a nonth, two nonths later, saying "I want another copy" because
it is noving at that point.

Agai n, the whole purpose of this is to, in effect, freeze
those files, get themall made before people get a chance to cone
in and take themindividually and we have | ost the package.

FI FTH MEMBER OF THE AUDI ENCE: Wbul d a possible solution be
to make an extra copy once it gets to your office? Then if
someone wants to get a later copy you have a copy.

MR RONE: We make a "library copy"” that we keep for a
period of three to six nonths, but npost often people ask, "Has
anyt hing el se been filed, is there another paper, has anything
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el se been added?" So it is a two-edged sword having a library
copy. Sonetinmes you have to go back and verify if anything
changed, has anything el se been entered.

JUDGE McKELVEY: | mght add to that, there is a space
problemw th just having extra files. In fact, part of our order
will be that we really do not want evidence filed with notions.
When the tine conmes for deciding prelimnary notions, we wll ask
for three copies. Also at final hearing. So we do not have to
store these or risk losing them

SI XTH MEMBER OF THE AUDI ENCE: How do you want to handl e the
references we invariably find when we start | ooking for prior
art? To find these references, we are going to have to cite them
in our applications eventually. Do you mind if we submt themin
the application file without filing a notion during interference?
The problemis, after three or four years, you mght forget to do
that when the file goes back to ex parte prosecution.

JUDGE McKELVEY: | think that is pretty easy. You can file
it in the application file, but I amnot going to |look at it
unl ess sonebody tells nme what it is | have to | ook at.

SI XTH MEMBER OF THE AUDI ENCE: That is fine. |Is that a
general consensus?

JUDGE McKELVEY: But if you do that, you have to serve the
ot her party once that applicationis in interference. | amsure
if there is sonething good in there, they will call it to ny
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attention.

SEVENTH MEMBER OF THE AUDI ENCE: |Is there any uniform policy
about giving tinme for settlenent discussions if parties are in
good faith negotiations, whether or not whatever state you are in
will be stayed, and for how long is reasonabl e?

JUDGE McKELVEY: Yes, we have a fairly uniformpolicy about
that, as a matter of fact. There are two schools of thought on
that matter that | experienced in ny tine as Solicitor. One of
themis the District of Colunbia view-let everything sit around
and eventually it will get decided. It works.

Then there is Judge Bryan's view-the trial is on Tuesday,
you can bring nme a settlenent agreenent or be ready to try the
case. M experience is that the Judge Bryan view precipitates
settlenments a whole | ot faster and noves matters al ong,
especi ally when counsel know. That is not to say you cannot
call, but this general notion that you are going to settle
whenever you get around to it just tends to take a whole | ot of
time.

| f you have a good reason, you should rmake a call to us, but
the general rule is file your paper or settle the case. O |
shoul d maybe state it the other way around: |If you settle the
case, you do not need to file your paper.

These are two schools of thought. They both work. | have
seen themwork. One is nore efficient.
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SEVENTH MEMBER OF THE AUDI ENCE: One al so has the effect of
stifling settlenment. | have clients in different countries and
if you settle and file a paper, it creates a public record of a
| ot of things that you would just as soon get settled. Sonetines
it just takes tine, corporations need tine to get deci sions.

JUDGE McKELVEY: | understand that, but sonetines, if it is
in the order and you can show the order to the client right up
front, it tends to help. | think it is when the policy is not
announced that it conplicates life with the clients, but if you
see it right up there in the front end of things, in the last two
years, | have not had a single case where anybody asked nme for an
extension to settle a case. Not a single one. So naybe they
have different clients.

El GAT MEMBER OF THE AUDI ENCE: I n many biotech cases we have
received requests at the initial stage asking for explanations on
the invention in lay terms. |Is this policy going to be
conti nued?

JUDGE McKELVEY: In ny case it will. | understand English
and Spanish. | do not understand "biotech-ese."

El GAT MEMBER OF THE AUDI ENCE: Well, part of the problem]
have had is sonetines you get an expl anation of what the
invention is and sonetinmes it goes all the way back to Watson and
Crick. Very elenentary stuff, it does not really hel p anybody.

JUDGE McKELVEY: Well, ny explanation is you are not all owed
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to use any word |like "encodes,"” you say "nakes," and things of

that kind. 1 have received excellent papers, excellent, and they
are only ten pages |long, and they have been very hel pful. | have
not sensed any problem | think people should know that | am not

going to hold sonebody's feet to the fire on that paper. These
have to be recognized to be over-sinplified statenents that, once
you get into the nerits of sonmething, nmaybe are not quite a
hundred percent accurate. As soon as the opponent cones back and
says, "yeah, but in that brief paper, so and so said this,” | am
going to say, "yeah, he did, but so what? That was just to
educate ne. What is your next argunent.”

| nmean it has to be that way or people will be reluctant to
do this because it is necessarily over-sinplified. |If you |ook

in the Conmi ssioner's brief in In re Vaeck,[947 F.2d 488,

20 USPQ2d 1438 (Fed. Cr. 1991)], this took place.

There needs to be sonme hunor here. There has not been any
hunmor t oday.

(Laughter.)

In re Vaeck was a bi otech case where an A is hooked onto a B

is hooked onto a C. That is for your benefit, Jerry, and m ne.
Adm ni strative Patent Judge Teddy Gron, who is very savvy in
these matters, wote a brief for ne when | was Solicitor and he
was an Associate Solicitor. It canme in for review and | said,
"My gosh, this is not in Spanish or English,” and | said, "I want
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a summary in here that is in plain English, and | do not want any

bi ot ech words. None." He did a fairly good job of witing it
up, of course, and for whatever reasons, | decided to argue this
case. | was very worried that Judge Rich would be on the panel

So in this over-sinplified statenent that we put in our brief, we
said "It is |like a road map to get from Washi ngton to Ri chnond

wi thout all the speed limts and the stop signs and all this,
that, and the other."

Well, don't you know, | get over to the court and guess who
is the presiding judge. | started in, using the As and the Bs
and the whatever and Judge Rich said, "lIsn't that
over-sinplified?" | had told ny troops that this would happen.
So | went to section two of the brief and started tal king about
encodes and vectors and this and that and the ot her, whereupon he
finally said, "I amhaving a hard tinme understanding this." |
t hought, "Gotcha, Judge."

Judges Archer and Mayer were al so on the panel. They both
chimed up that they would like to see this in the brief from now
on. | always thought that was nice, Judge Rich got overruled two
to one, right there on the bench. It was oversinplified--Judge
Rich was right to make the point--but it hel ped.

NI NTH MEMBER OF THE AUDI ENCE: | wanted to suggest, in |ight
of the comments on not holding a party to what they say in that
| ay expl anation, you may want to consider not nmaking it of record
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in part of the interference file at all.

JUDGE McKELVEY: That is a good point.

TENTH MEMBER OF THE AUDI ENCE: You m ght al so consider, in
the order requesting it, stating that the party cannot use it for
t hat purpose and then you have it right on the paper and peopl e
will not be tenpted to try to use it.

Nl NTH MEMBER OF THE AUDI ENCE: How soon can we expect to see
the inplenentation of the new procedures?

JUDGE STONER: As far as interferences being decl ared,
i medi ately. The interferences declared fromnow on will be
under this new procedure. Interferences that are already in
progress are in progress, but you should see this in a relatively
short period of time. To be fair to the Trial Section, as |
i ndi cated, there are about sixty on hand. M expectation and
their expectation is that it will probably take through the end
of this calendar year and just into the start of the next
cal endar year until that group of cases is cleared out, but you
shoul d be expecting to see those really soon.

COWMM SSI ONER DI CKINSON: | m ght mention one other thing
that affects, somewhat indirectly, but does affect this whole
matter we are tal king about today. A large part of the chall enge
for the Board in how they expedite both ex parte cases and
interference cases is the product they are given to work with
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One thing | would Iike us to do and | ampretty sure we are
going to nove towards it, is establish basically a working group
bet ween the seni or managenent of the Patent Corps and the senior
menbers of the Board, to cone together on a regular basis and try
to figure out strategies for getting a product that the Board can
use nore efficiently and effectively: files that are in good
order; expedited handling, if necessary. This black hole problem
concerns me a lot, to make sure we are not down that black hole.
| think a large part of that is that sone of these problens can
be addressed early on in just that sort of interface between the
Cor ps and the Board.

Al so, we are m ndful of trends that m ght occur in the
interference practice, and they worry us a little bit, with
foreign priority now all owed, and foreign evidence comng in,
that I think can materially affect how we do our job.

It has been brought to our attention, and we were aware of
it, the fact that it is likely that we will see nore
interferences fought out, particularly in the biotech areas. W
have gene sequence cases. W nmaybe even see an increase of
interferences decl ared, but perhaps nore than likely the nunber
of declared interferences may stay roughly the sane, but nore nmay
be fought. W have to take that into account in our planning.

Interferences are, as soneone suggested, a necessary evil of
the first-to-invent system As long as we have that first-to-
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i nvent system we cannot convince the opponents of that, that the

necessary evil is indeed an evil and hopefully unnecessary sone
day. We will try to do our best to nake the systemwork as well
as we can.

MR. PERRY: | amsure this is going to continue tonorrow at
the interference neeting. For now, | would like to thank the

panel for their tine and all their efforts.

(Wher eupon, the Interference Roundtabl e concluded at 4:30

p.m)
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