
   

TMEP HIGHLIGHTS – MAY 2026 
 
This outline highlights some of the clarifications and changes set forth in the 

May 2026 version of the TMEP. For a more complete listing, see the “Index to 
Changes in TMEP May 2026” document, which is posted as part of the TMEP.  
_____________________________________________________________ 

 
EXAMINER’S AMENDMENTS 
 
Examiner’s Amendment Without Prior Authorization by Applicant or 

Applicant’s Attorney (TMEP §707.02) 
 
Added the following situation when a no-call examiner’s amendment may be 
entered:  

 
• If an application under §1 or §44 includes an unnecessary disclaimer of 

matter that is clearly not part of the mark, and the application would 
otherwise be in condition for approval for publication or registration, the 

examining attorney may enter an examiner’s amendment noting that 
the matter disclaimed is not part of the mark and that the disclaimer 
will be deleted from the Trademark database.  

 
_____________________________________________________________ 

 
COLOR  
 
Color Drawings Filed Without a Color Claim (TMEP §807.07(b)) 

 
• If a §44 application is based on a foreign registration that depicts the 

mark in color, but no claim or description of color is made in the 

registration document, the examining attorney must inquire whether the 

foreign registration includes the color(s) shown as claimed or described 
features of the mark. If the mark in the foreign registration is not 

intended to be in color, the examining attorney must require evidence 

to establish that a non-color mark in a U.S. application is a substantially 
exact representation of the mark shown in color in the foreign 
registration. In such case, applicant will be required to submit either (1) 
a statement from the foreign intellectual property office that the mark 

in the foreign registration is not in color, or (2) a copy of the foreign 
intellectual property Office’s written policy regarding how color and/or 

color claims or description appear in issued registrations. If the 
examining attorney determines that color is a non-material element of 

the drawing, the applicant may be given the option of submitting a 
black-and-white drawing in the U.S. application.     
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Applications Under Trademark Act §44 (TMEP §807.12(b)) 
 

• If the U.S. application has a black-and-white drawing, and color 
appears in or is claimed or described as a feature of the mark in the 
foreign registration, then the mark in the U.S. drawing does not agree 

with the mark in the foreign registration. In such case, the examining 
attorney must inquire whether the foreign registration includes the 
color(s) shown, claimed or described as a feature of the mark. TMEP 
§1011.01. In general, the applicant may amend the black-and-white 

drawing in the U.S. application to agree with the mark shown or color 
claimed or described in the foreign registration, and provide an 
appropriate color drawing, claim, and/or description, unless the 
proposed amendment would be a material alteration.    

 
• If the U.S. application has a color drawing but the mark in the foreign 

registration is shown in black and white with no color claim or 
description, the applicant must either (1) amend the drawing in the 

U.S. application to a black-and-white drawing, state that color is not 
claimed as a feature of the mark, and delete any inconsistent claim to 
or description of color, if the amendment would not be a material 

alteration; or (2) delete the 44 basis and proceed under §1. However, 
if color is claimed or described as a feature of the mark in the foreign 

registration, the applicant will be required to provide evidence that the 
colors shown in the mark in the U.S. drawing are in the mark in the 
foreign registration and that those colors appear in the same location 
in the U.S. mark and foreign registration. 

 
Similar changes were made in TMEP §1011.01.  
 

_____________________________________________________________ 

 
§44 

 

Establishing Entitlement Under a Treaty or Foreign Law (TMEP 
§1002.03) 
 

• In the case of treaties and agreements not covered in TMEP Appendix 

B, an applicant can establish its eligibility for the benefits of §44 by 
providing evidence of statutes establishing reciprocity between the 

United States and the relevant country. See CandyVerse, LLC v. Zeeth 
Ltd., Opp. No. 91289595, 2025 TTAB LEXIS 459, at *18-19 (2025) 

(finding applicant’s §44(d) claim of priority acceptable because the 
juristic applicant’s country of origin was the British Virgin Islands, a 

British self-governed overseas territory under which applicant was 

organized, and that, although the British Virgin Islands was not party to 
a relevant treaty or agreement with the United States, the Virgin Islands 
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Trade Marks Act (VITMA) extended priority rights to U.S. nationals 
reciprocal to those extended by §44(d) to foreign nationals).     

 

_____________________________________________________________ 
 
§2(d) 

 
Similarity in Sound – Phonetic Equivalents (TMEP §1207.01(b)(iv)) 
 

• Similarity in sound is one factor in determining whether the marks are 

confusingly similar. See In re E. I. du Pont de Nemours & Co., 476 
F.2d 1357, 1361 (C.C.P.A. 1973); In re White Swan, Ltd., Ser. No. 
73617169, 1988 TTAB LEXIS 37, at *3 (1988).  
 

• The principle that there is no correct pronunciation of a mark applies 
“with greater force” when one of the marks is a coined term without a 

specific meaning. In re Jimenez, Ser. No. 97551823, 2025 TTAB LEXIS 
441, at *13-14 (2025); see, e.g., Inter Ikea Sys. B.V. v. Akea, LLC, 

Opp. No. 91196527, 2014 TTAB LEXIS 166, at *19-20 (2014) (finding 
IKEA and AKEA “are coined terms that look alike and sound alike" with 
"no apparent meaning in any language"); Interlego AG v. 

Abrams/Gentile Ent. Inc., Ser. No. 75011293, 2002 TTAB LEXIS 200, 
at *4-5 (2002) (finding LEGO and MEGO differ in only one letter and 

could be pronounced similarly as “leg” and “meg” followed by a long 
“o” sound, as “there is no correct pronunciation of a trademark”); In re 
Energy Telecomms. & Elec. Ass’n, 1983 TTAB LEXIS 233, at *2-3 
(1983) (finding ENTELEC and INTELECT “similar in appearance and 

substantially identical in pronunciation”); U.S. Min. Prods. Co. v. GAF 
Corp., 1977 TTAB LEXIS 167, at *19-20 (1977) (finding AFCO and 
CAFCO differ only as to the letter “C” and are "substantially similar in 

appearance and sound"); In re Cresco Mfg. Co., 1963 TTAB LEXIS 84, 

at *2 (1963) ("The terms "CRESCO" and "KRESSCO" are phonetically 
indistinguishable; both terms are obviously derived from their 

respective corporate names and they are equally arbitrary in nature as 

applied to the products to which they are applied."); Chas. Pfizer & Co. 
v. R. J. Moran Co., 1960 TTAB LEXIS 105, at *4 (1960) (finding 
DIABINESE and DIABLAISE "when spoken are substantially similar in 
sound" because there is no correct pronunciation of a mark where the 

marks are "coined marks having no specific meaning and no 
established pronunciation"). 

 
 _____________________________________________________________ 

 
§2(e)(1) 

 

Generic Goods Descriptive of Retail Store/Distributorship Services or 
Restaurant/Café Services (TMEP §1209.03(r)) 
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• A term that is generic for a food or dish sold or served by a restaurant 
or café is descriptive of restaurant or café services. In re Le Sorbet, 
Inc., 1985 TTAB LEXIS 26, at *3 (1985); see also In re Fr. Croissant, 

Ltd., 1986 TTAB LEXIS 66, at *4-5 (1986). In this context, the 
examining attorney must analyze whether evidence shows that 
restaurants or cafés serve the food or dish. See In re Bayou Grande 

Coffee Roasting Co., 160 F.4th 1370, 1375-76 (Fed. Cir. 2025) 
(reversing descriptiveness and generic refusal because there was no 
evidence in the record that the particular beverage, kahwa, was 
offered by any café). 

 
 _____________________________________________________________ 
 
IDENTIFICATIONS OF GOODS AND SERVICES 

 
NEW SECTION: Eyeglasses, Spectacles, Sunglasses and Contact 

Lenses (TMEP §1401.16(a)) 
 

This section has been added to explain classification of eyeglasses, spectacles, 
sunglasses and contact lenses under the 13th edition of the Nice Classification 
in Class 10. These goods are used to correct eyesight or to protect the health 

of the eye and as such they function as “medical...apparatus, instruments and 
articles generally used for the...treatment or improvement of function or 

condition of persons” consistent with the Class 10 Explanatory Note.  
 
NEW SECTION: Essential Oils (TMEP §1401.16(b)) 
 

This section has been added to explain that essential oils are classified by 
function or purpose under the 13th edition of the Nice Classification.   
 

NEW SECTION: Emergency and Rescue Vehicles (TMEP §1401.16(c)) 

 
This section has been added to explain that all emergency and rescue vehicles 

are classified in Class 12 under the 13th edition of the Nice Classification.  

 
 _____________________________________________________________ 
 
OPPOSITION 

 
Filing a Notice of Opposition (TMEP §1503.01) 

 
• A paper opposition must be filed by the due date set forth in 37 C.F.R. 

§2.101(c) and must be accompanied by a petition to the Director 
under 37 C.F.R. §2.146, with the required fees and a showing that the 

Board’s electronic filing system was unavailable because of technical 

problems or that extraordinary circumstances are present. 37 C.F.R. 
§2.101(b)(2); In re Leader Development, Inc., Ser. No. 98128348, 

2025 Commr. Pat. LEXIS 5, at *3-4 (Dir USPTO 2025); see DFC Expo 
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LLC v. Coyle, Ser. No. 87086860, 2017 TTAB LEXIS 84, at *10 (2017); 
TBMP §309.02. A paper opposition includes both a physical paper 
document and an electronic format that mimics the form of paper, 

such as PDF documents attached to an electronically filed petition to 
the Director. In re Leader Development, Inc., 2025 Commr. Pat. LEXIS 
5, at *4. 

 
Similar clarification regarding paper filings was made for extensions of time 
to oppose and petitions to cancel in TMEP §§1503.04 and 1607.  


