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* Trademarks and intellectual property
 Benefits of federal registration
 Selecting a trademark

* Filing and registration

» How to find help



Discussion topic

Trademarks and intellectual
property



What is a trademark?




What does a trademark do?

* Trademark
— Identifies the source of goods and services.

— Distinguishes them from the goods and services
of another party.

— Provides legal protection for a brand.



What does a trademark not do?

 Trademark

— Does not mean you legally own a word or
ohrase.

— Does not mean you can stop other people from
saying a word or phrase.

— Does not mean people owe you money if they
say a word or phrase.



Definitions

* Trademark
— Indicates the source of goods or products.

* Service mark
— Indicates the source of services.



Traditional types of marks

 Common source identifiers:
— Brand names
— Slogans
— Logos

IT°S THE

COCA-COLA REAL THING




Non-traditional types of marks

* Anything that functions as a source

identifier might be eligib

— Sound —
— Color —

e for registration.

\Votion

Hologram

— Scent/smell — Configuration/shape
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Knowledge check #1

Does a federally registered trademark mean that you
own a word or phrase?

Yes NoO
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Other intellectual property (IP)

* Patent

— Protects an invention.
» Copyright

— Protects an original artistic or literary creation.
* Trade secret

— Protects information that has value because it is
not generally known.



Other trademark-related concepts

* Domain name registration
— Provides a web address for your website.
— Does not create a registered trademark.

* Trade name registration

— Allows you to do business in a particular state or
jurisdiction.
— Does not create a registered trademark.



Domain name vs. trademark use

# Home About Us Loan Programs Resources Talk To Us

TODAY'S RATES

Conventional FHA

15 YR FIXED

2.054%

(Rate & APR)

Get Quote
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https://lowrates.com/
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rade name vs. trademark use

COOKING INSTRUCTIONS

1. Preheat frying pan to 375°F (high).
2. Break up steak into small pieces and
place in pan.

3. While cooking, toss and stir with spatula
for a few minutes until golden brown.

Raw beef products should be cooked to
an internal temperature of 160°F.

Try Our Other Tasty
Philly’s Best Steak Products
Chicken Philly Sandwich Slices
&
Buffalo Chicken Philly Sandwich Slices
Visit us at www.phillysheststeak.com

SERVING SUGGESTIONS

Philadelphia Style Cheesesteak
Cook Philly's Best Steak Beef Philly Sandwich
Slices according to cooking instructions and
serve on a fresh Italian roll. Add 3 slices of
American cheese. Top with your favorite
condiment.

Steak, Egg & Cheese Bagel

Toast your favorite style bagel and add cooked
Philly’s Best Steak Beef Philly Sandwich Slices,
one fried egg and your favorite cheese.

Cheesesteak Stromboli

Pick up your favorite pizza dough and

roll out on a sheet pan in the shape of a
rectangle. Spread cooked Philly's Best Steak
Beef Philly Sandwich Slices loosely over dough.
Add shredded mozzarella cheese and Italian
seasoning spices. Carefully roll dough into a
loaf shape. Tuck the end of dough under loaf.
Brush with olive oil and bake at 350°F for

20 - 30 minutes or until crust is golden brown.
Serve with marinara sauce for dipping.

THE PHILLY,

y Nutrltlon Facts
Serving Size 4 oz. (112g)
Servings Per Container 4

Amount Per Serving
& Calories 120 Calories from Fat 50

~ | Total Fat 65 9%

Saturated Fat 2.5g 13%
Trans Fat 0g
Cholesterol 45mg 16%
Sodium 180mg 7%

Total Carbohydrate 1g 0%
Dietary Fiber <1g 2%
Sugars 0g

Protein 169

Vitamin A 0% Vitamin C 0%

Calcium 0% - Iron 0%

*Percent Daily Values are based on a 2,000
calorie diet. Your daily values may be higher
or lower depending on your calorie needs:

Calories: 2,000 2,500

Total Fat  Less Than 859 80g

SatFat  Less Than 20g 253

Cholesterol Less Than 300mg mg
Sodium Less Than 2,400mg 2,400mg

Total Carbohydrate 300g 3759

Dietary Fiber 259 309
Calories per gram:
Fat9 + Carbohydrate4 - Protein4

INGREDIENTS: BEEF, WATER, SOY PROTEIN
CONCENTRATE,  DEXTROSE,  MODIFIED
OF PURC CORN STARCH, SODIUM PHOSPHATE, SALT,

ISOLATED SOY PROTEIN, HYDROLYZED SOY
||| || | H “ | PROTEIN, NATURAL FLAVORINGS.
55204100507 : ‘

CONT
) PHILLY'S BEST STEAK COMPANY INC.
MADE IN THE U.S.A.

Philly’s Best Steak Company, Inc.
Yeadon, PA 19050



Knowledge check #2

Do you have to use your business name as your
trademark?

Yes NoO



Discussion topic

Benefits of federal registration



Trademark rights

* Traditional ways of creating rights:
— Common law
— Federal registration



Common law trademark rights

* Rights
— Created when you use trademark in commerce
— Limited to geographic area where mark is used
* Symbols

— Optional: TM SM
— Never: ®



Federal registration rights

* Rights
— Created when you federally register trademark
— Legal presumption you own the trademark

— Legal presumption you have the right to use the
trademark in all 50 states and the U.S. territories

— Notice to the public of your rights in the
trademark



Federal registration rights...

* Rights
— Can bring legal action concerning trademark in
federal court.

— Enables recordation of registration with
U.S. Customs and Border Protection.

— Can be used as a basis for filing in another
country.



Federal registration rights.....

* Symbols
— Unnecessary: TM SM
— Permitted: ®



Knowledge check #3

Are you required to register your trademark with the
USPTO?

Yes NoO
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Knowledge check #4

Does registering your trademark with the USPTO give
you international protection?

Yes NoO
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Discussion topic

Selecting a trademark



Trademark selection challenges

e Remember:

— The mission of the USPTO is to register any
trademark that is eligible for registration.

— Not every trademark is registrable.
— Not every trademark is enforceable.

— Select a trademark that is both federally
registrable and legally protectable.



Registrable and protectable

Two main concepts:
e Likelihood of confusion
— Likelihood of confusion refusal

 Strength of the trademark
— Descriptiveness refusal



Discussion topic

Selecting a trademark:
Likelihood of confusion



Likelihood of confusion

» Concept:

— Avoid confusing consumers about the source of
the goods and services.

* Jest:
— Are the trademarks confusingly similar?
and
— Are the goods and/or services related?



Likelihood of confusion: example #1

Your trademark Registered trademark

T.MARKEY T.MARKEY

for for

shirts pants



Likelihood of confusion: example #2

Your trademark Registered trademark

T.MARKEY TEE MARQEE

for for

shirts pants



Likelihood of confusion: example #3

Your trademark Registered trademark

T.MARKEY TEE MARQEE

for for

shirts golf flags



Suggestions for searching

* On your own:
— USPTO database

 Federally applied-for and registered trademarks

— The internet

 One option for searching for common law use

33 www.uspto.gov/SearchTrademarks



https://www.uspto.gov/SearchTrademarks

Suggestions for searching ...

* Hire a private trademark attorney:

— Comprehensive clearance search
« USPTO database of registrations and applications
o State trademark databases
* Business name reqistries
* Foreign trademark databases
* The internet

34 www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney



https://www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney

Knowledge check #5

Your trademark Registered trademark
X-SEED EXCEED
for for

agricultural seeds live plants



Discussion topic

Selecting a trademark:
Strength of the trademark



Strength of trademark

» Concept:

— Avoid using trademarks that fail to indicate the
source of goods and services.

e Jest:

— Does the trademark merely describe the goods
and services?



Strength of trademark....

STRONG

WEAK

FANCIFUL/
ARBITRARY

SUGGESTIVE

DESCRIPTIVE

GENERIC



Strength of trademark examples

e Generic terms

— Common, everyday name for the good or
service

— Unregistrable

« Example
— MILK for "dairy-based beverage”



Strength of trademark examples

(cont'd)

» Descriptive trademarks

— Directly describe something about the goods
and services

— Unregistrable on the Principal Register
* Except with showing of acquired distinctiveness
» Example
— SCOQP for “ice cream”



Strength of trademark examples

(cont'd 2)

» Suggestive trademarks
— Suggest a gquality of the goods and services
— Registrable

* Example
— COPPERTONE for “suntan lotion”



Strength of trademark examples

(cont'd 3)

 Fanciful trademarks

— Invented words with no meaning in any
anguage

— Registrable

« Example
— XEROX for “photocopiers”



Strength of trademark examples

(cont'd 4)

 Arbitrary trademarks

— Actual words, but no association with the goods
and services

— Registrable

« Example
— APPLE for “computers”



Knowledge check #6

Which is registrable?

BICYCLE BICYCLE

for for

bicycles playing cards



Discussion topic

Filing and registration



Filing for federal registration

Trademark registration process

Application

Publication Registration




Filing for federal registration ...

* Trademark Center
— Mobile-friendly design
— Guided user interface
— Drafts that automatically save every 60 seconds
— Application costs that update as you go

— Prompts to complete commonly omitted
information

https://trademarkcenteruspto.gov



https://trademarkcenter.uspto.gov/

Filing for federal registration ...

» Application requirements
— Clear drawing of the trademark

— Listing of the goods and services used with the
trademark

— Application filing basis for each good or service
— Contact information for the trademark owner
— Filing fee



Filing for federal registration ...

* Filing fees
— Base application: $350 per international class
— Additional fees

« Insufficient information: $100 per international class
* Free-form text ID: $200 per international class

« Fach additional group of 1,000 characters in free-form
text ID: $200 per affected international class

49



Filing for federal registration ...

« Common bases for refusal
— Likelihood of confusion
— Merely descriptive

— Geographically descriptive of the origin of the
goods/services

— Specimen does not support use for listed items
— Trademark used in ornamental manner



Registration responsibilities

» Must enforce your own trademark rights

— May use your registration certificate to support a
‘Cease-and-desist” |etter

— May use your registration to sue an infringing
user

* Must file required post-registration
documents with the USPTO



Knowledge check #7

Are you guaranteed registration of your trademark?

Yes NoO



Knowledge check #8

If your trademark registers, do you have to do anything
to keep your registration alive?

Yes NoO

53



Discussion topic

How to find help



Caution: scam alert

« Beware of scams.

— www.uspto.gov/TrademarkScams

» Beware of non-attorney filing firms.
— www.uspto.gov/trademarks/protect/filing-firms

» Beware of misleading notices and offers.
— www.uspto.gov/TrademarkSolicitations



http://www.uspto.gov/TrademarkScams
https://www.uspto.gov/trademarks/protect/filing-firms
https://www.uspto.gov/TrademarkSolicitations

Trademark scams social toolkit

STOP IF YOU EXPERIENCE ANY OF THESE:

Trademark scam alert

Unsolicited
Pressure to act communications
Seems immediately or advertisements

suspicious?

STOP

communicating Typographical or
do not pay Eae;:::ts for grammatical

errors

56 www.uspto.gov/trademarks/protect/scams-social-toolkit

Requests for
personal
information

Made up deadlines,
renewal dates,
application statuses

Suspicious calls
or emails


https://www.uspto.gov/trademarks/protect/scams-social-toolkit

USPTO resources

» Website
— WWW.USPtO.gov 8 4

 Trademark videos

Trademark Reg'\stration

— www.uspto.gov/TMvideos e
» Trademark basics registration toolkit | &35

— www.uspto.gov/TrademarkBasicsToolkit

57


https://www.uspto.gov/
https://www.uspto.gov/TMvideos
https://www.uspto.gov/TrademarkBasicsToolkit

USPTO resources....

. UNITED STATES About Us Jobs Contact Us MyUSPTO
PATENT AND TRADEMARK OFFICE «
a

Patents Trademarks IP Policy Learning and Resources & Find It Fast ~

Home > About Us > Events > Trademark Basics Boot Camp
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Trademark Basics Boot Camp

This free USPTO event series provides a comprehensive overview of the process for federal trademark
registration and maintaining a federal trademark. If you're a small business owner or entrepreneur
seeking to protect your brand and product identities, Trademark Basics Boot Camp is for you.

Trademark Basics Boot Camp is offered regularly throughout the year. During each series run, we cover I rad ema rk

one module weekly for eight weeks, with each module focusing on different aspects of trademarks and

®
the registration process, from filing and examination to post-registration requirements for keeping your as I cs

registration alive. Each module concludes with a question-and-answer period where you can ask our
USPTO trademark experts questions. v

You can attend the entire series or just the modules that best match your interests, but you must sign up
for each module -to attend. If you aTtte'nt-i all eight modules, you.ll recewe a certificate of attendance. To l I; (’ (,1- ‘:l"v‘ I’ I
learn more and sign up, select an individual module from the listing below. I I

www.uspto.gov/about-us/events/trademark-basics-boot-camp



https://www.uspto.gov/about-us/events/trademark-basics-boot-camp

USPTO resources ...

* |P Identifier
— https://ipidentifieruspto.gov

* Free services and resources
— www.uspto.gov/FreeServices

« USPTO virtual assistant
— www.uspto.gov/trademarks/basics

59


https://ipidentifier.uspto.gov/
https://www.uspto.gov/FreeServices
https://www.uspto.gov/trademarks/basics

USPTO resources ...

* Trademark Assistance Center

— Main support center for all trademark customers
* Phone: 1-800-786-9199 (press 1)
« Email: TrademarkAssistanceCenter@uspto.gov

60 www.uspto.gov/TrademarkAssistance



mailto:TrademarkAssistanceCenter@uspto.gov
https://www.uspto.gov/TrademarkAssistance

USPTO resources ...

e The USPTO does not:

61

Provide legal advice.
Fnforce legal rights.

Recommend specific private attorneys.

www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney



https://www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney

Legal resources

e Remember:

— The best resource is an experienced trademark
attorney.

— Most trademark filing companies can only
provide limited services.

62 www.uspto.gov/trademarks/basics/do-i-need-attorney



https://www.uspto.gov/trademarks/basics/do-i-need-attorney

Legal resources ...

 Free or reduced-price legal services
— USPTO law school clinic certification program

* www.uspto.gov/LawSchoolClinic

— American Bar Association

« www.americanbar.org/groups/legal services/fln-home

— International Trademark Association

* www.inta.org/resources/pro-bono-clearinghouse

63


https://www.uspto.gov/LawSchoolClinic
https://www.americanbar.org/groups/legal_services/flh-home/
https://www.inta.org/resources/pro-bono-clearinghouse/

Other resources

 Advice and business consulting

— Patent and Trademark Resource Centers (PTRCs)
* www.uspto.gov/PTRC

— Small Business Administration programs

* www.sba.gov/local-assistance/resource-partners

64


https://www.uspto.gov/PTRC
https://www.sba.gov/local-assistance/resource-partners

Questions?



DISCLAIMER: References to particular trademarks, service marks, certification marks, products, services, companies, or
organizations are for illustrative and educational purposes only and do not constitute or imply endorsement by the U.S.
government, the U.S. Department of Commerce, the U.S. Patent and Trademark Office, or any other federal agency.
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