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Why specimens

• Specimens are evidence of how a mark is
used in commerce.

• The United States Patent and Trademark
Office (USPTO) evaluates specimens to
make sure a registration accurately reflects
how a mark is used in the marketplace.
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Presenter
Presentation Notes
The word "commerce" means all commerce which may lawfully be regulated by Congress.  Trademark Act §45 (15 U.S.C. §1127).  



Definition of “use in commerce”

• The bona fide use of a mark in the 
ordinary course of trade, and not made 
merely to reserve a right in a mark.  
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Presenter
Presentation Notes
Trademark Act §45 (15 U.S.C. §1127)Token use or use merely to obtain a trademark registration is bona fide not use in the ordinary course of trade.



Use in commerce

• Continuing obligation even after a mark is 
registered

• Limited exception for excusable nonuse
• Special circumstances beyond the owner’s 

control or forced by outside causes
• Impact from COVID-19 may qualify
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Presenter
Presentation Notes
The rules require that each excusable nonuse claim include the date use in commerce stopped, the approximate date when use is expected to resume and a recitation of facts to show that the nonuse was due to special circumstances.  The special circumstances must be described in a way that connects the dots between the nonuse and those circumstances.   E.g., explain how the pandemic affected the ability to offer the goods and services. As to the impact of COVID-19, note specifically that each case is fact specific, meaning no per se rule exists that simply because a post-registration filing fell within the pandemic period that all nonuse is automatically excusable. The owner must recite facts to show the nonuse was due to special circumstances. The USPTO will not predetermine whether a particular claim would or would not be acceptable. For more details, including examples of nonuse that is excusable and not excusable, see TMEP §§1604.11, 1613.11.  



Use in commerce

• The rules require “one specimen per class 
showing the mark as actually used in 
commerce on or in connection with the 
goods or services identified.”
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Presenter
Presentation Notes
37 C.F.R. §2.56(a)Actually used means more than a showing of how the mark will be or may be used, but instead as it is really used in commerce.  



Use in commerce on goods

• A mark shall be deemed to be in use in 
commerce on goods when: 
– It is placed in any manner on the goods, or their 

containers, or the displays associated therewith; or 
on the tags or labels affixed thereto; or if the nature 
of the goods makes such placement impracticable, 
then on documents associated with the goods or 
their sale; and 

– The goods are sold or transported in        
commerce. 
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Presenter
Presentation Notes
Trademark Act §45 (15 U.S.C. §1127); see also TMEP §§901-901.04 37 C.F.R. § 2.56(b)(1) A trademark specimen must show use of the mark on the goods, on containers or packaging for the goods, on labels or tags affixed to the goods, or on a display associated with the goods. To constitute a display associated with the goods, a specimen must show use of the mark directly associated with the goods and such use must be of a point-of-sale nature. The Office may accept another document related to the goods or the sale of the goods when it is impracticable to place the mark on the goods, packaging for the goods, or displays associated with the goods.37 C.F.R. § 2.56(c) A clear and legible photocopy, photograph, web page printout, or other similar type of reproduction of an actual specimen that meets the requirements of paragraphs (a) and (b) of this section is acceptable. The reproduction must show the entire specimen or enough of the specimen that the nature of the specimen, the mark, and the good or service with which the mark is used are identifiable. A web page must include the URL and access or print date. An artist's rendering, a printer's proof, a computer illustration, digital image, or similar mockup of how the mark may be displayed, or a photocopy of the drawing required by § 2.51, are not proper specimens. 15 U.S.C. § 1127: The word "commerce" means all commerce which may lawfully be regulated by Congress.



Use in commerce on services

• A mark shall be deemed to be in use in 
commerce on services when: 
– It is used or displayed in the sale or advertising 

of services and the services are rendered in 
commerce; or the services are rendered in more 
than one state; or in the United States and a 
foreign country and the person rendering the 
services is engaged in commerce in connection 
with the services.
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Presenter
Presentation Notes
Trademark Act §45 (15 U.S.C. §1127); see also TMEP §§901-901.04 37 C.F.R. § 2.56(b)(2) A service mark specimen must show the mark as used in the sale of the services, including use in the performance or rendering of the services, or in the advertising of the services. The specimen must show a direct association between the mark and the services.



Specimens for goods

• Use on the goods or on packaging or 
containers for the goods

• Use on a point of sale display of the goods
• Use on an electronic point of sale display 

of the goods

10



Specimens for goods –
mark is on the goods
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Specimens for goods –
mark is on the container
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Presenter
Presentation Notes
Serial No. 85137658 – INK REVOLUTION PRINTPAYLESS & design for Class 2 goodsMake sure we can see the entire mark.  



Labels and tags

• Unattached labels and tags are acceptable 
so long as there is sufficient information to 
show use in commerce.  

• If the appearance of the label or tag 
suggests the goods are not in actual use in 
commerce, the examining attorney will 
refuse registration.  
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Presenter
Presentation Notes
Mandatory Electronic Filing and Specimen Requirements, Examination Guide 1-20 (Revised Feb. 2020); TMEP §904.03(a)A label or tag that is not shown physically attached to the goods may be accepted if, on its face, it clearly shows the mark in actual use in commerce. To clearly show actual use in commerce, the tag or label would, in addition to showing the mark, include informational matter that typically appears on a label in use in commerce for those types of goods such as net weight, volume, UPC bar codes, lists of contents or ingredients, or other information that is not part of the mark but provides information about the goods. Note that the statute states that a mark is in use when it is “placed in any manner on the goods, or their containers, or the displays associated therewith; or on the tags or labels affixed thereto.”



Labels and tags - acceptable
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Presenter
Presentation Notes
Note the information that is typically on a label for food products – nutrition, barcode.  



Labels and tags - unacceptable

15

Presenter
Presentation Notes
We cannot accept a tag that does not contain sufficient information to support the goods being in actual use in commerce.  Notice here there is none of the customary product information. 



Specimens for goods –
physical displays

• Displays associated with the goods 
essentially comprise point-of-sale material 
such as banners, shelf-talkers, window 
displays, menus, and similar devices.

• A display must show use of the mark 
directly associated with the goods and at 
the point of sale. 
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Presenter
Presentation Notes
37 C.F.R. §2.56(b)(1); TMEP §904.03(g)Folders, brochures, or other materials that describe goods and their characteristics or serve as advertising literature are not per se "displays."   In re Schiapparelli Searle, 26 USPQ2d 1520 (TTAB 1993) ; In re Drilco Indus. Inc., 15 USPQ2d 1671 (TTAB 1990).  In order to rely on such materials as specimens, an applicant must submit evidence of point-of-sale presentation.



Specimens for goods – catalogs and 
electronic displays 

• A webpage or catalog that displays a product 
can constitute a "display associated with the 
goods" if it:
– Contains a picture or textual description of the 

identified goods
– Shows the mark in association with the goods
– Provides a means for ordering the identified     

goods 
17

Presenter
Presentation Notes
In re Sones, 590 F.3d 1282, 1288, 93 USPQ2d 1118, 1123 (Fed Cir. 2009); TMEP §904.03 (h) and (i)Lands’ End Inc. v. Manbeck, 797 F. Supp. 511, 24 USPQ2d 1314 (E.D. Va. 1992). The means for ordering the goods tends to be the missing piece in many catalogs or electronic displays.  



Electronic display

18

Picture or description of the goods

The mark associated with the goods
The means for purchasing 
the goods

Presenter
Presentation Notes
Updated online Cole Haan electronic display b/c example in TMEP is too hard to readNote the elements of an online display:Picture and description of the goodsMark is associated with the eyewearThe bag at the upper right an the “shop Cole Haan” link provide an offer to purchase the goods



Means for purchasing the goods
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Presenter
Presentation Notes
Examining attorneys look for a link that would be used to purchase the goods on websites submitted for goods. Many specimens are rejected because there is no means for purchasing the goods.  These are examples of indications like shopping carts, shopping bags, and “buy” buttons that would be an offer to purchase the goods.  



Specimens for goods – components 
or ingredients

• A specimen that shows use of a mark to identify a 
component or ingredient of finished goods is not 
acceptable for the finished goods.  

• For components or ingredients as goods, “it is 
particularly important that the specimen contain 
some visual or verbal identification of the 
component to create the required direct 
association between the mark and the identified 
goods.”
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Presenter
Presentation Notes
See TMEP §1402.05(a)In re James S. Fallon, 2020 USPQ2d 11249, at *5 (TTAB 2020). 



Advertisements 

• Advertising material is generally not acceptable as 
a specimen for goods and can only be accepted if 
it comprises a point of sale display.

• Examples:
– Advertising circulars
– Brochures
– Press releases
– Business cards
– Invoices
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Presenter
Presentation Notes
TMEP §904.04(b)



Poll: Would you refuse?
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If there is no means for ordering the mark, the display is 
advertising for goods.  



Specimens for services
Service mark specimens may show use by showing 
the mark:
• Used or displayed as a service mark in the sale of 

the services, which includes use in the course of 
rendering or performing the services

• Used or displayed in advertising the services,
which encompasses marketing and promotional 
materials

23

Presenter
Presentation Notes
§1301.04  A service-mark specimen must show the mark as actually used in the sale or advertising of the services recited in the application.  37 C.F.R §2.56(B)(2).   A service mark specimen may be established by (1) showing the mark used or displayed as a service mark in the sale of the services, which includes use in the course of rendering or performing the services, or (2) showing the mark used or displayed in advertising the services, which encompasses marketing and promotional materials. See On-Line Careline, Inc. v. Am. Online, Inc., 229 F.3d 1080, 1088, 56 USPQ2d 1471, 1476-77 (Fed. Cir. 2000) (indicating that an online menu item bearing the mark ONLINE TODAY was proper service mark use in connection with "providing access to online computer services offering computer-industry news, commentary and product reviews" because, inter alia, the "menu items are the mechanisms by which users obtained access to a particular online service);  §1301.04(f)(ii) - directly associated



Service mark specimens

• The mark must be presented sufficiently 
prominent on the specimen – mark placement, 
size, or stylization are considered.

• The specimen must show the mark used in a 
manner that creates in the minds of potential 
consumers a direct association between the 
mark and the services. 
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Presenter
Presentation Notes
In re Universal Oil Prods. Co., 476 F.2d 653, 655, 177 USPQ 456, 457 (C.C.P.A. 1973) Generic or non-capable matter does not create a matching issue between the specimen and the drawingFeatures like placement, size, or stylization are considered. But if the mark does not stand out, if may not function as a mark.  For instance, if the mark is shown in the same font, size, and color as the surrounding text on the specimen, the designation may not be perceived as a source indicator. See In re Osterberg, 83 USPQ2d at 1223. 



Service mark specimens

Advertising the services:
• To establish the requisite direct 

association: 
– The specimen must contain a reference to the 

services.
– The mark must be used on the specimen to 

identify the services and their source. 
25

Presenter
Presentation Notes
See In re WAY Media, Inc., 118 USPQ2d at 1698; In re Monograms Am., Inc., 51 USPQ2d 1317, 1318 (TTAB 1999). While the services need not be stated word for word, a "sufficient reference" to the services themselves or a general reference to the trade, industry, or field of use is required. See id.; In re Ralph Mantia Inc., 54 USPQ2d 1284, 1286 (TTAB 2000) (reversing the specimen refusal since the term "design" appeared on applicant’s letterhead stationery, envelope, and business cards and stating "[i]t is not necessary that the specific field of design, i.e., commercial art, also appear [on the specimen]. Here, the word ‘design’ alone is sufficient to create in the minds of purchasers an association between the mark and applicant's commercial art services."); 



Service mark specimens

Rendering the services:
• Direct association may be:

– Indicated by the context or environment in which 
the services are rendered

– Inferred based on the consumer’s general 
knowledge of how certain services are provided 
or from the consumer’s prior experience in 
receiving the services.
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Presenter
Presentation Notes
The services need not be explicitly referenced to establish the requisite direct association. See In re Metriplex, Inc., 23 USPQ2d 1315, 1316-17 (TTAB 1992) (noting that "the requirements specific to specimens which are advertising are not applicable" and finding the submitted specimens acceptable to show use of applicant’s mark in connection with data transmission services because the specimens showed "the mark as it appears on a computer terminal in the course of applicant's rendering of the service" and noting that "purchasers and users of the service would recognize [applicant’s mark], as it appears on the computer screen specimens, as a mark identifying the data transmission services which are accessed via the computer terminal"). Rather, direct association may be indicated by the context or environment in which the services are rendered, or may be inferred based on the consumer’s general knowledge of how certain services are provided or from the consumer’s prior experience in receiving the services. Id.; see In re WAY Media, Inc., 118 USPQ2d at 1698 . In other words, the context in which the services are provided and consumer knowledge and experience create an inference of the services without an explicit textual reference to the services. See TMEP §1301.04(i), Example 17 (CASHFLOW UNITS). If it is not readily apparent that the specimen meets the criteria for an advertisement or rendering type specimen, and the description of the specimen does provide adequate clarification the specimen will be refused.  



Acceptable specimens for services
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Presenter
Presentation Notes
Mark:  URBAN LOFT FURNISHINGSSpecimen is the online store webpage.  Services:  Online retail store services featuring furnitureIn the Who We Are section there is reference to furniture stores – “Urban Loft Furnishings is a trendsetting online furniture store . . .”



Unacceptable specimen for services

Presenter
Presentation Notes
In re Chengdu AOBI Information Technology Co., Ltd., 77723547 (TTAB 2011)[non-precedential] Ex. 20:Mark: IObitServices: Computer programming; Computer software design; Conversion of data or documents from physical to electronic media; Data conversion of computer programs and data, not physical conversion; Duplication of computer programs; Hosting of web sites; Installation of computer software; Maintenance of computer software; Research and development for new products for others; Research and development of computer software; Updating and maintenance of computer software, in Class 42.Analysis: Specimen is a "screenshot from applicant’s website." The Board found the following statements were vague and did not sufficiently reference the services: "Our sincere commitment to all our customers is that we will continue delivering innovative system utilities that are as simple to use as they are powerful and reliable. We also promise that we will keep providing the first-class free software and online service, for personal or non-commercial use." "We pursue the genuine ambition of becoming one of the world's top utility producers and Windows system service providers on the Internet." It is unclear whether the reference to "online service" is to a separate service or part of the free software goods. The textual reference to becoming a top utility producer and Windows system service provider is not sufficient to indicate being a provider of the identified services. 



Unacceptable specimen for services
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“Our sincere commitment to all our customers is that 
we will continue delivering innovative system utilities 
that are as simple to use as they are powerful and 
reliable. We also promise that we will keep providing 
the first-class free software and online service, for 
personal or non-commercial use." 

"We pursue the genuine ambition of becoming one of 
the world's top utility producers and Windows system 
service providers on the Internet." 

Presenter
Presentation Notes
There are no clear references to the services.  The Board found the statements to be vague and to lack sufficient reference to the services.



Specimens for services - signage

• Mark appearing on the front door of 
applicant’s offices without reference to the 
services is unacceptable.
– The door is advertising, which must create an 

association between the mark and the services.
– Display on the door is not using the mark in 

rendering the services. The door is unconnected to 
any service without prior knowledge of an existing 
client.
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Presenter
Presentation Notes
Republic National listed Real estate investment and acquisition services, namely, brokerage and management of retail shopping centers, strip centers, office buildings, residential buildings, mixed-use commercial and residential buildings, and hotels; banking and financing services; investment banking services; mortgage banking; on-line banking services; financing and loan services; financing of real estate development projects; and real estate development services. In re Republic National LLC, 86513101 (TTAB 2017) [non-precedential]  



Software specimens

• Software must be specifically identified as 
recorded or downloadable, which is a 
good, or as providing online non-
downloadable software, which is a service.  

• An acceptable specimen for software 
services may not be acceptable for 
recorded or downloadable software.  

31

Presenter
Presentation Notes
Nice 11-19 – effective Jan 1, 2019.  



Software specimens - goods

• Recorded or downloadable software:
• Mark may be on the packaging or the recording itself
• Mark may be in a display screen for the software or 

screenshot of software running
• Downloadable from an app or webpage

– Must create an association between the mark and the 
software

– Must provide means to purchase or download

32

Presenter
Presentation Notes
TMEP §904.03(e)



Software specimens - goods

• Means to purchase or download:
– Purchaser must see the mark 

contemporaneously with the ability to purchase.
– A “Request a demo” button is not sufficient.
– Ordinary meaning of demo suggests an 

opportunity to see how the product works, not 
purchase.
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Presenter
Presentation Notes
Specimen  must be calculated to consummate a sale.“Request a demo” button is not sufficient: In re Pure Storage, Inc., Serial No., 86895203 (TTAB 2019) [non-precedential] Applicant’s conclusory and unverified description of the specimen as a request through which the purchasing process is initiated not persuasive. There was no information to help make the customer ready make a purchase – no pricing or payment information.    



Software specimens - example
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Mark:  PORTAL

Goods: Downloadable 
software enabling users to 
create, edit, distribute, shape, 
exhibit, transmit, annotate, 
download, store, comment 
on, license, and monetize 
digital media content via 
computer, mobile device, and 
communications networks

Presenter
Presentation Notes
87071616 – “Downloadable software enabling users to create, edit, distribute, shape, exhibit, transmit, annotate, download, store, comment on, license, and monetize digital media content via computer, mobile device, and communications networks; downloadable software for use as an application programming interface to enable the construction of software applications, engagement in social networking, and the upload, download, transmission, accessing, retrieval, display, blogging, linking, posting, sharing, annotation, compilation, organization, management, licensing, and monetization of digital media content; none of the above goods comprising computer game, video game, or electronic game software. “



Poll: Why would you refuse 
this specimen?
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Mark:  BOT-NET

Goods:  Downloadable 
computer game software 
via a global computer 
network and wireless 
devices

Specimen:  Digital images 
of a website currently used 
in commerce.  

Presenter
Presentation Notes
SN 88162362  



Software specimens – manuals

– Software user manuals may be acceptable.
– May not be acceptable where wording on the 

specimen called into question whether the 
specimen was actually a manual for software.  
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Presenter
Presentation Notes
Acceptable: In re Ultraflight Inc., 221 USPQ 903 (TTAB1984).Not acceptable: In re User First, Serial No. 87231226 (TTAB 2019) [non-precedential]



Software specimens – manuals 
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Mark:  USER FIRST

Goods:  Computer software, namely, 
software development tools for the 
creation of mobile internet 
applications and client interfaces.

Specimen is described as a scanned 
first page of a PDF instruction manual.

Wording “Certification Training Lab:” 
made it doubtful that these materials 
would be recognized as a user manual.  



Online non-downloadable 
software specimens

• Providing temporary use of non-downloadable 
software is a service.

• Specimens are analyzed form the view point of the 
purchaser.  

• The mark must be shown “in a manner that would be 
perceived by potential purchasers as identifying the 
applicant’s services and indicating their source.”
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Presenter
Presentation Notes
TMEP §1301.04(f)In re DSM Pharm., Inc., 87 USPQ2d 1623, 1624 (TTAB 2008). The mark was LQUIDADVANTAGE for “custom manufacturing of pharmaceuticals featuring liquid fill and finish technology.”  The specimen, which was an excerpt form a brochure about aseptic liquid filling, used the mark in association with “proprietary, automated control system software.”  The specimen did reference “liquid fill and finish capabilities” as a service, but it was not directly associated with the mark.    



Online non-downloadable 
software specimens

• Advertising is acceptable if the mark is directly 
associated with the services.  

• Sign-in screens are acceptable specimens if:
– Display of the mark on the sign-in screen alone sufficient 

to associate the services with the mark
– Generally known means of accessing online software
– Textual description of the software is helpful, but not 

necessary

39

Presenter
Presentation Notes
TMEP §1301.04(i)



Online non-downloadable software 
specimens – example

40

Mark:

Services:  Providing 
temporary use of online 
non-downloadable 
software for the 
management of records, 
administration and 
operations for schools 
and colleges.URL:  https://portal.onlinesmart.net/Login.aspx?ReturnUrl=%2f

Date Accessed:  9/16/2013

Presenter
Presentation Notes
86075439 for “Providing temporary use of online non-downloadable software for the management of records, administration and operations for schools and colleges.”  Customary in the industry to input credentials to gain access to online services.  Need not textually reference the services since it is a generally known means of accessing online services.  TMEP §1301.04(i), Example 6.  



Online non-downloadable 
software specimens

• Software or services: 
– The primary consideration is whether the 

specimen indicates that the applicant is actually 
performing the relevant service activities for 
others or allows users to perform the activity 
themselves. 
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Presenter
Presentation Notes
TMEP §1301.04(h)(ii) 



Services accessed via an App

42

Mark:  KURBKARMA

Services:  On-line 
matching services for 
connecting automobile 
drivers with other 
drivers who are, 
respectively, searching 
for or departing from 
parking spaces 
accessible via a mobile 
application.

Presenter
Presentation Notes
TMEP §1301.04(i)The iPhone® screen images clearly and legibly show the wording "Have a Spot," "Need a Spot," and "Available Spots," indicating the services being performed by the applicant via the app.  Mark-services association is present because the mark is placed in sufficiently close proximity to the iPhone® screenshots, which show the services as they are accessed and rendered via the device.



Social media specimens

• Using social media is not the same as 
providing social media services. 

• Social media is usually a means to 
advertise other goods or services.

• Advertising is not acceptable for goods. 
Consequently, acceptable social media 
specimens are usually for services.
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Presenter
Presentation Notes
In re Florists’ Transworld Delivery, Inc., 119 USPQ2d 1056 (TTAB 2016) Serial no. 85164876 – The mark SAY IT YOUR WAY for “creating an on-line community for registered users to participate in discussions, get feedback from their peers, form communities, and engage in social networking featuring information on flowers, floral products and gifts.”Specimens included a profile page from FTD’s Twitter account and Twitter pages reflecting  conversations involving FTD and FTD fans and customers.  FTD using the online community created by Twitter to provide information to its customers, advertise and provide customer services.FTD does not provide a platform by which its followers can create a profile, establish a homepage and attract followers.FTD argument that it created its own virtual sub-community; however that sub-community is not an FTD-created forum.  Twitter created the forum and FTD has done “nothing more than use the Twitter forum to engage in social networking for its own benefit, and to advertise its online retail store services. . .”  TMEP §1301.04(h)(iv)(C)



Social media specimens
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Mark:  SAMBURGERS

Services:  Fast-food 
restaurant services

Page displays the mark 
and associates the mark 
with the services.  

URL:  https://www.facebook.com/SamburgersLeesville/
Date Accessed:  7/24/2018

Presenter
Presentation Notes
Serial No. 88050936.  



Social media specimens

• Point of sale displays:
– A page from social media may be accepted for 

goods, provided the page satisfies the elements 
of a display specimen. Page must:

– Contain a picture or textual description of the goods
– Show the mark in association with the goods
– Provide means for ordering the identified goods

45

Presenter
Presentation Notes
TMEP §904.03(i) Twitter is featuring a “buy” button in some Tweets, allowing a purchase directly from a Tweet.   Social media post might also include a picture of the goods bearing the mark.  



Specimens not in use in commerce

• Digitally created
• Digitally altered
• Mockup
Such specimens do not show actual use of the 
mark on or in connection with the goods or 
services in commerce and registration must be 
refused under Sections 1 and 45 of the 
Trademark Act. 
46

Presenter
Presentation Notes
15 U.S.C. §§1051, 1127.  See TMEP §904.04(a).



Definitions

• Digitally created
– Digital drawing of a product or packaging on which the 

mark appears
• Digitally altered

– Alteration of an existing digital image of a product or 
packaging, a display associated with the goods, or an 
advertisement or website

• Mockup
– Created, typically non-digitally, to show the mark in 

connection with the goods
47



Mockups and digitally 
altered specimens

• Fake specimens present several issues:
– Fail to show mark as used in commerce
– Affect integrity of the register
– Fraud on the USPTO
– Impact on validity of registration 
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Examination procedures  

• If the specimen shows articulable signs of being 
digitally altered, created, or a mockup, or the 
examining attorney finds the identical image 
without marks or with different marks, the 
examining attorney must issue:
– A refusal under Trademark Act Sections 1 and 45 refusal  
– A request for information (RFI) under 37 C.F.R. § 2.61(b) 

• In rare circumstances, an RFI may be issued 
without a refusal.

49

Presenter
Presentation Notes
15 U.S.C. §§ 1051, 1127.



Request for information 
under Rule 2.61(b)

• Information that will help examining attorney 
determine whether the specimen was in use under 
the statutory definition (and whether there is use 
in commerce at all):
– Examples of use in a sales environment for goods or 

advertising for services
– Documents showing payment or other consideration for 

the goods or services (personal or private information 
redacted)
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Applicant’s response options

• A properly verified and acceptable substitute 
specimen with satisfactory answers to the RFI:
– All questions and requests should be addressed.
– If no information is available for a particular question 

or request, then submit a statement to that effect.  
– Redact confidential, personal, or otherwise sensitive 

information from submitted documents.
• Amendment to assert another basis of 

Section 1(b) or 44(e)
51

Presenter
Presentation Notes
See In re AOP LLC, 107 USPQ2d 1644, 1651 (TTAB 2013) (“Failure to comply with a request for information is grounds for refusal.”); cf. Star Fruits S.N.C. v. United States, 393 F.3d 1277, 1284-85, 73 USPQ2d 1409, 1415 (Fed. Cir. 2005) ("So long as there is some legitimate reason for seeking the information . . . the applicant has a duty to respond.”). For information on submitting a statement that no information is available, see TMEP §814.Generally, an examining attorney may accept an acceptable substitute specimen and withdraw the RFI.  



Tip-offs: digitally created, digitally 
altered, or mockup
• No depth or surface features or otherwise missing surface features 

or inappropriate blank spaces 
• Drawing of the goods
• Mark does not follow the contours of product or background
• Unrealistic sharp edges
• Floating appearance
• Different level of resolution or sharpness
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Tip-offs: digitally created, digitally 
altered, or mockup

• Different texture from goods 
• Odd location or odd wording on the specimen or 

misspellings 
• Use on another party’s known, recognizable product
• Questionable information on websites
• Same image used with other marks or no marks 
• Incongruous white or other type of border around the 

mark
53



Examples



Digitally created label vs. 
actual packaging
Unacceptable:  Label lacks depth, surface features and product 
information.  Effectively only a drawing of the mark

Acceptable:  Specimen is a photograph of an actual box with 
dimension and imperfections associated with an actual box     

55

Presenter
Presentation Notes
In re Chica, 84 USPQ2d 1845,1847-48 (TTAB 2007) (finding applicant’s specimen unacceptable not because it was temporary but because it comprised a mere drawing of the goods with an illustration of how the mark may be displayed and not an actual specimen that applicant used in commerce).Reminder, any label that is merely informational or incapable of functioning will be refused as well.  Unacceptable vs. Acceptable78381233 - RIEDEL - THE WINE GLASS COMPANY“BEVERAGE GLASSWARE FOR HOME, KITCHEN, HOTEL AND RESTAURANT USE; DECORATIVE GLASS; BEVERAGE SHEET GLASSWARE; [ CUT AND UNCUT CRYSTAL GOODS, NAMELY, FIGURINES; ] HOLLOW GLASS GOODS, NAMELY, GOBLETS, CUPS, POTS, BOWLS AND VASES” in Class 21



Digitally created – unrealistic images 
of the goods
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Presenter
Presentation Notes
The specimens appear to be digitally created drawings of the goods rather than an actual t-shirt or sweatshirt. In addition, the mark does not follow the contours of the apparel. SPEED ALWAYS WINS – SN 86345091  REDNECK OUTLAWS – SN 87641474



Digitally Altered – mark applied to 
an existing third party product
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Presenter
Presentation Notes
The specimen appears to be digitally altered because the mark appears on a known, recognizable third-party product.SN 87435934  



Mockup – mark applied to the 
product in an atypical manner
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Presenter
Presentation Notes
The specimen appears to be a mockup because the labels appear to be individual pieces of paper taped to the containers, which is not typical use for these products.  SN 87426346  



Poll: Would you refuse?

59

Mark:  Heal Different

Goods:  Supplements 

Presenter
Presentation Notes
SN 88382191



Poll: Would you refuse?
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Mark:  STEALTH

Goods:  Golf shoes

Presenter
Presentation Notes
SN 77424372



Poll: Would you refuse?
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Mark:  GUIGA

Goods:  Knives, forks 
and spoons

Presenter
Presentation Notes
SN 87749350



Poll: Would you refuse?
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Mark:  HEAL DIFFERENT

Goods:  Supplements



Poll: Would you refuse?
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Webpage URL and access date

• A webpage specimen must include the URL 
and access or print date. 

• The URL and access date may be submitted:
– Directly on the specimen webpage itself
– Within the electronic form used to submit specimen
– In a verified statement in a later-filed response
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Presentation Notes
Mandatory Electronic Filing and Specimen Requirements, Examination Guide 1-20 (Revised Feb. 2020)In re I-Coat Company, LLC 126 USPQ2d 1730, 1734 (TTAB 2018) – the Board no longer considers Internet evidence filed by an applicant in an ex parte proceeding to be properly of record unless the URL and access or print date has been identified.  



Webpage URL and access date

• Although using the dedicated fields in the 
electronic filing form is recommended, the 
URL and access date information may be 
provided anywhere within the form:

–specimen description
–miscellaneous statement
–arguments
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Webpage URL and access date –
in the screenshot
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Presentation Notes
90080916  Mark:  THE FARNAMServices:  Hotel services



Webpage URL and access date –
screen-capture software
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Presenter
Presentation Notes
90080895  MARK:  BLANK SPACE DESIGNSServices:  Interior decorating; Interior design services 



Webpage URL and access date 
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Presenter
Presentation Notes
Specific fields exist in the Trademark Electronic Application System (TEAS) initial application form for the entrance of the URL and access date information.



Webpage URL and access date 
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Presenter
Presentation Notes
Display within the TEAS “Response to Office action” form.



Webpage URL and access date

• If the webpage contains a picture of the 
goods bearing the mark, the URL and 
access date are not necessary. 

• The picture must be otherwise acceptable 
as properly showing the mark on the 
goods.   
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Webpage URL and access date

71

Mark:  GNC

Goods:  Vitamins

Presenter
Presentation Notes
Since mark appears on the photograph of packaging for the goods, no need for URL and access date.  



Avoiding specimen pitfalls

• Review the client-provided specimen and 
discuss what it is with the client

• Ask if better specimens are available if 
what is presented is marginal

• Provide the most legible, clearly 
acceptable specimen you can up-front
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Avoiding specimen pitfalls

• Use entire point of sale display, not a 
cropped, retouched picture of the goods 
from a webpage

• Highlight or describe where the mark 
appears and where the goods or services 
appear or are referenced  
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Avoiding specimen pitfalls

• Avoid submitting brochures as specimens 
for goods.  

• Consider providing multiple specimens per 
class.
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Avoiding specimen pitfalls

• Provide a clear and accurate description of
each specimen provided, explaining what
the specimen shows and its context:
– Is the specimen a photograph and what does it

show?
– Is the specimen a website excerpt or from

printed promotional materials?
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Questions?

Please direct to TMPolicy@uspto.gov 
with the subject line “Specimens CLE 
presentation.”

mailto:TMPolicy@uspto.gov


Additional resources and feedback

• Specimens webpage at 
www.uspto.gov/trademarks/laws/specimen-refusal-
and-how-overcome-refusal

• TMEP at tmep.uspto.gov/RDMS/TMEP/current
• General feedback about Trademarks content:

TMFeedback@uspto.gov
• Trademarks contact information available at: 

www.uspto.gov/trademark/contact-trademarks. 
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Presentation Notes


https://www.uspto.gov/trademarks/laws/specimen-refusal-and-how-overcome-refusal
https://tmep.uspto.gov/RDMS/TMEP/current
mailto:TMFeedback@uspto.gov
https://www.uspto.gov/trademark/contact-trademarks
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