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What is the Patent Trial and Appeal Board?

*Trademark Trial and Appeal Board (TTAB)

PATENTS
examine patent applications

and grant patents

PTAB
ex parte appeals,

AIA proceedings, other

TRADEMARKS

examine and
register trademarks

TTAB*
ex parte appeals, inter 

partes proceedings
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Today’s agenda

Interview
with

Stephen Ball

1

Trial byte

2

Walkabout 
the web

3

Q&A

4
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*Information not intended as legal advice 



Question/comment submission

To send in questions or comments about the 
presentation, please email:

– PTABInventorHour@uspto.gov
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An interview with Stephen Ball, 
Partner at Husch Blackwell

Amee Shah, Administrative Patent Judge



Stephen Ball
Partner at Husch Blackwell
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Question/comment submission

To send in questions or comments about the 
presentation, please email:

– PTABInventorHour@uspto.gov
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Application Assistance Unit

• The staff in the Application Assistance Unit (AAU) is trained to assist 
with a broad range of questions and issues pertaining to pre-
examination processing of patent applications by the Office of 
Patent Application Processing (OPAP) and the post-examination 
processing of patent applications by the Office of Data 
Management (ODM). 

• Available Monday through Friday (except federal holidays) from 8:30 
a.m. to 5 p.m. ET. 
– Toll-Free: 888-867-0101
– Local: 571-272-4000
– HelpAAU@uspto.gov
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Trial byte:
How to request an AIA conference call

Meredith Petravick, Administrative Patent Judge



Conference calls

• Conference calls are used in AIA trial 
proceedings to raise and resolve issues in 
an expedited manner. 
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How to request a conference call

• Parties request a conference call with the 
panel of administrative patent judges 
(“APJs”) assigned to the case by sending an 
email to: Trials@uspto.gov. 
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When/why to request a conference call

13

• Seek authorization to file a motion 
– “A motion will not be entered without Board authorization.  Authorization may be 

provided in an order of general applicability of during the proceeding.”  37 C.F.R. §
42.20(b)

• Before filing a motion to amend
– “A patent owner may file one motion to amend a patent, but only after conferring 

with the Board.” 37 C.F.R. §§ 42.121(a), 42.221(a)
• Have an initial conference call

– May be helpful to introduce yourself to the panel, resolve any initial issues, answer 
procedural questions, seek authorization for motions at start of proceeding, etc.

• After meeting and conferring — to resolve any procedural disputes that 
arise during trial, such as location or timing of a deposition



Prior to requesting a call
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• Before requesting a conference call with the Board, parties should 
confer and try to resolve the issue themselves

• An email requesting a conference call should:
– copy the other party (37 C.F.R. § 42.5(d) prohibits ex parte communications)
– indicate generally the relief being requested or the subject matter of the 

conference call 
– state whether the opposing party opposes the request 
– include multiple times when all parties are available

• An email requesting a conference call should NOT:
– include attachments
– include substantive communications to the Board 

• (i.e., no arguments).  



Remember to timely seek relief

“A party should seek relief promptly after the need 
for relief is identified. Delay in seeking relief may 
justify a denial of relief sought.” 37 C.F.R. § 42.25(b).
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Example request
From:  Sally Smith <ssmith@petitioner.com>

Sent: May 30, 2018 4:41 PM
To: Trials <Trials@USPTO.GOV>
Cc:  Bob Baxter <bbaxter@patentowner.com>
Subject: IPR2018-12345 Late Filing

To the Patent Trial and Appeal Board:

Paper 22 (Petitioner’s Objection to Evidence) was due May 1.  Paper 22 was finalized and 
dated for May 1 on both the paper and on the certificate of service.  We intended and 
believed that the document would be filed and served.  Due to an internal mix-up by our 
paralegal, it appears that the document did not actually get filed until slightly after midnight 
May 2 and the document did not get served to opposing counsel until 12:17 AM on May 2.  
This mistake should not be held against my client.  

Regards,
Sally Smith
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Example request
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• Sally Smith’s email does not follow best practices because it:
– does not include a request for a conference call
– does not indicate the relief being sought

• It does not indicate any applicable Board Rules
• It does not request authorization to file a motion

– does not indicate if the parties conferred or reasonably attempted to confer
– does not provide the parties’ availability for a conference call
– may not be timely

• “Late action. A late action will be excused on a showing of good cause or 
upon a Board decision that consideration on the merits would be in the 
interest of justice.” 37 C.F.R. § 42.5(c)(3).



Example request
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From: Sally Smith <ssmith@petitioner.com>
Sent: May 2, 2018 4:41 PM
To: Trials <Trials@USPTO.GOV>
Cc: Bob Baxter <bbaxter@patentowner.com>
Subject: IPR2018-12345 Late Filing

To the Patent Trial and Appeal Board:

Petitioner requests a conference call to seek authorization to file a motion to excuse late action 
pursuant to 37 C.F.R. § 42.5(c)(3).  Paper 22 (Petitioner’s Objection to Evidence) was due May 1, but 
was filed and served late, slightly after midnight May 2. 

Petitioner and Patent Owner have conferred.  Patent Owner opposes our request.

Petitioner and Patent Owner are available May 3rd and 4th between 12:00 p.m. and 4:00 p.m. 
eastern time and May 7th between 8:00 a.m. and 12:00 p.m. eastern time.     

Regards,
Sally Smith



Board’s response to request
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• The panel may schedule a conference call, grant the 
request by email, or deny the request by email.

• Some considerations are whether the request:
– is joint, opposed, or unopposed
– is ministerial

• for example, unopposed request to correct typographical errors in a filing 
or a unopposed request to expunge a duplicate filing 

– can be otherwise satisfied
• for example, a request to file a motion to dismiss where the argument 

could be made in a preliminary response



Conclusion

Best Practices before requesting a call
• Before requesting a conference call, parties should confer and try 

to resolve the issue themselves.
• An email requesting a conference call should:

– copy the other party (37 C.F.R. § 42.5(d) prohibits ex parte communications);
– indicate generally the relief being requested or the subject matter of the 

conference call; 
– state whether the opposing party opposes the request; and 
– include multiple times when all parties are available.
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Question/comment submission

To send in questions or comments about the 
presentation, please email:

– PTABInventorHour@uspto.gov
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Journeys of Innovation

• Relatable stories that chronicle the journeys of inventors 
and entrepreneurs
– Learn how they got their start, challenges they faced, and what it 

took to bring their ideas to fruition 
– Learn about the importance of creating and protecting intellectual 

property

• A new story each month:
www.uspto.gov/journeys
– Example: A legacy of love, loyalty, and laughter - the story of an 

inventor of mechanical toys (Yakity-Yak Talking Teeth), December 2023
22
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Walkabout the web:
How to access AIA documents

Brandon Warner, Administrative Patent Judge



United States Patent and Trademark Office
www.uspto.gov/
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United States Patent and Trademark Office
www.uspto.gov/
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Patent Trial and Appeal Board
www.uspto.gov/ptab
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PTAB open data – Board Decisions
https://developer.uspto.gov/ptab-web/#/search/decisions
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PTAB open data – Documents (Appeal)
Decision document for ex parte appeal

28



PTAB open data – Documents (AIA Trial)
Documents for AIA trials
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Patent Trial and Appeal Board
www.uspto.gov/ptab
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Patent Trial and Appeal Case Tracking System (P-TACTS)
www.uspto.gov/patents/ptab/patent-trial-and-appeal-case-tracking-
system-p-tacts
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Patent Trial and Appeal Case Tracking System (P-TACTS)
Can sign in with MyUSPTO Account

32



Patent Trial and Appeal Case Tracking System (P-TACTS)
Sample search – AIA review number “00777”
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Patent Trial and Appeal Case Tracking System (P-TACTS)
Sample search – Documents for IPR2023-00777
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Patent Trial and Appeal Case Tracking System (P-TACTS)
Sample search – Party name “Apple”
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Patent Trial and Appeal Case Tracking System (P-TACTS)
Sample search – Documents for IPR2023-00745
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Question/comment submission

To send in questions or comments about the 
presentation, please email:

– PTABInventorHour@uspto.gov
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First-Time Filer Expedited Examination
Pilot Program

• Expedites the first Office action, which 
expands opportunity in innovation. 

• By lowering time-based barriers for inventors 
who might otherwise be unable to participate 
in the patent system, this initiative will enable 
them to bring their innovations to impact 
more rapidly. 

• For more information:
www.uspto.gov/initiatives/FirstTimePatentFiler
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Questions?
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Future programs

Inventor Hour, Episode 26
Thursday, Mar. 28, 2024, noon (ET)

Inventor Hour, Episode 27
Thursday, Apr. 25, 2024 noon (ET)

40




	Slide Number 1
	Patent Trial and Appeal Board�Inventor Hour: Episode 25
	What is the Patent Trial and Appeal Board?
	Today’s agenda
	Question/comment submission
	An interview with Stephen Ball, �Partner at Husch Blackwell
	Stephen Ball�Partner at Husch Blackwell
	Question/comment submission
	Application Assistance Unit
	Trial byte:�How to request an AIA conference call
	Conference calls
	How to request a conference call�
	When/why to request a conference call�
	Prior to requesting a call
	Remember to timely seek relief�
	Example request
	Example request
	Example request
	Board’s response to request
	Conclusion
	Question/comment submission
	Journeys of Innovation
	Walkabout the web:�How to access AIA documents
	United States Patent and Trademark Office�www.uspto.gov/ 
	United States Patent and Trademark Office�www.uspto.gov/ 
	Patent Trial and Appeal Board�www.uspto.gov/ptab 
	PTAB open data – Board Decisions�https://developer.uspto.gov/ptab-web/#/search/decisions 
	PTAB open data – Documents (Appeal)�Decision document for ex parte appeal
	PTAB open data – Documents (AIA Trial)�Documents for AIA trials
	Patent Trial and Appeal Board�www.uspto.gov/ptab 
	Patent Trial and Appeal Case Tracking System (P-TACTS)�www.uspto.gov/patents/ptab/patent-trial-and-appeal-case-tracking-system-p-tacts 
	Patent Trial and Appeal Case Tracking System (P-TACTS)�Can sign in with MyUSPTO Account
	Patent Trial and Appeal Case Tracking System (P-TACTS)�Sample search – AIA review number “00777”
	Patent Trial and Appeal Case Tracking System (P-TACTS)�Sample search – Documents for IPR2023-00777
	Patent Trial and Appeal Case Tracking System (P-TACTS)�Sample search – Party name “Apple”
	Patent Trial and Appeal Case Tracking System (P-TACTS)�Sample search – Documents for IPR2023-00745
	Question/comment submission
	First-Time Filer Expedited Examination�Pilot Program
	Questions?
	Future programs
	Slide Number 41



