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What is the Patent Trial and Appeal Board?

3

PATENTS
examine patent applications

and grant patents

PTAB
ex parte appeals,

AIA proceedings, other

TRADEMARKS

examine and
register trademarks

TTAB*
ex parte appeals, inter 

partes proceedings

*Trademark Trial and Appeal Board (TTAB)



Today’s agenda

4 *INFORMATION NOT INTENDED AS LEGAL ADVICE 
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To send in questions or comments about the 
presentation, please email:

– PTABInventorHour@uspto.gov

Question/comment submission
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mailto:PTABInventorHour@uspto.gov


Meet a USPTO Professional
Elizabeth Dougherty
Eastern Regional Outreach Director

Lynne H. Browne, Administrative Patent Judge



Elizabeth Dougherty
Eastern Regional Outreach Director
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To send in questions or comments about the 
presentation, please email:

– PTABInventorHour@uspto.gov

Question/comment submission
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mailto:PTABInventorHour@uspto.gov


USPTO is requesting comments from the public to improve patent pro bono programs. 
– https://www.regulations.gov/document/PTO-C-2023-0009-0001
– Written comments will be accepted until July 11, 2023

USPTO is hosting two “Listening Sessions” on patent pro bono programs:
– June 5th from 5:30 – 8:30 PM (Inventors)

• https://www.uspto.gov/about-us/events/inventor-listening-session-patent-pro-bono-programs
– June 7th from 1:00 – 4:00 PM (Practitioners)

• https://www.uspto.gov/about-us/events/patent-practitioner-listening-session-patent-pro-bono-
programs

Email probono@uspto.gov if you have any questions.

Patent Pro Bono Program: Opportunities 
to provide feedback 
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https://www.regulations.gov/document/PTO-C-2023-0009-0001
https://www.uspto.gov/about-us/events/inventor-listening-session-patent-pro-bono-programs
https://www.uspto.gov/about-us/events/patent-practitioner-listening-session-patent-pro-bono-programs
mailto:probono@uspto.gov


USPTO Patent Pro Bono Program
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www.uspto.gov/probonopatents

http://www.uspto.gov/probonopatents


Appeal Byte: 
Non-Compliant Ex Parte Appeal Brief 
(And How to Fix It)

Brandon J. Warner, Administrative Patent Judge



Agenda

Why
Where  

&        
what

How 
enforced

Common 
errors Solutions
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Ex parte appeal brief rules – why 

Efficiency

Complete record

Fair play
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Appeal brief rules – where & what
37 CFR § 41.37(c); MPEP § 1205.02
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Evidence 
appendix

(if applicable)

Claims 
appendix

Conclusion 
(optional)Argument

Summary of 
claimed 
subject 
matter

Related 
appeals, etc.

Real party in 
interest



Appeal brief rules – where & what
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https://www.uspto.gov/patents/patent-trial-and-appeal-board/resources/preparing-ex-parte-appeal-brief

https://www.uspto.gov/patents/patent-trial-and-appeal-board/resources/preparing-ex-parte-appeal-brief


Appeal brief rules – how enforced 
MPEP § 1205.03
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File
corrected 

brief and/or 
petition 

under 37 CFR 
§ 41.3

Notice of 
non-compliant 

brief

Patent 
Appeal 
Center 
review 

Appeal brief
filed



Notice of Non-Compliant Appeal Brief (PTOL-462)
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Common errors
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Evidence 
appendix

(if applicable)

Conclusion 
(optional)Argument

Related 
appeals, etc.

Real party in 
interest

Summary of 
claimed 
subject 
matter

Claims 
appendix



Real party in interest 
37 CFR §§ 41.37(c)(1)(i) and 41.8(a)
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Name

Real party in interest
• Inventor(s)?
• Assignee(s)?
• Parent corporation(s)?

Obligation to update



Related cases  
37 CFR § 41.37(c)(1)(ii) 
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Identify by number

Prior and pending

Appellant/assignee owns

Known to appellant, counsel, assignee

May be related to, directly affect, 
be directly affected by, have a bearing



Summary of claimed subject matter
37 CFR § 41.37(c)(1)(iii) 
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Concise explanation

Each rejected independent claim

Specification as filed
• Not pre-grant publication

Page/line numbers & drawings

Structure for means + function



Summary of claimed subject matter
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Common errors

Not citing to specification as filed

Not addressing each independent claim

Referring only to drawings (& not specification)



Common mistakes: example 1
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Common mistakes: example 1
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Common mistakes: example 2
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Common mistakes: example 2
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Common mistakes: example 3
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Common mistakes: example 3
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Claims appendix 
37 CFR §§ 41.37(c)(1)(v) and 41.37(c)(2)
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Current claims on appeal
• No new amendments
• No amendments not previously entered
• No cancelled claims



Claims appendix
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Common errors

New or non-admitted amendment

Markings in the claims 
(e.g., brackets or underling)



• New or not previously admitted 
amendment or evidence
– 37 CFR § 41.37(c)(2)

Other common errors 
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How to fix errors
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Not the end of the world!
• Receive Notice with identified error
• Timely respond
• Fix and re-submit (often not whole brief)



How to Avoid Common Errors
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• Review rules
• 37 CFR § 41.37(c) 
• MPEP § 1205.02

• Appeal Brief template (link)

https://www.uspto.gov/patents/patent-trial-and-appeal-board/resources/preparing-ex-parte-appeal-brief


To send in questions or comments about the 
presentation, please email:

– PTABInventorHour@uspto.gov

Question/comment submission

34

mailto:PTABInventorHour@uspto.gov


Coming May 10–12, 2023!
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https://www.uspto.gov/about-us/events/invention-con-event-series

Invention-Con is the USPTO's annual conference 
for independent inventors, entrepreneurs, and 
small business owners whose success depends on 
guarding their creative work.

For more information, email InventionCon@uspto.gov.

https://www.uspto.gov/about-us/events/invention-con-event-series
mailto:InventionCon@uspto.gov


Invention Byte
And the Invention Is . . . 

John E. Schneider, Administrative Patent Judge 



His work initially focused 
on developing an 

– it didn’t work
The product was used to 
seal wounds during the 
Vietnam War.
Still used in surgeries 
What is it?

Inventor of the month – Harry W. Coover
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A – Silly Putty™
B – Super Glue™
C – Teflon™
D – None of the above

What was the invention?
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US Patent 2,768,109  -
October 23, 1956
Cyanoacrylates, a class of chemicals 
with powerful adhesive properties, 
opened the door to a wide range of 
industrial, consumer, and medical 
applications

Super Glue™
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Easter –
April 9, 2023
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A – An Easter Egg
B – An Easter Basket
C – An Easter Bonnet
D – None of the above

Poll: What was patented in 1890?
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Easter Egg
an Easter-egg which is formed 
of a block of Wood turned 
into the Shape of an egg and 
thread or yarn Wound 
thereon, the same being 
preferably spun silk

U.S. Patent 419,391

42



Earth Day –
April 22, 2023
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A – They made them lighter weight
B – They made them from recycled materials
C – They made them transparent
D – None of the above

Poll: How did Richard Lunt and Yimu
Zhao improve solar panels with their 
invention? 
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For Transparent Luminescent Solar Concentrators 
for Integrated Solar Windows

U.S. Patent 10,439,090
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To send in questions or comments about the 
presentation, please email:

– PTABInventorHour@uspto.gov

Question/comment submission
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mailto:PTABInventorHour@uspto.gov


• Wednesday, May 17, 2023, 4:00 – 5:30 p.m. PT
• Topics include:

– What do companies expect to see from the inventor?
– Which companies to approach and why?
– What are the licensing odds for success?

• Register at https://www.uspto.gov/about-
us/events/successful-inventing-product-development

• The Successful Inventing Series are monthly presentations 
that cover various aspects of the invention process, presented 
by the USPTO and the Silicon Valley Chapter of the Licensing 
Executive Society

Successful Inventing Series:
Licensing Process 
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https://www.uspto.gov/about-us/events/successful-inventing-product-development


Walkabout the Web:
Director’s Webpages

Amee A. Shah, Administrative Patent Judge



49 www.uspto.gov “About Us”

http://www.uspto.gov/


50 www.uspto.gov “About Us”

http://www.uspto.gov/


51 https://www.uspto.gov/about-us/engage-director

https://www.uspto.gov/about-us/engage-director


52 https://www.uspto.gov/about-us/engage-director

https://www.uspto.gov/about-us/engage-director


53 https://www.uspto.gov/blog/director/entry/incentivizing-and-protecting-innovation-in

https://www.uspto.gov/blog/director/entry/incentivizing-and-protecting-innovation-in


54https://www.uspto.gov/about-us/directors-blog-latest-uspto-leadership

https://www.uspto.gov/about-us/directors-blog-latest-uspto-leadership
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https://www.uspto.gov/about-us/organizational-offices/public-advisory-
committees/patent-public-advisory-committee-ppac

https://www.uspto.gov/about-us/organizational-offices/public-advisory-committees/patent-public-advisory-committee-ppac
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Inventor Hour, Episode 18
Thursday, May 25, noon (ET)

Inventor Hour, Episode 19
Thursday, June 22, noon (ET)

Future programs

57
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