
Official Gazette Notice 

Update to Panels for Pre-Appeal and Appeal Conferences 

The United States Patent and Trademark Office (USPTO) provides the Pre-Appeal Brief 
Conference Pilot Program that offers a patent applicant the option to request a review of the 
legal and factual bases of the rejection(s) in the application prior to the filing of an appeal 
brief. See Manual ofPatent Examining Procedure (MPEP) (9th ed., Rev. 01.2024, November 
2024) § 1204.02; see also "New Pre-Appeal Brief Conference Pilot Program," 1296 OG 67 
(July 12, 2005). The current provisions of the pilot program specify that, on receipt of a 
properly filed request, a panel of appropriate reviewers, including at least a supervisor and the 
examiner of record, will review the applicant's remarks and the examiner's rejection(s). 
Effective on issuance of this notice, the pre-appeal brief conference panel may further 
comprise a Patent Trial and Appeal Board (PTAB) Administrative Patent Judge (APJ) as a 
third panelist. The names ofpanelists who participated in the pre-appeal brief conference will 
be listed on the Notice of Panel Decision from Pre-Appeal BriefReview form. 

Additionally, where a patent applicant has filed an acceptable appeal brief, an appeal 
conference is mandatory (unless the examiner ofrecord decides, with supervisory approval, 
that the appeal should not go forward). See MPEP § 1207.01. Current USPTO guidance states 
that the participants of an appeal conference should include (1) the examiner charged with 
preparation of the examiner's answer, (2) a supervisory patent examiner (SPE), and (3) 
another examiner, known as a conferee. Id. Effective on issuance of this notice, a PT AB AP J 
having sufficient experience to be of assistance in the consideration of the merits of the issues 
on appeal may substitute as the third conferee in an appeal conference. If it is determined at 
the conference that the rejection(s) being appealed should be maintained, the examiner of 
record will prepare the examiner's answer. The names of the conferees should be listed on the 
examiner's answer, near the signature of the primary examiner or SPE, to verify that an 
appeal conference was held. The requirement in MPEP § 1207.01 for conferees to place their 
initials by their name is being waived for an APJ conferee for logistical reasons. The name 
and title of an APJ conferee will be included on the examiner's answer to indicate that the 
APJ conferee participated in the conference. 

For pre-appeal and appeal conferences, an APJ conferee will be acting only in an advisory 
role to the examiner ofrecord with signatory authority (i.e., the primary examiner or SPE). 
To maintain impartiality of PTAB APJ panels, an APJ who participates as a conferee for an 
application will not be an APJ on the PTAB panel that issues the ex parte appeal decision in 
that application. Also, where the examiner of record decides to withdraw a rejection ofany or 
all claims on appeal following a conference, participation ofan APJ in the conference is not 
appellate review by the PTAB and therefore will not render that examiner's decision a PTAB 
decision and, as such, will not trigger the patent term adjustment delay provisions under 35 
U.S.C. 154(b). See 37 CFR 1.701(a)(3) and l.702(e). This update to panels for pre-appeal and 
appeal conferences is effective until further notice. 



APJ participation as a conferee in pre-appeal or appeal conferences has the potential to 
provide several benefits for stakeholders and the Office regarding the ex parte appeal process. 

An APJ conferee may provide the examiner of record with real-time input and analysis 
regarding the strengths and weaknesses ofappellant's arguments. Also, participating as a 

conferee may provide the APJ with a better understanding of the thought process behind 
examiner's answers and the examination process in general. Additionally, the collaboration 
between the examiner and an AP J may result in best practices for the prosecution of 

applications at the appeals stage, potentially benefiting the Office and appellant. 

Please direct inquiries with respect to a pending request for a pre-appeal brief conference to 

the examiner to whom the patent application is assigned or to the examiner's immediate 
supervisor. Please direct conunents and inquiries regarding the pre-appeal brief conference 
pilot program or appeal conference procedures to Kery Fries, Senior Legal Advisor, at 571-

272-7757, or Steven Fulk, Legal Advisor, at 571-270-0072, both from the Office ofPatent 
Legal Administration; or Michael Kim, Vice Chief Administrative Patent Judge, at 571-272-
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