Basic Requirements of a
Prima Facie Case of
Obviousness

The key to supporting any rejection under 35 U.S.C. 103
Is the clear articulation of the reason(s) why the claimed
invention would have been obvious. The Supreme Court in

KSR noted that the analysis supporting a rejection under
35 U.S.C. 103 should be made explicit.



1. Combining Prior Art Elements According to Known Methods To Yield Predictable Results
To reject a claim based on this rationale, Office personnel must resolve the Graham
factual inquiries. Then, Office personnel must articulate the following:

(1) afinding that the prior art included each element claimed, although not
necessarily in a single prior art reference, with the only difference between the
claimed invention and the prior art being the lack of actual combination of the
elements in a single prior art reference;

(2) afinding that one of ordinary skill in the art could have combined the elements
as claimed by known methods, and that in combination, each element merely
performs the same function as it does separately;

(3) afinding that one of ordinary skill in the art would have recognized that the
results of the combination were predictable; and

(4) whatever additional findings based on the Graham factual inquiries may be
necessary, in view of the facts of the case under consideration, to explain a
conclusion of obviousness.

2. Simple Substitution of One Known Element for Another To Obtain Predictable Results
To reject a claim based on this rationale, Office personnel must resolve the Graham
factual inquiries. Then, Office personnel must articulate the following:

(1) afinding that the prior art contained a device (method, product, etc.) which
differed from the claimed device by the substitution of some components (step,
element, etc.) with other components;

(2) afinding that the substituted components and their functions were known in the
art;

(3) afinding that one of ordinary skill in the art could have substituted one known
element for another, and the results of the substitution would have been
predictable; and

(4) whatever additional findings based on the Graham factual inquiries may be
necessary, in view of the facts of the case under consideration, to explain a
conclusion of obviousness.

3. Use of Known Technique To Improve Similar Devices (Methods, or Products) in the
Same Way .
To reject a claim based on this rationale, Office personnel must resolve the Graham
factual inquiries. Then, Office personnel must articulate the following:
(1) afinding that the prior art contained a “"base” device (method, or product) upon
which the claimed invention can be seen as an “improvement;”
(2) afinding that the prior art contained a "comparable" device (method, or
product that is not the same as the base device) that has been improved in the
same way as the claimed invention;
(3) afinding that one of ordinary skill in the art could have applied the known
“improvement” technique in the same way to the “base” device (method, or
product) and the results would have been predictable to one of ordinary skill in
the art; and
(4) whatever additional findings based on the Graham factual inquiries may be
necessary, in view of the facts of the case under consideration, to explain a
conclusion of obviousness.



4. Applying a Known Technique to a Known Device (Method, or Product) Ready for Improvement
To Yield Predictable Results

To reject a claim based on this rationale, Office personnel must resolve the Graham
factual inquiries. Then, Office personnel must articulate the following:

(1) afinding that the prior art contained a “base” device (method, or product) upon
which the claimed invention can be seen as an “improvement;”

(2) afinding that the prior art contained a known technique that is applicable to the
base device (method, or product);

(3) afinding that one of ordinary skill in the art would have recognized that
applying the known technique would have yielded predictable results and resulted
in an improved system; and

(4) whatever additional findings based on the Graham factual inquiries may be
necessary, in view of the facts of the case under consideration, to explain a
conclusion of obviousness.

5. “Obvious To Try” — Choosing From a Finite Number of Identified, Predictable Solutions, With a
Reasonable Expectation of Success

To reject a claim based on this rationale, Office personnel must resolve the Graham
factual inquiries. Then, Office personnel must articulate the following:

(1) afinding that at the time of the invention, there had been a recognized problem
or need in the art, which may include a design need or market pressure to solve a
problem;

(2) afinding that there had been a finite number of identified, predictable potential
solutions to the recognized need or problem,;

(3) afinding that one of ordinary skill in the art could have pursued the known
potential solutions with a reasonable expectation of success; and

(4) whatever additional findings based on the Graham factual inquiries may be
necessary, in view of the facts of the case under consideration, to explain a
conclusion of obviousness.

6. Known Work in One Field of Endeavor May Prompt Variations of It for Use in Either the Same
Field or a Different One Based on Design Incentives or Other Market Forces if the Variations Are
Predictable to One of Ordinary Skill in the Art

To reject a claim based on this rationale, Office personnel must resolve the Graham
factual inquiries. Then, Office personnel must articulate the following:

(1) afinding that the scope and content of the prior art, whether in the same field of
endeavor as that of the applicant’s invention or a different field of endeavor,
included a similar or analogous device (method, or product),

(2) afinding that there were design incentives or market forces which would have
prompted adaptation of the known device (method, or product);

(3) afinding that the differences between the claimed invention and the prior art
were encompassed in known variations or in a principle known in the prior art;

(4) afinding that one of ordinary skill in the art, in view of the identified design
incentives or other market forces, could have implemented the claimed variation

of the prior art, and the claimed variation would have been predictable to one of
ordinary skill in the art; and

(5) whatever additional findings based on the Graham factual inquiries may be
necessary, in view of the facts of the case under consideration, to explain a
conclusion of obviousness.



7. Some Teaching, Suggestion, or Motivation in the Prior Art That Would Have Led
One of Ordinary Skill To Modify the Prior Art Reference or To Combine Prior Art
Reference Teachings To Arrive at the Claimed Invention
To reject a claim based on this rationale, Office personnel must resolve the Graham
factual inquiries. Then, Office personnel must articulate the following:
(1) afinding that there was some teaching, suggestion, or motivation, either in the
references themselves or in the knowledge generally available to one of ordinary
skill in the art, to modify the reference or to combine reference teachings;
(2) afinding that there was reasonable expectation of success; and
(3) whatever additional findings based on the Graham factual inquiries may be
necessary, in view of the facts of the case under consideration, to explain a
conclusion of obviousness.
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¢ ABSTRACT

According 1o one aspect of one embodiment of the present
invention, a safety control system for vehicles, includes, a
communication device having at least one of an input
accessible from within the vehicle and an output commu-
nicated within the vehicle, at least one scnsor operable to
sense &1 least one condition related to vehicle operation, and
a controller communicated with the gensor and the commu-
nication device to selectively suppress at least one of said
input and said output in response to a sensed parameter of
said at least one condition being outside of a threshold.
When an input is suppressed, the driver is prevented from
accessing or inputting information into the communication
device. When an output is suppressed, communication
between the device and the driver of s vehicle is suppressed
to, among other things, avoid distracting the driver during
certain driving situations or conditions relating to the driver,
vehicle and/or environment.
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[57] ABSTRACT

A layer of carbon fiber materials sandwiched between
two conductive layers provides a tactile feedback sen.
sor which is particularly useful in manipulatar systems
for robotics and assembly automation.

6 Claims, 6 Drawing Figures
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{57 ABSTRACT

Aporisble computer is provided with retractable ear phones.
The ear phones can include ear buds with en outer cushion.
The ear buds are retractably coupled with the portable
computer by an audio cable. A retraction mechanism retracts
the andio cable and ear buds into the computer. The portable
computer has a cut out sized 10 receive the ear buds therein,
which creates a place to store the ear buds during periods of
non-use. To use the ear buds, a user removes the buds from
the storage position, and pulls the audio cablc from the
computer. Pulling the audio cable activates the ear buds and
disables an audio output device on the portable computer. To
return the ear buds to a storage position, & retraction actuator
is depressed which retracts the sudio cable into the portable
computer. Alteratively, the ear buds can be replaced or used
in addition 10 an audio input device. The ear buds andsor
audio input device can be provided on other devices, such as
2 portable keyboard.

20 Claims, 4 Drawing Sheets
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57 ABSTRACT

A motorcycle helmet formed from an impact resistant shell
for covering and protecting the head of & user has audio
receiver members mounted on the interior of the shell and
has a microphone at one end of a boom within the helmet.
The microphone is located for use by the user at the front of
the helmet while the boom has an adapter on the end
opposite the microphone. The microphone has conductors
communicating with a connector which communicates with
the electrical energy source and control cables. The adapter
is receivable within 8 socket formed by a channel in an
cxtension of one of the receiver housings so that the micro-
phone and boom may be mounted totally within the helmet.
The electrical power and control cables are connected to the
microphone and the receivers by means of a quick-
disconnect type connector and has a separate volume control
for the microphone and for the receivers so that two motor-
cycle riders may adjust the audio system to their liking. The
modular arrangement provided by the two conpectors permit
clements, if broken, to be replaced readily without replacing
the entire systems.

10 Claims, 3 Drawing Sheets
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1) ABSTRACT

Network browser applications are improved by providing
visual status indieations informing users that curreatly dis-
played pages are one of: old (outdated), partly old or new.
Conventional browser applications loed old or parly old
page information from a cache and new information from a
(usually remote) server to which the browser links via &
network. A user expecting to view only new information
(c.g. information that might be uscless if out of date) is
alerted by present status indications to request the browser
to reload the entire page; which the user can do by operating
a reload selectorficon conventionally presented by the
browser. Various alternative statns indications are shown,
along with potential associations of such with & reload
selector button (or equivalent icon).
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