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  Border enforcement of designs 

• Global view of border enforcement for designs 

• U.S. Customs and Border Protection 

• Recent U.S. legislative proposals 

• Looking ahead 
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 Border measures under TRIPS 

• IPR holder initiated (TRIPS Article 51) 

– “Members shall … adopt procedures to enable a right holder, who 

has valid grounds for suspecting that the importation of counterfeit 

trademark or pirated copyright goods may take place…to lodge an 
application ..for the suspension by the customs authorities of the 

release into free circulation of such goods… 

– “Members may enable such an application to be made in respect of 

goods which involve other infringements 

• Ex-officio (TRIPS Article 58) 
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European Union 

• Application for Action (AFA) 

– Two types of application: 

• National application: requesting action from one Member State 

• Union application: requesting action from more than one 

Member State if EU-wide right (Community design) 

– Must include proof of design rights validity and detailed 

technical description of goods 
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European Union 

• Customs will notify applicant of decision within 30 
working days 

• Online IP Enforcement Portal to submit AFA and 
check status 

• Compensatory damage permitted based on infringer 
intent instead of injunctions 

• Infringing goods may be confiscated and destroyed 
by Customs 

• Ex-officio action limited to national applications 
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Scope of 
IPR Border Enforcement 

tmport/uport 
rohibited Good 

Application for 
Suspension 

(lmport/E,rport) 

Information 
Recordat,on 

Patent rights 

Utility model rights 

\ 

Design rights 

Trademark rights 

Copyright & ne hboriog 11ghU 

Plant breeder's rights 

UnfaArCompc'4tlo., Pr.-v nt,on law 

Layout-design rights 

Japan 

• Application of Suspension 

– Filed by design rights holder for Customs to initiate Identification Procedures 

– Parties to the dispute provide evidence 

to Customs 

– Customs decides whether design rights have 

been “infringed” or “likely to be infringed” 
based on submitted evidence 

• Photos, Advisory Opinion of JPO, 

written advisory opinion of lawyer, etc. 

• Ex-officio action only when there is prima facie evidence of 

infringement “to protect the public interest” 

Source: https://www.customs.go.jp/mizugiwa/chiteki/pages/a_003_e.htm 
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Japan 

• Must submit basis for calculation of security 

against possible damage caused by release of 

suspended goods 

• No court order is required for most seizure 

processes. Court order can be requested for 

more complex seizures 

• Infringing goods may be confiscated and 

destroyed by Customs 
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China 

• Action Pursuant to Application 

– Design rights holder requests Customs to detain 

suspected goods upon discovery along with surety 

• Puts burden of discovery on design rights holder 

– Design rights holder petitions court for order to cease 

infringement 

– Customs responds to court decision 
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China 

• Ex-officio Action 

– Best practice: design rights holder preemptively records right 
with Customs 

• Puts burden of discovery on Customs 

– Customs will detect and hold suspected goods, and inform 
design rights holder 

– Design rights holder files detention request and surety 

– Customs investigates and responds; if unable to determine 
infringement, relies on design rights holder and court for 
decision 
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China 

• Process promotes recordation of design rights with 
Customs 
– Valid for 10 years 

– Entered into public database with basic information of design 
rights 

• Disposal options of infringing goods 

– destruction 

– use for public welfare 

– purchase option by design rights holder 

– auction 
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Non-exhaustive list of countries with 

design customs enforcement 
• South Korea • Panama 

• India • Singapore 

• Mexico • Bulgaria 

• Turkey • Turkey 

• Argentina 

• South Africa 

• Switzerland 
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Unfair Practices in Import Trade: 

U.S. International Trade Commission 

• 19 U.S.C. § 1337(a)(1)(B)(i) 

– Holds unlawful, “[t]he importation into the United States 
… articles that infringe a valid enforceable United States 
patent.” 
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Unfair Practices in Import Trade: 

U.S. International Trade Commission 

• Quasi-judicial process to determine infringement. 

– Process takes approximately 12-18 months. 

• Exclusion order issued by Administrative Law Judge. 

– General or limited. 

– Exclusion order ends when the patent expires. 

• Enforcement at the border – CBP denial of entry, 
unless repeat violator. 
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  Customs Enforcement in the U.S. 
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 Customs Enforcement in the United 

States 

• 19 U.S.C. § 1499

– “Imported merchandise that is required by law or

regulation to be inspected, examined, or appraised shall

not be delivered from customs custody … until the

merchandise has been inspected, appraised, or

examined and … found to comply with the requirements

of the laws of the United States.”
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  Customs Enforcement in the U.S. 

• 19 U.S.C. § 1595a(c) – “Merchandise Introduced

Contrary to Law”

– “Merchandise which is introduced or attempted to be

introduced into the United States contrary to law shall …
be seized and forfeited….” 
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  Customs Enforcement in the U.S. 

• 19 U.S.C. § 1595a(c)(2)(C) – “Merchandise 
Introduced Contrary to Law” 

– “Merchandise which is introduced or attempted to be 

introduced into the United States contrary to law may … 
be seized and forfeited if it is merchandise or packaging 

in which copyright, trademark, or trade name protection 

violations are involved ….” 
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  Customs Enforcement in the U.S. 

• 35 U.S.C. § 271 –

– “[W]hoever without authority … imports into the United 

States any patented invention during the term of the 

patent therefor, infringes the patent.” 
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  Counterfeit Goods Seizure Act of 2019 

• Bipartisan bill introduced to 116th Congress on December 5, 2019, by Senator Thom Tillis 

[R-NC], Christopher A. Coons [D-DE], Bill Cassidy [R-LA], and Mazie K. Hirono [D-HI]) 

• The bill authorizes the U.S. Customs and Border Protection (CBP) to seize goods or 

packaging entering the United States that involve design patent infringement 

• Current law authorizes the CBP to seize only goods or packaging that involve copyright, 

trademark, or trade name infringement 

• Proposed amending 19 U.S.C. § 1595(a)(c)(2)(C) (add “design patent” and “Section 271 or 

289 of title 35, United States Code” after “title 17, United States Code”) 

• The CBP may impose a fee to cover the administrative costs to CBP of recording design 

patents (fee for trademarks is currently $190 per class of goods and $190 per copyright) 

• Bill was publicly supported by industry (Nike Inc., 3M Company, Wolverine Worldwide, 

Columbia Sportswear, Deckers Brands) and associations (IDSA, Footwear Distributors & 

Retailers of America, IPO, INTA, and AIPLA) 



    Looking Ahead – Next Steps 
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