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Dear Sir,
Attached are the comments of Anatomic Research, Inc. regarding the subject proposed rulemaking.
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Counterproposal: Expand Examination Deferral Practice

At the Small Business Administration Roundtable on the USPTO's
Proposed Claims and Continuation Practice on March 8th of this year, I proposed
a less risky change to examination practice that should reduce quickly and
without pain the huge existing application backlog. That counterproposal was to
allow inventors to more easily and for longer periods defer examination of their
patent applications at their own discretion.
Defer Examination of Applications Lacking Probable Commercial Value
The rationale for this simple counterproposal is the near certainty that
immediate examination is premature for most inventors, since the commercial
value of any application is almost always completely unknown at this earliest
stage. Moreover, the vast majority (perhaps as high as 98%) of all applications
never become commercially valuable patents.
Therefore, it serves no apparent logical purpose for the PTO to insist on
examining all applications immediately (and uniformly) and thereby creating a
huge backlog that results in the PTO being uniformly unable to examine any
applications in a timely fashion or, allegedly, with sufficient quality to justify the
huge examination effort.
Striking a Better Balance Between Speed and Quality Versus Breadth
It seems proven yet again that you can have your cake (examine all
applications) or eat it (issue patents with sufficient speed and quality), but not
both, at least not now with our current backlog problem.
Therefore, it seems preferable to strike a more reasonable real world
balance, exclusive of the current huge backlog, to have something like only 1/2 to
1/3 of all applications receiving examination with on average about twice to three
times as much examination time per application as the current practice.
As a result, the fewer patents issued (although with a clear majority still
destined to have no commercial value) would without question support the
general presumption of validity. The decision to examine and when, with
payment of a separate examination fee at when examination is elected, should
be left to applicants, who are the only ones in even a plausible position to provide
the critical service of identifying the economically dubious applications that can
remain unexamined based on an assessment of unjustifiable cost to the
applicant.

Deferral & Initiation of Examination at the Inventor’s Discretion
Instead of initiating examination after application filing, all examinations
should be routinely deferred for a reasonable period of years to allow the inventor
to develop the invention and assess its potential value. Initially, the inventor’s
often limited financial resources would be generally best focused on developing
an even better prepared application and a more thorough prior art search of
novelty, both of which can be accomplished with readily available expert help
while avoiding use of precious PTO Examiner resources.
At the same time every inventor should retain the absolute right to initiate
examination at any time, if necessary in the inventor's judgment, including as
early as at the time of initial application filing.
Since GATT Limiting Deferral Lacks Any Reasonable Justification
The current, very limited PTO examination deferral practice is apparently an
obsolete carryover from the pre-GATT patent term of 17 years from date of issue.
Since 1995, with a 20 year patent term fixed to the date of initial application filing,
the rationale for limiting examination deferral practice no longer exists. Patent
term now remains exactly the same regardless of whether or how long
examination is deferred,
PTO’s Seven Year Opt-In Deferral With Publication
I understand that the PTO now plans to propose in the near future to
change examination deferral practice to allow applicants to defer examination of
new applications when filed for a period of up to seven years (instead of the
current three, from earliest priority date), but only if the application is to be
published at eighteen months, as are apparently about 90 percent currently.
Tie Publication to Average Pendency for US-Only Applicants
However, the remaining 10 percent, the US-only applicants who decline to
publish should be offered an option fairer to them, thus making them more likely
to elect deferral and thereby further reduce the backlog.
One such option would be to defer publication for the same time period as
the average pendency period for the application’s art unit when filed, so that time
of publication would be supported by the same rationale as the 18 month
publication change several years ago: namely, that publication at 18 months
would not harm the average applicant, since the average application is published
as an issued patent at 18 months, a convenient but inaccurate assumption made
at the time. The applicant should not be made to suffer for general PTO
examination delays.
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The SAFEST Short Term Solution: TWO YEAR BLANKET DEFERRAL of
Examination For ALL Applications, INCLUDING the BACKLOG, with
Applicant OPT-OUT OPTION
Certainly of greater consequence in reducing the huge application backlog
is the PTO’s apparent decision not to expand deferral practice for the 800,000+
and ever growing backlog of already pending applications, which of course will
result in the backlog remaining huge.
If the PTO’s position is that the current backlog situation is a crisis
requiring immediate drastic action, then the safest and surest approach
would be to defer AUTOMATICALLY all application examinations, new or
pending, for a relatively short period of about two years (roughly the
workload size of the current backlog), while at the same time allowing any
applicant the option at any time of requesting examination as soon as
possible.
Safe Short Term Fix Buys Time For Better Longer Range Planning
The above described approach should provide at least a workable fix for the
backlog problem in the short term with the least risk possible. It will also buy
sufficient time over the next few years for the PTO to formulate longer range
solutions that have widespread support. At the same time the above approach
will function a relatively safe trial of new practices with high potential that may be
successful enough to be include, with or without modification, in the PTO’s longer
range solutions.
Continuation of Current Routine Fee Practices in Examination
Examination could be under current examination fee practice, including the
continued use of penalty fees for late applicant responses (such as for first
through fifth extended months). For the sake of continuity this archaic practice
could continue at least for now, although it has made no sense since the 1995
GATT-related change to a 20 year fixed term from date of filing, since the
applicant gains no patent term by delaying response and of course actually loses
term in some cases and therefore needs no redundant disincentive to delay.
Rapid or Other Enhanced Forms of Examination
The PTO should also provide accelerated or enhanced forms of
examination for additional fees at the discretion of the inventor. One example
could be significantly increasing the fee for making an application Special and
providing PTO Examiner services to conduct the expedited examination. This
would be instead of the current practice of requiring the applicant to do much of
the expedited examination, thereby unavoidably creating a multitude of at least
somewhat plausible grounds for alleging inequitable conduct. And, of course,
deterring most rational applicants from making their application Special however
urgent their need.
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PTO’s Proposed Claim Changes: A No Cost Option For Faster Examination
Another reasonable alternative would be to make the PTO’s proposed claim
examination practice a discretionary option to the applicant that would, at no
additional cost to the existing cost of routine examination, result in the application
with 10 or fewer representative claims being assigned a higher examination
priority and therefore faster examination than an application without
representative claims.
Inventor’s Three Basic Options: Rapid, Routine, or Deferred Examination
With the foregoing application examination practice changes, the USPTO
would be providing, for the first time, three basic, realistic options for the
applicant: rapid examination, routine examination, and deferred examination.
As a result of abandoning the existing “one size fits all no matter what”
examination approach, the USPTO could institute the best practice of maximizing
the number of satisfied PTO customers, while at the same time solving its critical
backlog problem and providing the continued effectiveness the United States
Patent System, which is still by far the best in the world and the cornerstone of
our national economy and defense.
Other Potential Changes in Examination Procedure
The general approach described above for deferred and enhanced
examination were outlined in my patent application titled "METHODS FOR THE
EXAMINATION OF UTILITY PATENT APPLICATIONS", which was published by
WIPO as WO 00/77713 A2 on 21 December 2000 and is attached to these
comments to provide suggestions for other examination options to initiate a freeranging discussion of examination practice.
By the way, lest my motives be misconstrued, my goal in filing the above
application was not to extract royalty payments from the USPTO (as delicious a
thought as that might be to contemplate in an unguarded moment, I certainly do
not want to prompt design-around efforts that avoid use of what might be optimal
embodiments). Instead, I hoped to use this rather unconventional approach
some years ago to attract attention to potential problems and solutions described
therein to stimulate an “outside the box” discussion of constructive ways to
improve the vital examination function of the USPTO.
CONCLUSION:
The SAFEST Short Term Solution:
TWO YEAR BLANKET DEFERRAL of Examination For ALL Applications,
INCLUDING the BACKLOG, with Applicant OPT-OUT OPTION
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