
     
             
           

             
 
   

 

 

 
 

 
 

   
   

 

From: Dan Dawes 
Sent: Monday, January 23, 2017 5:36 PM 
To: External Examination Time Study <ExternalExaminationTimeStudy@USPTO.GOV> 
Subject: feedback ‐ prosecution examination time and quality goals 

See attached. 

Daniel L. Dawes 
Attorney at Law 
Dawes Patent Law Group 
5200 Warner Ave. Ste 106 
Huntington Beach, California 92649 
phone 714 840 0302 
fax 714 840 5266 
ddawes@dawespatents.com 
website: http://www.dawespatents.com 
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us immediately by e-mail or by telephone. 
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Questions Concerning Examination Time Goals 

(1) Do you perceive a difference in the quality of examination performed in complex 

technologies compared to less complex technologies? Ifyes, which do you perceive as rugher 

quality and why? In what aspect(s) is the quality of examination higher? 

(2) What factors do you consider when estimating the amount of time needed to take various 

steps in prosecution, such as preparing responses to Office actions or preparing for interviews? 

In particular, if you prosecute applications in a variety of technology areas, how do those factors 

vary among the technologies? 

(3) Are the applications you prosecute more or less complex than in the past, e.g., 10 years ago? 

What factors contribute to the increase or decrease in complexity? Do you believe the increase or 

decrease in complexity has affected the amount of time it takes to prosecute the applications? If 

so, by how much? Do you believe the increase or decrease in complexity has affected the quality 

of examination? Ifso, how? 

(4) In order to increase the quality of examination, do you believe that an increase in the time 

allotted for examination should be designated for specific activities, such as interviews, or left to 

the discretion of the examiner? What activities would you prioritize and allocate more time to? 

(5) Are there any portions of Office actions which you feel do not add value or quality to the 

examination? Ifyes, what are they? 
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Sticky Note
No.
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Sticky Note
High Tech cases probably take more of my time to work with the inventor in preparing for an interview.  Low Tech cases are often harder to get allowed, since there is often less to distinguish the claimed invention over the art.
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Sticky Note
Cases are more complex than in the last 10 years in that more technology is required as a foundation to establish the relevant context than previously was the case.  Much more seems to be imbedded in abstruse software algorithms that previously might have been hardware.
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Sticky Note
More negotiation and opportunity for tutoring of the Examiner in the problems to be solved and claimed solutions would likely help the quality and compactness of prosecution.  It is somewhat unrealistic to expect the Examiner to necessarily be always well informed in some of these technologies and what they are striving to do.
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Sticky Note
The presentation of a pro forma rejection without a good understanding of the essence of the definition of the claimed invention is often not useful to a good examination.  The Examiner and applicant need to come to an agreement about what defines the invention before a substantive rejection is issued.



(6) What other activitjes beyond examining, such as research or training, could examiners spend 

time on that would add value? Why do you believe these activities could add value? 

(7) While the focus of this request for comments and the roundtables is to find the appropriate 

amount of time for examination, cost and pendency are also contributing factors. Do these 

factors raise a concern that should be considered? 
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There should be a procedure whereby the Examiner makes a statement of what he/she believes the applicant means to define the core of the invention prior to search, get a statement of agreement to that effect from the applicant, and also get the applicant to indicate where and who the applicant thinks would be the most likely sources of relevant contemporary technology.  Wouldn't if be helpful to the applicant  if the Examiner could search what the applicant's competitors in the field of technology are doing, especially when the applicant doesn't know what that is and therefore can't list it in an IDS?  Could the applicant help the Examiner find out?
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Sticky Note
Cost and pendancy time are major factors in determining what prosecution ends up to be.




