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MMarch 14, 20014 

TThe Honoraable Margareet Focarino 
CCommissionner for Patennts of the UUnited Statees Patent annd Trademarrk Office 
600 Dulany Street 
PP.O. Box 14550 
AAlexandria, VVA 22313 
viia email: deesignroundtaable2014@uuspto.gov 

RRe: Commments in ressponse to UUSPTO's RRequest for Commentts on the 
Writtenn Descriptiion Requireement for DDesign Appplications, FFed. Reg. 
Vol. 799, No. 25 (FFebruary 6, 2014) 

DDear Commmissioner Focarino: 

WWe are attorrneys with SSterne Kessler Goldsteinn & Fox, ann intellectuaal 
property law firm locateed in Washiington, DC.. Sterne Kesssler has moore than 
160 IP and bbusiness proofessionals. For more tthan 30 yearrs Sterne Keessler 
hhas helped c ompanies sttrategize, buuild, licensee, leverage aand enforce IP rights 
wworldwide. 

LLast year alone, our law firm filed mmore than 3350 US Dessign patent 
appplications for various companies and individduals. Our ffirm has beeen on 
thhe planningg committeee for USPTOO Design DDay since its inception 77 years 
aggo. 

TThe perceiveed problemm of assessinng possessioon under § 112 was crreated by 
the Offfice's new standards for evaluatting possesssion, annouunced at 
Designn Day 2013 

WWe are active in the Design patent bar, and sppeak regularrly with otheer design 
patent practiitioners andd design pattent Examinners about the law and best 
practices. Beefore Designn Day 20133, we heard nno mentionn from examminers or 
practitionerss that examiiners were hhaving difficculty assessinng whether an 
appplicant had possessionn of a designn at the timme of filing, when the ddesign 
inncluded onlly a subset oof so-called ""seemingly uunrelated" ooriginally-diisclosed 
ellements—thhe descriptioon of the isssue to be adddressed acccording to thhe 
FFederal Regiister notice. In fact, ouur experiencce has been that practittioners 
annd examineers were surpprised that the issue waas raised at Design Dayy and 
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thhat they tooo were not aaware of succh difficulty . Thus, anyy difficulty, if it now 
exxists, was crreated by the Office's policy changge announceed at Designn Day 
2013, and thhe guidelinees proposed will not sollve it. 

TThe Federal Register Nootice that thhis letter ressponds to reefers to the problem 
arrising in "raare" situationns. In our eexperience, that was coorrect beforee Design 
DDay 2013, wwhen we rareely—if ever——received a rrejection whhen a claim was 
inntroduced bby amendmeent or in a ccontinuatioon that usedd broken linnes to 
cllaim less thaan the origiinal disclosuure. Howevver, in our eexperience ssince 
DDesign Day 22013, the OOffice is pro hibiting succh a claim nnearly every time 
one is presennted. This leeads us to conclude thaat Examinerrs were welll capable 
of evaluatingg this issue bbefore Desiggn Day, butt have sincee been prommpted to 
prohibit suchh amendmeent as a mattter of coursse, whether or not therre is any 
uuncertainty aabout writteen descriptioon support for the claiim. 

Since Designn Day 2013,, such a claiim has beenn prohibitedd in more thhan a 
ddozen cases bbeing prosecuted by ouur firm. Ouur firm's totaal substantivve office 
acctions in deesign patentt applicationns during thhat period nnumbered 884. This 
iss not “rare.”” Before Design Day, however, it trruly was rarre. 

QQuayle actioons should nnot be usedd to object tto a priorityy claim 

FFurther, wheen a claim iss presented in a continnuation, wheether originnally or 
by amendmeent, that usees broken linnes to claimm less than iin the parennt 
appplication, examiners aare now objecting to thhe continuattion's prioriity claim 

too the parentt in a Quaylle action, cloosing proseccution. This is entirelyy 
innappropriatte for severaal reasons. 

FFirst—Quaylee actions should be reseerved for foormal matteers only. Inn 
reequiring Appplicants to acquiesce to a change in the very basis upon which 

ann applicatioon stands—itts priority—tthe Office uunjustifiablyy extends thhe Quayle 
ddoctrine far bbeyond its pproper limitted applicattion to correection of triivial 
foormal matteers. The detterminationn as to whethher an application is enntitled to 
priority undeer § 120 inccorporates tthe provisioons of § 1122 and is squaarely 
suubstantive——it depends on how onee of skill in the art wouuld understaand the 
original discllosure. Objeecting to it as a mere "fformality" ddenigrates thhe statute 
annd the perspective of oone of skill iin the art. 

Second—oncce prosecutioon is closedd, the appliccant has no opportunitty to 
mmake the casse that theirr claim is suupported in the parent. Since the 
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perspective oof one of skiill in the artt directly beears on the qquestion off priority 
uunder § 120, the Officee should nott proceduraally bar appllicants fromm 
suupporting thheir priorityy claim or oone of skill iin the art from providinng an 
opinion on tthe matter. TThis issue sshould be deecided on itts merits, raather 

thhan throughh proceduraal use of an Ex Parte Quuayle action closing 
prosecution. What use aare guidelinnes if applicaants have nno opportunnity to 
exxplain that their claim meets themm? 

AAlso, because objectionss are petitioon-able, not appealable,, this proceddure by 
thhe Office innappropriateely preventss applicants from appeaaling to the board 
wwhat is effecttively a denial of prioriity under se ction 120 bbased on perrceived 
nnew matter uunder § 1122. These aree squarely statutory issuues. The reesult will 
be unjustified additionaal cost to applicants to file a CPA aapplication to 
reespond to wwhat shouldd have been a rejection made in a ssubstantive Office 
AAction 

WWhy are theese guidelinnes necessary and whaat problem is the Offiice really 
trying tto solve? 

WWe are aware of no casee in which aan issued deesign patentt was challennged on 
thhe basis of iinadequate wwritten desccription andd was foundd lacking. CClearly 
ddesign patennt examinerss have been doing a goood job and getting it riight 
wwhen presennted with this situation.. 

DDuring the rroundtable hheld by the Office on MMarch 5 to discuss thiss issue, 
OOffice personnnel intimaated that theey intend byy these guiddelines to innhibit an 
appplicant froom using br oken lines tto obtain a claim that wwould read on a 
coompetitor's product, wwhere the co mpetitor's pproduct as aa whole has a 
ddifferent apppearance thaan an appliccant's originnally-disclossed design. 

TThis is not thhe first timee the Officee has arguedd against alloowing an appplicant 
too use brokenn lines to cllaim only a portion of aan article, oon the basis that this 
teechnique caan be used tto cover artiicles having potentiallyy different overall 
apppearances than the fuull article dissclosed. Ovver three deccades ago thhe Office 
assked the Coourt of Custtoms and Patent Appeaals to disalloow claimingg only a 

portion of ann article for this very reeason. In re Zahn, 617 FF.2d 261, 2665–67 
(CCCPA 19800). 

TThe Zahn court roundlyy rejected thhe idea that an applicannt could nott use 
broken lines to claim a ddesign for leess than an entire articcle of manu facture. 
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Inn doing so, the court reecognized thhe Office's cconcerns thhat such a teechnique 
"wwould coverr all sorts off undiscloseed drill tool appearancees … no mattter what 
thhe effect onn the appearrance of the drill tool ass a whole wwould be," but 
ddismissed the Office's cooncerns as hhaving no bbasis in the ccontrolling 

leegislation, thhen—as noww—§ 112. Idd. at 266–677. 

TThus, the co urts have exxplicitly appr oved of the rresult the OOffice is tryinng to 
prevent. Zahhn's design, sshown beloow left, may very well coover the exeemplary 
arrticle shownn below righht, regardlesss of their ddifferences inn appearance as a 
wwhole. And tthat is the legally correct outcome according tto judicial aand 
leegislative precedent. 

UUsing brokenn lines is peermitted by statute andd by the couurts. Seekinng to 
prevent appllicants fromm possibly obbtaining a ppatent whichh could be iinfringed 
by a productt that is not identical too or even simmilar to thee patentee's product 
shhould not bbe a concernn of the Offfice or a basis for changging the Offfice's 
policies regarrding possession underr § 112. 

TThe proposeed guidelinees have no jjudicial or llegislative s upport 

TThe ability too broaden cclaim scope to protect aan applicannt's inventionn is a 
ceelebrated viirtue of our patent systeem, and thee Office proovides no leggal basis 
foor abrogatinng this abilitty with its pproposed guuidelines. Thhe 5 factors 
mmentioned inn the propoosed guidelines come frrom no legaal opinion oor 
leegislative boody. The lannguage usedd in the guiddelines, like “seeminglyy 
uunrelated,” ““common thheme,” and “fundamenntal relationnship” have never 
been discussed in any leegal opinionn we are awaare of. 
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FFurthermoree, there is noo basis to coonclude thaat meeting aany of the 5 
proposed facctors would prove that a claim satiisfies the wrritten descriiption 
reequirementt. Section 112 explainss that writteen descriptioon is satisfieed when 
a person of oordinary skiill in the artt can make aand use thee invention. The 5 
faactors identtified by thee Patent Offfice in no waay relate to whether orr not a 
person of orddinary skill could makee and use thhe design ass claimed. IInstead 
thhe factors foocus on individual features of the design, nott the design as a 
wwhole, whichh is not in aaccordance wwith § 112. 

TThe proposeed guidelinnes have prractical disaadvantages that outwweigh any 
potentiial benefit 

Inn addition tto the guideelines not beeing supporrted in the llaw, there are clear 
ddisadvantagees to having them. In ppractice theyy will quickkly cease to bbecome 
mmere “factor s” that are cconsidered along with oother aspeccts of the deesign and 
wwill instead bbecome a littmus test foor examinerss. If none oof these 5 facctors are 
mmet, the examminers mayy refuse to coonsider othher “factors”” because thhe 
guuidelines doon’t includee them. Thiis wrongly reemoves the perspectivee of one 
of skill in thee art from thhe analysis, and is a slippery slopee that the OOffice 
shhould avoidd. 

DDescriptive sstatements as proposedd do not beelong in dessign applicaations 

FFinally, the FFederal Reggister notice also asked “whether uuse of a desccriptive 
sttatement in the originaal applicatioon which ideentifies in wwords differrent 
coombinationns of elemennts that formm additionaal disclosed designs couuld be a 
mmeaningful wway to demoonstrate po ssession forr future ameendments oor 
coontinuationn claims." TThis is not aa good alternnative and sshould not be 
suuggested or encouragedd. It will wiithout doubbt encouragee applicantss to file 
leengthy writtten specificaations in ann attempt to capture eveery conceivaable 
permutationn of their de sign, turninng design appplications eeffectively innto 
uutility appliccations. 

TThis is not soomething thhe Patent OOffice shouldd welcome oor invite as it will 
suurely cause delay in exaamination aas examinerss pore over these lengthhy 
wwritten speciifications too determine if the claimmed permutation has beeen 
precisely described. Surrely this wouuld be moree complicatted and pronne to 
grreater error than the cuurrent practtice of mereely comparinng drawingss and 
cooncluding wwhether thee feature noww being uncclaimed wass disclosed iin the 
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original appllication. It wwould also iimpose unddue burdenss and delayss on 
appplicants whho must theen prepare tthese lengthhy specificattions in ordder to 
protect theirr legitimate inventions. 

TThe Office sshould revert to pre-Deesign-Day-2 2013 practicce 

TThe Office shhould take measures too un-do the damage doone by the change in 
practice implemented affter Design Day 2013. Before this change thee Office 
operated undder longstannding and supportable principles wwhen evaluating 
possession under § 112.. Conclusioons by examminers on this issue weree fair 
annd consistent, and madde from thee proper legaal perspectivve of one off skill in 
thhe art. A good first stepp in un-doinng this damage is for thhe Office to again 
trrust examinners to use thhe same carreful considderation andd expertise tthat they 
ddid before DDesign Day 22013, insteaad of foistinng unnecessaary guidelinnes upon 
thhem that wiill undoubteedly engendder confusioon and incoonsistent ressults. 

Respectfullly submittedd, 

/Tracy Durrkin/ 

Tracy-Genee G. Durkinn, Reg. No. 32,831 
Director, MMechanical and Designn Practice 
Group Leaader, Sterne Kessler 

/Daniel A.. Gajewski/ 

Daniel A. GGajewski, RReg. No. 64,,515 
Associate, SSterne Kesssler 

1100 New York Avenuee 
WWashington , D.C. 20005-3934 
(2202) 371-26600 

TThe views expreessed herein arre our own annd are not to bbe attributed tto any other peerson or 
enntity includingg Sterne, Kessller, Goldstein & Fox P.L.L.CC., or any cliennt of the firm.. 
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