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Trademark basics boot camp 

• Reminders: 
– This session is being recorded. 
– The slides will be emailed after the presentation. 
– Captioning is available. 
– Post your questions to the Q&A box. 
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Discussion topics 

• Trademark basics 
• Office action basics 
• How to file a response 
• Tips for successful response 
• How to find help 
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Trademark basics 

• Trademark 
– Identifies the source of goods and services. 
– Distinguishes them from the goods and services 

of another party. 
– Provides legal protection for a brand. 
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Presenter Notes
Presentation Notes
It does not give you exclusive rights to the word or phrase in general.
It only gives you exclusive rights to the word or phrase when you’re using it as a brand for your particular goods or services.



 
 

 

Trademark basics (cont'd) 

• Remember: 
– You are not “buying” a trademark. 
– Not every trademark is registrable. 
– Filing fees are not refundable. 
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Presenter Notes
Presentation Notes
The mission of the USPTO is to register any mark that is eligible for registration.

You are not “buying” a trademark, only applying to seek federal registration, with no guarantee.
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Office action basics 

• Office action 
– Official letter that USPTO examining attorney 

issues after reviewing trademark application 
– Notification of letter provided by email 
– Available to read and download via Trademark 

Status and Document Retrieval system (TSDR) 
• https://tsdr.uspto.gov/ 
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Presenter Notes
Presentation Notes
Office action
Identifies any bases for refusal
Identifies any outstanding requirements
Refusal requires formal response
Address minor problems through phone call or email to assigned examining attorney

https://tsdr.uspto.gov/


 

   

 
  

Office action basics (cont'd) 

• Common types of office actions 
– Nonfinal office action 
– Final office action 
– Denial of request for reconsideration 
– Examiner’s amendment 
– Priority action 
– Suspension letter 
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Presenter Notes
Presentation Notes
The type of office action you receive depends on the specific situation in your case.
Each office action has its own purpose.
Each office action has its own response period.
Be sure to read the office action carefully to understand what it’s asking and when a response is due.

Other types of office actions include:
Examiner’s amendment/Priority action
Suspension inquiry
Notice of incomplete response




 

   

 

Office action basics (cont'd 2) 

• Nonfinal office action 
– Raises any refusal(s) or requirement(s) for first 

time. 
– Requires response for application to move 

forward. 
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Presenter Notes
Presentation Notes
Sets forth legal reasoning for any refusals
Suggests how to satisfy any requirements

Be aware the letter could contain a single refusal or requirement. It could also include multiple or one or the other or both.

Response deadline:
Typically required within 3 months of issuance of office action
One 3-month extension available per office action




 

  

   

Office action basics (cont'd 3) 

• Final office action 
– Maintains and continues any remaining refusal(s) 

or requirement(s) for final time. 
– Requires response, unless applicant decides not 

to continue with application. 
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Presenter Notes
Presentation Notes
Issued only if applicant’s response is unsatisfactory
Sets forth legal reasoning for any final refusals
Suggests how to satisfy any final requirements

Be aware the letter could contain a single refusal or requirement. It could also include multiple or one or the other or both.

Response deadline:
Typically required within 3 months of issuance of office action
One 3-month extension available per office action




    
   

Knowledge check #1 

If the USPTO refuses to register your trademark, does 
that mean your trademark can never be registered? 

Yes No 
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Presenter Notes
Presentation Notes
No. You can argue against the refusal to try and change the examining attorney’s position. You can appeal the decision to the TTAB. Depending on the refusal (e.g., a descriptiveness refusal), you may be able to apply at a later date and make it to registration.



    
  

Knowledge check #2 

If the USPTO refuses to register your trademark, does 
that mean you must stop using your trademark? 

Yes No 
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Presenter Notes
Presentation Notes
No. The USPTO only determines whether you have the right to register your mark, not the right to use it. You are not required to register your trademark with us and you could choose to rely on your common law trademark rights to protect your trademark.
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How to file a response 

• File using the Trademark Electronic 
Application System (TEAS) response forms. 
– Response link available through: 

• Office action 
• USPTO website 

– www.uspto.gov/trademarks/apply/response-forms 
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https://www.uspto.gov/trademarks/apply/response-forms


 How to file a response(cont'd) 
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Presenter Notes
Presentation Notes
Click the link to access response forms.
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TEAS demonstration 



cont'dTEAS demonstration 
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Tips for successful response 
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Tips for successful response 

• All situations 
– Read the office action carefully. 
– Don’t procrastinate. 
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Presenter Notes
Presentation Notes
Tips:
Read office action carefully to determine how and whether you need to respond.
Consider printing office action for easier review.
Avoid missing filing deadline by not waiting until final days to respond. 





 

 
   

Tips for successful response(cont'd) 

• Examining attorney suggests discussion 
– Call or email to discuss application issues. 
– Office action will specifically state that option. 

• Discussion not suggested 
– Respond completely, addressing all issues. 
– Use TEAS response form. 
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Presenter Notes
Presentation Notes
If suggested
Call or email to discuss application issues.
Might resolve issues quickly without filing a response.
ID
Disclaimer

All email correspondence with the examining attorney will be uploaded into your application record and be publicly accessible via the USPTO website.

If not suggested
Respond completely, addressing all issues.
Accept suggestions you agree with.
Argue against issues you disagree with.

Do not submit a formal response via email.




  

 

 

Tips for successful response(cont'd 2) 

• If you disagree with refusal or requirement 
– Educate the examining attorney. 
– Avoid conclusory arguments. 
– Argue the evidence. 
– Submit new evidence. 
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Presenter Notes
Presentation Notes
Remember, this is a legal proceeding.

Educate the examining attorney about your field or industry.
Avoid conclusory or broad arguments without evidence to support them.
Argue your interpretation of the examining attorney’s evidence.

The record needs to include persuasive evidence and arguments for examining attorney to withdraw the refusal.





   
 

 

Tips for successful response(cont'd 3) 

• Responding to Section 2(d) refusal 
– Check status of cited trademarks. 
– Argue no likelihood of confusion exists. 
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Presenter Notes
Presentation Notes
Educate the examining attorney about your field or industry.

Check status of cited trademarks in TSDR to confirm registrations are “live.”
If cited registrations are “dead,” request the examining attorney withdraw the refusal.
If cited registrations are “live,” argue against the refusal.

Argue no likelihood of confusion exists.
The trademarks are not similar.
The goods and services are not related.
Include actual evidence the goods and services are not related.
Consider amending your goods or services to narrow the field of use.

BE AWARE: The fact that goods and services are in different classes does not overcome likelihood of confusion. The refusal is based on evidence, not classes.




   

 

Tips for successful response(cont'd 4) 

• Responding to Section 2(e)(1) refusal 
– Argue trademark does not describe the goods 

and services. 
– Amend goods and services. 
– Accept alternative, if suggested by examining 

attorney. 
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Presenter Notes
Presentation Notes
Educate the examining attorney about your field or industry.

Argue mark does not describe the goods and services.
Suggestive?
Some portion of the mark is inherently distinctive?

Amend goods and services.
Delete
Narrow scope

If you filed under a Section 1(a) basis, the examining attorney may suggest a way to overcome the refusal.
Claim Section 2(f) acquired distinctiveness
Amend to the Supplemental Register





  
  

 

 
  

Tips for successful response(cont'd 5) 

• Responding to “indefinite ID” requirement 
– Consider suggestions in office action. 
– Propose acceptable wording. 
– Remember: 

• Cannot broaden scope of identification. 
• Cannot “undo” amendments to your identification 

after you make them. 
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Presenter Notes
Presentation Notes
Consider suggestions in office action.
If wording is acceptable, adopt that wording when filling out the response form.
If wording is not acceptable, propose wording that addresses examining attorney’s concerns.
Do not adopt a suggestion if it is not accurate.

Propose acceptable wording.
Use plain, non-technical language.
Do not use industry jargon.
Do not use trademarks in the identification.

Educate the examining attorney about your field or industry.

NOTE: If ID is the only issue in the office action, call the examining attorney. You may be able to work out the issue over email/phone and the examining attorney can enter the amended ID via an Examiner’s Amendment.






  
 

Tips for successful response(cont'd 6) 

• Responding to disclaimer requirement 
– Consider suggestion in office action. 
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Presenter Notes
Presentation Notes
Consider suggestion in office action.
If disclaimer is acceptable, adopt that wording when filling out the response form.
If disclaimer is not acceptable, propose wording that addresses examining attorney’s concerns.

NOTE: If disclaimer is acceptable and it’s the only issue in the office action, call the examining attorney. The examining attorney can enter the disclaimer via an Examiner’s Amendment.




    
 

Knowledge check #3 

Can you request an extension of time to file your 
response to an office action? 

Yes No 
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Presenter Notes
Presentation Notes
Yes. You can request one 3-month extension per office action. The cost is $125. If you miss a deadline, the examining attorney will be forced to abandon your application.

Fees current as of 12/3/22.




  
 Discussion topic 

How to find help 



cont'dUSPTO resources 

www.uspto.gov/trademarks-maintaining-trademark-registration/responding-office-actions 30 

Presenter Notes
Presentation Notes
Click the link to access the webpage.

https://www.uspto.gov/trademarks-maintaining-trademark-registration/responding-office-actions


cont'd  

 
 

 
 

How to find help 

• For substantive questions 
– Assigned examining attorney 
– Supervisor of assigned examining attorney 

• For technical questions 
– TEAS@uspto.gov 
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Presenter Notes
Presentation Notes
Substantive questions
Assigned examining attorney
Contact information appears near end of office action.
Supervisor of assigned examining attorney
Contact only if:
imminent deadline and cannot reach the examining attorney
strongly believe refusal or requirement clearly incorrect

Technical questions
The TEAS support team cannot help you fill out the form.
They can only assist you with any technical problems you might be having.

mailto:TEAS@uspto.gov


 

 

  

 

Caution: scam alert 

• Beware of scams. 
– www.uspto.gov/TMFraud 

• Beware of non-attorney filing firms. 
– www.uspto.gov/trademarks/protect/filing-firms 

• Beware of misleading notices and offers. 
– www.uspto.gov/TrademarkSolicitations 
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Presenter Notes
Presentation Notes
Scams
The trademark industry is no different than any other industry. There are scammers trying to take advantage of you.
Check out the top 10 things you can do to protect your trademark application or registration.

Filing firms
These companies try to draw you in by advertising low costs to file and guaranteed registration. Neither of these are true.
As we discussed earlier, the fee to file is (currently) $350 per international class.
No one can guarantee registration.

Solicitations
Remember: everything you file with the USPTO becomes public. Private companies scrape this public information and then use it to send you solicitations. Although some solicitations are for legitimate services, many are scams trying to convince you that you need to pay 4000 Euros or something.
For example, solicitation from “Patent and Trademark Office, Washington, DC” (whereas the official agency is the United States Patent and Trademark Office, Alexandria, VA).
Because the USPTO has no affiliation with the parties sending these notices, we are unable to assist in getting any money back. So always ask first rather than paying first and then questioning whether this was legitimate. I.e., contact the Trademark Assistance Center (1-800-786-9199) for more information. Note that the USPTO has no enforcement authority regarding these matters.
Use Trademark Status and Document Retrieval (TSDR) on uspto.gov to see whether we actually sent you the notice. The “Documents” tab of TSDR will display all outgoing and incoming exchanges for your application or registration. A solicitation from another party will never appear there, which helps highlight it is not from the USPTO.
If you want to avoid getting these solicitations, you might want to consider hiring an attorney to assist you. In addition to fending off solicitations, attorneys can help you search, file, register, and enforce your trademark.

https://www.uspto.gov/TMFraud
https://www.uspto.gov/trademarks/protect/filing-firms
https://www.uspto.gov/TrademarkSolicitations


  

USPTO resources 

• Trademark basics registration toolkit 

• Website 
– www.uspto.gov 

• Trademark videos 
– www.uspto.gov/TMvideos 

– www.uspto.gov/TrademarkBasicsToolkit 
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https://www.uspto.gov/
https://www.uspto.gov/TMvideos
https://www.uspto.gov/TrademarkBasicsToolkit


  

USPTO resources(cont'd) 

• IP Identifier 
– https://ipidentifier.uspto.gov 

• Free services and resources 
– www.uspto.gov/FreeServices 

• USPTO virtual assistant 
– www.uspto.gov/trademarks/basics 
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Presenter Notes
Presentation Notes
IP Identifier
Answer simple questions to determine what types of intellectual property you might have

Free services and resources
Includes both patent and trademark information and programs

USPTO virtual assistant
Currently in beta only. Covers about 25 of the most commonly asked trademark questions.
Planning to eventually expand to include commonly asked patent questions.
Easy way to look up your trademark application status.


https://ipidentifier.uspto.gov/
https://www.uspto.gov/FreeServices
https://www.uspto.gov/trademarks/basics


  
 

 

USPTO resources(cont'd 2) 

• Trademark Assistance Center 
– Main support center for all trademark customers 

• Phone: 1-800-786-9199 (press 1) 
• Email: TrademarkAssistanceCenter@uspto.gov 

www.uspto.gov/TrademarkAssistance 35 

Presenter Notes
Presentation Notes
M-F, 8:30 a.m. – 8 p.m. Eastern

Calls answered quickly, but email responses may take a day or so.


mailto:TrademarkAssistanceCenter@uspto.gov
https://www.uspto.gov/TrademarkAssistance


 

USPTO resources(cont'd 3) 

• The USPTO does not: 
– Provide legal advice. 
– Enforce legal rights. 
– Recommend specific private attorneys. 

www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney 36 

https://www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney


  

   

Legal resources 

• Remember: 
– The best resource is an experienced trademark 

attorney. 
– Most trademark filing companies can only 

provide limited services. 

www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney 37 

Presenter Notes
Presentation Notes
Attorney
Consult the internet.
Contact the American Bar Association.
Contact the attorney referral service of a U.S. state or local bar association.
Contact a law school clinic.

Filing company
Most simply file the application.
Most do not include responding to office actions as part of their services.
Most do not include legal review by an attorney.



https://www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney


Questions? 



         
         

       

DISCLAIMER: References to particular trademarks, service marks, certification marks, products, services, companies, or 
organizations are for illustrative and educational purposes only and do not constitute or imply endorsement by the U.S. 

government, the U.S. Department of Commerce, the U.S. Patent and Trademark Office, or any other federal agency. 
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