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Presenter Notes
Presentation Notes
DISCLAIMER: References to particular trademarks, service marks, certification marks, products, services, companies, or organizations appearing on this presentation are for illustrative and educational purposes only and do not constitute or imply endorsement by the U.S. government, the U.S. Department of Commerce, the U.S. Patent and Trademark Office, or any other federal agency.



 
 

 
 

Discussion topics 

• Trademarks and intellectual property 
• Benefits of federal registration 
• Selecting a trademark 
• Filing and registration 
• How to find help 
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Trademark basics boot camp 

• Reminders: 
– This session is being recorded. 
– The slides will be emailed after the presentation. 
– Captioning is available. 
– Post your questions to the Q&A box. 
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 Discussion topic 

Trademarks and intellectual 
property 



 What is a trademark? 
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Presenter Notes
Presentation Notes
Trademarks are a type of intellectual property. The property itself is intangible, but still can be bought, sold, inherited, traded, and protected.

Two points:
All these trademarks are in black-and-white. Why are they not in color? We’ll talk about why in a minute.
When you see one of these trademarks, what do you think of? Trademarks are always tied to goods and services.

Amazon: U.S. Registration No. 5508999
Apple: U.S. Registration No. 1114431
Coca-Cola: U.S. Registration No. 0238146
Ford: U.S. Registration No. 3658024
Google: U.S. Registration No. 4058966
McDonald’s: U.S. Registration No. 1592293
Microsoft: U.S. Registration No. 4552363
Nike: U.S. Registration No. 1323343
Samsung: U.S. Registration No. 4792755





 

 
 

 
  

What does a trademark do? 

• Trademark 
– Identifies the source of goods and services. 
– Distinguishes them from the goods and services 

of another party. 
– Provides legal protection for a brand. 
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Presenter Notes
Presentation Notes
Trademarks indicate source.



  

  

  
  

  
 

What does a trademark not do? 

• Trademark 
– Does not mean you legally own a word or 

phrase. 
– Does not mean you can stop other people from 

saying a word or phrase. 
– Does not mean people owe you money if they 

say a word or phrase. 
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Presenter Notes
Presentation Notes
It does not give you exclusive rights to the word or phrase in general.
It only gives you exclusive rights to the word or phrase when you’re using it as a brand for your particular goods or services.



  

 

Definitions 

• Trademark 
– Indicates the source of goods or products. 

• Service mark 
– Indicates the source of services. 
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Presenter Notes
Presentation Notes
The term “trademark” commonly includes both trademarks and service marks. Sometimes simply the word “mark” is used.




 

 

Traditional types of marks 

• Common source identifiers: 
– Brand names 
– Slogans 
– Logos 

IT’S THE COCA-COLA 
REAL THING 
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Presenter Notes
Presentation Notes
The process for protecting a slogan is the same as a word mark---a slogan simply being more words put together. Note, however, that slogans are often not registrable. If used, for example, on the front of a t-shirt, then it is considered merely ornamental display, rather than as a source identifier.

COCA-COLA: U.S. Registration No. 0238145
IT’S THE REAL THING: U.S. Registration No. 2908803
ALWAYS COCA-COLA: U.S. Registration No. 1867757
Coca-Cola bottle design: U.S. Registration No. 2085197




 

     
  

Non-traditional types of marks 

• Anything that functions as a source 
identifier might be eligible for registration. 
– Sound – Motion 
– Color – Hologram 
– Scent/smell – Configuration/shape 

11 

Presenter Notes
Presentation Notes
Examples:
Sound: Chimes (NBC); Lion roaring at the beginning of a movie (MGM)
Color: pink for insulation (Owens Corning); brown truck (UPS)
Scent/smell: Play-Doh
Motion: Robot running through a field (Bad Robot)
Hologram: Stickers on trading cards (Upper Deck)
Configuration/shape: Coca-Cola bottle; Weber grill; Volkswagen Beetle car

Owens Corning pink insulation: Registration No. 1439132
Upper Deck hologram: Registration No. 2619227
Coca-Cola bottle: Registration No. 1057884



     
 

Knowledge check #1 

Does a federally registered trademark mean that you 
own a word or phrase? 

Yes No 
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Presenter Notes
Presentation Notes
No. It only means that you have the exclusive right to use that word or phrase to indicate the source of your goods and services.




 

   

     
 

Other intellectual property (IP) 

• Patent 
– Protects an invention. 

• Copyright 
– Protects an original artistic or literary creation. 

• Trade secret 
– Protects information that has value because it is 

not generally known. 
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Presenter Notes
Presentation Notes
All of these---trademarks, patents, copyrights, and trade secrets are considered “intellectual” property, that is, products of the human mind. Contrasted with land and buildings, which are considered to be “real” property.
Note that copyrights are handled by the U.S. Copyright Office (part of the Library of Congress), not the USPTO.

Vacuum cleaner example
Patent – protects vacuum cleaner invention
Trademark – protects brand name of new vacuum cleaner
Copyright – protects TV commercial, advertising jingle, owner’s manual

Trade secret
Protects information that has either actual or potential independent economic value by virtue of not being generally known.

Trade secret examples:
Coca-Cola formula
KFC recipe
Mrs. Field’s cookie recipe
Listerine
WD-40



 
 

 

   

 

Other trademark-related concepts 

• Domain name registration 
– Provides a web address for your website. 
– Does not create a registered trademark. 

• Trade name registration 
– Allows you to do business in a particular state or 

jurisdiction. 
– Does not create a registered trademark. 
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Domain name vs. trademark use 
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Presenter Notes
Presentation Notes
LOWRATES.COM: U.S. Registration No. 6181903

https://lowrates.com/


Trade name vs. trademark use 
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Presenter Notes
Presentation Notes
Trade name, business name, company name, DBA – typically all refer to the same thing.
It’s the name you use when registering to do business in a particular jurisdiction (often your state).

PHILLY’S BEST STEAK COMPANY, INC.: U.S. Registration No. 4728626





       

Knowledge check #2 

Do you have to use your business name as your 
trademark? 

Yes No 
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Presenter Notes
Presentation Notes
No. You can, but you don’t have to. You could instead develop a very creative trademark to help customers identify you in the marketplace.



 Discussion topic 

Benefits of federal registration 



 

Trademark rights 

• Traditional ways of creating rights: 
– Common law 
– Federal registration 
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Presenter Notes
Presentation Notes
In the United States, there are various ways to create and secure your trademark rights:
Common law rights
State trademark registration
Federal trademark registration
International trademark registration

Today, we're only going to focus on common law and federal registration.



 

  
  

  

Common law trademark rights 

• Rights 
– Created when you use trademark in commerce 
– Limited to geographic area where mark is used 

• Symbols 
– Optional: TM SM 
– Never: ® 
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Presenter Notes
Presentation Notes
Registration not required. It is your choice as a business owner.

In the U.S., first user will always have superior rights under common law, even over registration rights.

But what is impact of website/internet use? Arguably, if it can be shown that, for example, evidence exists that through the website there are sales in a range of states, rather than simply a purely local website for a local business, then the common law reach here would be broader.

Use of the TM, SM, and the R in a circle registration symbol is never required, but does put the public on notice that ownership rights are being claimed.




 

  

   
 

Federal registration rights 

• Rights 
– Created when you federally register trademark 
– Legal presumption you own the trademark 
– Legal presumption you have the right to use the 

trademark in all 50 states and the U.S. territories 
– Notice to the public of your rights in the 

trademark 
21 

Presenter Notes
Presentation Notes
Created when trademark registers with the USPTO.

A federal registration through the USPTO does not give any presumptions related to use or ownership in other countries.
Registration rights in another country arise only through the Trademark Office of that specific country.

Notice is implied (called “constructive notice”) by publishing your mark in the Official Gazette.
Your mark is also listed in the USPTO database, which makes the public aware of your claim of ownership in the mark.




 

 

       
 
    

Federal registration rights(cont’d) 

• Rights 
– Can bring legal action concerning trademark in 

federal court. 
– Enables recordation of registration with   

U.S. Customs and Border Protection. 
– Can be used as a basis for filing in another 

country. 
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Presenter Notes
Presentation Notes
Recordation with U.S. Customs and Border Protection (US CBP) is a critical step in helping to stop infringing products from coming into the United States.
Without a recorded registration certification, US CBP is powerless to stop the importation of even the most obvious of counterfeit goods. 

Through the international agreement known as the Madrid Protocol, a U.S. registration can be used to support a filling for an extension of protection to another country. The filing itself is processed through the World Intellectual Property Office, which then sends a copy of an application to any designated country. After that, the application is handled by the domestic trademark office of the specific country. For more information, search “Madrid Protocol” from the front page of the USPTO website (www.uspto.gov).




 

  

Federal registration rights(cont’d 2) 

• Symbols 
– Unnecessary: TM SM 
– Permitted: ® 
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Presenter Notes
Presentation Notes
Your choice whether to try and register.
Might decide to do because:
Want to prevent competitors from using it
Spent a lot of time creating it
Associated with a large product launch
Want to show investors you’re taking IP seriously





  

Knowledge check #3 

Are you required to register your trademark with the 
USPTO? 

Yes No 
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Presenter Notes
Presentation Notes
No. Federal registration is a choice. Many trademark owners apply for federal registration, however, because of the nationwide rights that registration provides.



   

Knowledge check #4 

Does registering your trademark with the USPTO give 
you international protection? 

Yes No 
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Presenter Notes
Presentation Notes
No. Registering your trademark with the USPTO only provides rights in the United States and its territories.



 Discussion topic 

Selecting a trademark 



 

   
  

 

   
 

Trademark selection challenges 

• Remember: 
– The mission of the USPTO is to register any 

trademark that is eligible for registration. 
– Not every trademark is registrable. 
– Not every trademark is enforceable. 
– Select a trademark that is both federally 

registrable and legally protectable. 
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Presenter Notes
Presentation Notes
You are not “buying” a mark, only “applying” to seek federal registration, with no guarantee. 

Your goal is to select a mark that is both federally registrable and legally protectable. You want to be able to register it with the USPTO and be able to enforce that registration against competitors.

Remember, as discussed earlier, common law rights may mean that any rights normally associated with a registered mark simply are not enforceable.
The earlier user of the mark will always have superior rights, even above registration rights.

Filing fees are not refundable.






 
 

  

Registrable and protectable 

Two main concepts: 
• Likelihood of confusion 

– Likelihood of confusion refusal 
• Strength of the trademark 

– Descriptiveness refusal 
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Presenter Notes
Presentation Notes
Before we get to likelihood of confusion, please note:
We cannot provide advice or answer questions about similarity in particular cases.
Please do not submit questions asking whether particular marks are similar.

We can only discuss registration issues.
We cannot provide advice about enforceability.



 Discussion topic 

Selecting a trademark: 
Likelihood of confusion 



 

   
 

 

 

Likelihood of confusion 

• Concept: 
– Avoid confusing consumers about the source of 

the goods and services. 
• Test: 

– Are the trademarks confusingly similar? 
and 
– Are the goods and/or services related? 
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Presenter Notes
Presentation Notes
The statutory basis for refusing to register any mark where a likelihood of confusion exists is Section 2(d) of the Trademark Act.

If the cited trademark is still in the application phase (and not yet registered), the examining attorney will suspend the new application.

Marks are similar.
Look alike; sound alike; have similar meanings; and/or create similar commercial impressions.
Goods and services are related.
Consumers mistakenly believe the goods and services come from the same source.

Identical trademarks may co-exist in the marketplace if the goods and/or services are not related.
DOVE for “soap” and DOVE for “ice cream bar”
DELTA for “faucets” and DELTA for “air transportation services”

BE AWARE: The fact that goods and services are in different classes does not overcome likelihood of confusion. The refusal is based on evidence, not classes.

For example, clothing (25) is most likely related to:
Jewelry (14)
Hand bags (18)
Retail store services featuring clothing (35)




Likelihood of confusion: example #1 

Your trademark 

T.MARKEY 

for 

shirts 

Registered trademark 

T.MARKEY 

for 

pants 
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Presenter Notes
Presentation Notes
Refused. These marks look the same and sound the same. And the goods are related because consumers are used to seeing one company make both pants and shirts.




 

Likelihood of confusion: example #2 

Your trademark Registered trademark 

T.MARKEY TEE MARQEE 

for for 

shirts pants 
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Presenter Notes
Presentation Notes
Refused. These marks sound the same. And the goods are related because consumers are used to seeing one company make both pants and shirts.




 

Likelihood of confusion: example #3 

Your trademark Registered trademark 

T.MARKEY TEE MARQEE 

for for 

shirts golf flags 
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Presenter Notes
Presentation Notes
Probably not refused. These marks sound the same, but consumers might not be used to seeing one company make both shirts and golf flags.

Would require research to determine the answer. This part of a good clearance search.




 

Suggestions for searching 

• On your own: 
– USPTO database 

• Federally applied-for and registered trademarks 
– The internet 

• One option for searching for common law use 

www.uspto.gov/SearchTrademarks 34 

Presenter Notes
Presentation Notes
The USPTO database is free to search and is a available 24/7, unless maintenance activity is being performed.

A reminder that the USPTO database consists only of information related to registrations and applications. It will not display any marks for which only common law rights exists. This is why the internet must also be searched, using the same analysis; i.e., is any party using a similar mark for related goods and/or services. If a “hit” is uncovered, then more research is needed to determine which party used the mark first. The earlier user will always have superior rights.

Note that in the USPTO database a status indicator appears, either “live” or “dead.” Under the trademark statute, only a “live” registration will be used as a basis for refusal. However, it is important to determine whether, although “dead” within the USPTO database, whether the party is still using the mark, and therefore able to claim common law rights. E.g., it is possible that the mark was canceled simply because a USPTO filing deadline was inadvertently missed.


https://www.uspto.gov/SearchTrademarks


 
 

  

 

Suggestions for searching (cont’d) 

• Hire a private trademark attorney: 
– Comprehensive clearance search 

• USPTO database of registrations and applications 
• State trademark databases 
• Business name registries 
• Foreign trademark databases 
• The internet 

www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney 35 

Presenter Notes
Presentation Notes
While searching is complicated, you should always at least try to perform a search in our database before considering hiring a private trademark attorney or search firm. Why? Because even though a search that is perhaps not well crafted  uncovers so much as one result that indicates a party is already using a similar mark for related goods and services, that would be enough to tell you that you should consider adopting a different mark. Was it a great search that uncovered all possible results? Maybe not---but again, just finding one “bad” result should steer you in the direction of possibly adopting a different mark. That is putting on the smart business hat---making the sometimes difficult decision to change to a different mark now, to avoid possible problems later on.

You can also hire a search firm, but be aware that the search firm will only give you results. It will not help you analyze them. You will then need to go through the results on your own to determine if there is a likelihood of confusion.


https://www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney


Knowledge check #5 

Your trademark Registered trademark 

X-SEED EXCEED 

for for 

agricultural seeds live plants 
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Presenter Notes
Presentation Notes
Refused. These marks sound the same. And the goods are related because consumers are used to seeing one company provide both plants and seeds.




 

 Discussion topic 

Selecting a trademark: 
Strength of the trademark 



 

  
 

Strength of trademark 

• Concept: 
– Avoid using trademarks that fail to indicate the 

source of goods and services. 
• Test: 

– Does the trademark merely describe the goods 
and services? 
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Presenter Notes
Presentation Notes
A trademark indicates the source of goods and services. Wording that does not indicate source fails to function as a trademark.

A mark is considered merely descriptive if it describes an ingredient, quality, characteristic, function, feature, purpose, or use of the specified goods or services.

APPLE PIE for “potpourri”
BED & BREAKFAST REGISTRY for “lodging reservation services”

If a mark is merely descriptive, it is not functioning as a trademark.

To put it another way: Is your trademark distinctive?



 Strength of trademark(cont’d) 
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Strength of trademark examples 

• Generic terms 
– Common, everyday name for the good or 

service 
– Unregistrable 

• Example 
– MILK for “dairy-based beverage” 
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Presenter Notes
Presentation Notes
Although the public often misuses certain marks in a generic manner, that does not make these marks “generic” in the legal sense.
XEROX, KLEENEX, and GOOGLE are all still registered marks.



  

  

 

 

Strength of trademark examples 
(cont’d) 

• Descriptive trademarks 
– Directly describe something about the goods 

and services 
– Unregistrable on the Principal Register 

• Except with showing of acquired distinctiveness 

• Example 
– SCOOP for “ice cream” 
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Presenter Notes
Presentation Notes
SCOOP: 86824279
Refused registration for "Frozen confections and ice cream promoted and distributed by a mascot named SCOOP at product promotions and distributions of the frozen confections and ice cream."
Trademark Trial and Appeal Board (TTAB) found that “SCOOP” is highly descriptive of ice cream and frozen confections. The TTAB stated, "we find that 'scoop' has little, if any, source-identifying capacity as a mark for those goods. Indeed, Applicant’s own use confirms that SCOOP is the most apt descriptor for measuring a serving size of its goods when they are 'promoted and distributed by a mascot named SCOOP at product promotions and distributions of the frozen confections and ice creams.’”

https://ttabvue.uspto.gov/ttabvue/v?pno=86824279&pty=EXA&eno=23

Descriptive marks are difficult to register and difficult to protect, although not impossible. If a mark is held to be descriptive but applicant is able to provide evidence that the mark has now “acquired distinctiveness” under Section 2(f) of the Trademark Act, then the mark will register. But this is never guaranteed. Therefore, it is always advisable to get to at least the “suggestive” threshold, and even better, to “fanciful” or “arbitrary.”



  

   

 

Strength of trademark examples 
(cont’d 2) 

• Suggestive trademarks 
– Suggest a quality of the goods and services 
– Registrable 

• Example 
– COPPERTONE for “suntan lotion” 
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Presenter Notes
Presentation Notes
COPPERTONE: 0917825



 

   

 

Strength of trademark examples 
(cont’d 3) 

• Fanciful trademarks 
– Invented words with no meaning in any 

language 
– Registrable 

• Example 
– XEROX for “photocopiers” 
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Presenter Notes
Presentation Notes
XEROX: U.S. Registration No. 3719198
KODAK: U.S. Registration No. 5254240
KLEENEX: U.S. Registration No. 0191941
PEPSI: U.S. Registration No. 0824150

Also called “coined” trademarks.



  

 

Strength of trademark examples 
(cont’d 4) 

• Arbitrary trademarks 
– Actual words, but no association with the goods 

and services 
– Registrable 

• Example 
– APPLE for “computers” 
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Presenter Notes
Presentation Notes
APPLE: U.S. Registration No.1078312
GAP: U.S. Registration No. 1129294
BLACKBERRY: U.S. Registration No. 4916352



 

Knowledge check #6 

Which is registrable? 

BICYCLE BICYCLE 

for for 

bicycles playing cards 
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Presenter Notes
Presentation Notes
BICYCLE for “bicycles” is not registrable because it is generic.
BICYCLE for “playing cards” is registrable because it is arbitrary.

BICYCLE: U.S. Registration No. 0048891



 
 Discussion topic 

Filing and registration 



Filing for federal registration 

47 

Presenter Notes
Presentation Notes
These are the broad strokes that every application goes through.

Remember, not every trademark registers. It’s very important that you understand the process and the specifics of the application before filing.

An inaccurate or unacceptable application can result in rejection during the examination phase.

We’ll discuss the process in Module 2 and the application specifics in Modules 4 and 5.



   
  
  

Filing for federal registration(cont’d) 

• Trademark Center 
– Mobile-friendly design 
– Guided user interface 
– Drafts that automatically save every 60 seconds 
– Application costs that update as you go 
– Prompts to complete commonly omitted 

information 
https://trademarkcenter.uspto.gov/ 48 

Presenter Notes
Presentation Notes
Electronic filing is mandatory, except in very rare situations.

https://trademarkcenter.uspto.gov/


 
 

 
   

 

Filing for federal registration(cont’d 2) 

• Application requirements 
– Clear drawing of the trademark 
– Listing of the goods and services used with the 

trademark 
– Application filing basis for each good or service 
– Contact information for the trademark owner 
– Filing fee 

49 

Presenter Notes
Presentation Notes
Remember: This list is non-exhaustive. And you'll need to have a complete application in order to be approved for publication.

For example, you'll need to include a verification signed by a properly authorized signatory.

And depending on your specific circumstances, you might need to include specimens, a mark description, a translation, consent to register, and so on.

But the above are some of the main items to consider before you even start to think about filling out the form.



  

  
 

  

Filing for federal registration(cont’d 3) 

• Filing fees 
– Base application: $350 per international class 
– Additional fees 

• Insufficient information: $100 per international class 
• Free-form text ID: $200 per international class 
• Each additional group of 1,000 characters in free-form 

text ID: $200 per affected international class 
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Presenter Notes
Presentation Notes
There is one base application fee for application under Trademark Act Section 1 - the most common type of application that most applicants file.

If you provide a complete application and only select listings of goods and services from our ID Manual, you're only charged the base fee per class.

But if submit an incomplete application, you'll be charged an additional fee per class.

If you choose to draft your own listing of goods and services, you'll be charged an additional fee per class.

And if you draft your own listing and the wording is more than 1000 characters in a single class, you'll be charged an additional fee per additional groups of 1000 characters in that affected class.

Compare:
$350 per class
$850+ per class if you file an incomplete application and include a 1000+ character free-form ID

The additional fees are because incomplete and customized applications create additional work for the USPTO and increase the amount of time and effort required to examine an application.

Remember: The application in Trademark Center automatically calculates your filing fee as you go so you can see how your choices cause the price to go up or down.

Your price is calculated based on the number of classes included in your application (plus any additional fees per class). It is not relevant how many items are within a given class. For example, for fee calculation purposes, the goods of “shirts” and “shirts, pants, shoes, hats, jackets” would be the same because all of those items fall within class 25.

Also remember: Registration with the USPTO only provides rights in the 50 U.S. states and our territories, not international rights. The word “international” relates only to classes. A “class” is the designation that world-wide Trademark Offices use to identify the proper placement of a good or service, within one of 45 different classes. For example, computers are in international class 9 and shirts are in international class 25.



  

 

   
  

Filing for federal registration(cont’d 4) 

• Common bases for refusal 
– Likelihood of confusion 
– Merely descriptive 
– Geographically descriptive of the origin of the 

goods/services 
– Specimen does not support use for listed items 
– Trademark used in ornamental manner 
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Presenter Notes
Presentation Notes
Other reasons:
Primarily merely a surname
Title of a single creative work
Character name

Specimen
Note that the display of the mark with the mark section of the application and the appearance on the specimen must be identical. For example, corners cannot be cut by attempting to “shoehorn” two marks within an application, where, for example, the specimen shows one mark on the front of a hangtag and the other on the back, rather than as one overall composite mark.

Ornamental
Ornamental use refers to decorative use of the trademark on the goods (e.g., a slogan on the front of a t-shirt, hat, cup, or tote). “HAVE A NICE DAY” on the front of a t-shirt would not be a source identifier, which is the requirement for anything to function as a trademark.




   
   

  

  
  

Registration responsibilities 

• Must enforce your own trademark rights 
– May use your registration certificate to support a 

“cease-and-desist” letter 
– May use your registration to sue an infringing 

user 
• Must file required post-registration 

documents with the USPTO 
52 

Presenter Notes
Presentation Notes
The USPTO has no enforcement powers. It is the right and responsibility of the owner of any registration to enforce rights.

If registrant becomes aware of any infringement, then the registrant must take the action to try to stop it. The USPTO has no role in that process. The only involvement would be if the party tried to register a similar mark for related goods and or services---then the USPTO would refuse registration under Section 2(d) of the Trademark Act (“likelihood of confusion”).




   

Knowledge check #7 

Are you guaranteed registration of your trademark? 

Yes No 

53 

Presenter Notes
Presentation Notes
No. Every application must be examined before it can be registered. Your application may be refused because of procedural deficiencies or substantive issues. You have an opportunity to overcome the deficiencies and argue against the refusal, but registration is not guaranteed.



    
  

Knowledge check #8 

If your trademark registers, do you have to do anything 
to keep your registration alive? 

Yes No 
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Presenter Notes
Presentation Notes
Yes. You must continue to use your mark in interstate commerce and continue to file the required post-registration documents.



  
 Discussion topic 

How to find help 



 

 

  

 

Caution: scam alert 

• Beware of scams. 
– www.uspto.gov/TMFraud 

• Beware of non-attorney filing firms. 
– www.uspto.gov/trademarks/protect/filing-firms 

• Beware of misleading notices and offers. 
– www.uspto.gov/TrademarkSolicitations 

56 

Presenter Notes
Presentation Notes
Scams
The trademark industry is no different than any other industry. There are scammers trying to take advantage of you.
Check out the top 10 things you can do to protect your trademark application or registration.

Filing firms
These companies try to draw you in by advertising low costs to file and guaranteed registration. Neither of these are true.
As we discussed earlier, the fees to file are (currently) $250/$350 per international class.
No one can guarantee registration.

Solicitations
Remember: everything you file with the USPTO becomes public. Private companies scrape this public information and then use it to send you solicitations. Although some solicitations are for legitimate services, many are scams trying to convince you that you need to pay 4000 Euros or something.
For example, solicitation from “Patent and Trademark Office, Washington, DC” (whereas the official agency is the United States Patent and Trademark Office, Alexandria, VA).
Because the USPTO has no affiliation with the parties sending these notices, we are unable to assist in getting any money back. So always ask first rather than paying first and then questioning whether this was legitimate. I.e., contact the Trademark Assistance Center (1-800-786-9199) for more information. Note that the USPTO has no enforcement authority regarding these matters.
Use Trademark Status and Document Retrieval (TSDR) on uspto.gov to see whether we actually sent you the notice. The “Documents” tab of TSDR will display all outgoing and incoming exchanges for your application or registration. A solicitation from another party will never appear there, which helps highlight it is not from the USPTO.
If you want to avoid getting these solicitations, you might want to consider hiring an attorney to assist you. In addition to fending off solicitations, attorneys can help you search, file, register, and enforce your trademark.

https://www.uspto.gov/TMFraud
https://www.uspto.gov/trademarks/protect/filing-firms
https://www.uspto.gov/TrademarkSolicitations


  

USPTO resources 

• Trademark basics registration toolkit 

• Website 
– www.uspto.gov 

• Trademark videos 
– www.uspto.gov/TMvideos 

– www.uspto.gov/TrademarkBasicsToolkit 
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https://www.uspto.gov/
https://www.uspto.gov/TMvideos
https://www.uspto.gov/TrademarkBasicsToolkit


  

 

   

USPTO resources(cont’d) 

• Free services and resources 
– www.uspto.gov/FreeServices 

• Women’s Entrepreneurship 
– www.uspto.gov/initiatives/we 

• Inventor and entrepreneur resources 
– www.uspto.gov/Inventors 
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Presenter Notes
Presentation Notes
Free services and resources
Includes both patent and trademark information and programs

Women’s Entrepreneurship initiative
Community-focused, collaborative, and creative initiative to encourage and empower more women founders across America
Events are open to all

Inventor and entrepreneur resources
One-stop shop for patent and trademark information

https://www.uspto.gov/FreeServices
https://www.uspto.gov/initiatives/we
https://www.uspto.gov/Inventors


 
 

  
 

   

USPTO resources(cont’d 2) 

• IP Identifier 
– Identify your IP assets by 

answering six brief questions. 
– Learn basic information 

about your identified IP and 
access additional resources. 

– Download a PDF of your results and resources. 

https://ipidentifier.uspto.gov 59 
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Presentation Notes
IP Identifier
Answer simple questions to determine what types of intellectual property you might have



https://ipidentifier.uspto.gov/


  

 

USPTO resources(cont’d 3) 

• USPTO virtual assistant 
– Covers many of the most 

commonly asked 
trademark questions 

– Easy way to look up your application status 

www.uspto.gov/TrademarkBasics 60 
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Presentation Notes
Currently in beta only. Covers about 25 of the most commonly asked trademark questions.

Planning to eventually expand to include commonly asked patent questions.

https://www.uspto.gov/TrademarkBasics


  
 

 

USPTO resources(cont’d 4) 

• Trademark Assistance Center 
– Main support center for all trademark customers 

• Phone: 1-800-786-9199 (press 1) 
• Email: TrademarkAssistanceCenter@uspto.gov 

www.uspto.gov/TrademarkAssistance 61 
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Presentation Notes
M-F, 8:30 a.m. – 8 p.m. Eastern

Calls answered quickly, but email responses may take a day or so.


mailto:TrademarkAssistanceCenter@uspto.gov
https://www.uspto.gov/TrademarkAssistance


 

USPTO resources(cont’d 5) 

• The USPTO does not: 
– Provide legal advice. 
– Enforce legal rights. 
– Recommend specific private attorneys. 

www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney 62 

https://www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney


  

   

Legal resources 

• Remember: 
– The best resource is an experienced trademark 

attorney. 
– Most trademark filing companies can only 

provide limited services. 

www.uspto.gov/trademarks/basics/do-i-need-attorney 63 
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Presentation Notes
Attorney
Consult the internet.
Contact the American Bar Association.
Contact the attorney referral service of a U.S. state or local bar association.

Filing company
Most simply file the application.
Most do not include responding to office actions as part of their services.
Most do not include legal review by an attorney.



https://www.uspto.gov/trademarks/basics/do-i-need-attorney


 
 

Legal resources(cont’d) 

• Free or reduced-price legal services 
– USPTO law school clinic certification program 

• www.uspto.gov/LawSchoolClinic 
– American Bar Association 

• www.americanbar.org/groups/legal_services/flh-home 
– International Trademark Association 

• www.inta.org/resources/pro-bono-clearinghouse 
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Presentation Notes
Law School Clinic
Allows law students enrolled in a clinic program to practice intellectual property law before the USPTO, under the strict guidance of a law school faculty clinic supervisor.
Currently, over 60 participating law schools.

American Bar Association (ABA)
The ABA posts a list of  “Pro Bono Intellectual Property Law Resources” in the United States.

International Trademark Association (INTA)
INTA has also established the INTA trademark pro bono clearinghouse pilot program. 


https://www.uspto.gov/LawSchoolClinic
https://www.americanbar.org/groups/legal_services/flh-home/
https://www.inta.org/resources/pro-bono-clearinghouse/


  

 

Other resources 

• Advice and business consulting 
– Patent and Trademark Resource Centers (PTRCs) 

• www.uspto.gov/PTRC 
– Small Business Administration programs 

• www.sba.gov/local-assistance/resource-partners 
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Presentation Notes
PTRCs are a nationwide network of public, state, and academic libraries that the USPTO has designated to offer trademark assistance.

SBA resource partners
Small Business Development Centers (SBDCs)
Veteran Business Outreach Centers (VBOCs)
Women’s Business Centers (WBCs)
SCORE business mentors

Select the links to find locations near you.


https://www.uspto.gov/PTRC
https://www.sba.gov/local-assistance/resource-partners


Questions? 



         
         

       

DISCLAIMER: References to particular trademarks, service marks, certification marks, products, services, companies, or 
organizations are for illustrative and educational purposes only and do not constitute or imply endorsement by the U.S. 

government, the U.S. Department of Commerce, the U.S. Patent and Trademark Office, or any other federal agency. 
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