Chapter 800 Application Requirements

801 Types of Applications

801.01 Single or Combined Application

801.01(a) Single (Single-Class) Application

801.01(b) Combined (Multiple-Class) Application

801.02 Principal Register or Supplemental Register

801.02(a) Act of 1946, Principal Register

801.02(b) Act of 1946, Supplemental Register

802 Application Form

803 Applicant

803.01 Who May Apply

803.02 Name of Applicant

803.02(a) Individual

803.02(b) Partnership, Joint Venture, or Other “Firm”

803.02(c) Corporation and Association

803.03 Legal Entity of Applicant

803.03(a) Individual or Sole Proprietorship

803.03(b) Partnership, Joint Venture, or Other “Firm”

803.03(c) Corporation, Association, Organization, and Company

803.03(d) Joint Applicants

803.03(e) Trusts, Conservatorships, and Estates

803.03(e)(i) Business Trusts

803.03(f) Governmental Bodies and Universities

803.03(g) Banking Institutions

803.03(h) Limited Liability Companies

803.03(i) Common Terms Designating Entity of Foreign Applicants

803.03(j) Federally Recognized Indian Tribe

803.03(k) Limited Liability Partnerships

803.04 Citizenship of Applicant

803.05 Address of Applicant

803.06 Applicant May Not Be Changed

804 Verification and Signature

804.01 Form and Wording of Verification in 81 or 844 Application

804.01(a) Verification with Oath

804.01(a)(i) Verification Made in Foreign Country

804.01(b) Declaration in Lieu of Oath

804.02 Averments Required in Verification of Application for Registration - 81 or 844
Application

804.03 Time Between Execution and Filing of Documents - 81 or 844 Application

804.04 Persons Authorized to Sign Verification or Declaration

804.05 Verification of 866(a) Application

805 I dentification and Classification of Goods and Services

806 Filing Basis

806.01 Requirements for Establishing a Basis

806.01(a) Usein Commerce - 81(a)

806.01(b) Intent-to-Use - 81(b)

806.01(c) Foreign Priority - 844(d)

806.01(d) Foreign Registration - 844(e)

806.01(e) Extension of Protection of International Registration - 866(a)

806.02 Multiple Bases

806.02(a) Procedure for Asserting More Than One Basis

806.02(b) Applicant May File Under Both 81(a) and §1(b) in the Same Application
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806.02(C)
806.02(d)
806.02(€)

806.02(f)
806.02(g)

806.03
806.03(a)
806.03(b)

806.03(C)
806.03(d)
806.03(€)
806.03(f)

806.03(g)
806.03(h)
806.03(i)
806.03())
806.03() (i)

806.03(j (i)
806.03(j )(iii)

806.03(K)
806.03()
806.04

806.04(a)

806.04(b)
806.05
807
807.01
807.02
807.03
807.03(a)
807.03(b)
807.03(c)

807.03(d)

807.03(¢)
807.03(f)
807.03(g)
807.03(h)
807.03(i)
807.04

807.04(a)
807.04(b)

April 2017

TRADEMARK MANUAL OF EXAMINING PROCEDURE

Examination of Specimens of Use in a Multiple-Basis Application
Abandonment of Multiple-Basis Applications

Allegation of Bona Fide Intention to Use Mark in Commerce Required Even
if Application Is Based on Both 844 and 81(a)

Section 44(d) Combined With Other Bases

Not Necessary to Repeat Allegation of Bona Fide Intention to Use Mark in
Commerce in Multiple-Basis Application

Amendments to Add or Substitute a Basis

When Basis Can be Changed

Applicant May Add or Substitute a 844(d) Basis Only Within Six-Month

Priority Period

Amendment From 81(a) to 81(b)

Amendment From 844 to 81(b)

Allegation of Use Required to Amend From 81(b) to 81(a)

Usein Commerce as of Application Filing Date Required to Add or Substitute

81(a) asaBasisin 844 Application

Amendment From 81(b) to 844

Effect of Substitution of Basis on Application Filing Date

Verification of Amendment Required

Petition to Amend Basis After Publication - 81 or 844 Application
Amending the Basis of a 81(b) Application After Publication But Before
Issuance of Natice of Allowance
Amending the Basis of a 81(b) Application Between Issuance of Notice
of Allowance and Filing of Statement of Use

Amending the Basis of a 81(b) Application After Filing of Statement of

Use But Before Approval for Registration

Basis May not be Changed in 866(a) Application

866(a) Basis May not be Added to 81 or 844 Application

Deleting aBasis

Deletion of 81(b) Basis After Publication or Issuance of the Notice of
Allowance
Retention of 844(d) Priority Filing Date Without Perfecting 844(e) Basis

Review of Basis Prior to Publication or Issue
Drawing

Drawing Must Show Only One Mark

Drawing Must Be Limited to Mark

Standard Character Drawings

Requirements for Standard Character Drawings

List of Standard Characters

Drawings Containing Both a Standard Character Claim and Designs or Other
Elements

Changing From Specia Form Elementsto Standard Characters, or the Reverse,
May be aMateria Alteration

Standard Character Drawing and Specimen of Use

Standard Character Drawing and Foreign Registration

Drawingsin “Typed” Format With No Standard Character Claim

Drawings Where the Format |s Unclear

Typed Drawings

Specia Form Drawings

Characteristics of Special Form Drawings
When Special Form Drawing Is Required
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807.05
807.05(a)
807.05(a)(i)
807.05(b)
807.05(c)
807.06
807.06(a)
807.06(b)
807.06(c)
807.07
807.07(a)
807.07(a)(i)
807.07(a)(ii)
807.07(b)
807.07(c)
807.07(d)
807.07(d)(i)
807.07(d)(ii)
807.07(d)(iii)
807.07(¢)
807.07(f)

807.07(f)(i)
807.07(f)(ii)
807.07(g)
807.08
807.09
807.10
807.11
807.12
807.12(a)
807.12(a)(i)

807.12(a)(ii)
807.12(a)(iii)
807.12(b)
807.12(c)
807.12(d)
807.12(¢)
807.13
807.13(a)
807.13(b)
807.14
807.14(a)
807.14(b)
807.14(c)
807.14(d)
807.14(e)
807.14(e)(i)
807.14(e)(ii)
807.14(e)(iii)

APPLICATION REQUIREMENTS

Electronically Submitted Drawings
Standard Character Drawings Submitted Electronically
Long Marksin Standard Character Drawings
Specia Form Drawings Submitted Electronically
Requirements for Digitized Images
Paper Drawings
Type of Paper and Size of Mark
Long Marksin Standard Character Drawings
Separate Drawing Page Preferred
Color in the Mark
Requirements for Color Drawings
Color Must Be Claimed as a Feature of the Mark
Applicant Must Specify the Location of the Colors Claimed
Color Drawings Filed Without a Color Claim
Color Drawings Filed With an Incorrect Color Claim
Color Drawings that Contain Black, White, or Gray
Applications Under 81
Applications Under 844
Applications Under 866(a)
Black-and-White Drawings and Color Claims
Black-and-White Drawings that Contain Gray or Black-and-White Drawings
with aMark Description that Refersto Black, White, or Gray
TEAS, TEAS RF, TEAS Plus, and 866(a) Applications
Applications Filed on Paper
Drawingsin Applications Filed Before November 2, 2003
Broken Lines to Show Placement
“Drawing” of Sound, Scent, or Non-Visual Mark
Three-Dimensional Marks
Marks With Motion
Mark on Drawing Must Agree with Mark on Specimen or Foreign Registration
Applications Under 81 of the Trademark Act
Role of Punctuation in Determining Whether Mark on Drawing Agrees
with Mark on Specimen
Punctuation on the Drawing but Not on the Specimen
Punctuation on the Specimen but Not on the Drawing
Applications Under 844 of the Trademark Act
Applications Under 866(a) of the Trademark Act
Mutilation or Incompl ete Representation of Mark
Compound Word Marks and Telescoped Marks
Amendment of Mark
Amendment of Mark in Applications Under 881 and 44
Mark in 866(a) Application Cannot be Amended
Material Alteration of Mark
Removal or Deletion of Matter from Drawing
Addition or Deletion of Previously Registered Matter
Addition or Deletion of Punctuation
Amendmentsto Correct “Internal Inconsistencies’
Amendmentsto Color Features of Marks
Black-and-White Drawings
Marks that Include Color and Other Elements
Color Marks
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807.14(f)
807.15
807.16
807.17
807.18
808
808.01
808.01(a)
808.01(b)
808.02
808.03
808.03(a)
808.03(b)
808.03(c)
808.03(c)(i)

808.03(c) (i)

808.03(d)
808.03(¢)
808.03(f)
808.03(g)
809
809.01

809.01(a)
809.01(b)
809.01(b)(i)
809.01(b)(ii)
809.01(b)(iii)
809.02
809.03

810

810.01
810.02

811

812

812.01

813

813.01
813.01(a)
813.01(b)
813.01(c)
814

815
815.01
815.02
815.03

815.04
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Material Alteration: Case References
Substitute Drawings
Amendment of Drawings by the USPTO
Procedures for Processing Unacceptable Amendments to Drawings
Mark Drawing Code
Description of Mark
Guidelines for Requiring Description
Meaning of Term in Mark
Lining and Stippling Statements for Drawings
Description Must Be Accurate and Concise
Examination Procedure for Descriptions
Accurate and Complete Descriptions
No Description in Application
Accurate but Incomplete Description in Application or Amendment
Accurate but Incomplete Descriptions in Cases Where a Description |s
Needed to Clarify the Mark and Must Be Printed
Accurate but Incomplete Descriptionsin CasesWhere aDescription Need
Not Be Printed
Inaccurate Description in Application or Amendment
Amending Descriptions
Updating Design Coding
Unacceptable Statementsin Mark Descriptions
Trandation and Trandliteration of Non-English Wording in Mark
Examining Applicationsfor Marks Comprising Non-English Wording that Do Not
Include an Accurate Trandation or Trandliteration
Inquiry/Applicant’s Response Regarding Meaning in a Foreign Language
Limited Exceptionsto Rules for Trandations
Foreign Terms Appearing in English Dictionary
Foreign Articles or Prepositions Combined with English Terms
Words from Dead or Obscure Languages
Equivalency in Tranglation
Printing of Trandlations and Trandliterations
Filing Fee
Collection of Feesfor Multiple Classes
Refunds
Designation of Domestic Representative
I dentification of Prior Registrations of Applicant
Proving Ownership of Prior Registrations
Consent to Register by Particular Living Individual Whose Name or Likeness
Appearsin the Mark
Statement Printed in Official Gazette and on Registration Certificate
Name or Likeness Is That of aLiving Individual
Name or Likeness Is Not That of a Living Individual
Updating the Trademark Database
Requesting Additional Infor mation
Application Filed on Supplemental Register
Marks Eligible for Principal Register Not Registrable on Supplemental Register
Elements Required
Filing on Supplemental Register Is Not an Admission That the Mark Has Not
Acquired Digtinctiveness
Basisfor Refusal of Registration of Matter That |s Incapable
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816
816.01
816.02
816.03
816.04
816.05
817

818

819
819.01
819.01(a)
819.01(b)
819.01(c)
819.01(d)
819.01(¢)

819.01(f)
819.01(f)(i)
819.01()(ii)
819.01(f)(iii)
819.01(F)(iv)
819.01(g)
819.01(h)
819.01(i)
819.01())
819.01(k)
819.01()
819.01(m)
819.01(n)
819.01(0)
819.01(p)
819.01(q)
819.02
819.02(a)
819.02(b)
819.03
819.04

820

820.01
820.02
820.02(a)
820.02(b)
820.03
820.04

APPLICATION REQUIREMENTS §801

Amending Application to Supplemental Register
How to Amend
Effective Filing Date
Amendment to Different Register
Amendment After Refusal
Amendment After Decision on Appeal
Preparation of Application for Publication or Registration
Application Checklist
TEASPlus
TEAS Plus Filing Requirements
Type of Mark
Applicant’s Name and Address
Applicant’s Legal Entity and Citizenship
Name and Address for Paper Correspondence
E-mail Address and Authorization for the USPTO to Send Correspondence
by E-Mail
Basis or Basesfor Filing
Section 1(a) - Usein Commerce
Section 1(b) - Intent to Use
Section 44(e) - Foreign Registration
Section 44(d)
| dentification and Classification of Goods/Services
Filing Fee
Drawing
Color Claim
Description of the Mark
Verification
Transglation and/or Trandliteration
Multiple-Class Applications
Consent to Registration of Name or Portrait
Prior Registration of the Same Mark
Concurrent Use Applications
Additional Requirementsfor aTEAS Plus Application
Receipt of Communications by E-Mall
Additional Documents That Must be Filed Through TEAS
Adding a Class During Examination
Procedures for Payment of TEAS Plus Processing Fee Per Class
TEAS RF (Reduced Fee)
TEAS RF Filing Requirements
Additional Requirementsfor aTEAS RF Application
Receipt of Communications by E-Mall
Additional Documents That Must be Filed Through TEAS
Adding a Class During Examination
Procedures for Payment of TEAS RF Processing Fee Per Class

801 Typesof Applications

The wording “type of application” refers to the kind of application by which registration is requested, e.g.,
whether the application is a single-class application or amultiple-class application, whether the mark isfor
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§801.01 TRADEMARK MANUAL OF EXAMINING PROCEDURE

a trademark or a service mark, or whether registration is sought on the Principal Register or on the
Supplemental Register.

See TMEP Chapter 700 regarding the procedure for examining applications in general, and Chapter 1300
regarding the examination of applicationsfor service marks and examination of applications and application
regquirements for collective and certification marks.

801.01 Singleor Combined Application

801.01(a) Single (Single-Class) Application

A single-class application limits the goods or services for which registration is sought to goods or services
in only one of the classesin the classification schedules. The application may recite more than one item, if

theitemsrecited areall classified in oneclass. See TM EP §§1401-1401.14 for additional information about
classification.

801.01(b) Combined (Multiple-Class) Application

A combined or multiple-class application is an application to register the same mark for goods, services,
and/or a collective membership organization in multiple classes in a single application. See 37 C.ER.
§2.86(a), (b). In acombined or multiple-class application, an applicant must pay afiling fee for each class.

37 C.ER. 82.86(a)(2), (b)(2). The class numbers and corresponding goods or services must be listed
separately, from the lowest to the highest number.

See TMEP §81403-1403.07 for more information regarding combined or multiple-class applications.

801.02 Principal Register or Supplemental Register

801.02(a) Act of 1946, Principal Register

The primary provision for registration in the Trademark Act of 1946 is for registration on the Principal
Register (15 U.S.C. §81051-1072). When a mark has been registered on the Principal Register, the mark
is entitled to all the rights provided by the Act. The advantages of owning a registration on the Principal
Register include the following:

. Constructive notice to the public of the registrant’s claim of ownership of the mark (15 U.S.C.
§1072);

. A legal presumption of the registrant’s ownership of the mark and the registrant’s exclusive right
to use the mark in commerce on or in connection with the goods/services listed in the registration
(15 U.S.C. 881057(b), 1115(a));

. A date of constructive use of the mark as of the filing date of the application (15 U.S.C. 81057(c);
TMEP §201.02);

. The ahility to bring an action concerning the mark in federal court (15 U.S.C. §1121);

. The ahility to file the United States registration with the United States Customs Service to prevent
importation of infringing foreign goods (15 U.S.C. §1124);

. The registrant’s exclusive right to use a mark in commerce on or in connection with the goods or
services covered by theregistration can become“incontestable,” subject to certain statutory defenses
(15 U.S.C. 881065, 1115(b)); and
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APPLICATION REQUIREMENTS §802

. The use of the United States registration as a basis to obtain registration in foreign countries.

If the applicant does not specify aregister, the United States Patent and Trademark Office (“USPTO”) will
presume that the applicant seeks registration on the Principal Register.

801.02(b) Act of 1946, Supplemental Register

Certain marksthat are not eligiblefor registration on the Principal Register, but are capable of distinguishing
an applicant’s goods or services, may be registered on the Supplemental Register. Sections 23 through 28
of the Trademark Act, 15 U.S.C. 881091-1096, provide for registration on the Supplemental Register. This
isacontinuation of the register provided for in the Act of March 19, 1920. See 15 U.S.C. 81091(a). Marks
registered on the Supplemental Register are excluded from receiving the advantages of certain sections of
theAct of 1946. The excluded sectionsare listed in 826 of theAct, 15 U.S.C. 81094. See Otter Prods. LLC
V. BaseOnelLabsLLC, 105 USPQ2d 1252, 1256 (TTAB 2012) (finding that while ownership of aregistration
on the Supplemental Register established opposer’s standing to oppose registration of applicant's mark, it
did not establish that opposer owned a proprietary interest in a mark).

In apaper application, if the applicant seeksregistration on the Supplemental Register, the application should
state that registration is requested on the Supplemental Register. |f no register is specified, the USPTO will
presume that the applicant seeks registration on the Principal Register.

See TMEP §8815-815.04 and 816 regarding examination procedure relating to the Supplemental Register.

An applicant may not seek registration on both the Principal and the Supplemental Register in the same
application. If an applicant requests registration on both the Principal and the Supplemental Register in the
same application, the examining attorney must require that the applicant amend to specify only one register,
or file arequest to divide under 37 C.ER. §2.87.

A mark in an application under 866(a) of the Trademark Act, 15 U.S.C. §1141f(a), based on a request for
extension of protection of an international registration to the United States, cannot be registered on the
Supplemental Register. 15 U.S.C. §1141h(a)(4); 37 C.ER. §82.47(c), 2.75(C).

802 Application Form

The USPTO prefers that applicants filing applications under 81 or 844 of the Trademark Act use the
Trademark Electronic Application System (“TEAS’), available at http://www.uspto.gov (using either a
TEAS or TEAS Plus application form), or on the USPTO's pre-printed scannable form. The applicant may
obtainthe USPTO's pre-printed scannable form by calling the Trademark Assistance Center at (571) 272-9250
or (800) 786-9199.

The amount of the trademark application filing fee varies, depending upon whether the application (or the
amendment adding classesto an existing application) isfiled through TEAS or on paper. See TMEP 8810.
An applicant has four choices. The applicant can file:

e A paper application at the higher fee per class, set forthin 37 C.ER. §2.6(a)(1)(i);
e Aregular TEAS application at alower fee per class, set forth in 37 C.ER. §2.6(a)(1)(ii);
. A TEAS RF application ( see TMEP 8820) at alower fee per class, set forthin 37 C.E.R.

82.6(a)(1)(iii); or
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§803 TRADEMARK MANUAL OF EXAMINING PROCEDURE

. A TEAS Plus application ( see TMEP 8§88819-819.04) at the |lowest fee per class, set forth in 37
C.ER. 82.6(a)(1)(iv).

The current fee schedule is available on the USPTO website at http://www.uspto.gov.

Note: TEAS, TEASRF, or TEAS Plus applicationsthat are downloaded, printed, and mailed to the USPTO
are considered paper applications and are subject to the paper application filing fee.

Trademark applications may not be filed by fax transmission. 37 C.ER. §2.195(d)(1); TMEP §306.01.

The USPTO strongly discourages self-created forms, but will accept them if they meet the requirements for
receipt of afiling date set forth in 37 C.ER. 82.21(a) ( see TMEP 8202). If a self-created form is used,
the application should be on letter size (i.e., 8%z inches (21.6 cm.) by 11 inches(27.9 cm.)) paper, typewritten,
double spaced, with margins of at least 1% inches (3.8 cm.) at the left and top of the pages. The application
should be written on only one side of the paper.

The application must be in English. 37 C.ER. §82.21(a), 2.32(a).

The USPTO does not generally require the submission of original documents, so the applicant may file a
copy of asigned application. 37 C.ER. §82.193(a), (b); TMEP §302.01.

See TMEP 88819-819.04 regarding TEAS Plus applications and 88820 — 820.04 regarding TEAS RF
applications.

Applications under 866(a) of the Trademark Act are sent to the USPTO el ectronically by the International
Bureau of the World Intellectual Property Organization (“1B").

803 Applicant
803.01 Who May Apply

An application to register a mark must be filed by the owner of the mark or, in the case of an intent-to-use
application under 15 U.S.C. 81051(b), by the person who isentitled to use the mark in commerce. Normally
the owner of amark is the person who applies the mark to goods that he or she produces, or uses the mark
in the sale or advertising of servicesthat he or she performs. See TMEP §81201-1201.07(b)(iv) regarding
ownership, and TMEP 88501 and 502-502.03 regarding assignment of marks and changes of ownership.

If an applicant is not the owner of (or entitled to use) the mark at the time the application is filed, the
applicationisvoid and cannot be amended to specify the correct party asthe applicant, because the applicant
did not have aright that could be assigned. 37 C.F.R. 82.71(d). See TMEP 8803.06 and cases cited therein.

Applicants may be natural persons or juristic persons. Juristic persons include corporations, partnerships,
joint ventures, unions, associations, and other organizations capable of suing and being sued in a court of
law. 15 U.S.C. 81127. An operating division, or thelike, that is merely an organizational unit of acompany
and not a legal entity that can sue and be sued, may not own or apply to register amark. See TMEP

§1201.02(d).
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APPLICATION REQUIREMENTS §803.02(a)

Nations, states, municipalities, and other related types of bodies operating with governmental authorization
may apply to register marksthat they own. See Inre Mohawk Air Servs. Inc., 196 USPQ 851, 854 (TTAB
1977) ; NASA v. Record Chem. Co., 185 USPQ 563, 566 (TTAB 1975); Inre U.S Dep't of the Interior,
142 USPQ 506, 506 (TTAB 1964).

The question of whether an application can be filed in the name of a minor depends on state law. If the
minor can validly enter into binding legal obligations, and can sue or be sued, in the state in which he or
she is domiciled, the application may be filed in the name of the minor. Otherwise, the application should
be filed in the name of a parent or legal guardian, clearly setting forth his or her status as a parent or legal
guardian. An example of the manner in which the applicant should be identified in such casesis:

John Smith, United States citizen, (parent/legal guardian) of Mary Smith.

If the record indi cates that the named applicant isaminor, the examining attorney must inquire asto whether
the person can validly enter into binding legal obligations under the law of the state in which he or sheis
domiciled. If the minor cannot enter into binding legal obligations, the examining attorney must require
correction of the applicant-identifying information in the manner shown above, if necessary.

If aminor comes of age during the prosecution of an application in which his or her parent/legal guardian
isidentified asthe applicant, the application may be amended to change the applicant’sname. No assignment
isrequiredin such cases. However, the minor must also state hisor her citizenship. Seea so TMEP Chapter
500 regarding assignments, name changes, and issuance of a registration in the name of an assignee or in
an applicant’s new name.

See also TMEP 81002 regarding eligibility to file an application under 844 of the Trademark Act, 15 U.S.C.
81126, and TMEP 81901 regarding eligibility to file arequest for an extension of protection of an international
registration to the United States under 866(a) of the Act, 15 U.S.C. 81141f(a).

803.02 Name of Applicant

The name of the applicant should be set out in its correct legal form. For example, a corporate applicant
should be identified by the name set forth in the articles of incorporation. If atrust is the owner of a mark
in an application, the examining attorney must ensure that the trustee(s) is identified as the applicant and
indicate the name of the trust, if any. See TMEP 8803.03(€e) regarding the proper format for identifying
trusts, conservatorships, and estates.

If the applicant’s legal name includes the assumed name under which it does business, an assumed name
designation should be used to connect the actual name with the assumed name. Assumed hame designations
include“d.b.a” (doing businessas), “a.k.a” (also known as), and “t.a” (trading as). The particular assumed
name designation used is optional. Only the abbreviation of the assumed name designation will be printed
in the Official Gazette and on the certificate of registration. If an applicant gives the assumed name
designation in full, the abbreviation will automatically be used for printing purposes.

803.02(a) Individual

If the applicant isan individual person who isdoing business under an assumed business name, theindividua’s
name should be set forth, followed by an assumed name designation (e.g., d.b.a., ak.a, or t.a) and by the
assumed business name.

800-9 April 2017



§803.02(b) TRADEMARK MANUAL OF EXAMINING PROCEDURE

If an individual indicates that he or she is doing business under a corporate designation (e.g., Corporation,
Corp., Incorporated, Inc., Limited, Ltd.), the USPTO will presume that relevant state law permits such a
practice. The assumed name will be printed on the registration certificate.

If the application reflects an inconsistency between the owner name and the entity type as to whether a
corporation or an individual owns the mark, the examining attorney must require the applicant to clarify the
record regarding ownership (e.g., if the name of anindividual appears asthe applicant, but the entity islisted
asacorporation, or if abusinessis named as the applicant but the entity islisted asan individual). However,
inview of the broad definition of a* person properly authorized to sign on behalf of the owner” in 37 C.E.R.
§2.193(e)(1) ( see TMEP 88611.03(a), 804.04), the fact that the title of the person signing an application
refers to a different entity is not in itself considered an inconsistency between owner and entity type that
would warrant an inquiry asto who owns the mark.

See TMEP §803.03(a) for information about identifying an individual applicant’s entity type, and TMEP
88803.06 and 1201.02(c) regarding USPTO policies regarding correction of an applicant’s name and entity

type.

803.02(b) Partnership, Joint Venture, or Other “Firm”

If a partnership, joint venture, or other “firm” has been organized under a particular business name, the
application should befiled in that name. If the partnership or firm has not been organized under a business
name, the names of the members should be listed asthough they composed acompany name. If apartnership
or joint venture is doing business under an assumed name, this may be indicated, using an assumed name
designation. See TM EP §803.02 regarding assumed name designations, and TMEP §803.03(b) for information
about identifying a partnership or joint venture as alegal entity.

803.02(c) Corporation and Association

If the applicant isacorporation, the official corporate name must be set out as the applicant’sname. Listing
an assumed business name is optional. The name of a division of the applicant should not be included in
or along with the applicant’s name. If the applicant wishes to indicate in the application that actual use of
the mark is being made by a division of the applicant, the applicant may provide a statement that “the
applicant, through itsdivision [specify name of division], is using the mark in commerce.” This statement
should not appear in conjunction with the listing of the applicant’s name, and will not be printed on the
registration certificate.

Inunusua situations, one corporation may aso be doing business under another name, even another corporate
name. This sometimes happens, for example, when one corporation buys out another. In the unusual
situation where a corporate applicant provides a DBA (“doing business as’) that includes a corporate
designation (e.g., Corporation, Corp., Incorporated, Inc., Limited, Ltd.) in addition to its official corporate
name, the USPTO will presume that relevant state law permits such a practice. The DBA will be printed
on the registration certificate.

Associations should be identified by the full, official name of the association.

See TMEP §803.03(c) for information about identifying a corporation or association as alegal entity.
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803.03 Legal Entity of Applicant

Immediately after the applicant’s name, the application should set out the applicant’s form of business, or
legal entity, for example, partnership, joint venture, corporation, or association. The words “company” and
“firm” are indefinite for purposes of designating a domestic applicant’s legal entity, because those words
do not identify a particular type of legal entity in the United States. (However, the word “company” is
acceptable to identify an entity that, under the laws of a foreign country, is equivalent or analogous to a
corporation or association in the United States. See TMEP 8803.03(i).)

Whether the USPTO will accept the identification of an applicant’s entity depends on whether that entity
is recognized under the laws of applicant’s place of domicile.

If other material in the record indicates that the applicant is a different type of entity than is set out in the
written application, the examining attorney must ask for an explanation, and require amendment if necessary.

However, in view of the broad definition of a* person properly authorized to sign on behalf of the owner”
in37 C.ER. §2.193(e)(1) ( see TMEP §8611.03(a), 804.04), an explanation is usually not necessary when
the person signing a declaration has atitle that refers to adifferent type of entity. See TMEP §8803.06 and
1201.02(c) regarding USPTO policies governing correction of an applicant’s name.

803.03(a) Individual or Sole Proprietorship

Individual. For anindividual, it isnot necessary to specify “individual,” but it is acceptableto do so. The
applicant may state that he or she is doing business under a specified assumed company name. TMEP

§803.02(a).

In an application for international registration, if the applicant is a natural person, he or she must indicate
his or her name and may include the country of which he or sheisanational. Common Regulations Under
the Madrid Agreement Concerning the International Registration of Marks and the Protocol Relating to
That Agreement (“Common Regs.”), Rules 9(4)(a)(i), 9(4)(b)(i) (2013). Theinternational application does
not require thisinformation, but when the information isincluded, the IB will forward the nationality of the
applicant to the USPTO. In a 866(a) application, if the “Nationality of Applicant” field appears in the
Trademark Image Capture and Retrieval System (“TICRS") (which is available to the public through the
Trademark Status and Document Retrieva (“TSDR”) portal onthe USPTO website at http://tsdr.uspto.gov/),
this means that the applicant is an individual rather than ajuristic entity, and that applicant’s citizenship is
the country corresponding to the two-letter code set forth in thisfield. Thelist of country codes appearsin
the MM 2 International Registration application form at
http://www.wipo.int/export/sites’www/madrid/en/for ms/docs/form_mm2.pdf. A separate statement that
applicant is an individual will not appear in TICRS, and the “Legal Nature” and "Lega Nature: Place
Incorporated” fields will state “Not Provided.”

If the “Nationality of Applicant” field appears in TICRS, the examining attorney may enter the relevant
information into the Trademark database, or ask the LIE to enter it. No inquiry as to the applicant’s entity
or citizenship is necessary. If the “Nationality of Applicant” field does not appear in TICRS, the examining
attorney must require that the applicant indicate its entity and citizenship. Examining attorneys cannot rely
on the “Entitlement Nationality,” “Entitlement Establishment,” or “Entitlement Domiciled” fields for the
applicant’s citizenship because these fields merely indicate the basis for the applicant’s entitlement to file
an application through the Madrid system, not the national citizenship of the individual applicant.

800-11 April 2017


http://tsdr.uspto.gov/
http://www.wipo.int/export/sites/www/madrid/en/forms/docs/form_mm2.pdf

§ 803.03(b) TRADEMARK MANUAL OF EXAMINING PROCEDURE

Sole Proprietorship. An applicant may identify itself as a sole proprietorship. If an applicant does so, the
applicant must a so indicate the state where the sole proprietorship is organized, in addition to the name and
national citizenship of the sole proprietor.

If the application specifically identifies the applicant as a sole proprietorship and indicates the state of
organization of the sole proprietorship and the name and citizenship of the sole proprietor, the USPTO will
accept the characterization of the entity. On the other hand, if the application refersto a sole proprietorship
but lacks some of the necessary information or isambiguous asto whether the applicant should be identified
asasole proprietorship or as an individual, the examining attorney must require appropriate clarification of
the entity type.

A sole proprietorship generally means a business which has only one owner. Therefore, if an application
identifies two persons or two different entities as a “ sole proprietorship,” thisis an ambiguity that requires
clarification of the entity type. Note, however, that in California a husband and wife can be classified as a
sole proprietorship.

803.03(b) Partnership, Joint Venture, or Other “Firm”

After setting forth the applicant’s name and entity, the application of a partnership or ajoint venture should
specify the state or country under whose laws the partnership or joint venture is organized. 37 C.E.R.
82.32(a)(3)(ii). In addition, domestic partnerships must set forth the names, legal entities, and national
citizenship (for individuals), or state or country of organization (for businesses), of all general partners or
active members that compose the partnership or joint venture. 37 C.ER. §82.32(a)(3)(iii), (iv). These
requirements apply to both general and limited partnerships. They also apply to a partnership that is a
general partner in a larger partnership. Limited partners or silent or inactive partners need not be listed.
The following format should be used:

“ , a(partnership, joint venture) organized under thelaws of
composed of (name, legal entity, and citizenship of individual partner; or name, Iegal
entity, and state or country of incorporation or organization of juristic partner).”

In the case of adomestic partnership consisting of ten or more general partners, if the partnership agreement
provides for the continuing existence of the partnership in the event of the addition or departure of specific
partners, the USPTO will requirethat the applicant provide the names, legal entities, and national citizenship
(or the state or country of organization) of the principal partners only. If there are more than ten principal
partners, the applicant need list only thefirst ten principal partners. If thereisno class of principal partners,
the applicant may list any ten general partners.

Upon the death or dissolution of a partner or other change in the members that compose a domestic
partnership, that legal entity ceasesto exist and any subsequent arrangement constitutes a new entity, unless
the partnership agreement provides for continuation of the partnership in the event of changes in partners.
Thissame principle also appliesto joint ventures. See TMEP Chapter 500 regarding changes of ownership.

The rule regquiring names and citizenships of general partners seeks to provide relevant information in the
record, given the legal effects of partnership statusin the United States. Because the USPTO does not track
the varying legal effects of partnership status in foreign countries, and the relevance of the additional
information has not been established, the same requirement for additional information does not apply to
foreign partnerships.
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The term “firm” is not an acceptable designation of the applicant’s entity, because it does not have a
universally understood meaning. The examining attorney must require a definite term such as“ partnership”
or “joint venture” when it is necessary to identify these entities.

See TMEP §803.03(k) regarding limited liability partnerships.

803.03(c) Corporation, Association, Organization, and Company

Corporation. Inthe United States, the term “corporation” is proper for juristic entities incorporated under

the laws of the various states or under special federal statutes. In addition to specifying that an applicant is
a corporation, the application must specify the applicant’s state (for United States corporations) or country
of incorporation (for foreign corporations). It is customary to follow the applicant’s name by the words “a
corporation of the state (or country) of ... ." Thisalso appliesto anonprofit or tax-exempt corporation. |If
no state or country of incorporation, or theincorrect state or country of incorporation, isgiven for an applicant
corporation, this defect may be corrected by amendment. The amendment does not have to be verified. |If
a corporation exists by virtue of a specific state or federal statute, this should be stated.

Association. “Association” and “nonprofit association” are acceptable terms to identify juristic entities
organized under state laws or federal statutes that govern thisform of organization. A domestic association
must specify the state under whose laws the applicant is organized or exists, and indicate whether the
association isincorporated or unincorporated. A foreign association must specify the country under whose
lawsthe applicant isorganized or exists and indicate whether the association isincorporated or unincorporated,
unless the designation or description “association/associazione” for the country specified by the applicant
appears in Appendix D. This also applies to a domestic or foreign nonprofit or tax-exempt association. |If
an association exists by virtue of a specific state or federal statute, this should be stated. Verification of
these statements is not required.

Company . The term “company” is indefinite for describing a United States entity because it does not
identify a particular juristic entity, but is acceptable to identify entities organized under the laws of foreign
countriesthat are equivalent or analogousto United States corporations or associations. See TM EP §803.03(i)
and TM EP Appendix D regarding foreign companies.

Organization. “Organization” and “nonprofit organization” are indefinite to identify juristic entities. If an
applicant’s entity type is identified as a “nonprofit organization,” the examining attorney must require
amendment of the entity, or proof that such alegal entity exists under the appropriate state statute or foreign
country law.

803.03(d) Joint Applicants

An application may be filed in the names of joint applicants or joint owners. Ex parte Pac. Intermountain
Express Co ., 111 USPQ 187, 187 (Comm’r Pats. 1956); Ex parte Taylor , 18 USPQ 292, 293 (Comm'r
Pats. 1933). Theterms*“joint applicant(s)" or “joint owner(s)” reflectsthe relationship of multiple applicants
asto aparticular mark, but does not identify a particular type of legal entity inthe United States. See Cent.
Garden & Pet Co. v. Doskocil Mfg., Co., 108 USPQ2d 1134, 1148 n.25 (TTAB 2013) . Therefore, the
application must name each of the joint applicants, and must set forth the citizenship (or the state or nation
of organization for ajuristic applicant) of each of the joint applicants. 37 C.ER. §82.32(a)(2), (3); TMEP
88803.02, 803.03. The application may also state the joint applicant relationship; however, where an
application identifies two or more individuals or entities as the applicant, and separately sets forth the
citizenship or state of organization of each, the USPTO will presumethat the entity isthat of joint applicants,
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if the record is not otherwise contradictory. If, however, the legal entity is set out as “joint applicant(s)” or
“joint owner(s),” the examining attorney must require each applicant to clarify the nature of itslegal entity
as an individual or juristic person.

An application by joint applicants must be verified by all the applicants, since they are individua parties
and not asingle entity. However, if only one of the joint applicants signs the verification, the USPTO will
presume that he or she is signing on behalf of all the joint applicants, and will not require an additional
verification or declaration, unless there is evidence in the record indicating that the party who signed the
application was not in fact authorized to sign on behalf of all thejoint applicantsunder 37 C.ER. §2.193(e)(1).
This does not apply to aresponse to an Office action submitted by joint applicants who are not represented
by apractitioner authorized under 37 C.E.R. 811.14 to practicein trademark cases (“ qualified practitioner”).
Such aresponse must be signed personally by each of thejoint applicants. 37 C.E.R. §82.62(b), 2.193(e)(2);
TMEP 8611.06(a). See TMEP §8611.03(a) and 804.04 regarding persons authorized to sign a verification
on behalf of an applicant.

Joint applicants are not the same as ajoint venture. A joint venture is a single applicant, in the same way
that a partnership isasingle applicant. See TMEP §803.03(b) regarding joint ventures.

803.03(e) Trusts, Conservatorships, and Estates

If atrust isthe owner of amark in an application, the examining attorney must ensure that the trusteg(s) is
identified asthe applicant. Thus, the examining attorney must require that the trust’s application be captioned
asfollows:

The Trustees of the XY Z Trust, a California trust, the trustees comprising John Doe, a United States
citizen, and the ABC Corporation, a Delaware corporation.

The application must first refer to the trustee(s) as the applicant and indicate the name of the trugt, if any.
Then the state under whose laws the trust exists must be set forth. Finally, the names and citizenship of the
individual trustees must be listed. If there are more than ten individual trustees, the applicant need list only
thefirst ten trustees.

The same format generally applies to conservatorships and estates as follows:

The Conservator of Mary Jones, aNew York conservatorship, the conservator comprising JamesAbel,
a United States citizen.

The Executors of the John Smith estate, a New York estate, the executors comprising Mary Smith and
James Smith, United States citizens.

803.03(e)(i) BusinessTrusts

Most states recognize an entity commonly identified as a “business trust,” “Massachusetts trust,” or
“common-law trust.” A business trust has attributes of both a corporation and a partnership. Many states
have codified laws recognizing and regulating business trusts; other states apply common law. The USPTO
will accept the entity designation “business trust,” or any appropriate variation provided for under relevant
state law.
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The business trust is created under the instructions of the instrument of trust. Generally, the “trustee” has
authority equivalent to an officer in a corporation. Laws vary to some extent as to the authority conferred
on various individuals associated with the business trust.

The application must first refer to the trustee(s) as the applicant and indicate the name of the trust, if any.
The state under whose laws the trust exists, and the names and citizenship (or state or foreign country of

incorporation or organization) of the individual trustees, must also be set forth. Accordingly, the examining
attorney must require that the business trust's application be captioned as follows:

TheTrustees of the DDT Trust, a Californiabusinesstrust, the trustees comprising Sue Smith, a United
States citizen, and the PDQ Corporation, a Delaware corporation.

For the purpose of service of process, the businesstrust is essentially like acorporation. Therefore, it isnot
necessary to identify the beneficiaries or equitable owners of the business trust in identifying the entity.

803.03(f) Governmental Bodies and Universities

Itisdifficult to establish any rigid guidelines for designating the entity of agovernmental body. Dueto the
variety in the form of these entities, the examining attorney must consider each case on an individual basis.
Thefollowing are just afew examples of acceptable governmental entities:

Department of the Air Force, an agency of the United States.

Maryland State Lottery Agency, an agency of the State of Maryland.
City of Richmond, Virginia, amunicipa corporation organized under the laws of the Commonwealth
of Virginia

These examples are not exhaustive of the entity designations that are acceptable.

The structure of educational institutions varies significantly. The following are examples of acceptable
university entities:

Board of Regents, University of Texas System, a Texas governing body.

University of New Hampshire, a nonprofit corporation of New Hampshire.
Auburn University, State University, Alabama.

These examples are not exhaustive of the entity designations that are acceptable.

The designations “education institution” and “educational organization” are not acceptable. If the applicant
uses either of these designations to identify the entity, the examining attorney must require the applicant to
amend the entity designation to alegally recognized juristic entity.
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803.03(g) Banking Institutions

The nature of banking institutions is strictly regulated and, thus, there are a limited number of types of
banking entities. Some banking institutions are federally chartered while others are organized under state
law. Thefollowing isanon-exhaustivelisting of examples of acceptable descriptions of banking institutions:

First American Bank of Virginia, aVirginia corporation.

Pathway Financial, afederally chartered savings and loan association.
803.03(h) Limited Liability Companies

Most states recognize an entity commonly identified asa*limited liability company” or “LLC.” The entity
has attributes of both a corporation and a partnership. Therefore, the USPTO will accept “limited liability
company” asan entity designation. The examining attorney may accept appropriate variations of this entity,
with proof that the entity exists under the law of the relevant state. For example, some states recognize an
entity identified as a “low-profit-limited-liability company” or “L3C,” which combines the features of a
for-profit LLC and a nonprofit organization.

If “LLC” or “L3C” appears in the applicant’s name, but the entity is listed as a corporation, the examining
attorney must inquire as to whether the applicant isalimited liability company or a corporation.

The applicant must indicate the state under whose laws the limited liability company is established. It is
not necessary to list the “members’ or owners of the limited liability company when identifying the entity.

See TMEP 8611.06(q) regarding the proper party to sign a response to an Office action filed by alimited
liability company that is not represented by an attorney.

Limited Liability Corporation. A businessorganization knownasa*limited liability corporation” iscurrently
not recognized in any jurisdiction. If an applicant’sentity typeisidentified asalimited liability corporation,
the examining attorney must inquire asto whether the applicant isalimited liability company or acorporation.

If the applicant believes that it isalimited liability corporation, then the applicant must provide proof that
such alegal entity exists under the appropriate state statute.

See TMEP §803.03(Kk) regarding limited liability partnerships.

803.03(i) Common Terms Designating Entity of Foreign Applicants

In designating the legal entity of foreign applicants, acceptable terminology is not aways the same as for
United States applicants. Theword “corporation” as used in the United Statesis not necessarily equivalent
to juristic entities of foreign countries; the word “company” is sometimes more accurate. |If the applicant
is from the United Kingdom or another commonwealth country (e.g., Canada or Australia) and the term
“company” (or the abbreviation “co.”) isused, no inquiry isneeded. “Limited company” isalso acceptable,
for example, in China, the Republic of Korea, and commonwealth countries. Thereisalist of commonwealth
countries on the commonwealth website at http://www.thecommonwealth.or g/l nter nal/142227/member &/

“Limited corporation” is also an acceptable entity designation for aforeign applicant.
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The designation Foreign Maritime Entity (FME) is not an acceptable business entity type. A “legal entity”
is“[a] body, other than anatural person, that can function legally, sue or be sued, and make decisionsthrough
agents.” Black’s Law Dictionary (10th ed. 2014). Here, the capacity to sue or be sued rests with the foreign
entity that registers as a FME, as opposed to the FME itself. Therefore, the term FME does not identify a
legal entity.

Appendix D of this manual lists common foreign designations, and their abbreviations, used by various
foreign countriesto identify legal commercia entities. The appendix also includes adescription (Joint Stock
Company, Cooperative Society, Trading Partnership, etc.) of the foreign designation and, in some cases,
the equivalent United States entity. If aforeign designation, its abbreviation, or a description appearsin the
appendix, the examining attorney may accept any of those terms as the entity designation without further
inquiry. The applicant may also choose to specify the legal entity by indicating the entity that would be its
equivalent in the United States. However, if an applicant identifies itself by a name that includes aforeign
entity designation in Appendix D (e.g., “Business SpA™), but provides a characterization of the entity that
does not match the description (e.g., General Partnership), the examining attorney must clarify the nature
of the applicant’s entity.

If a foreign entity designation, its abbreviation, or its description does not appear in Appendix D, the
examining attorney must inquire further into the specific nature of the entity. The examining attorney may
request a description of the nature of the foreign entity, if necessary.

The applicant must also specify the foreign country under the laws of which it isorganized, but no additional
information is required, even if additional information would be required for a United States entity of the
same name. For example, it isnot necessary to set forth the names and citizenship of the partnersof aforeign
partnership. The rule requiring names and citizenships of general partners (37 C.E.R. 82.32(a)(3)(iii)) seeks
to providerelevant information in the record, given the legal effects of partnership statusin the United States.

Because the USPTO does not track the varying legal effects of partnership statusin foreign countries, and
the relevance of the additional information has not been established, the same requirement for additional
information does not apply to foreign partnerships.

Foreign entities may be organized under either nationa or provincial laws. However, the TEAS form
requires an applicant to specify the state or foreign country under which it islegally organized, but does not
permit an applicant to specify a foreign province or geographical region in this field. Therefore, if the
applicant is organized under the laws of a foreign province or geographical region, the applicant should
select the entity type “ Other” (rather than “ Corporation,” “Limited Liability Company,” “ Partnership,” etc.),
which will allow entry within the free-text field provided at “ Specify Entity Type” of both the type of entity
and the foreign province or geographical region under which it is organized (e.g., enter “corporation of
Ontario” inthe box labeled "If not listed above, please specify here:"). Inthe next section, “ State or Country
Where Legally Organized,” the country (e.g., “ Canada’) should then be selected from the pull-down menu.

803.03(j) Federally Recognized Indian Tribe

A federally recognized Indian tribe, organized under thelaws of the United States, is an acceptable designation
of an applicant’s entity.

803.03(k) Limited Liability Partnerships
Most states recognize an entity commonly identified as a“limited liability partnership” (“LLP’). AnLLP

is separate and distinct from a limited partnership, and is more closely associated with a limited liability
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company in that it has attributes of both a corporation and a partnership. Therefore, the USPTO will accept
the entity designation “limited liability partnership.” The examining attorney may accept appropriate
variations of this entity (e.g., "limited liability limited partnership” or “LLLP"), with proof that the entity
exists under the law of the relevant state.

The applicant must indicate the state under whose laws the limited liability partnership is established. Itis
not necessary to list the partners of the limited liability partnership when identifying the entity.

See TMEP 8611.06(h) regarding the proper party to sign a response to an Office action filed by a limited
liability partnership that is not represented by a qualified practitioner.

See also TMEP §803.03(h) regarding limited liability companies.
803.04 Citizenship of Applicant

An application for registration must specify the applicant’s citizenship or the state or nation under whose
lawsthe applicantisorganized. 37 C.ER. §2.32(a)(3). If ambiguoustermsare used, the examining attorney
must require the applicant to clarify the record by setting forth the citizenship with greater specificity. For
example, the term “American” is ambiguous because it could refer to a citizen of North, South, or Central
America. Therefore, “United States,” "United States of America," or “U.S.A.” isthe appropriate citizenship
designation for applicants who are citizens of the United States of America. However, terms such as
“Brazilian,” Colombian,” and “Welsh” are acceptable citizenship designations because each refers to a
specific country.

An individual applicant should set forth the country of which he or she is a citizen. Current citizenship
information must be provided; a statement indicating that the applicant has applied for citizenship in any
country is not relevant or acceptable. If an individual is not a citizen of any country, a statement to this
effect is acceptable.

If an applicant asserts dual citizenship, the applicant must choose which citizenship will be printed in the
Official Gazette and on the registration certificate. The USPTO will print only one country of citizenship
for each person in the Official Gazette and on the registration certificate, and the automated records of the
USPTO will indicate only one country of citizenship for each person.

For a corporation, the application must set forth the United States state or foreign country of incorporation.
37 C.ER. 82.32(a)(3)(ii).

Foreign entities may be organized under either national or provincial laws. However, the TEAS form
reguires an applicant to specify the state or foreign country under which it islegally organized, but does not
permit an applicant to specify a foreign province or geographical region in this field. Therefore, if the
applicant is organized under the laws of a foreign province or geographical region, the applicant should
select as the entity type the choice of “Other,” which will allow entry within the free-text field provided at
“Specify Entity Type” of both thetype of entity and the foreign province or geographical region under which
it is organized (e.g., “corporation of Ontario”). In the next section, “State or Country Where Legaly
Organized,” the country (e.g., “ Canada’) should then be selected from the pull-down menu.

For an association, the application must set forth the United States state or foreign country under whose
laws the association is organized or incorporated. 37 C.ER. 82.32(a)(3)(ii); see TMEP §803.03(c).
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A partnership or other firm must set forth the United States state or foreign country under the laws of which
the partnership is organized. Domestic partnerships must also provide citizenship information for each
general partner in the partnership. 37 C.E.R. 8§2.32(a)(3)(iii). Thisrequirement also appliesto apartnership
that isagenera partner in alarger partnership. See TMEP §803.03(b) for the proper format for identifying
apartnership. Given thevarying lega effects of partnership statusin foreign countries, the relevance of the
name and citizenship information for each partner has not been established. Therefore, for foreign
partnerships, it is not necessary to provide the names and citizenship of the partners. See TMEP §803.03(i)
for further information about foreign applicant entities.

For joint applicants or ajoint venture, the application should set forth the citizenship or United States state
or foreign country of organization of each party. Domestic joint ventures must also provide citizenship
information for all active members of the joint venture. 37 C.ER. §2.32(a)(3)(iv). See TMEP §803.03(b)
for the proper format for identifying ajoint venture.

Section 66(a) Applications. In an application for international registration, the international application
does not require the applicant to provide the entity and citizenship information. Common Regs, Rules
9(4)(b)(i)—(ii). However, when the information is included, the IB forwardsit to the USPTO as part of the
866(a) application.

If the applicant is an individual, that is, a natural person, he or she must indicate his or her name and the
country of which he or sheisanational. If provided in the 866(a) application, this information appearsin
the Trademark database in the “Nationality of Applicant/Transferee/Holder” field, and the applicant’s
citizenship isthe country corresponding to the two-letter code set forth in thisfield. Thelist of country codes
appears in the MM2 International Registration application form, which can be found at
http://www.wipo.int/pct/en/appguide/. The examining attorney should enter the entity and citizenship into
the Trademark database, or send arequest to the LIE to have it entered. A separate statement that applicant
isan individual will not appear in TICRS, and the “Lega Nature” and “Legal Nature: Place Incorporated”
fields will state “Not Provided.” No inquiry as to the applicant’s entity or citizenship is necessary. The
absence of the " Nationality of Applicant/Transferee/Holder” field meansthat the applicant isajuristic entity
rather than an individual.

If the applicant isajuristic entity, the name, entity, and citizenship of thejuristic entity isrequired. If provided
in the 866(a) application, this information appears in the “Legal Nature” and “Legal Nature: Place
Incorporated” fields. If these fields state “Not Provided,” the examining attorney must require the applicant
to indicate its entity and citizenship.

Regardless of whether the applicant is an individual or ajuristic entity, the examining attorney cannot rely
on the “Entitlement Nationality,” “Entitlement Establishment,” or “Entitlement Domiciled” fields for the
applicant’s citizenship because these fields merely indicate the basis for the applicant’s entitlement to file
an application through the Madrid system, not the national citizenship of the applicant.

803.05 Address of Applicant
The written application must specify the applicant’s mailing address. 37 C.E.R. §2.32(a)(4). Addresses

should include the United States Postal Service ZIP code or its equivalent for addresses outside the United
States. The applicant’s address may consist of a post office box.

For an individual, the application must set forth either the business address or the residence address.
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If the application sets out more than one address, the applicant should designate the address to be included
on the registration certificate.

For a partnership or other firm, only the address of the business need be set forth -- not the addresses of the
partners or members.

For a corporation or association, the business address should be set forth. If the corporation’s business
address is not in its state of incorporation, the applicant should set out the address where the applicant is
domiciled.

For joint applicants, the application should include addresses for each party.

The application must also include an addressfor correspondence concerning the application. See 37 C.ER.
882.18, 2.21(a)(2). Thisisreferred to as the correspondence address. See TMEP §8609-609.04.

803.06 Applicant May Not Be Changed

While an application can be amended to correct an inadvertent error in the manner in which an applicant’s
nameis set forth (see TMEP §1201.02(c)), an application cannot be amended to substitute another entity
asthe applicant. If the application wasfiled in the name of a party who had no basisfor hisor her assertion
of ownership of (or entitlement to use) the mark as of thefiling date, the application isvoid, and registration
must be refused. 37 C.ER. §2.71(d); TMEP §1201.02(b). Huang v. Tzu Wei Chen Food Co., 849 F.2d
1458, 1459-60, 7 USPQ2d 1335, 1335-36 (Fed. Cir. 1988); Great Seats, Ltd. v. Great Seats, Inc., 84 USPQ2d
1235, 1239-44 (TTAB 2007) ; American Forests v. Sanders, 54 USPQ2d 1860, 1861-63 (TTAB 1999) ,

aff’d, 232 F.3d 907 (Fed. Cir. 2000); In re Tong Yang Cement Corp., 19 USPQ2d 1689, 1691 (TTAB
1991). The USPTO will not refund the application filing fee in such a case.

A void application cannot be cured by amendment or assignment. Thetrue owner may file anew application
(with anew filing fee) in its name or, if the applicant who is refused later becomes the owner of the mark,
he or she may file anew application (with anew filing fee) at that time.

See TMEP §1201.02(c) for examples of correctable and non-correctable errorsin identifying the applicant,
TMEP 8803.01 regarding minor applicants, and TMEP 81201.02(e) and TMEP Chapter 500 regarding the
transfer of ownership from the true owner to another party after the filing date.

804 Verification and Signature

An application must include a statement that is verified by the applicant or by someone who is authorized
to verify facts on behalf of an applicant. 15 U.S.C. 81051(a)(3), (b)(3); 37 C.ER. §82.32(bh), 2.33(a),

2.193(e)(1).

In an application under 81 or 844 of the Trademark Act, a signed verification is not required for receipt of
an application filing date under 37 C.ER. §2.21(a). If the initial application does not include a proper
verified statement, the examining attorney must require the applicant to submit a verified statement that
relates back to the original filing date. See TMEP 88804.01-804.01(b) regarding the form of the oath or
declaration, TMEP §804.02 regarding the essential allegations required to verify an application for registration
of atrademark or service mark, and TM EP §804.04 regarding persons properly authorized to sign averification
on behalf of an applicant.
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In 866(a) applications for a trademark or service mark, the verified statement is part of the international
registration onfile at the IB. 37 C.ER. §2.33(e); see TMEP §8804.05, 1904.01(c).

See TMEP §81303.01(b)(i), 1304.02(b)(i), and 1306.02(b)(i) regarding the verified statement for a §1(a),
81(b), 844(d), or 844(e) basisfor acollective or certification mark application, and TM EP §81303.01(b)(ii),

1304.02(b)(ii), 1306.02(b)(ii), and 1904.02(d) regarding the verified statement for a 866(a) basis for a
collective or certification mark application.

804.01 Form and Wording of Verification in 81 or 844 Application

The format of the verification in an application under 81 or 844 of the Trademark Act may be: (1) the
classical form for verifying, which includes an oath (jurat) ( see TMEP §804.01(a)); or (2) a declaration
under 37 C.ER. §2.20 or 28 U.S.C. §1746 instead of an oath ( see TMEP §804.01(b)). See 37 C.ER.

82.2(n).

804.01(a) Verification with Oath

The verification is placed at the end of the application. It should first set forth the venue; followed by the
signer’sname (or thewords“the undersigned”); then the necessary statements ( TMEP §804.02); concluding
with the signature. After the signature, there should be the jurat for the officer administering the oath, and
an indication of the officer’s authority (such asanotarial seal).

The form of the verification depends on the law of the jurisdiction where the document is executed, so
variations of the above form are acceptable. If thereis a question as to the validity of the verification, the
examining attorney must ask the applicant if the verification complies with the laws of the applicant’s
jurisdiction. See TMEP §804.01(a)(i) regarding verifications made in aforeign country.

If the verification is notarized but does not include the notarial seal, the examining attorney must require a
substitute affidavit or declaration under 37 C.E.R. §2.20.

If the verification is notarized but has not been dated, the applicant must submit either a statement from the
notary public attesting to the date of signature and notarization, or a substitute affidavit or declaration under
37 C.ER. §2.20.

804.01(a)(i) Verification Madein Foreign Country

Verification (with oath) made in a foreign country may be made: (1) before any diplomatic or consular
officer of the United States; or (2) before any official authorized to administer oaths in the foreign country.

In those foreign countries that are members of The Hague Convention Abolishing the Requirement of
Legalisation for Foreign Public Documents, opened for signature Oct. 5, 1961, 33 U.S.T. 883, 527 U.N.T.S.
189, a document verified before a foreign official should bear or have appended to it an apostille (i.e., a
certificate issued by an official of the member country).

An apostille must be square shaped with sides at least 9 centimeters long. The following is the prescribed
form for an apostille:
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APOSTILLE

(Convention de La Haye du Oct. 5, 1961)

1. Country:

This public document
2. has been signed by
3. acting in capacity of
4. bears the seal/stamp of

CERTIFIED

5. at
6. the
7. by
8. No.

9. Seal/stamp:
10. Signature:

See 1013 TMOG 3 (Dec. 1, 1981).

If averificationis made before aforeign official in acountry that is not amember of the Hague Convention,
the foreign official’s authority must be proved by a certificate of a diplomatic or consular officer of the
United States. 15 U.S.C. 81061.

Declarationsunder 37 C.ER. §2.20 and 28 U.S.C. 81746 by foreign persons do not have to be made before
a United States diplomatic or consular officer, or before a foreign official authorized to administer oaths.
A declaration under 28 U.S.C. 81746 that is executed outside the United States must allege that “1 declare
(or certify, verify, or state) under penalty of perjury under the laws of the United States of Americathat the
foregoing istrue and correct.” See TMEP §804.01(b).

See http://www.hcch.net/index_en.php?act=conventions.text& cid=41 for updated information about the
Hague Convention Abolishing the Requirement of Legalisation for Foreign Public Documents.

804.01(b) Declaration in Lieu of Oath

Under 35 U.S.C. 825, the USPTO is authorized to accept a declaration under 37 C.ER. 82.20 or 28 U.S.C.
81746 instead of an oath. These declarations can be used whenever theAct or rulesrequire that adocument
be verified or under oath.
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When the language of 37 C.ER. §2.20 or 28 U.S.C. 81746 is used with a document, the document is said
to have been subscribed to (signed) by awritten declaration rather than verified by oath (jurat).

When adeclaration isused in lieu of an oath, the party must includein place of the oath (jurat) the statement
that “all statements made of his’her own knowledge are true and all statements made on information and
belief are believed to be true.” The language should be placed at the end of the document.

In addition, the declaration must warn the signatory that willful false statements and the like are punishable
by fine or imprisonment, or both (18 U.S.C. §1001). 35 U.S.C. 825(b). Trademark Rule 2.20 requires that
thewarning contain the additional language that such statements may jeopardize the vaidity of the application
or submission or any registration resulting therefrom. A declaration under 37 C.E.R. §2.20 should read as
follows:

The signatory being warned that willful false statements and the like are
punishable by fine or imprisonment, or both, under 18 U.5.C. 1001, and
that such willful false statements and the like may jeopardize the validity
of the application or submission or any registration resulting therefrom,
declares that all statements made of his/her own knowledge are true and
all statements made on information and belief are believed to be true.

(Signature)

(Print or Type Name and Position)

{Date)

Instead of using the language of 37 C.E.R. §2.20, an applicant may use the language of 28 U.S.C. 81746,
which provides as follows:

Wherever, under any law of the United States or under any rule, regulation, order, or requirement made
pursuant to law, any matter is required or permitted to be supported, evidenced, established, or proved
by the sworn declaration, verification, certificate, statement, oath, or affidavit, in writing of the person
making the same (cother than a deposition, or an oath of office, or an oath required to be taken before
aspecified officia other than anotary public), such matter may, with like force and effect, be supported,
evidenced, established, or proved by the unsworn declaration, certificate, verification, or statement, in
writing of such person which is subscribed by him, as true under penalty of perjury, and dated, in
substantialy the following form:

1 If executed outside the United States, its territories, possessions, or commonwealths: “| declare (or
certify, verify, or state) under penalty of perjury under the laws of the United States of Americathat the
foregoing is true and correct. Executed on (date).(Signature)”.
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2 If executed within the United States, its territories, possessions, or commonwealths: “1 declare (or
certify, verify, or state) under penalty of perjury that the foregoing is true and correct. Executed on
(date).(Signature)”.

NOTE: A declaration under Title 35 of the United States Code, which pertains specifically to the USPTO,
is preferred to one under 28 U.S.C. 81746, which isa statute of general application relating to verification
on penalty of perjury.

A declaration that does not attest to an awareness of the penalty for perjury isunacceptable. See35U.S.C.
825; Inre Hoffmann-La Roche Inc., 25 USPQ2d 1539, 1540-41 (Comm’'r Pats. 1992) (failure to include a
statement attesting to an awareness of the penalty for perjury, which is the very essence of an oath, is not a
“minor defect” that can be provisionally accepted under 35 U.S.C. 826), overruled on other grounds, In
re Moisture Jamzz Inc., 47 USPQ2d 1762, 1764 (Comm'r Pats. 1997); In re Stromsholmens Mekaniska
Verkstad AB, 228 USPQ 968, 970 (TTAB 1986) .

The signatory must personally sign his or her name. 37 C.ER. §2.193(a). It is not acceptable for a person

to sign another person’s name to adeclaration pursuant to ageneral power of attorney. See Inre Dermahose
Inc., 82 USPQ2d 1793, 1796-97 (TTAB 2007) ; Inre Cowan, 18 USPQ2d 1407, 1409 (Comm’r Pats. 1990).
If aTEAS submission issigned electronically, the person(s) identified asthe signer(s) must personally enter

the elements of the electronic signature. 37 C.ER. §2.193(c)(1); Inre Dermahose, 82 USPQ2d at 1795-97.
See TMEP 8611.01(c) regarding signature of documents filed through TEAS.

If adeclaration under 37 C.E.R. 82.20 or 28 U.S.C. 81746 isnot dated, the examining attorney must require
the applicant to state the date on which the declaration was signed. This statement does not have to be
verified, and may be entered through a Note to the File in the record.

See TMEP 8804.02 regarding the essential allegations required to verify an application for registration of
amark.

804.02 Averments Required in Verification of Application for Registration - 81 or 844
Application

The requirements for the verified statement in applications under 81 or 844 of the Trademark Act are set
forthin 881(a)(3), 1(b)(3), and 44 of the Trademark Act, 15 U.S.C. §81051(a)(3), (b)(3), 1126, and 37 C.ER.
§82.33and 2.34. SeelnreBrack, 114 USPQ2d 1338, 1342 (TTAB 2015) (holding signature and verification
of the averments in application is a requirement for establishing a basis). These allegations are required
regardless of whether the verification isin the form of an oath ( TMEP §804.01(a)) or adeclaration ( TMEP
§804.01(b)). See TMEP 8804.05 regarding the requirements for verification of a 866(a) application.

Truth of Facts Recited . Under 15 U.S.C. §81051(a)(3)(B) and 1051(b)(3)(C), the verification of an
application for registration must include an allegation that “to the best of the signatory's knowledge and
belief, the factsrecited in the application are accurate.” Thelanguagein 37 C.E.R. §2.20 that “all statements
made of [the signatory's] own knowledge are true and all statements made on information and belief are
believed to be true” satisfies this requirement. See 37 C.ER. §2.33(b)(1), (b)(2).

Usein Commerce. If thefiling basisis 8§1(a), the applicant must submit a verified statement that the mark
isin use in commerce. 37 C.ER. 82.34(a)(1)(i). If this verified statement is not filed with the original
application, it must also allege that the mark wasin usein commerce as of the application filing date. 1d.
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Bona Fide Intention to Usein Commerce. If thefiling basisis 81(b), 844(d), or 844(e), the applicant must
submit averified statement that the applicant has abonafideintention to usethe mark in commerce. 15 U.S.C.
881051(b)(3)(B), 1126(d)(2), 1126(e); 37 C.ER. 82.34(a)(2), (a)(3)(i), (a)(4)(ii). If this verified statement
is not filed with the original application, it must also allege that the applicant had a bona fide intention to
use the mark in commerce as of the application filing date . 37 C.ER. §2.34(a)(2), (a)(3)(i), (a)(4)(ii).

Ownership or Entitlement to Use. In an application based on 81(a), the verified statement must allege that
the applicant believesthe applicant isthe owner of the mark and that to the best of the signatory’sknowledge
and belief, no other person, hasthe right to use the mark in commerce, either in theidentical form or in such
near resemblance as to be likely, when applied to the goods or services of such other person, to cause
confusion or mistake, or to deceive. 15 U.S.C. §1051(a)(3)(A), (a)(3)(D); 37 C.E.R. §2.33(b)(1).

In an application based on 81(b) or 844, the verified statement must allege that the verifier believes the
applicant is entitled to use the mark in commerce on or in connection with the goods or services specified
in the application, and that to the best of the signatory's knowledge and belief, no other person, hasthe right
to use the mark in commerce, either in the identical form or in such near resemblance as to be likely, when
applied to the goods or services of such other person, to cause confusion or mistake, or to deceive. 15U.S.C.

§1051(b)(3)(A), (b)(3)(D); 37 C.ER. 8§2.33(b)(2); see15U.S.C. 81126(d), ().

While the correct language for an application filed under 81(b) or 844 is“entitled to use,” if a81(b) or 844
applicant files a verification stating that the applicant is the owner of the mark, the USPTO will accept the
verification, and will not require a substitute verification stating that the applicant is entitled to use the mark.

Concurrent Use . The verification for concurrent use should be modified to indicate an exception; i.e., that
no other person except as specified in the application has the right to use the mark in commerce. 15 U.S.C.
§1051(a)(3)(D); 37 C.E.R. 82.33(f). See TMEP §1207.04 regarding concurrent use registration.

Related-company use does not require stating an exception, because the statement that no one else has the
right to use the mark refers only to adverse users and not to licensed or permitted use. See TMEP
881201.03-1201.03(€) regarding use by related companies.

Affirmative, Unequivocal Aver ments Based on Personal Knowledge Required. The verification must include
affirmative, unequivocal averments that meet the requirements of the Act and the rules. Statements such
as “the undersigned [ person signing the declaration] has been informed that the applicant isusing [or has a
bona fide intention to use] the mark in commerce . . .,” or wording that disavows the substance of the
declaration, are unacceptable.

Substitute Verification. If the verified statement does not include all the necessary averments, the examining
attorney will require a substitute or supplemental affidavit or declaration under 37 C.E.R. §2.20.

See TMEP 881303.01(b)(i), 1304.02(b)(i), and 1306.02(b)(i) for averments required in a verification for a
81 or 844 application for a collective or certification mark.

804.03 Time Between Execution and Filing of Documents - 81 or 844 Application
Documents Must Be Filed Within a Reasonable Time After Execution
All applications and documents must be filed within areasonable time after their execution. Under 37 C.E.R.

§2.33(c), if the verified statement supporting an application for registration is not filed within areasonable
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time after it issigned, the USPTO will require the applicant to submit a substitute verification or declaration
under 37 C.F.R. 8§2.20 attesting that the mark was in use in commerce as of the application filing date, or
that the applicant had a bona fide intention to use the mark in commerce as of the application filing date.

Re-execution is also required where an alegation of use (i.e., either an amendment to allege use under
15 U.S.C. 81051(c) or astatement of use under 15 U.S.C. §1051(d)) or request for extension of timeto file
a statement of use is not filed within a reasonable time after the date of execution. 37 C.F.R. 882.76(q),

2.88(qg), 2.89(h); TMEP 881104.10(b)(ii), 1108.02(b), 1109.11(c).

The USPTO considers one year between execution and filing as reasonable for all applications and all
documents. The USPTO will not require a new declaration if the document is filed within one year of
execution. If an application, allegation of use, or request for extension of time to file a statement of useis
filed more than one year after its execution, the examining attorney will require that the applicant submit
re-executed documents, or a statement, verified or supported by a declaration under 37 C.E.R. §2.20. See
37 C.E.R. 882.33(c), 2.76(q), 2.88(q), 2.89(h); TMEP §81104.10(b)(ii), 1108.02(b), 1109.11(c).

Documents May Not Be Filed Before They Are Executed

If an applicant files an application that is signed and lists a date of execution that is subsequent to the
application filing date, the examining attorney will inquire as to the actual date on which the application
was signed. If it is not otherwise necessary to issue an Office action, the examining attorney may attempt
to contact the applicant by phone or e-mail to ascertain the date of signature, which may then be entered by
examiner’s amendment. If the examining attorney is unable to reach the applicant, the examining attorney
must issue an Office action requiring the applicant to specify the date of signing.

When an application is executed in a foreign country located across the International Date Line, the fact
that an application shows a date of execution as of the day after the application filing dateis not inconsi stent
with its having been executed before filing. No inquiry isrequired in this limited situation.

804.04 PersonsAuthorized to Sign Verification or Declaration

37 CFR §2.2(n)

The term verified statement, and the terms verify, verified, or verification as used in this part refers to a statement that is sworn to,
made under oath or in an affidavit, or supported by a declaration under § 2.20 or 28 U.S.C. 1746, and signed in accordance with
the requirements of § 2.193.

37 CFR §2.193(e) Proper person to sign.

Documents filed in connection with a trademark application or registration must be signed by a proper person. Unless otherwise
specified by law, the following reguirements apply:

(D) Verified statement of facts. A verified statement in support of an application for registration,
amendment to an application for registration, allegation of use under 82.76 or §2.88, request for
extension of time to file a statement of use under §2.89, or an affidavit under section 8, 12(c), 15,
or 71 of the Act must satisfy the requirements of 82.2(n), and be signed by the owner or a person
properly authorized to sign on behalf of the owner. A person who is properly authorized to verify
facts on behalf of an owner is:

(i) A person with legal authority to bind the owner (e.g., a corporate officer or general partner of a
partnership);

(ii) A person with firsthand knowledge of the facts and actual or implied authority to act on behalf of
the owner; or
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(iii) Anattorney asdefined in 811.1 of this chapter who has an actual written or verbal power of attorney
or an implied power of attorney from the owner.

The Trademark Act does not specify the appropriate person to verify facts on behalf of an applicant. The
definition of a “person properly authorized to sign on behalf of the [applicant]” is set forth in 37 C.ER.
82.193(e)(1). Thisdefinition appliesto applications for registration, amendments to alege use, statements
of use, requests for extensions of time to file statements of use, affidavits of continued use or excusable
nonuse under 15 U.S.C. 81058, affidavits of incontestability under 15 U.S.C. 81065, and combined filings
under 15 U.S.C. 881058 and 1059. 37 C.ER. §82.2(n), 2.33(a), 2.76(b)(1), 2.88(b)(1), 2.89(a)(3), (b)(3),
2.161(b), 2.167(a). It also applies to declarations supporting amendments to dates of use, use of substitute
specimens, claims of acquired distinctiveness under 15 U.S.C. 81052(f), amendments changing the basis
for filing, and requests for amendment or correction of registrations under 15 U.S.C. 81057. 37 C.ER.

§2.193(e)(1).

The USPTO presumes that the verification or declaration is properly signed. Thus, the USPTO does not
guestion the authority of the person who signs a verification unless the record or other evidence callsinto
guestion the signatory’s authority to sign. In view of the broad definition of a*“ person properly authorized
to sign on behalf of the [applicant]” in 37 C.ER. §2.193(e)(1), the fact that an application is signed by
someone whose title refers to a different entity is not considered an inconsistency that warrants an inquiry
as to whether the verification was properly signed.

Example: If an applicationisfiled by “ABC Company, Inc.,” and the verification is signed by an officer of “XYZ Company, Inc.,”
the USPTO will presume that XYZ Company, Inc. is a related company and that the signatory is properly authorized to sign on
behalf of ABC Company, Inc.

The signatory should set forth his or her name and title, or state the relationship between the applicant and
the person who signed the verification.

If the person signing the verification is identified as a different person than the individual named as the
applicant, or as representing a different legal entity than the juristic applicant, the USPTO generally will
not question whether the proper party is listed as the applicant.

Example: If the applicant isidentified asMary Smith, anindividual citizen of the U.S., and the application is signed by John Smith,
the USPTO will not question whether the proper party islisted as applicant.

Example: I the applicant is John Smith, an individual citizen of the U.S., and the application is signed by John Smith, President,
XYZ, Inc., the USPTO will not question whether the proper party islisted as applicant.

If aqualified practitioner signs a verification on behalf of an applicant, the USPTO will not require a power
of attorney or other documentation stating that the practitioner is authorized to sign.

This policy appliesto both individual applicants and juristic applicants.

The broad definition of a “person properly authorized to sign on behalf of the [applicant]” in 37 C.ER.
82.193(e)(1) applies only to a verified statement of facts by the applicant. It does not apply to powers of
attorney, revocations of powers of attorney, responses to Office actions, requests for express abandonment,

or changes to the correspondence address. 37 C.F.R. §82.193(e)(2), (e)(3), (€)(9).

A non-attorney who is authorized to verify facts on behalf of an applicant under 37 C.F.R. §2.193(e)(1) is
not necessarily entitled to sign responses to Office actions, or to authorize examiner's amendments and
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priority actions. Preparing a document, authorizing an amendment to an application, and submitting legal
argumentsin response to an examining attorney’s requirement or refusal of registration all congtitute examples
of representation of the applicant in atrademark matter. See 37 C.ER. 811.5(b)(2). Under 5 U.S.C. §8500(d)
and 37 C.ER. 811.14(e), non-attorneys may not represent a party in a trademark proceeding before the
USPTO. See TMEP 88611.03(b), 611.06, and 712—712.03 regarding signatures on responses to Office
actions.

The signatory must personally sign hisor her name. 37 C.ER. 882.193(a)(1), (c)(1). It isunacceptable for
a person to sign another person’s name to a verification pursuant to a general power of attorney. See In
re Cowan, 18 USPQ2d 1407, 1409 (Comm'r Pats. 1990). In a TEAS submission, the person whose name
is affixed to the verification must manually enter the elements of the electronic signature. 37 C.ER.
§2.193(c)(1). Therules do not provide authority for an attorney to sign another person's declaration. Inre
Dermahose, 82 USPQ2d 1793, 1796 (TTAB 2007) .

The name of the person who signs adocument submitted in connection with an application must be set forth
in printed or typed form immediately bel ow or adjacent to the signature, or identified elsewherein thefiling
(e.g.,inacover letter or other document that accompaniesthefiling). 37 C.F.R. §2.193(d). If the signatory’s
nameisnot set forth in adocument, the USPTO may requirethat it be stated for the record. Thisinformation
can be entered through a Note to the File.

See TMEP §804.05 regarding verification of §66(a) applications.
804.05 Verification of 866(a) Application

In trademark and service mark applications under 866(a) of the Act, the request for extension of protection
to the United States must include a declaration alleging that the applicant/holder has a bona fide intention
to use the mark in commerce that the U.S. Congress can regulate on or in connection with the goods or
services specified in the international application/subsequent designation. 37 C.ER. §2.33(e)(1). In addition,
the declaration must include a statement that the signatory is properly authorized to execute the declaration
on behalf of the applicant/holder, the signatory believes the applicant/holder to be entitled to use the mark
in commerce that the U.S. Congress can regulate on or in connection with the goods or services specified
in the international application/subsequent designation, and to the best of his’her knowledge and belief no
other person, firm, corporation, or association has the right to use the mark in commerce that the U.S.
Congress can regul ate either in theidentical form thereof or in such near resemblance thereto asto belikely,
when used on or in connection with the goods or services of such other person, firm, corporation, association,
or other legal entity, to cause confusion, or to cause mistake, or to deceive. 15 U.S.C. §1141(f)(a); 37 C.ER
82.33(e)(2)-(4). The declaration must be signed by: (1) a person with legal authority to bind the applicant;
(2) a person with firsthand knowledge of the facts and actual or implied authority to act on behalf of the
applicant; or (3) aqualified practitioner who has an actual written or verbal power of attorney or animplied
power of attorney from the applicant. 37 C.E.R. §2.193(e)(1).

The verified statement in a 866(a) application for a trademark or service mark is part of the international
registration on file a the IB. 37 C.ER. 82.33(e). The IB will have established that the international
registration includes this declaration before it sends the request for extension of protection to the USPTO.
The examining attorney should generally not issue any inquiry regarding the verification of the application.
If the applicant needs to file arequest for correction of the declaration, the request should be filed with the
IB. However, if the applicant voluntarily files a substitute declaration with the USPTO, it will be examined
according to the same standards used for examining any other declaration.
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See TMEP 8§1904.02(d) for information regarding the verified statement for a 866(a) application for a
collective trademark, collective service mark, collective membership mark, or certification mark.

See also TMEP §1303.01(b)(ii) for information about declarations in 866(a) applications for collective
trademarks and collective service marks, TMEP §1304.02(b)(ii) for declarationsin 866(a) applications for
collective membership marks, and TMEP 81306.02(b)(ii) for declarations in §66(a) applications for
certification marks.

805 Identification and Classification of Goods and Services

An application for atrademark or service mark must include alist of the particular goods or services on or
in connection with which the applicant uses or intends to use the mark. 37 C.F.R. §2.32(a)(6). See TMEP
81402 for further information about identifying goods and servicesin atrademark or service mark application.

The applicant should designate theinternational class number(s) that are appropriate for theidentified goods
or services, if thisinformation is known. 37 C.ER. 8§2.32(a)(7). See TMEP §1401 for more information
about classification in atrademark or service mark application.

See also TMEP §1303.01 for information about identification and classification for collective trademark
and collective service mark applications, TM EP §81304.02(c)—1304.02(d) for collective membership mark
applications, and TMEP 8§1306.02 for certification mark applications.

806 Filing Basis

A filing basis is the statutory basis for filing an application for registration of a mark in the United States.
An applicant must specify and meet the requirements of one or more bases in atrademark or service mark
application. 37 C.ER. §2.32(a)(5). Therearefivefiling bases: (1) use of amark in commerce under §1(a)
of the Trademark Act; (2) bonafideintention to use amark in commerce under 81(b) of the Act; (3) aclaim
of priority, based on an earlier-filed foreign application under 844(d) of the Act; (4) ownership of aregistration
of the mark in the applicant’s country of origin under 844(e) of the Act; and (5) extension of protection of
an international registration to the United States, under 866(a) of the Act. See 15 U.S.C. §81051(a)-(b),
1126(d)-(e), 1141f(a); 37 C.ER. §2.34(a).

An applicant isnot required to specify the basisfor filing to receive afiling date. Kraft Grp. LLC v. Harpole,
90 USPQ2d 1837, 1840 (TTAB 2009) . If a 81 or 844 application does not specify a basis, the examining
attorney must require in the first Office action that the applicant specify the basis for filing and submit all
the elements required for that basis. If the applicant timely responds to the first Office action, but fails to
specify a basis for filing, or fails to submit al the elements required for a particular basis, the examining
attorney will issue afinal Office action, if the application is otherwise in condition for final action.

In a866(a) application, the basisfor filing will have been established in the international registration onfile
at the IB.

See 37 C.ER. 82.34 and TMEP 8806.01¢) for alist of the requirements for each basis for trademark or
service mark applications. See also 37 C.ER. §82.44(a)(4) and 2.45(a)(4), and TMEP §1303.01(a)(i)-(v),
1304.02(a)(i)-(v), and 1306.02(a)(i)-(v), for the requirements for each basis for collective and certification
mark applications.
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806.01 Requirementsfor Establishing a Basis

The requirements for establishing a basis for trademark or service mark applications are set forth in TMEP
§8806.01(a)—806.01(e). If theserequirementsare not met in the original application, the examining attorney
will require the applicant to comply with them in the first Office action.

806.01(a) Usein Commerce - 81(a)

Under 15 U.S.C. 81051(a) and 37 C.E.R. §2.34(a)(1), to establish abasis under 81(a) of the Trademark Act,
the applicant must:

1) Submit a verified statement that the mark isin usein commerce. 15 U.S.C. §1051(a)(3)(C);
37 C.ER. 882.2(k)(1), 2.34(a)(2)(i). If thisverified statement isnot filed with theinitial application,
the verified statement must also allege that the mark was in use in commerce as of the application
filing date (37 C.ER. 8§82.2(k)(1), 2.34(a)(1)(i));

2 Specify the date of the applicant’sfirst use of the mark anywhere on or in connection with the
goods or services (37 C.ER. 82.2(k)(1), 2.34(a)(1)(ii); TMEP §903.01);

(©)] Specify the date of the applicant’s first use of the mark in commerce (37 C.E.R. 882.2(k)(1),
2.34(a)(1)(iii); TMEP §903.02); and

4@ Submit one specimen for each class, showing how the applicant uses the mark in commerce
(37 C.ER. 882.34(a)(1)(iv), 2.56; TMEP §8904-904.07(b)).

The Trademark Act defines “commerce” as commerce which may lawfully be regulated by Congress, and
“use in commerce” as the bona fide use of a mark in the ordinary course of trade. 15 U.S.C. 81127; see
TMEP §8901-901.04.

An applicant may claim both use in commerce under 81(a) of the Act and intent-to-use under 81(b) of the
Act as afiling basis in the same application, but may not assert both 8§1(a) and 8§1(b) for the identical goods
or servicesin the same application. 37 C.E.R. 82.34(b); TMEP §806.02(b).

An applicant may not claim a 81(a) basis unless the mark was in use in commerce on or in connection with
all the goods or services covered by the 81(a) basis as of the application filing date. See 37 C.ER.
882.2(k)(1), 2.34(a)(1)(i); cf. E.I. du Pont de Nemours & Co. v. Sunlyra Int’l, Inc., 35 USPQ2d 1787, 1791
(TTAB 1995) .

If the applicant claims usein commerce in addition to another filing basis, but does not specify which goods
or services are covered by which basis, the USPTO may defer examination of the specimen(s) until the
applicant identifies the goods or services for which useisclaimed. TMEP 8806.02(c).

See TMEP §81303.01(a)(i)-(a)(i)(C), 1304.02(a)(i)-(a)(i)(C), and 1306.02(a)(i)-(a)(i)(B) for the requirements
for a81(a) basis for collective and certification mark applications.

806.01(b) Intent-to-Use - 81(b)

In a trademark or service mark application based on 15 U.S.C. §1051(b) and 37 C.ER. 8§2.34(a)(2), the
applicant must submit a verified statement that the applicant has a bona fide intention to use the mark in
commerce. 15 U.S.C. 81051(b)(3)(B); 37 C.ER. §82.2(1); 2.34(a)(2). If the verified statement is not filed
with theinitia application, the verified statement must al so allege that the applicant had abonafideintention
to use the mark in commerce as of the application filing date. 37 C.ER. 882.2(1); 2.34(a)(2).
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Prior to registration, the applicant must file an allegation of use (i.e., either an amendment to allege use
under 15 U.S.C. 81051(c) or a statement of use under 15 U.S.C. §1051(d)) that states that the mark isin use
in commerce, and includes dates of use, the filing fee for each class, and one specimen evidencing use of
the mark for each class. See 37 C.E.R. 82.76 and TMEP §81104-1104.11 regarding amendments to allege
use, and 37 C.F.R. §2.88 and TMEP §81109-1109.18 regarding statements of use.

Once an applicant claims a 81(b) basis for any or al of the goods or services, the applicant may not amend
the application to seek registration under 8§1(a) of the Act for those goods or services unless the applicant
files an allegation of use under 81(c) or 81(d) of theAct. 37 C.E.R. §2.35(b)(8).

See TMEP §81303.01(a)(ii), 1304.02(a)(ii), and 1306.02(a)(ii) for the requirements for a §1(b) basis for
collective and certification mark applications.

See also TMEP Chapter 1100 for additional information about intent-to-use applications.
806.01(c) Foreign Priority - 844(d)

Section 44(d) of the Act provides abasis for receipt of a priority filing date, but not a basis for publication
or registration. Before the application can be approved for publication, or for registration on the Supplemental
Register, the applicant must establish a basis under 81(a), 81(b), or 844(e) of the Act. 37 C.ER.
82.34(a)(4)(iii); TMEP 81003.03. If the applicant claims a §1(b) basis, the applicant must file an allegation
of use before the mark can be registered. See TMEP 8§806.01(b) regarding the requirements for a §1(b)
basis.

Under 15 U.S.C. 81126(d) and 37 C.E.R. §2.34(a)(4), the requirements for receipt of a priority filing date
for aU.S. trademark or service mark application based on a previously filed foreign application are:

(1) The applicant must file a claim of priority within six months of the filing date of the foreign
application. 37 C.ER. 882.34(a)(4)(i), 2.35(b)(5);

(2) Theapplicant must: (a) specify thefiling date, serial number, and country of the first regularly filed
foreign application; or (b) state that the application is based upon a subsequent regularly filed application
in the sameforeign country, and that any prior-filed application has been withdrawn, abandoned, or otherwise
disposed of, without having been laid open to public inspection and without having any rights outstanding,
and has not served as a basis for claiming aright of priority. 37 C.ER. 882.34(a)(4)(i); see also Paris
Convention Article 4(D); and

(3) The applicant must verify that the applicant has a bona fide intention to use the mark in commerce.
15U.S.C. 81126(d)(2); 37 C.ER. 882.2(1), 2.34(a)(4)(ii). Thisallegationisrequired evenif usein commerce
is asserted in the application. TMEP 8806.02(e). If the verified statement is not filed with theinitial
application, the verified statement must also allege that the applicant had a bona fide intention to use the
mark in commerce as of the application filing date. 37 C.ER. §82.2(1), 2.34(a)(4)(ii).

The scope of the goods/services covered by the 844 basisin the U.S. application may not exceed the scope
of the goods/services in the foreign application or registration. 37 C.ER. §2.32(a)(6); TMEP §1402.01(b).

If an applicant properly claims a 844(d) basis in addition to another basis, the applicant may retain the
priority filing date without perfecting the 844(e) basis. 37 C.E.R. §2.35(b)(3), (b)(4). See TMEP §806.04(b)
regarding processing an amendment electing not to perfect a 844(e) basis, and TM EP §806.02(f) regarding
the examination of applications that claim 8§44(d) in addition to ancther basis.
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See TMEP §81303.01(a)(iii), 1304.02(a)(iii), and 1306.02(a)(iii) for the requirements for a §44(d) basisfor
collective and certification mark applications.

See also TMEP 881003-1003.08 for further information about 844(d) applications.

806.01(d) Foreign Registration - 844(e)

Under 15 U.S.C. §81126(€) and 37 C.ER. 82.34(a)(3), therequirementsfor establishing abasisfor registration
of atrademark or service mark under §44(e), relying on aregistration granted by the applicant’s country of
origin, are:

() Theapplicant must submit atrue copy, a photocopy, a certification, or a certified copy of the
registration in the applicant’s country of origin, and, if the foreign registration or other certification
isnot in English, the applicant must provide atrandlation of the document. 37 C.ER. §2.34(a)(3)(ii);
TMEP §81004.01, 1004.01(b);

(2) The application must include the applicant’s verified statement that the applicant has a bonafide
intention to use the mark in commerce. 15 U.S.C. 81126(e); 37 C.ER. 882.2(1), 2.34(a)(3)(i). This
alegation isrequired even if usein commerce is asserted in the application. TMEP 8806.02(¢e). If
the verified statement is not filed with the initia application, the verified statement must also alege
that the applicant had abonafide intention to use the mark in commerce as of the application filing
date. 37 C.ER. 882.2(1), 2.34(a)(3)(i); and

(3) Theapplicant’scountry of origin must either be aparty to aconvention or treaty relating to trademarks
to which the United Statesis also a party, or extend reciprocal registration rightsto nationals of the
United Statesby law. See TMEP 881002—1002.05.

If the applicant does not submit a certification or a certified copy of the registration from the country of
origin, the applicant must submit atrue copy or photocopy of adocument that has been issued to the applicant
by, or certified by, the intellectual property office in the applicant’s country of origin. A photocopy of an
entry in the intellectual property office’s gazette (or other official publication) or a printout from the
intellectual property office’'swebsiteisnot, by itself, sufficient to establish that the mark has been registered
in that country and that the registration isin full force and effect. See TMEP §1004.01.

The scope of the goods/services covered by the 844 basisin the U.S. application may not exceed the scope
of the goods/servicesin the foreign registration. 37 C.E.R. §2.32(a)(6); TMEP §1402.01(b).

An application may be based on more than one foreign registration. If the applicant amends an application
to rely on adifferent foreign registration, thisis not considered a change in basis; however, the application
must be republished. TMEP 81004.02. See TMEP 88806.03-806.03(1) regarding amendments to add or
substitute a basis.

See TMEP 881303.01(a)(iv), 1304.02(a)(iv), 1306.02(a)(iv)-(a)(iv)(A) for alist of the requirements for a
844(e) basis for collective and certification mark applications.

See also TMEP §81004-1004.02 for further information about §44(e) applications.

806.01(e) Extension of Protection of International Registration - 866(a)

Section 66(a) of the Act, 15 U.S.C. 81141f(a), provides for a request for extension of protection of an
international registration to the United States. See 37 C.ER. 82.34(a)(5). The request must include a
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verified statement alleging that the applicant/holder has a bona fide intention to use the mark in commerce
that the U.S. Congress can regul ate on or in connection with the goods or services specified in the international
application/subsequent designation, which is verified by the applicant for, or holder of, the international
registration. 37 C.ER. 8§82.33(a),(e)(1), 2.193(e)(1). The verified statement is part of the international
registration on file at the IB, for a trademark or service mark application. 37 C.ER. §2.33(e). The IB will
have established that the international registration includes this declaration before it sends the request for
extension of protection to the USPTO. Generally, the examining attorney need not review the international
registration to determine whether thereisaproper declaration of intent to use, or issue any inquiry regarding
theinitial verification of the application. However, if the applicant voluntarily files a substitute declaration
with the USPTO, it will be examined according to the same standards used for examining any other
declaration. See TMEP 8§804.05.

For a collective mark or certification mark application, the required verified statement is not part of the
international registration on file at 1B; therefore, the examining attorney must require the verified statement
during examination. See 37 C.F.R. 882.44(b)(2), 2.45(b)(2). See TMEP §81303.01(a)(Vv), 1303.01(b)(ii),
1304.02(a)(v), 1304.02(b)(ii), 1306.02(a)(v), and 1306.02(b)(ii) for information regarding the verified
statement for collective and certification mark applications based on 866(a).

A 866(a) applicant may not change the basis or claim more than one basis unless the applicant meets the
requirementsfor transformation under 870(c). 37 C.F.R. 882.34(b), 2.35(a). See TMEP §1904.09 regarding
the limited circumstances under which a 866(a) application can be transformed into an application under
81 or 844.

Section 66(a) requires transmission of arequest for extension of protection by the IB to the USPTO. Such
basis may not be added or substituted as a basisin an application originally filed under 81 or §44.

Under 15 U.S.C. 811419, Madrid Protocol Article4(2), and 37 C.E.R. 87.27, the 866(a) applicant may claim
aright of priority within the meaning of Article 4 of the Paris Convention if:

() Therequest for extension of protection contains a claim of priority;

(2) Therequest for extension of protection specifies the filing date, serial number, and the country of
the application that forms the basis for the claim of priority; and

(3 Thedate of international registration or the date of the recordal of the subsequent designation
requesting an extension of protection to the United Statesis not later than six months after the date
of thefirst regular national filing (within the meaning of Article 4(A)(3) of the Paris Convention)
or a subsequent application (within the meaning of Article 4(C)(4) of the Paris Convention).

See Common Regs., Rule 9(4)(a)(iv); Guide to the International Registration of Marks under the Madrid
Agreement and the Madrid Protocol (2014) (“ Guide to International Registration” ), Para. B.11.07.32.

806.02 Multiple Bases
806.02(a) Procedurefor Asserting More Than One Basis

In a 866(a) application, the applicant may not claim more than one basis. 37 C.ER. §2.34(b).

In an application under 81 or 844 of the Trademark Act, the applicant may claim more than one basis, if the
applicant satisfies all requirementsfor each basisclaimed. However, the applicant may not claim both §1(a)
and 81(b) for identical goods or services in the same application. 37 C.ER. §82.34(b). The applicant must
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clearly indicate that more than one basis is claimed, and must separately list each basis, followed by the
goods, services, or classes to which that basis applies. If some or al of the goods or services are covered
by more than one basis, this must be stated. 37 C.F.R. §82.34(b), 2.35(b)(6).

Example: Based on use - SHIRTSAND COATS, in Class 25; Based on intent to use - DRESSES, in Class 25.

The applicant may assert different bases for different classes, and may also assert different bases as to
different goods or services within aclass.

When asingle class has different bases for goods or services within that class, the USPTO uses parentheses
to indicate the particular basis for specific goods or services. When entering this information into the
Trademark database for goods and services under 81(a) or 81(b), the examining attorney or legal instruments
examiner (“LIE") must refer to “use in commerce” or “intent to use” rather than referring to the statutory
citation. However, for goods and services under 844, the statutory citation must be identified.

Example: Class 025: (Based on Usein Commerce) Pants; (Based on Intent to Use) Shirts

Example: Class 025: (Based on 44(e)) Pants

When all bases do not apply to all classes in a multiple-basis, multiple-class application, each class must
include a basis notation.

Example:
Class 016: (Based on 44(e)) Greeting cards and postcards
Class 025: (Based on Use in Commerce) Shoes; (Based on Intent to Use) Shirts

Class 041: (Based on 44(e)) Entertainment, namely, live performances by amusical band

The applicant may claim a 844 basis in addition to either a§1(a) or a 81(b) basis for the same goods or
services. When an application has a 844 and 81(b) dual basisfor the same goods or services, the 81(b) basis
information must always appear after the 844 basisinformation. Further, when only some of the goods/services
in aclass share a dual basis under 844 and §1(b), the basis information must appear with respect to those
goods/services that share the dual bases and those that do not.

Example: Class 005: (Based on 44(€)) (Based on Intent to Use) Gene therapy products, namely, pharmaceutical preparation vectors
for use in gene therapy; (Based on Intent to Use) Pharmaceutical preparations containing nucleic acids for use in the treatment of
viral and bacterial infections

806.02(b) Applicant May File Under Both 81(a) and 81(b) in the Same Application

An applicant may rely on both 81(a) and 81(b) of the Trademark Act in the same trademark or service mark
application, but not for identical goods or services. 37 C.E.R. §82.34(b); 2.86(c). However, the applicant
may assert a 81(a) basis for some of the goods or services and a 81(b) basis for other goods or servicesin
the same application. This may occur in either a single or multiple-class application. 37 C.E.R. §2.34(b).

When the applicant asserts both 81(a) and 81(b) as basesfor registration in the same application, the USPTO
will publish the mark for opposition and then issue a notice of alowance ( see TMEP §1106.01) if there
is no successful opposition. The goods/services/classes for which a 81(a) basis is asserted will remain in
the application pending the filing and approval of a statement of use for the goods/services/classes based
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on §1(b), unless the applicant files a request to divide. See TMEP 8§81110-1110.11(a) regarding requests
to divide applications. If the applicant fails to timely file a statement of use or request for an extension of
timeto file astatement of use in response to a notice of alowance, the entire application will be abandoned,
unless the applicant files arequest to divide before the expiration of the deadline for filing the statement of
use and notifies the examining attorney that the request has been filed. TMEP §806.02(d).

806.02(c) Examination of Specimensof Usein a Multiple-BasisApplication

If the applicant claims use in commerce in addition to another basis, but does not specify which
goods/services/classes are covered by which basis, the USPTO may defer examination of the specimens
until the applicant identifies the goods/services/classes for which useis claimed. A proper examination of
specimens requires consideration of the particular goods/services on or in connection with which the mark
isused.

806.02(d) Abandonment of Multiple-BasisApplications

If an applicant fails to respond to an Office action or notice of allowance pertaining to only one basis of a
multiple-basis application, the failure to respond will result in abandonment of the entire application, unless
the applicant files a request to divide under 37 C.ER. 82.87 and notifies the examining attorney that the
request has been filed. See TMEP §81110-1110.11(a) regarding requests to divide applications. If the
failure to respond was unintentiona, the applicant may file apetition to revive. See TMEP 881714-1714.01(q)
regarding petitions to revive.

806.02(e) Allegation of Bona Fide Intention to Use Mark in Commerce Required Even if
Application | s Based on Both 844 and 8§1(a)

Any application filed under §44(d) or 844(e) must include a verified statement that the applicant has abona
fideintention to use the mark in commerce even if 81(a) (usein commerce) isasserted as an additional filing
basis. Cf. InrePaul Wurth SA., 21 USPQ2d 1631, 1633 (Comm’r Pats. 1991).

If an application is based on both §1(b) and 8§44, it is not necessary to repeat the all egation that the applicant
has a bona fide intention to use the mark in commerce.

806.02(f) Section 44(d) Combined With Other Bases

If an applicant properly claims priority under 844(d), 15 U.S.C. §1126(d), in addition to a 81 basis, the
applicant may elect not to perfect the §844(e) basis (based on the foreign registration that will issue from the
application on which the applicant relies for priority) and still retain the priority filing date. 37 C.ER.
§2.35(b)(3), (b)(4). If an applicant who el ects not to perfect the 844(e) basislater wishesto add or substitute
844(e) as a basis after the mark has been published for opposition, the applicant must petition the Director
to allow the examining attorney to consider the amendment. 37 C.ER. §2.35(b)(2); see TMEP §806.03(j).

The examining attorney must advise the applicant that it may retain the priority filing date even if it does
not perfect the 844(e) basis, and inquire whether the applicant wishes to retain 844(e) as a second basis for
registration. See TMEP §806.04(b) regarding the processing of an application in which an applicant elects
not to perfect a 844(e) basis, and TM EP 81003.04(b) regarding the procedures to follow when an applicant
claims priority under 844(d) in addition to another basis.
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806.02(g) Not Necessary to Repeat Allegation of Bona Fidelntention to UseMark in Commerce
in Multiple-BasisApplication

If an application is based on both §1(b) and 844, it is not necessary to repeat the allegation that the applicant
has a bona fide intention to use the mark in commerce. Therefore, when an applicant adds or substitutes
81(b) or 844 as afiling basis, it is not necessary to submit a new verification of the applicant’s bona fide
intention to use the mark in commerce if there is aready one in the record with respect to the goods or
services covered by the new basis.

806.03 Amendmentsto Add or Substitute a Basis
806.03(a) When Basis Can be Changed

Section 1 or 844 Application - Before Publication. The applicant may add or substitute a basis before
publication, provided that the applicant meets all requirements for the new basis. 37 C.ER. §2.35(b)(1).

Section 1 or 844 Application - After Publication. In an application that is not the subject of an inter partes
proceeding before the Trademark Trial and Appeal Board, if an applicant wants to add or substitute a basis
after a mark has been published for opposition, the applicant must first petition the Director to allow the
examining attorney to consider theamendment. If the Director grantsthe petition, and the examining attorney
accepts the added or substituted basis, the mark must be republished. 37 C.ER. §2.35(b)(2). See TMEP

88806.03(j)—806.03(j)(iii) for further information.

Amendment of an application that is the subject of an inter partes proceeding before the Trademark Tria
and Appeal Board is governed by 37 C.ER. 82.133(a). See Trademark Trial and Appeal Board M anual
of Procedure (“TBMP”) 8514.

Section 66(a) Application. 1nag66(a) application, the applicant cannot change the basis, unless the applicant
meets the requirements for transformation under 870(c) of the Trademark Act, 15 U.S.C. §1141j(c), and
37 C.ER. 87.31. 37 C.ER. 82.35(a); TMEP §806.03(k).

806.03(b) Applicant May Add or Substitute a 844(d) Basis Only Within Six-Month Priority
Period

An applicant may add or substitute a 844(d) basis only during the six-month priority period following the
filing date of the foreign application. 37 C.ER. 82.35(b)(5). See TMEP 8806.02(f) regarding §44(d)
combined with another basis.

806.03(c) Amendment From §1(a) to §1(b)

In an application filed under 81(a), if the 81(a) basisfails, either because the specimens are unacceptable or
because the mark was not in use in commerce when the application was filed, the applicant may substitute
81(b) as abasis and the application will retain the origina filing date. The USPTO will presume that the
applicant had a continuing valid basis unless there is contradictory evidence in the record. 37 C.E.R.

§2.35(b)(3).

Although there is a presumption of a continuing valid basis, when amending from 81(a) to 81(b) in a
trademark or service mark application, the applicant must confirm the presumption by submitting a verified
statement that the applicant has a bona fide intention to use the mark in commerce, and that the applicant
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had a bona fide intention to use the mark in commerce as of the application filing date. 15 U.S.C.
81051(b)(3)(B); 37 C.E.R. §2.34(a)(2). See TMEP §81303.01(b)(i), 1304.02(b)(i), and 1306.02(b)(i) for the
verified statement for a 81(b) application for collective and certification marks.

If the applicant wishesto substitute §1(b) as abasis after publication of an application filed under 81(a) that
is not the subject of an inter partes proceeding before the TTAB, the applicant must petition the Director to
alow the examining attorney to consider the amendment. 37 C.ER. §2.35(b)(2). In a multiple-basis
application, if anotice of allowance hasissued for those goods/services/classes based on §1(b), the petition
will not be granted unless a request to divide the application is submitted with the petition. The
goods/services/classes to be amended from 81(a) to 8§1(b) must be divided out in order to process the
amendment because republication is required. 37 C.ER. §2.35(b)(2)). The petitioner may include all the
goods/services/classes based on §1(a) in the child application or only those to which the amendment to 81(b)
applies. If dividing within a class, in addition to the fee for filing a request to divide, an application filing
feeisrequired. See 37 C.ER 82.87 and TMEP §81110-1110.11(a) regarding requeststo divide applications.

The amendment of an application that isthe subject of an inter partes proceeding beforethe TTAB isgoverned
by 37 C.ER. §2.133(a).

Notethat in a81(b) application, once an applicant hasfiled a statement of use, the applicant may not withdraw
the statement of use. 37 C.F.R. §2.88(f); TMEP §1109.17. Thus, an applicant may not amend the basis
from 81(a) to 81(b) after a statement of use has been filed. See TMEP § 1104.11 regarding withdrawing
an amendment to allege use.

See TMEP 88806.03(j)—806.03(j)(iii) regarding amendment of the basis after publication.

806.03(d) Amendment From 844 to §1(b)

An applicant may amend the basis from 844 to 8§1(b). The USPTO will presume that the applicant had a
continuing valid basis, unlessthereis contradictory evidencein the record, because the applicant had abona
fideintention to use the mark in commerce as of the application filing date. 37 C.F.R. §2.35(b)(3). Karsten
Mfg. Corp. v. Editoy AG, 79 USPQ2d 1783, 1789-90 (TTAB 2006) . It is not necessary to submit a new
verification of the applicant’s bona fide intention to use the mark in commerce if such a verification is
already in the record with respect to the goods/services covered by the new basis. See TMEP §806.03(i).

Applicant must clearly indicate whether it wantsto: (1) add the §1(b) basis and maintain the 844 basis; or
(2) replace the 844 basis with the §1(b) basis.

In a 844(d) application, the applicant may substitute 81(b) as a basis and till retain the priority filing date.
37 C.ER. 82.35(b)(3), (b)(4); TMEP §806.03(h). If the applicant choosesto add the §1(b) basisand maintain
the 844 basis, the examining attorney must not approve the mark for publication until the applicant files a
copy of theforeign registration. See TMEP 8§8806.02(f), 1003.04(b).

See TMEP 8806.03(j) regarding amendment of the basis after publication.

806.03(e) Allegation of Use Required to Amend From 8§1(b) to §1(a)

An applicant who claims a 81(b) basisfor any or al of the goods or services may not amend the application
to seek registration under 81(a) of the Act for those goods or services, unlessthe applicant files an allegation
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of use. 37 C.ER. §2.35(b)(8). See TMEP 881103, 1104-1104.11, and 1109-1109.18 regarding allegations
of use.

806.03(f) Usein Commerceasof Application Filing Date Required toAdd or Substitute §1(a)
asaBasisin 844 Application

An applicant may add or substitute abasisonly if the applicant meetsall the requirements for the new basis.

37 C.ER. 82.35(b)(1). Therefore, an applicant may not amend a 844 application to claim a 81(a) basis
unlessthe applicant: (1) verifiesthat the mark isin usein commerce and wasin use in commerce as of the
application filing date; (2) provides a specimen, with a verified statement that the specimen was in usein
commerce as of the application filing date; and (3) supplies the date of first use anywhere and the date of
first usein commerce of the mark. 15 U.S.C. 81051(a); 37 C.ER. 882.34(a)(1), 2.59(a), 2.71(c)(1); TMEP
88806.01(a), 806.03(i), 903.01, 903.02, 903.04, 904.05.

If an applicant began using the mark in commerce after the application filing date, the applicant may not
add or substitute 81(a) as a basis. However, the applicant may add or substitute 81(b) as a basis, and
concurrently file an amendment to allege use. See TMEP 8806.03(d) regarding amendment of the basis
from 844 to 8§1(b), and TMEP §81104-1104.11 regarding amendmentsto allege use.

806.03(g) Amendment From 81(b) to 8§44

An applicant may amend the basis from §1(b) to 844, if the applicant meets the requirements of 844 as of
the filing date of the amendment. It is not necessary to submit a new verification of the applicant’s bona
fide intention to use the mark in commerce if such verification is aready in the record with respect to the
goods/services covered by the new basis. See TMEP §806.03(i).

When an applicant adds 844(€) as abasis, the applicant must submit a copy of the foreign registration (and
an English trandation, if necessary) with the amendment. 37 C.ER. 8§2.34(a)(3)(ii); TMEP §8§1004.01,

1004.01(b).

The applicant may add aclaim of priority under 844(d) only within the six-month priority period following
the filing date of the foreign application. 37 C.ER. §2.35(b)(5). See TMEP §806.02(f) regarding 844(d)
combined with another basis.

If the amendment is filed before publication, the applicant must clearly indicate whether it wants to: (1)
add the 844 basis and maintain the 81(b) basis; or (2) replace the 81(b) basis with the 844 basis. If the
applicant chooses to add 844 and maintain the 81(b) basis, the application will proceed to publication with
adual basis. See TMEP §8806.03(j)—806.03(j)(iii) regarding amendment of the basis after publication.

806.03(h) Effect of Substitution of Basison Application Filing Date

When the applicant substitutes one basis for another, the applicant must meet the requirements for the new
basis. The applicant will retain the original filing date, provided that the applicant had a continuing valid
basis for registration since the application filing date. Unlessthereis contradictory evidence in the record,
the USPTO will presumethat there wasacontinuing valid basisfor registration. See 37 C.E.R