Chapter 1200 Substantive Examination of Applications

1201 Owner ship of Mark

1201.01 Claim of Ownership May Be Based on Use By Related Companies

1201.02 Identifying the Applicant in the Application

1201.02(a) Identifying the Applicant Properly

1201.02(b) Application Void if Wrong Party Identified as the Applicant

1201.02(c) Correcting Errorsin How the Applicant Is I dentified

1201.02(d) Operating Divisions

1201.02(e) Changes in Ownership After Application Is Filed

1201.03 Use by Related Companies

1201.03(a) No Explanation of Use of Mark by Related Companies or Applicant’s Control

Over Use of Mark by Related Companies Required

1201.03(b) Wholly Owned Related Companies

1201.03(c) Common Stockholders, Directors, or Officers

1201.03(d) Sister Corporations

1201.03(e) License and Franchise Situations

1201.04 Inquiry Regarding Parties Named on Specimens or Elsewhere in Record

1201.05 Acceptable Claim of Ownership Based on Applicant’s Own Use

1201.06 Specia Situations Pertaining to Ownership

1201.06(a) Applicant Is Merely Distributor or Importer

1201.06(b) Goods Manufactured in a Country Other than Where Applicant Is Located

1201.07 Related Companies and Likelihood of Confusion

1201.07(a) “Single Source” —“Unity of Control”

1201.07(b) Appropriate Action with Respect to Assertion of Unity of Control

1201.07(b)(i) When Either Applicant or Registrant OwnsAll of the Other Entity

1201.07(b)(ii) Joint Ownership or Ownership of Substantially All of the Other Entity

1201.07(b)(iii) When the Record Does Not Support a Presumption of Unity of Control

1201.07(b)(iv) When the Record Contradicts an Assertion of Unity of Control

1202 Use of Subject Matter as Trademark

1202.01 Refusal of Matter Used Solely as a Trade Name

1202.02 Registration of Trade Dress

1202.02(a) Functionality of Trade Dress

1202.02(a)(i) Statutory Basis for Functionality Refusal

1202.02(a)(ii) Purpose of Functionality Doctrine

1202.02(a)(iii) Background and Definitions

1202.02(a)(iii)(A) Functionality

1202.02(a)(iii)(B) “De Jure” and “De Facto” Functionality

1202.02(a)(iv) Burden of Proof in Functionality Determinations

1202.02(a)(v) Evidence and Considerations Regarding Functionality Determinations

1202.02(a)(v)(A) Utility Patents and Design Patents

1202.02(a)(v)(B) Advertising, Promotional, or Explanatory Material in Functionality
Determinations

1202.02(a)(v)(C) Availability of Alternative Designs in Functionality Determinations

1202.02(a)(v)(D) Ease or Economy of Manufacture in Functionality Determinations

1202.02(a)(vi) Aesthetic Functionality

1202.02(a)(vii) Functionality and Service Marks

1202.02(a)(viii) Functionality and Non-Traditional Marks

1202.02(b) Distinctiveness of Trade Dress

1202.02(b)(i) Distinctiveness and Product Design Trade Dress

1202.02(b)(ii) Distinctiveness and Product Packaging Trade Dress

1202.02(c) Drawings, Descriptions, and Disclaimersin Trade Dress Applications

1202.02(c)(i) Drawings of Trade Dress Marks
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1202.02(c)(i)(A)
1202.02(c)(i)(B)
1202.02(c)(i)(C)

1202.02(c)(ii)
1202.02(c)(iii)

1202.02(c)(iii)(A)
1202.02(c)(iii)(B)

1202.02(c)(iv)
1202.02(d)
1202.02(¢)
1202.02(f)
1202.02(f)(i)
1202.02(F)(ii)
1202.03
1202.03(a)
1202.03(b)
1202.03(c)
1202.03(d)
1202.03(¢)
1202.03(f)
1202.03(F)(i)
1202.03()(ii)
1202.03(f)(iii)
1202.03(g)
1202.04
1202.05
1202.05(a)
1202.05(b)
1202.05(c)
1202.05(d)
1202.05(d)(i)
1202.05(d)(ii)
1202.05(d)(iii)
1202.05(d)(iv)
1202.05(¢)
1202.05(f)
1202.05(g)
1202.05(h)
1202.05()
1202.06
1202.06(a)
1202.06(b)
1202.06(c)
1202.07
1202.07(a)
1202.07(a)(i)
1202.07(a)(ii)
1202.07(a)(iii)

1202.07(b)
1202.08
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Functional Matter
Nondistinctive Matter
Drawingsin 844 and 866(a) Applications
Descriptions of Trade Dress Marks Required
Disclaimers of Unregistrable Elements of Trade Dress Marks
Functional Matter
Nondistinctive Matter
Three-Dimensional Marks
Trade Dressin 81(b) Applications
Trade Dress in 844 and 866(a) Applications
I dentification of Goods/Servicesin Trade Dress Applications
Product Design
Product Packaging
Refusal on Basis of Ornamentation
Commercia Impression
Practices of the Trade
“Secondary Source”
Evidence of Distinctiveness
Ornamentation with Respect to 81(b), 844, and 866(a) Applications
Ornamentation: Case References
Slogans or Words Used on the Goods
Designs Used on the Goods
Trade Dress on the Containers for the Goods
Ornamentation Cases and Acquired Distinctiveness
Informational Matter
Color asaMark
Color Marks Never Inherently Distinctive
Functional Color Marks Not Registrable
Color as a Separable Element
Drawings of Color Marks Required
Drawings of Color Marksin Trademark Applications
Drawings of Color Marksin Service Mark Applications
Amendment of Drawings of Color Marks
Drawings for Marks Including Both Color and Words or Design
Written Descriptions of Color Marks
Specimens for Color Marks
Specia Considerations for Service Mark Applications
Color Marksin 81(b) Applications
Color Marksin 844 or 866(a) Applications
Goodsin Trade
Goods Must Have Utility to Others
Registration Must Be Refused if Trademark Not Used on Goods in Trade
Goodsin Tradein 81(b), 844, and 866(a) Applications
Marks That Identify Columns or Sections of Publications
Marks That Identify Columns or Sections of Printed Publications
Syndicated Columns and Sections
Non-Syndicated Columns and Sections
Marks That Identify Columns and Sections of Printed Publicationsin
81(b), 844, and §66(a) Applications
Marks That Identify Columns and Sections of Online Publications
Title of a Single Creative Work
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1202.08(a)
1202.08(b)
1202.08(c)
1202.08(d)
1202.08(d)(i)
1202.08(d)(ii)
1202.08(d)(iii)
1202.08(¢)
1202.08(f)
1202.09
1202.09(a)
1202.09(a) (i)
1202.09(a)(ii)
1202.09(a)(ii)(A)
1202.09(a)(ii)(B)
1202.09(a)(iii)

1202.09(b)
1202.10
1202.10(a)

1202.11
1202.12
1202.13
1202.14
1202.15
1202.16
1202.16(a)
1202.16(b)
1202.16(b)(i)
1202.16(b)(i)(A)
1202.16(b)(i)(B)
1202.16(b)(i)(C)
1202.16(b)(ii)
1202.16(c)
1202.16(c)(i)

1202.16(c)(i)(A)
1202.16(c)(i)(B)
1202.16(c)(ii)
1202.16(c)(iii)
1202.16(c)(iii)(A)
1202.16(c)(iii)(B)

1202.16(c)(iv)
1202.16(c)(v)
1202.16(c)(v)(A)
1202.16(c)(v)(B)
1202.17
1202.17(a)
1202.17(b)

SUBSTANTIVE EXAMINATION OF APPLICATIONS

What Constitutes a Single Creative Work
What Does Not Constitute a Single Creative Work
Complete Title of the Work — Evidence of a Series
Portion of aTitle of the Work
Mark Must Create a Separate Commercial Impression
Establishing a Series When the Mark is a Portion of the Title
Evidencethat the Portion of the Titleis Promoted or Recognized asaMark
| dentification of Goods/Services
Title of a Single Work in 81(b), 844, and 866(a) Applications
Names of Artists and Authors
Names and Pseudonyms of Authors and Performing Artists
Author or Performer’s Name — Evidence of a Series
Evidence that the Name is a Source Identifier
Promotion and Recognition of the Name
Control over the Nature and Quality of the Goods
Names of Authors and Performing Artistsin 81(b), 844, and 866(a)
Applications
Names of Artists Used on Original Works of Art
Names and Designs of Charactersin Creative Works
Names and Designs of Charactersin Creative Works in 81(b), 844, or 866(a)
Applications
Background Designs and Shapes
Varietal and Cultivar Names (Examination of Applications for Seeds and Plants)
Scent, Fragrance, or Flavor
Holograms
Sound Marks
Model or Grade Designations
Examination of Marks with Model and Grade Designations
Identifying Model and Grade Designations in Marks
Model Designations
Stylization of Display
Size of Proposed Mark
Physical Location
Grade Designations
Procedures for Handling Marks with Model and Grade Designations
Evidentiary Considerations when Issuing Model or Grade Designation
Refusals
Model Designations
Grade Designations
EntireMark Consistsof Model or Grade Designationin 81(a) Applications
Composite Mark with Model or Grade Designation in 81(a) Applications
Model or Grade Designationswith Arbitrary and/or Suggestive Matter
Model or Grade Designations with Descriptive, Generic, and/or
Informational Matter
Drawing and Specimen Agreement Issues in 81(a) Applications
Model or Grade Designation in 81(b), 844, or 866(a) Applications
Model Designations
Grade Designations
Universal Symbolsin Marks
Relevance of Universal Symbols to Examination
Reviewing Marks Containing Symbols
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1202.17(b)(i)
1202.17(b)(ii)
1202.17(b)(iii)
1202.17(c)
1202.17(c)(i)
1202.17(c)(1)(A)
1202.17(c)(i)(B)
1202.17(c)(ii)
1202.17(c)(ii)(A)
1202.17(c)(ii)(B)
1202.17(c)(iii)
1202.17(d)
1202.17(d)(i)
1202.17(d)(ii)
1202.17(e)
1202.17(e)(i)
1202.17(e)(ii)
1202.17(e)(iii)
1202.17(e)(iv)
1202.17(6)(v)
1202.17(e)(Vi)
1202.18
1202.18(a)
1202.18(b)
1202.19
1202.19(a)
1202.19(a)(i)
1202.19(a)(ii)
1202.19(a)(iii)
1202.19(a)(iv)
1202.19(b)
1202.19(c)
1202.19(c)(i)
1202.19(c)(ii)
1202.19(c)(iii)

1202.19(c)(iv)
1202.19(c)(v)
1202.19(d)
1202.19(¢)
1202.19(e)(i)
1202.19()(1)(A)
1202.19(e)(i)(B)

1202.19(e)(i)(C)
1202.19(e)(i)(D)
1202.19(e)(i)(E)
1202.19(€)(ii)
1202.19(e)(iii)
1202.19(f)
1202.19(f)(i)

April 2016

TRADEMARK MANUAL OF EXAMINING PROCEDURE

Identifying Universal Symbolsin Marks
Marks Displaying an Unusual Depiction of a Universal Symbol
Marks Displaying an Accurate Depiction of a Universal Symbol
Failure to Function
Determining Whether aUniversal Symbol Functions asa Source | ndicator
Informational Universal Symbols
Ornamental Universal Symbols
Mark Consists Entirely of a Universal Symbol that Fails to Function
Applications Based on Sections 1(b), 44, or 66(a)
Applicant’s Response to Refusal
Mark Includes a Universal Symbol that Fails to Function
Other Relevant Refusals
Merely Descriptive
Deceptive or Deceptively Misdescriptive
Universal Symbols Commonly Appearing in Marks
Awareness Ribbon Symbols
Recycling Symbol
Caduceus, Rod of Asclepius, and Prescription Symbol
Religious Symbols
Currency Symbols
Universal Prohibition Symbol
Hashtag Marks
Disclaiming HASHTAG or Hash Symbol
Marks Consisting Solely of HASHTAG or Hash Symbol
Repeating-Pattern Marks
Drawing Requirements for Repeating-Pattern Marks
Mark Used on aSingle Item
Mark Used in a Similar Manner on Similar Items
Mark Used in Various Ways or on Various Items Swatch-Type Drawings
Drawings for Service Marks
Mark Descriptions for Repeating-Pattern Marks
Material Alteration of Repeating-Pattern Marks
Amending the Drawing to Depict a Different Object
Amending a Swatch-Type Drawing to Show an Object and Vice Versa
Amending the Drawing to Depict a Different Placement of the Repeating
Pettern
Amending Descriptions of Repeating-Pattern Marks
Amendments in Applications Based on Section 44 or Section 66(a)
Specimens for Repeating-Pattern Marks
Failure-to-Function Refusal — Mark Not Inherently Distinctive
Inherent Distinctiveness Determination

Common or Widely Used Pattern
Pattern Creates a Distinct Commercial Impression Apart from Other
Matter

Nature of Elementsin the Repeating Pattern
Industry Practice
Type of Product
Statutory Basis for Refusal
Response Options
Failure-to-Function Refusal — Inconsistent Goods or Services
Statutory Basis for Refusal
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1202.19(F)(ii)
1202.19(g)
1202.19(g)(i)
1202.19(g)(ii)
1202.19(h)
1202.19(i)
1202.19())
1202.19(k)
1203

1203.01
1203.02

1203.02(a)
1203.02(b)
1203.02(c)

1203.02(d)
1203.02(d)(i)
1203.02(d)(ii)
1203.02(¢)
1203.02(e)(i)
1203.02(e)(ii)
1203.02(f)
1203.02(f)(i)
1203.02(F)(ii)
1203.02(g)
1203.03

1203.03(a)
1203.03(a)(i)
1203.03(a)(ii)
1203.03(a)(iii)
1203.03(b)
1203.03(b)(i)
1203.03(b)(ii)

1203.03(c)
1203.03(c)(i)
1203.03(c)(ii)
1203.03(c)(iii)
1204

1204.01
1204.01(a)
1204.01(b)
1204.01(c)
1204.01(d)
1204.01(¢)
1204.02

1204.02(a)

SUBSTANTIVE EXAMINATION OF APPLICATIONS

Response Options
Refusal — Application Seeks Registration of More than One Mark
Statutory Basis for Refusal
Response Options
Refusals in Applications Based on Section 1(b), Section 44, or Section 66(a)
Functional Repeating Patterns
Random Patterns
Examples of Repeating-Pattern Marks
Refusal on Basis of Immoral or Scandalous M atter; Deceptive Matter; Matter
which May Dispar age, Falsely Suggest a Connection, or Bring into Contempt or
Disrepute
Immoral or Scandalous Matter
Deceptive Matter
Types of Deceptive Marks
Elements of a 82(a) Deceptiveness Refusal
Distinction between Marks Comprising Deceptive Matter (82(a)) and
Deceptively Misdescriptive Marks (82(e)(1))
Determining Materiality
Objective Criteria
Mere Personal Preference
Procedures for Issuing 82(a) Deceptive Refusals
When the Mark is Clearly Misdescriptive
When It is Not Clear Whether the Mark is Misdescriptive
Responding to a 82(a) Deceptiveness Refusal
Amending the Identification of Goods or Services
Other Arguments
Deceptive Matter: Case References
Matter That May Disparage, Falsely Suggest aConnection, or Bring into Contempt
or Disrepute
Definitions
“Persons’
“Institutions’
“National Symbols’
Disparagement, Bringing into Contempt, and Bringing into Disrepute
Elements of a §2(a) Disparagement Refusal
Disparagement, Bringing into Contempt, and Bringing into Disrepute;
Case References
False Suggestion of a Connection
Elements of a 82(a) False Suggestion of a Connection Refusal
Government Agencies and Instrumentalities
False Suggestion of a Connection: Case References
Refusal on Basis of Flag, Coat of Arms, or Other Insignia of United States, State
or Municipality, or Foreign Nation
Flags and Simulations of Flags
Flags and Simulations of Flags are Refused
Stylized Flag Designs are not Refused under §2(b)
Case Law Interpreting "Simulation of Flag"
Description of the Mark
Flags Not Presently Used as National Flags
Government Insignia
Designsthat are Insignia Under 82(b) Must Be Refused
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1204.02(b)
1204.02(c)
1204.02(d)
1204.03
1204.04
1204.04(a)
1204.04(b)
1204.04(b)(i)
1204.05
1205
1205.01
1205.01(a)

1205.01(a)(i)

1205.01(a)(ii)
1205.01(a)(iii)
1205.01(a)(iv)
1205.01(a)(v)

1205.01(a)(vi)
1205.01(b)

1205.01(b)(i)
1205.01(b)(ii)
1205.01(b)(iii)

1205.01(b)(iv)
1205.01(b)(v)
1205.01(b)(vi)
1205.01(b)(vii)
1205.01(b)(viii)
1205.01(c)

1205.01(c)(i)
1205.01(c)(ii)
1205.01(c)(iii)
1205.01(c)(iv)

1205.01(d)

1205.01(d)(i)
1205.01(d)(i)(A)
1205.01(d)(i)(B)
1205.01(d)(i)(C)
1205.01(d)(i)(D)
1205.01(d)(i)(E)
1205.01(d)(ii)
1205.01(d)(ii)(A)
1205.01(d)(ii)(B)
1205.01(d)(ii)(C)
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Examples of Insignia That Should Be Refused
Examples of Designs That Should Not Be Refused
Case Law Interpreting Insignia Under 82(b)
Other Refusals May be Appropriate
Responding to §82(b) Refusal
Absolute Bar to Registration
Deletion of §2(b) Matter
Examples of Matter That May and May Not Be Deleted
Resources
Refusal on Basis of Matter Protected by Statute or Convention
Statutory Protection
Examination Proceduresfor Marks Comprising aRed Crystal or Red Crescent
on aWhite Background, or the Phrases “Red Crescent” or “ Third Protocol
Emblem”
First Use After December 8, 2005
First Use On or Before December 8, 2005 — Grandfather Clause
Date of First Use Not Specified
Applicable Refusals
Amendmentsto Disclaim, Delete, or Amend the Unregistrable Symbol or
Designation
Parties Authorized to use the Red Crescent and Third Protocol Emblem
Examination Procedures for Marks Comprising Matter Related to the United
States Olympic Committee or the Olympics
Nature of the Mark
Issuing Other Substantive Refusals
Amendments to Disclaim, Delete, or Amend the Unregistrable Wording
or Symbol
Consent to Register
First Use On or After September 21, 1950
First Use Before September 21, 1950 — Grandfather Clause
Date of First Use Not Specified
Geographic-Reference Exception
Examination Proceduresfor Marks Containing Greek Red Cross or the Phrases
“Red Cross’ or “Geneva Cross’
Date of First Useis Before or After June 25, 1948
Date of First Use Not Specified
Applicable Refusals
Amendmentsto Disclaim, Delete, or Amend the Unregistrable Symbol or
Designation
Examination Procedures for Marks Containing the Swiss Confederation Coat
of Armsor Flag
Refusal Under Sections 1 and 45: Swiss Coat of Arms Not in Lawful Use
When a Refusal Under Sections 1 and 45 Must Be I ssued
When an Advisory Should Be Provided
When a Refusal Under Sections 1 and 45 Should Not Be Issued
Applicant’s Response to Refusal
Refusals Based on Extrinsic Evidence
Refusal Under Section 2(b): Swiss Flag or Swiss Coat of Arms
When a Refusal Under Section 2(b) Must Be I ssued
When an Advisory Should Be Provided
When a Refusal Under Section 2(b) Should Not Be I ssued
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1205.01(d)(ii)(D)
1205.01(d)(iii)
1205.01(d)(iv)
1205.02

1205.03

1206

1206.01
1206.02
1206.03
1206.04
1206.04(a)
1206.04(b)
1206.04(c)

1206.04(d)
1206.05

1207

1207.01
1207.01(a)
1207.01(a)(i)
1207.01(a)(ii)
1207.01(a)(ii)(A)
1207.01(a)(iii)

1207.01(a)(iv)
1207.01(a)(v)
1207.01(a)(vi)
1207.01(b)
1207.01(b)(i)
1207.01(b)(ii)
1207.01(b)(iii)
1207.01(b)(iv)
1207.01(b)(v)
1207.01(b)(vi)
1207.01(b)(vi)(A)
1207.01(b)(vi)(B)
1207.01(b)(vi)(C)

1207.01(b)(vii)
1207.01(b)(viii)
1207.01(b)(ix)
1207.01(b)(x)
1207.01(b)(xi)
1207.01(c)
1207.01(c)(i)
1207.01(c)(ii)
1207.01(c)(iii)
1207.01(c)(iv)
1207.01(d)
1207.01(d)(i)

SUBSTANTIVE EXAMINATION OF APPLICATIONS

Applicant’s Response to Refusal
Other Refusals
Examples
Article 6ter of the Paris Convention
Native American Tribal Insignia
Refusal on Basis of Name, Portrait, or Signature of Particular Living Individual
or Deceased U.S. President Without Consent
Name, Portrait, or Signature of Particular Living Individual
Connection With Goods or Services
When Inquiry is Required
Consent of Individual or President’s Widow
Consent Statement Must Be Written Consent to Registration
Consent May Be Presumed From Signature of Application
New Consent Not Required if Consent is of Record in Valid Registration
Owned by Applicant
Implicit Consent
Names and Likenesses That Do Not Identify a Particular Living Individual
Refusal on Basis of Likelihood of Confusion, Mistake, or Deception
Likelihood of Confusion
Relatedness of the Goods or Services
Goods or Services Need Not Be Identical
Establishing Relatedness of Goods to Services
Food and Beverage Products Versus Restaurant Services
Reliance on Identification of Goods/Services in Registration and
Application
No “Per Se” Rule
Expansion-of-Trade Doctrine
Evidence Showing Relatedness of Goods or Services
Similarity of the Marks
Word Marks
Similarity In Appearance
Comparing Marks That Contain Additional Matter
Similarity in Sound — Phonetic Equivalents
Similarity in Meaning
Doctrine of Foreign Equivalents
Background
When an Ordinary American Purchaser Would “ Stop and Translate”
Likelihood of Confusion Factors Still Apply When Assessing Whether
Marks are Confusingly Similar
Transposition of Terms
Marks Consisting of Multiple Words
Weak or Descriptive Marks
Parody Marks
Color Marks
Design Marks
Lega Equivalents — Comparison of Words and Their Equivalent Designs
Composite Marks Consisting of Both Words and Designs
Comparison of Standard Character Marks and Special Form Marks
Matter Depicted in Broken Lines
Miscellaneous Considerations
Doubt Resolved in Favor of Registrant
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1207.01(d)(ii)
1207.01(d)(iii)
1207.01(d)(iv)
1207.01(d)(v)
1207.01(d)(vi)
1207.01(d)(vii)
1207.01(d)(viii)
1207.01(d)(ix)
1207.01(d)(x)
1207.01(d)(xi)
1207.01(d)(xii)
1207.02
1207.03
1207.04
1207.04(a)
1207.04(b)
1207.04(c)
1207.04(d)
1207.04(d)(i)
1207.04(d)(ii)
1207.04(¢)

1207.04(e)(i)
1207.04(f)
1207.04(F)(i)
1207.04(q)

1207.04(g)(i)
1208
1208.01
1208.01(a)
1208.01(b)
1208.01(c)
1208.01(d)
1208.02
1208.02(a)
1208.02(b)

1208.02(c)
1208.02(d)

1208.02(¢)
1208.02(f)

1208.03
1208.03(a)
1208.03(b)
1208.03(c)
1209
1209.01
1209.01(a)
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Absence of Actual Confusion

Third-Party Registrations and Evidence of Third-Party Use
Collateral Attack on Registration Improper in Ex Parte Proceeding
Classification of Goods/Services

Prior Decisions of Examining Attorneys

Sophisticated Purchasers

Consent Agreements

Fame of the Prior Registered Mark

Conflicting Marks Owned by Different Parties

Family of Marks

Pharmaceuticals or Medicinal Products

Marks That Are Likely to Deceive
Marks Previously Used in United States but Not Registered
Concurrent Use Registration

Concurrent Use—In Genera
Filing Basis of Application Seeking Concurrent Use Registration
Criteriafor Requesting Concurrent Use Registration
Requirements for All Concurrent Use Applications
Concurrent Use Application for a Trademark or Service Mark
Concurrent Use Application for a Collective or Certification Mark
Applications Subject to Concurrent Use Proceeding Before the Trademark
Trial and Appeal Board
Preparing the Record for Publication
Application for Concurrent Use Registration Pursuant to Court Decree
Preparing the Record for Publication
Application for Concurrent Use Registration Based on Final Board Decision
in Prior Concurrent Use Proceeding
Preparing the Record for Publication

Conflicting Marksin Pending Applications
Priority for Publication or Issue Based on Effective Filing Date

What Constitutes Conflict Between Pending Applications

What Constitutes Effective Filing Date

Change in Effective Filing Date During Examination
Examination of Conflicting Marks After Reinstatement or Revival

Conflicting Applications Examination Procedure

Examination of Application with Earliest Effective Filing Date

Action on Later-Filed Application: Giving Notice of the Earlier Application
or Applications

Suspension of Later-Filed Application

Action on Later-Filed Application upon Disposition of the Earlier Application
or Applications

Applicant’s Argument on Issues of Conflict

Conflicting Mark Mistakenly Published or Approved for Issuance on the
Supplemental Register

Procedure Relating to Possibility of Interference

Procedures on Request for Interference
Decision on Request for Interference
Procedure When Interference Is to be Declared

Refusal on Basis of Descriptiveness
Distinctiveness/Descriptiveness Continuum

Fanciful, Arbitrary, and Suggestive Marks
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1209.01(b)
1209.01(c)
1209.01(c)(i)
1209.01(c)(ii)
1209.01(c)(iii)
1209.02
1209.02(a)
1209.02(a)(i)
1209.02(a)(ii)
1209.02(b)
1209.03
1209.03(a)
1209.03(b)
1209.03(c)
1209.03(d)
1209.03(¢)
1209.03(f)
1209.03(g)
1209.03(h)
1209.03(i)
1209.03())
1209.03(K)
1209.03()
1209.03(m)
1209.03(n)
1209.03(0)
1209.03(p)
1209.03(q)
1209.03(r)
1209.03(s)
1209.03(t)
1209.03(u)
1209.04

1210
1210.01
1210.01(a)
1210.01(b)
1210.01(c)
1210.02
1210.02(a)
1210.02(b)
1210.02(b)(i)
1210.02(b)(i)(A)
1210.02(b)(ii)
1210.02(b)(iii)
1210.02(b)(iv)
1210.02(c)
1210.02(c)(i)
1210.02(c)(ii)
1210.02(c)(iii)
1210.03

SUBSTANTIVE EXAMINATION OF APPLICATIONS

Merely Descriptive Marks
Generic Terms
Test
Terminology
Generic Matter: Case References
Procedure for Descriptiveness and/or Genericness Refusal
Descriptive Marks — Advisory Statement That Mark Appears to Be Generic
Amendment to Supplemental Register in Response to Office Action
Assertion of 82(f) in Response to Office Action
Descriptive and Possibly Generic Marks — Assertion of 82(f) in Application
Considerations Relevant to Determination of Descriptiveness or Genericness
Third-Party Registrations
No Dictionary Listing
First or Only User
Combined Terms
More Than One Meaning
Picture or Illustration
Foreign Equivalents
Acronyms
Intended Users
Phonetic Equivalent
Laudatory Terms
Telephone Numbers
Domain Names
“America’ or “American”
“Nationa,” “International,” “Global,” and “Worldwide’
Function or Purpose
Source or Provider of Goods or Services
Retail Store and Distributorship Services
Slogans
Repetition of Descriptive or Generic Term
Punctuation
Deceptively Misdescriptive Marks
Refusal on Basis of Geographic Significance
Elements
Geographically Descriptive Marks — Test
Geographically Deceptively Misdescriptive Marks — Test
Geographically Deceptive Marks — Test
Primarily Geographic Significance
Geographic Locations
Primary Significance
Other Meanings
Surname Significance
More Than One Geographic Location With Same Name
Non-Geographic Characteristics of Goods or Services
“America’ or “American” and Similar Termsin Marks
Geographic Terms Combined With Additional Matter
Two Geographic Terms Combined
Geographic Terms Combined With Descriptive or Generic Matter
Arbitrary, Fanciful, or Suggestive Composites
Geographic Origin of the Goods or Services
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1210.04
1210.04(a)
1210.04(b)
1210.04(c)
1210.04(d)
1210.05
1210.05(a)
1210.05(b)
1210.05(c)
1210.05(c)(i)
1210.05(c)(ii)
1210.05(d)
1210.05(d)(i)
1210.05(d)(ii)

1210.05(€)
1210.06
1210.06(a)

1210.06(b)

1210.07
1210.07(a)
1210.07(b)
1210.08

1210.08(a)

1210.08(b)

1210.08(c)
1210.09
1210.10

1211

1211.01
1211.01(a)
1211.01(a)(i)
1211.01(a)(ii)
1211.01(a)(iii)
1211.01(a)(iv)
1211.01(a)(v)
1211.01(a)(vi)
1211.01(a)(vii)
1211.01(b)
1211.01(b)(i)
1211.01(b)(ii)
1211.01(b)(iii)
1211.01(b)(iv)
1211.01(b)(v)
1211.01(b)(vi)
1211.01(b)(vii)
1211.01(b)(viii)

April 2016
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Goods/Place or Services/Place Association
Establishing Goods/Place Association
Establishing Services/Place Association
Obscure or Remote Geographic Marks
Arbitrary Use of Geographic Terms
Geographically Deceptive Marks
Basis for Refusal
Elements of a 82(e)(3) Refusal
Determining Materiality
Materiality In Cases Involving Goods
Materiality In Cases Involving Services
Procedures for Issuing Geographically Deceptive Refusals
Neither Applicant Nor Goods/Services Come from the Place Named
It is Not Clear Whether the Goods/Services Originate From the Place
Named
Geographically Deceptive Matter: Case References
Procedure for Examining Geographic Composite Marks
Marks That Include Primarily Geographically Descriptive Terms Combined
With Additional Matter
Marks That Include Primarily Geographically Deceptively Misdescriptive and
Deceptive Terms Combined With Additional Matter
Supplemental Register and 82(f)
Registrability of Geographic Terms on the Supplemental Register
Registrability of Geographic Terms under 82(f)
Geographical Indications Used on Wines and Spirits
Geographical Indications Used on Wines and Spirits That Do Not Originate
in the Named Place
Geographical Indications Used on Wines and Spirits That Originate in the
Named Place
Geographical Indications That Are Generic for Wines and Spirits
Geographic Certification Marks
Doctrine of Foreign Equivalents
Refusal on Basis of Surname
“Primarily Merely a Surname’
Non-Surname Significance
Ordinary Language Meaning
Phonetic Equivalent of Term with Ordinary Language Meaning
Geographical Significance
Historical Place or Person
Rare Surnames
“Look and Feel” of a Surname
Doctrine of Foreign Equivalents
Surname Combined with Additional Matter
Double Surnames
Stylization or Design Elements
Surname Combined with Initials
Surname Combined with Title
Surname in Plural or Possessive Form
Surname Combined with Wording
Surname Combined with Domain Name
Surname Combined with Legal or Familial Entity Designation
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1211.02
1211.02(a)
1211.02(b)
1211.02(b)(i)
1211.02(b)(ii)
1211.02(b)(iii)
1211.02(b)(iv)
1211.02(b)(v)
1211.02(b)(vi)
1211.02(b)(vii)
1212

1212.01
1212.02
1212.02(a)
1212.02(b)

1212.02(c)
1212.02(d)
1212.02(¢)
1212.02(f)
1212.02(f)(i)

1212.02(f)(ii)
1212.02(f)(ii)(A)
1212.02(f)(ii)(B)
1212.02(g)

1212.02(h)
1212.02(i)
1212.02())
1212.03

1212.04

1212.04(a)
1212.04(b)
1212.04(c)
1212.04(d)

1212.04(¢)
1212.05

1212.05(a)
1212.05(b)
1212.05(c)
1212.05(d)
1212.06

1212.06(a)
1212.06(b)
1212.06(c)
1212.06(d)
1212.06(€)

1212.06(€)(i)

SUBSTANTIVE EXAMINATION OF APPLICATIONS

Evidence Relating to Surname Refusal
Evidentiary Burden — Generally
Evidentiary Considerations
Telephone Directory Listings
LexisNexis® Research Database Evidence
U.S. Census Database Evidence
Surname of Person Associated with Applicant
Specimens Confirming Surname Significance of Term
Negative Dictionary Evidence
Evidence of Fame of aMark
Acquired Distinctiveness or Secondary Meaning
General Evidentiary Matters
General Procedural Matters
Situations in Which a Claim of Distinctiveness Under 82(f) Is Appropriate
Section 2(f) Claim Is, for Procedural Purposes, a Concession that Matter Is
Not Inherently Distinctive
Claiming 82(f) Distinctiveness in the Alternative
Unnecessary 82(f) Claims
Disclaimers in Applications Claiming Distinctiveness under 82(f)
Section 2(f) Claim in Part
Standards for Establishing Acquired Distinctiveness for Claims of 82(f)
in Part
Appropriate/lnappropriate Situations for Claiming 82(f) in Part
Appropriate Situations for Claiming 82(f) in Part
Inappropriate Situations for Claiming 82(f) in Part
Examining Attorney’s Role in Suggesting 82(f) or Appropriate Kind/Amount
of Evidence
Nonfinal and Final Refusals
Section 2(f) Claim with Respect to Incapable Matter
Section 2(f) Claim Restricted to Particular Goods/Services/Classes
Evidence of Distinctiveness under 82(f)
Prior Registrations as Proof of Distinctiveness
Sufficiency of Claim Vis-a-Vis Nature of the Mark
“Same Mark”
Goods or Services Must be "Sufficiently Similar"
Registration Must Be in Full Force and Effect and on Principal Register or
under Act of 1905
Form of 82(f) Claim Based on Ownership of Prior Registrations
FiveYears of Use as Proof of Distinctiveness
Sufficiency of Claim Vis-a-Vis Nature of the Mark
“Substantially Exclusive and Continuous”
Use“asaMark”
Form of the Proof of FiveYears Use
Establishing Distinctiveness by Actual Evidence
Long Use of the Mark in Commerce
Advertising Expenditures
Affidavits or Declarations Asserting Recognition of Mark as Source Indicator
Survey Evidence, Market Research and Consumer Reaction Studies
Miscellaneous Considerations Regarding Evidence Submitted to Establish
Didtinctiveness
First or Only User
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1212.06(e)(ii)
1212.06(e)(iii)
1212.06(€)(iv)
1212.07

1212.08

1212.09
1212.09(a)
1212.09(b)
1212.10

1213

1213.01
1213.01(a)
1213.01(b)
1213.01(c)
1213.01(d)
1213.02

1213.03
1213.03(a)
1213.03(b)
1213.03(c)
1213.03(d)
1213.04

1213.05
1213.05(a)
1213.05(a)(i)
1213.05(a)(ii)
1213.05(b)
1213.05(b)(i)
1213.05(b)(ii)
1213.05(b)(ii)(A)
1213.05(b)(ii)(B)
1213.05(b)(ii)(C)
1213.05(b)(ii)(D)
1213.05(b)(iii)
1213.05(b)(iv)
1213.05(c)
1213.05(d)
1213.05(¢)
1213.05(f)
1213.05(g)

TRADEMARK MANUAL OF EXAMINING PROCEDURE

State Trademark Registrations
Design Patent
Acquiescence to Demands of Competitors
Form of Application Asserting Distinctiveness
Section 44 and 866(a) Applications and Distinctiveness
Section 1(b) Applications and Distinctiveness
Section 2(f) Claim Requires Prior Use
Claim of 82(f) “in Part” in 81(b) Applications
Printing 82(f) Notations, 82(f) in Part Notations, and Limitation Statements
Disclaimer of Elementsin Marks
History of Disclaimer Practice
Discretion in Requiring Disclaimer
Refusal to Register Because of Failureto Disclaim
Voluntary Disclaimer of Registrable or Unregistrable Matter
Disclaimer Offered in the Alternative
“Composite” Marks
Disclaimer of Unregistrable Components of Marks
“Unregistrable Components” in General
Generic Matter and Matter That Does Not Function asaMark
Pictorial Representations of Descriptive Matter
Entity Designations
Trade Names
Unitary Marks
Compound Word Marks
Telescoped Words
Compound Words Formed with Hyphen or Other Punctuation
Unitary Phrases
Slogans
Grammar and Punctuation
Verbs
Prepositional Phrases
Punctuation
Possessives
Other Considerations
Unregistrable Unitary Phrases or Slogans
Double Entendre
Incongruity
Sound Patterns
Display of Mark
Marks with Design Elements Replacing Letters

1213.05(g)(i)

1213.05(g)(ii)

1213.05(g)(iii)
1213.05(g)(iv)

1213.05(h)
1213.06

April 2016

Marks with a Distinctive Design Replacing a Letter in Descriptive or
Generic Wording
Marks with Merely Descriptive or Primarily Geographically Descriptive
Designs Replacing L etters within Descriptive or Primarily Geographically
Descriptive Wording
Markswith Accurate Pictorial Representations Replacing Lettersin Merely
Descriptive and Primarily Geographically Descriptive Marks
Unitary Marks with Design Elements Replacing L etters in Descriptive or
Generic Wording

Unitary Marks: Case References

Entire Mark May Not Be Disclaimed
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1213.07
1213.08
1213.08(a)
1213.08(a)(i)
1213.08(a)(ii)
1213.08(a)(iii)
1213.08(b)
1213.08(c)
1213.08(d)
1213.09
1213.10
1213.11

1214
1214.01
1214.02
1214.03
1214.04

1215
1215.01
1215.02
1215.02(a)
1215.02(b)
1215.02(c)
1215.02(d)

1215.02(d)(i)
1215.02(d)(ii)

1215.02(d)(iii)
1215.02(d)(iv)
1215.02(¢)
1215.02(f)
1215.03
1215.04
1215.05
1215.06
1215.07
1215.08
1215.08(a)
1215.08(b)
1215.08(c)

1215.09
1215.10
1216
1216.01
1216.02
1217

SUBSTANTIVE EXAMINATION OF APPLICATIONS

Removal Rather Than Disclaimer
Form of Disclaimers
Wording of Disclaimer
Standardized Printing Format for Disclaimer
Unacceptable Wording for Disclaimer
Unacceptable Statements in Disclaimers
Disclaimer of Unregistrable Matter in Its Entirety
Disclaimer of Misspelled Words
Disclaimer of Non-English Words
Mark of Another May Not Be Registered with Disclaimer
Disclaimer in Relation to Likelihood of Confusion
Acquiring Rightsin Disclaimed Matter

“Phantom” Elementsin Marks

Single Application May Seek Registration of Only One Mark

Agreement of Mark on Drawing with Mark on Specimens or Foreign Registration
“Phantom Marks” in 81(b) Applications

“Phantom Marks’ in 844 and 866(a) Applications

Marks Composed, in Whole or in Part, of Domain Names

Background
UseasaMark
Use Applications
Advertising One’s Own Products or Services on the Internet is not a Service
Agreement of Mark on Drawing with Mark on Specimens of Use
Marks Comprised Solely of gTLDs for Domain-Name Registry Operator and
Registrar Services
Prior Registration(s) of the Same Mark for Goods or Servicesin the Same
Field of Use
Additional Proof that the Mark Used asa gTLD Will Be Perceived as a
Mark
Registry Agreement/ICANN Contract
L egitimate Service for the Benefit of Others
Section 1(b) Applications
Section 44 and 866(a) Applications
Surnames
Descriptiveness
Generic Refusals
Marks Containing Geographical Matter
Disclaimers
Material Alteration
Adding or Deleting TLDs in Domain Name Marks
Adding or Deleting gTLDs in Other Marks
Adding or Deleting “.” in Marks for Domain Name Registry Operator or
Registrar Services
Likelihood of Confusion
Marks Containing the Phonetic Equivalent of a Generic Top-Level Domain

Effect of Applicant’s Prior Registrations

Decisions Involving Prior Registrations Not Controlling
Effect of “Incontestability” in Ex Parte Examination

Res Judicata, Collateral Estoppel, and Stare Decisis
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§1201 TRADEMARK MANUAL OF EXAMINING PROCEDURE

1201 Ownership of Mark

Under 8§1(a)(1) of the Trademark Act, 15 U.S.C. 81051(a)(1), atrademark or service mark application based
on use in commerce must be filed by the owner of the mark. A 81(a) application must include a verified
statement that the applicant believes the applicant isthe owner of the mark sought to beregistered. 15 U.S.C.
§1051(a)(3)(A); 37 C.ER. 82.33(b)(1). An application that is not filed by the owner is void. SeeTMEP

§1201.02(b).

A trademark or service mark application under 81(b) or 844 of the Act, 15 U.S.C. §81051(b), 1126, must
be filed by a party who is entitled to use the mark in commerce, and must include a verified statement that
the applicant is entitled to use the mark in commerce and that the applicant has a bona fide intention to use
the mark in commerce as of the application filing date. 15 U.S.C. 881051(b)(3)(A)-(B), 1126(d)(2), 1126(e);
37 C.ER. 82.33(b)(2). When the person designated as the applicant is not the person with a bona fide
intention to use the mark in commerce, the application isvoid. SeeTMEP §1201.02(b).

In a 81(b) application, before the mark can be registered, the applicant must file an amendment to alege
useunder 15U.S.C. 81051(c) (see TMEP §81104-1104.11) or astatement of use under 15 U.S.C. §1051(d)

(see TMEP §81109-1109.18) which states that the applicant is the owner of the mark. 15 U.S.C. §1051(b);

37 C.ER. 882.76(b)(1)(i), 2.88(b)(1)(i).

In a 844 application, the applicant must be the owner of the foreign application or registration on which the
U.S. application is based as of the filing date of the U.S. application. SeeTMEP §1005.

An application under 866(a) of the Trademark Act (i.e., arequest for extension of protection of an international
registration to the United States under the Madrid Protocol), must be filed by the holder of the international
registration. 15 U.S.C. §1141e(a); 37 C.ER. §7.25. The application must include a verified statement that
the applicant has a bona fide intention to use the mark in commerce. 15 U.S.C. §1141(f)(a); 37 C.ER.
82.33(e)(1). The verified statement in a 866(a) application for a trademark or service mark is part of the
international registration on file at the International Bureau of the World Intellectual Property Organization
(“1B”). The B will have established that the international registration includesthis verified statement before
it sendsthe request for extension of protection to the United States Patent and Trademark Office (“USPTQO").
SeeTMEP §804.05. The request for extension of protection remains part of the international registration,
and ownership is determined by the IB. See TMEP 8501.07 regarding assignment of 866(a) applications.

The provisions discussed above aso apply to collective and certification marks with the caveat that the
owner of such marksdoes not use the mark or have abonafideintention to do so, but rather exercises control
over itsuse by members/authorized users or hasabonafideintention, and isentitled, to exercise such control
over the use by members/authorized users. Seel5 U.S.C. 881053, 1054; TMEP §81303.02(a), 1304.03(a),

1306.01(a).

1201.01 Claim of Ownership May Be Based on Use By Related Companies

Inan application under 81 of the Trademark Act, an applicant may baseits claim of ownership of atrademark
or aservice mark on:

(D) itsown exclusive use of the mark;
(2) useof the mark solely by arelated company whose use inures to the applicant’s benefit (seeTMEP

§81201.03-1201.03(€)); or
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SUBSTANTIVE EXAMINATION OF APPLICATIONS § 1201.02(b)

(3) useof the mark both by the applicant and by arelated company whaose use inures to the applicant’s
benefit (seeTMEP §1201.05).

Where the mark is used by arelated company, the owner is the party who controls the nature and quality of
the goods sold or services rendered under the mark. The owner is the only proper party to apply for
registration. 15 U.S.C. 81051. See TMEP 881201.03-1201.03(e) for additional information about use by
related companies.

The examining attorney should accept the applicant’s statement regarding ownership of the mark unlessiit
is clearly contradicted by information in the record. In re L. A. Police Revolver & Athletic Club, Inc., 69
USPQ2d 1630 (TTAB 2003) .

The USPTO does not inquire about the relationship between the applicant and other parties named on the
specimen or elsewhere in the record, except when the reference to another party clearly contradicts the
applicant’s verified statement that it is the owner of the mark or entitled to use the mark. Moreover, where
the application states that use of the mark is by a related company or companies, the examining attorney
should not require any explanation of how the applicant controls such use.

The provisions discussed above also apply to service marks, collective marks, and certification marks, except
that, by definition, collective and certification marks are not used by the owner of the mark, but are used by
others under the control of the owner. See 15 U.S.C. 881053, 1054; TMEP §81303.02(a), 1304.03(a),
1306.01(a). In addition, an application for registration of a collective mark must specify the nature of the
applicant’s control over use of the mark. 37 C.ER. 82.44(a)(4)(i)(A); TMEP §1303.01(a)(i)(A).

See TMEP 81201.04 for information about when an examining attorney should issue an inquiry or refusal
with respect to ownership.

1201.02 Identifying the Applicant in the Application
1201.02(a) ldentifying the Applicant Properly

The applicant may be any person or entity capable of suing and being sued in a court of law. See TMEP
§8803-803.03(k) for the appropriate format for identifying the applicant and setting forth the relevant legal
entity.

1201.02(b) Application Void if Wrong Party Identified asthe Applicant

An application must be filed by the party who is the owner of (or is entitled to use) the mark as of the
application filing date. SeeTMEP 81201.

An application based on use in commerce under 15 U.S.C. 81051(a) must be filed by the party who owns
the mark on the application filing date. If the applicant does not own the mark on the application filing date,
the applicationisvoid . 37 C.E.R. §2.71(d); seeHuangVv. TzuWei Chen Food Co., 849 F.2d 1458, 7 USPQ2d
1335 (Fed. Cir. 1988); Conolty v. Conolty O'Connor NYC LLC, 111 USPQ2d 1302, 1309 (TTAB 2014) ;
Great Seats, Ltd. v. Great Seats, Inc., 84 USPQ2d 1235, 1244 (TTAB 2007) .

If the record indicates that the applicant is not the owner of the mark, the examining attorney should refuse
registration on that ground. The statutory basisfor thisrefusal is 81 of the Trademark Act, 15 U.S.C. 81051,
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§1201.02(c) TRADEMARK MANUAL OF EXAMINING PROCEDURE

and, where related company issues are relevant, 885 and 45 of the Act, 15 U.S.C. 881055, 1127. The
examining attorney should not have the filing date cancelled or refund the application filing fee.

In an application under 81(b) or 844 of the Trademark Act, 15 U.S.C. §1051(b), 81126, the applicant must
be entitled to use the mark in commerce on the application filing date, and the application must include a
verified statement that the applicant has a bona fide intention to use the mark in commerce. 15 U.S.C.

881051(b)(3)(A), 1051(b)(3)(B), 1126(d)(2), 1126(€). When the person designated as the applicant was not
the person with a bona fide intention to use the mark in commerce at the time the application was filed, the
application is void. Am. Forests v. Sanders, 54 USPQ2d 1860, 1864 (TTAB 1999) , aff’d, 232 F.3d 907
(Fed. Cir. 2000) (holding an intent-to-use application filed by an individual void, where the entity that had
abonafideintention to use the mark in commerce on the application filing date was a partnership composed

of theindividual applicant and her husband). However, the examining attorney will not inquire into the bona
fides, or good faith, of an applicant’s asserted intention to use a mark in commerce during ex parte
examination, unlessthereis evidencein the record clearly indicating that the applicant does not have abona
fide intention to use the mark in commerce. SeeTMEP §1101.

When an application isfiled in the name of the wrong party, this defect cannot be cured by amendment or
assignment. 37 C.ER. §2.71(d); TMEP 8803.06. However, if the application was filed by the owner, but
there was a mistake in the manner in which the applicant’s name was set forth in the application, this may
be corrected. See TMEP §1201.02(c) for examples of correctable and non-correctable errors.

See TMEP 81201 regarding ownership of a 866(a) application.
1201.02(c) Correcting Errorsin How the Applicant Is|dentified

If the party applying to register the mark is, in fact, the owner of the mark, but there is a mistake in the
manner in which the name of the applicant is set out in the application, the mistake may be corrected by
amendment. U.S. Pioneer Elec. Corp. v. Evans Mktg., Inc. , 183 USPQ 613 (Comm'r Pats. 1974). However,
the application may not be amended to designate another entity asthe applicant. 37 C.F.R. §2.71(d); TMEP
8803.06. An application filed in the name of the wrong party isvoid and cannot be corrected by amendment.
37 C.ER. 82.71(d); seeHuang V. TzuWei Chen Food Co., 849 F.2d 1458, 7 USPQ2d 1335 (Fed. Cir. 1988);
Great Seats, Ltd. v. Great Seats, Inc., 84 USPQ2d 1235, 1244 (TTAB 2007) ; In re Tong Yang Cement
Corp., 19 USPQ2d 1689 (TTAB 1991).

Correctable Errors. The following are examples of correctable errorsin identifying the applicant:

() Trade Name Set Forth as Applicant. If the applicant identifiesitself by a name under which it does
business, which is not alegal entity, then amendment to state the applicant’s correct legal nameis
permitted. Cf. InreAtl. Blue Print Co., 19 USPQ2d 1078 (Comm'r Pats 1990) (finding that Post
Registration staff erred in refusing to allow amendment of affidavit under 15 U.S.C. 81058 to show
registrant’s corporate hame rather than registrant’s trade name).

(2) Operating Division Identified as Applicant. If the applicant mistakenly namesan operating division,
which by definition isnot alegal entity, as the owner, then the applicant’s name may be amended.

SeeTMEP §1201.02(d).

(3 Minor Clerical Error. Minor clerical errors such as the mistaken addition or omission of “The” or
“Inc.” in the applicant’s name may be corrected by amendment, as long as this does not result in a
change of entity. However, change of asignificant portion of the applicant’s name is not considered
aminor clerical error.
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SUBSTANTIVE EXAMINATION OF APPLICATIONS §1201.02(c)

(4) Inconsistency in Original Application asto Owner Name or Entity. If the original application reflects
an inconsistency between the owner name and the entity type, for example, an individual and a
corporation are each identified as the owner in different places in the application, the application
may be amended to clarify the inconsistency.

Example: Inconsistency Between Owner Section and Entity Section of TEAS Form: If the information in the “owner
section” of aTEA S application formisinconsistent with theinformationin the“entity section” of the form, theinconsistency
can be corrected, for example, if an individual is identified as the owner and a corporation is listed as the entity, the
application may be amended to indicate the proper applicant name/entity.

Sgnature of \erification by Different Entity Does Not Create Inconsistency . In view of the broad definition of a*“person
properly authorized to sign on behalf of the [applicant]” in 37 C.ER. §2.193(€)(1) (see TMEP §611.03(8)), if the person
signing an application refersto adifferent entity, the USPTO will presume that the person signing is an authorized signatory
who meetsthe requirements of 37 C.ER. 82.193(e)(1), and will not issue aninquiry regarding theinconsistency or question
the signatory’s authority to sign. If the applicant later requests correction to identify the party who signed the verification
as the owner, the USPTO will not allow the amendment. For example, if the application is filed in the name of “John
Jones, individual U.S. citizen,” the verificationissigned by “ John Jones, President of ABC Corporation,” and the applicant
later proposesto amend the application to show ABC Corporation asthe owner, the USPTO will not allow the amendment,
because there was no inconsistency in the original application as to the owner name/entity.

(5) Change of Name. If the owner of amark legally changed its name before filing an application, but
mistakenly lists its former name on the application, the error may be corrected, because the correct
party filed, but merely identified itself incorrectly. Inre Techsonic Indus., Inc., 216 USPQ 619
(TTAB 1982).

(6) Partners Doing Business as Partnership. If an applicant has been identified as“A and B, doing
business as The AB Company, a partnership,” and the true owner is a partnership organized under
the name The AB Company and composed of A and B, the applicant’s name should be amended to
“The AB Company, a partnership composed of A and B.”

(7) Non-Existent Entity. If the party listed as the applicant did not exist on the application filing date,
the application may be amended to correct the applicant’s name. See Accu Pers. Inc. v. Accustaff
Inc., 38 USPQ2d 1443 (TTAB 1996) (holding application not void ab initio where corporation
named as applicant technically did not exist on filing date, since four companies who later merged
acted as a single commercia enterprise when filing the application); Argo & Co. v. Soringer, 198
USPQ 626, 635 (TTAB 1978) (holding that application may be amended to name three individuals
asjoint applicants in place of an originally named corporate applicant which was never legally
incorporated, because the individual s and non-existent corporation were found to be the same, single
commercial enterprise); Pioneer Elec., 183 USPQ 613 (holding that applicant’s name may be
corrected where the application was mistakenly filed in the name of afictitious and non-existent

party).

Example 1: If the applicant is identified as ABC Company, a Delaware partnership, and the true owner iSABC LLC, a
Delaware limited liability company, the application may be amended to correct the applicant’s name and entity if the
applicant states on the record that “ABC Company, aDelaware partnership, did not exist asalegal entity on the application
filing date”

Example 2: If an applicant is identified as “ABC Corporation, formerly known as XYZ, Inc.,” and the correct entity is
“XYZ, Inc.,” the applicant’s name may be amended to “XYZ, Inc.” as long as “ABC Corporation, formerly known as
XYZ, Inc” was not a different existing legal entity. Cf. Custom Computer Serv. Inc. v. Paychex Prop. Inc., 337 F.3d
1334, 1337, 67 USPQ2d 1638, 1640 (Fed. Cir. 2003) (holding that the term "mistake," within the context of the rule
regarding the misidentification of the person in whose name an extension of time to file an opposition was requested,
means a mistake in the form of the potential opposer's name or its entity type and does not encompass the recitation of a
different existing legal entity that is not in privity with the party that should have been named).

To correct an obvious mistake of this nature, a verification or declaration is not normally necessary.
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Non-Correctable Errors. The following are examples of non-correctable errorsin identifying the applicant:

(D)

(2)

3

(4)

()

President of Corporation Files as Individual. If the president of a corporation isidentified as the
owner of the mark when in fact the corporation owns the mark, and there is no inconsistency in the
original application between the owner name and the entity type (such asareferenceto acorporation
in the entity section of the application), the application is void as filed because the applicant is not
the owner of the mark.

Predecessor in Interest. If an applicationisfiled in the name of entity A, when the mark was assigned
to entity B before the application filing date, the application is void as filed because the applicant
was not the owner of the mark at thetime of filing. Cf. Huang, 849 F.2d at 1458, 7 USPQ2d at 1335
(holding as void an application filed by an individual two days after ownership of the mark was
transferred to a newly formed corporation).

Joint Venturer Files. If the application isfiled in the name of ajoint venturer when the mark is
owned by the joint venture, and there is no inconsistency in the original application between the
owner name and the entity type (such as areference to ajoint venture in the entity section of the
application), the applicant’s name cannot be amended. Tong Yang Cement, 19 USPQ2d at 1689.

Sster Corporation. If an application is filed in the name of corporation A and a sister corporation
(corporation B) ownsthe mark, the application isvoid asfiled, because the applicant is not the owner
of the mark. Great Seats, 84 USPQ2d at 1244 (holding 81(a) application void where the sole use
and advertising of the mark was made by a sister corporation who shared the same president,
controlling shareholder, and premises as the applicant).

Parent/Subsidiary. If an applicationisfiled in the name of corporation A, awholly owned subsidiary,
and the parent corporation (corporation B) owns the mark, the application is void as filed because
the applicant is not the owner of the mark. See TMEP §1201.03(b) regarding wholly owned related
companies.

1201.02(d) Operating Divisions

An operating division that is not alegal entity that can sue and be sued does not have standing to own a
mark or to file an application to register a mark. The application must be filed in the name of the company
of which the division isa part. In re Cambridge Digital Sys., 1 USPQ2d 1659, 1660 n.1 (TTAB 1986) . An
operating division’suseis considered to be use by the applicant and not use by arelated company; therefore,
reference to related-company use is permissible but not necessary.

1201.02(e) Changesin Ownership After Application IsFiled

See TMEP Chapter 500 regarding changes of ownership and changes of name subsequent to filing an

application for registration, and TMEP §8502.02-502.02(b) regarding the procedure for requesting that a
certificate of registration be issued in the name of an assignee or in an applicant’s new name.

1201.03 Use by Related Companies

Section 5 of the Trademark Act, 15 U.S.C. 81055, states, in part, as follows:

Where a registered mark or a mark sought to be registered is or may be used legitimately by related
companies, such use shall inure to the benefit of the registrant or applicant for registration, and such
use shall not affect the validity of such mark or of its registration, provided such mark is not used in
such manner as to deceive the public.
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Section 45 of the Act, 15 U.S.C. 81127, defines“related company” as follows:

The term “related company” means any person whose use of amark is controlled by the owner of the
mark with respect to the nature and quality of the goods or services on or in connection with which the
mark is used.

Thus, 85 of the Act permits applicants to rely on use of the mark by related companies. Either a natural
person or ajuristic person may be arelated company. 15 U.S.C. 81127.

The essence of related-company use is the control exercised over the nature and quality of the goods or
services on or in connection with which the mark is used. When a mark is used by arelated company, use
of the mark inures to the benefit of the party who controls the nature and quality of the goods or services.
This party isthe owner of the mark and, therefore, the only party who may apply to register the mark. Smith
Int'l. Inc. v. Olin Corp., 209 USPQ 1033, 1044 (TTAB 1981) .

Reliance on related-company use requires, inter alia, that the related company use the mark in connection
with the same goods or services recited in the application. In re Admark, Inc., 214 USPQ 302, 303 (TTAB
1982) (finding that related-company use was not at issue where the applicant sought registration of a mark
for advertising-agency services and the purported related company used the mark for retail-store services).

A related company is different from a successor in interest who isin privity with the predecessor ininterest
for purposes of determining the right to register. Wells Cargo, Inc. v. Wells Cargo, Inc., 197 USPQ 5609,
570 (TTAB 1977) , aff’'d,606 F.2d 961, 203 USPQ 564 (C.C.PA. 1979).

See TMEP 8§1201.03(b) regarding wholly owned related companies, 81201.03(c) regarding corporations
with common stockholders, directors, or officers, §1201.03(d) regarding sister corporations, and §1201.03(e)
regarding license and franchise situations.

1201.03(a) No Explanation of Use of Mark by Related Companies or Applicant’s Control
Over Useof Mark by Related Companies Required

The USPTO does not require an application to specify if the applied-for mark is not being used by the
applicant but is being used by one or more related compani es whose use inures to the benefit of the applicant
under 85 of the Act. Moreover, where the application states that use of the mark is by arelated company or
companies, the USPTO does not require an explanation of how the applicant controls the use of the mark.

Additionally, the USPTO does not inquire about the relationship between the applicant and other parties
named on the specimen or elsewhere in the record, except when the reference to another party clearly
contradicts the applicant’s verified statement that it is the owner of the mark or entitled to use the mark.
See TMEP 8§1201.04. In such cases, the USPTO may require such details concerning the nature of the
relationship and such proofs as may be necessary and appropriate for the purpose of showing that the use
by related companies inures to the benefit of the applicant and does not affect the validity of the mark. 37

C.ER. 82.38(b).

1201.03(b) Wholly Owned Related Companies

Related-company use includes situations where awholly owned related company of the applicant uses the
mark, or where the applicant is wholly owned by arelated company that uses the mark.
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Frequently, related companies comprise parent and wholly owned subsidiary corporations. Either a parent
corporation or a subsidiary corporation may be the proper applicant, depending on the facts concerning
ownership of the mark. The USPTO will consider the filing of the application in the name of either the
parent or the subsidiary to be the expression of the intention of the parties as to ownership in accord with
the arrangements between them. However, once the application has been filed in the name of either the
parent or the wholly owned subsidiary, the USPTO will not permit an amendment of the applicant’s name
to specify the other party as the owner. The applicant’s name can be changed only by assignment.

Furthermore, once an application has been filed in the name of either the parent or the wholly owned
subsidiary, the USPTO will not consider documents (e.g., statements of use under 15 U.S.C. 8§1051(d) or
affidavits of continued use or excusable nonuse under 15 U.S.C §1058) filed in the name of the other party
to have been filed by the owner. See In re Media Cent. IP Corp., 65 USPQ2d 1637 (Dir USPTO 2002)
(holding 88 affidavit filed in the name of a subsidiary and predecessor in interest of the current owner
unacceptable); Inre ACE Il Commc'ns, Inc., 62 USPQ2d 1049 (Dir USPTO 2001) (holding 88 affidavit
unacceptable where the owner of the registration was a corporation, and the affidavit wasfiled in the name
of an individual who asserted that she was the owner of the corporation).

Either an individual or a juristic entity may own a mark that is used by a wholly owned related company.
In re Hand, 231 USPQ 487 (TTAB 1986) .

1201.03(c) Common Stockholders, Directors, or Officers

Corporations are not “related companies” within the meaning of 85 of the Trademark Act, 15 U.S.C. 81055,

merely because they have the same stockholders, directors, or officers, or because they occupy the same
premises. Great Seats, Ltd. v. Great Seats, Inc., 84 USPQ2d 1235, 1243 (TTAB 2007) (holding that the fact
that both the applicant corporation and the corporate user of the mark have the same president and controlling
stockholder, and share the same premises, does not make them related companies); In re Raven Marine,
Inc., 217 USPQ 68, 69 (TTAB 1983) ( holding statement that both the applicant corporation and the corporate
user of the mark have the same principal stockholder and officer insufficient to show that the user isarelated
company).

If an individual applicant is not the sole owner of the corporation that is using the mark, the question of
whether the corporation is a “related company” depends on whether the applicant maintains control over
the nature and quality of the goods or services such that use of the mark inures to the applicant’s benefit. A
formal written licensing agreement between the parties is not necessary, nor is its existence sufficient to
establish ownership rights. The critical question iswhether the applicant sufficiently controlsthe nature and
quality of the goods or services with which the mark isused. See Pneutek, Inc. v. Scherr, 211 USPQ 824,
833 (TTAB 1981) (holding that the applicant, an individual, exercised sufficient control over the nature and
quality of the goods sold under the mark by the licensee that the license agreement vested ownership of the
mark in the applicant).

Similarly, where an individual applicant is not the sole owner of the corporation that is using the mark, the
fact that the individual applicant is a stockholder, director, or officer in the corporation is insufficient in
itself to establish that the corporation is arelated company. The question depends on whether the applicant
maintains control over the nature and quality of the goods or services.

See TMEP §1201.03(b) regarding use by wholly owned related companies.
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1201.03(d) Sister Corporations

The fact that two sister corporations are controlled by a single parent corporation does not mean that they
are related companies. Where two corporations are wholly owned subsidiaries of a common parent, use by
one sister corporation is not considered to inure to the benefit of the other, unless the applicant sister
corporation exercises appropriate control over the nature and quality of the goods or services on or in
connection with which the mark is used. Great Seats, Ltd. v. Great Seats, Inc., 84 USPQ2d 1235, 1242
(TTAB 2007) ; In re Pharmacia Inc., 2 USPQ2d 1883, 1884 (TTAB 1987) ; Greyhound Corp. v. Armour
LifeIns. Co., 214 USPQ 473, 475 (TTAB 1982) .

See TMEP §1201.03(b) regarding use by wholly owned related companies.

1201.03(e) License and Franchise Situations

The USPTO accepts applications by parties who claim to be owners of marks through use by controlled
licensees, pursuant to a contract or agreement. Pneutek, Inc. v. Scherr, 211 USPQ 824, 833 (TTAB 1981).

A controlled licensing agreement may be recognized whether oral or in writing. In re Raven Marine, Inc.,
217 USPQ 68, 69 (TTAB 1983) .

If the application indicates that use of the mark is pursuant to a license or franchise agreement, and the
record contains nothing that contradicts the assertion of ownership by the applicant (i.e., the licensor or
franchisor), the examining attorney will not inquire about the relationship between the applicant and the
related company (i.e., the licensee or franchisee).

Ownership rights in a trademark or service mark may be acquired and maintained through the use of the
mark by acontrolled licensee even when the only use of the mark has been made, and is being made, by the
licensee. Turner v. HMH Publ'g Co., 380 F.2d 224, 229, 154 USPQ 330, 334 (5th Cir. 1967), cert. denied,
389 U.S. 1006, 156 USPQ 720 (1967); Cent. Fid. Banks, Inc. v. First Bankers Corp. of Fla., 225 USPQ
438, 440 (TTAB 1984) (holding that use of the mark by petitioner’s affiliated banks considered to inure to
the benefit of petitioner bank holding company, even though the bank holding company could not legally
render banking services and, thus, could not use the mark).

Joint applicants enjoy rights of ownership to the same extent as any other “person” who has a proprietary
interest in amark. Therefore, joint applicants may license othersto use amark and, by exercising sufficient
control and supervision of the nature and quality of the goods or services to which the mark is applied, the
joint applicants/licensors may claim the benefits of the use by the related company/licensee. In re Diamond
Walnut Growers, Inc. and Sunsweet Growers Inc., 204 USPQ 507, 510 (TTAB 1979) .

Storesthat are operating under franchise agreements from another party are considered “ related companies”
of that party, and use of the mark by the franchisee/store inures to the benefit of the franchisor. Mr. Rooter
Corp. v. Morris, 188 USPQ 392, 394 (E.D. La. 1975); Southland Corp. v. Schubert, 297 F. Supp. 477, 160
USPQ 375, 381 (C.D. Cal. 1968).

In all franchise and license situations, the key to ownership is the nature and extent of the control by the
applicant over the goods or services to which the mark is applied. A trademark owner who failsto exercise
sufficient control over licensees or franchisees may be found to have abandoned its rights in the mark.
See Hurricane Fence Co. v. A-1 Hurricane Fence Co., 468 F. Supp. 975, 986; 208 USPQ 314, 325 (S.D.
Ala. 1979).
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In general, where the application states that a mark is used by alicensee or franchisee, the USPTO does not
reguire an explanation of how the applicant controls the use.

1201.04 Inquiry Regarding Parties Named on Specimensor Elsewherein Record

The USPTO does not inquire about the relationship between the applicant and other parties named on the
specimen or elsewhere in the record, except when the reference to another party clearly contradicts the
applicant’s verified statement that it is the owner of the mark or entitled to use the mark.

The examining attorney should inquire about another party if the record specifically statesthat another party
is the owner of the mark, or if the record specifically identifies the applicant in a manner that contradicts
the claim of ownership, for example, as a licensee. In these circumstances, registration should be refused
under 81 of the Trademark Act, on the ground that the applicant is not the owner of the mark. Similarly,
when the record indicates that the applicant is a United States distributor, importer, or other distributing
agent for aforeign manufacturer, the examining attorney should require the applicant to establish its ownership
rightsin the United States in accordance with TMEP §1201.06(a).

Where the specimen of useindicates that the goods are manufactured in a country other than the applicant’s
home country, the examining attorney normally should not inquire whether the mark is used by a foreign
manufacturer. SeeTMEP §1201.06(b). Also, where the application states that use of the mark is by related
companies, an explanation of how the applicant controls use of the mark by the related companies is not
required. SeeTMEP §1201.03(a).

1201.05 Acceptable Claim of Ownership Based on Applicant’s Own Use

An applicant’s claim of ownership of a mark may be based on the applicant’s own use of the mark, even
though there is aso use by arelated company. The applicant is the owner by virtue of the applicant’s own
use, and the application does not have to refer to use by arelated company.

An applicant may claim ownership of a mark when the mark is applied on the applicant’s instruction. For
example, if the applicant contracts with another party to have goods produced for the applicant and instructs
the party to place the mark on the goods, that is considered the equivalent of the applicant itself placing the
mark on its own goods and reference to related-company use is not necessary.

1201.06 Special Situations Pertaining to Owner ship
1201.06(a) Applicant IsMerely Distributor or Importer

A distributor, importer, or other distributing agent of the goods of a manufacturer or producer does not
acquire aright of ownership in the manufacturer’s or producer’s mark merely because it moves the goods
in trade. See In re Bee Pollen from Eng. Ltd., 219 USPQ 163 (TTAB 1983) ; Audioson Vertriebs - GmbH
v. Kirksaeter Audiosonics, Inc., 196 USPQ 453 (TTAB 1977) ; Jean D’ Albret v. Henkel-Khasana G.m.b.H.,
185 USPQ 317 (TTAB 1975) ; In re Lettmann,183 USPQ 369 (TTAB 1974); Bakker v. Seel Nurse of
America Inc., 176 USPQ 447 (TTAB 1972) . A party that merely distributes goods bearing the mark of a
manufacturer or producer is neither the owner nor arelated-company user of the mark.

If the applicant merely distributes or imports goods for the owner of the mark, registration must be refused
under 81 of the Trademark Act, except in the following situations:
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(1) If aparent and wholly owned subsidiary relationship exists between the distributor and the
manufacturer, then the applicant’s statement that such arelationship exists disposes of an ownership issue.
SeeTMEP §1201.03(b).

(2) If an applicant isthe United States importer or distribution agent for aforeign manufacturer, then
the applicant can register the foreign manufacturer’s mark in the United States, if the applicant submits one
of the following:

(a) written consent from the owner of the mark to registration in the applicant’s name, or

(b) written agreement or acknowledgment between the parties that the importer or distributor isthe
owner of the mark in the United States, or

(c) anassignment (or true copy) to the applicant of the owner’srightsin the mark asto the United States
together with the business and good will appurtenant thereto.

SeelnrePharmacia Inc., 2 USPQ2d 1883 (TTAB 1987) ; Inre Geo. J. Ball, Inc., 153 USPQ 426 (TTAB
1967).

1201.06(b) Goods M anufactured in a Country Other than Where Applicant Is L ocated

Where a specimen indicates that the goods are manufactured in a country other than the applicant’s home
country, the examining attorney normally should not inquire whether the mark is used by a foreign
manufacturer. If, however, information in the record clearly contradicts the applicant’s verified claim of
ownership (e.g., a statement in the record that the mark is owned by the foreign manufacturer and that the
applicant is only an importer or distributor), then registration must be refused under 81, 15 U.S.C. 81051,

unless registration in the United States by the applicant is supported by the applicant’s submission of one
of the documentslisted in TMEP §1201.06(a).

1201.07 Related Companies and Likelihood of Confusion
1201.07(a) “Single Source” —* Unity of Control”

Section 2(d) of the Trademark Act, 15 U.S.C. §81052(d), requires that the examining attorney refuse
registration when an applicant’s mark, as applied to the specified goods or services, so resemblesaregistered
mark as to be likely to cause confusion. In general, registration of confusingly similar marks to separate
legal entitiesis barred by 82(d). SeeTMEP 881207-1207.01(d)(xi). However, the Court of Appealsfor the
Federal Circuit hasheld that, where the applicant isrelated in ownership to acompany that ownsaregistered
mark that would otherwise give rise to a likelihood of confusion, the examining attorney must consider
whether, in view of al the circumstances, use of the mark by the applicant is likely to confuse the public
about the source of the applicant’s goods because of the resemblance of the applicant’s mark to the mark
of the other company. The Court stated that:

The question is whether, despite the similarity of the marks and the goods on which they are used, the
publicislikely to be confused about the source of the hair straightening products carrying the trademark
“WELLASTRATE.” In other words, is the public likely to believe that the source of the product is
Wella U.S. rather than the German company or the Wella organization.

In re Wella A.G., 787 F.2d 1549, 1552, 229 USPQ 274, 276 (Fed. Cir. 1986); cf. In re Wacker Neuson
SE,97 USPQ2d 1408 (TTAB 2010) (finding that the record made clear that the parties were related and that
the goods and services were provided by the applicant).
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The Wella Court remanded the case to the Board for consideration of the likelihood of confusion issue. In
ruling on that issue, the Board concluded that there was no likelihood of confusion, stating as follows:

[A] determination must be made asto whether there exists alikelihood of confusion asto source, that
is, whether purchasers would believe that particular goods or services emanate from a single source,
when in fact those goods or services emanate from more than asingle source. Clearly, the Court views
the concept of “source” as encompassing more than “legal entity.” Thus, in this case, we are required
to determine whether WellaA.G. and Wella U.S. are the same source or different sources....

The existence of a related company relationship between Wella U.S. and WellaA.G. is not, in itself,
abasisfor finding that any “WELLA” product emanating from either of the two companies emanates
from the same source. Besidesthe existence of alegal relationship, there must also be aunity of control
over the use of the trademarks. “Control” and “ source” areinextricably linked. If, notwithstanding the
legal relationship between entities, each entity exclusively controls the nature and quality of the goods
towhichit appliesone or more of thevarious“WELLA” trademarks, the two entitiesarein fact separate
sources. Wella A.G. has made of record a declaration of the executive vice president of Wella U.S,,
which declaration states that Wella A.G. owns substantially all the outstanding stock of Wella U.S.
and “thus controls the activities and operations of Wella U.S., including the selection, adoption and
use of the trademarks.” While the declaration contains no details of how this control is exercised, the
declaration is sufficient, absent contradictory evidence in the record, to establish that control over the
use of al the “WELLA” trademarks in the United States resides in a single source.

InreWdlla A.G., 5 USPQ2d 1359, 1361 (TTAB 1987) (emphasisin original), rev'd on other grounds, 858
F.2d 725, 8 USPQ2d 1365 (Fed. Cir. 1988).

Therefore, in some limited circumstances, the close relationship between related companies will obviate
any likelihood of confusion in the public mind because the rel ated companies constitute a single source. See

TMEP 881201.07(b)-1201.07(b)(iv) for further information.

1201.07(b) Appropriate Action with Respect to Assertion of Unity of Control

First, itisimportant to note that analysisunder Wellaisnot triggered until an applicant affirmatively asserts
that a 82(d) refusal is inappropriate because the applicant and the registrant, though separate lega entities,
constitute asingle source, or the applicant raises an equivalent argument. Examining attorneys should issue
82(d) refusalsin any case where an analysis of the marks and the goods or services of the respective parties
indicates a bar to registration under 82(d). The examining attorney should not attempt to analyze the
relationship between an applicant and registrant until an applicant, in some form, relies on the nature of the
relationship to obviate arefusal under §2(d).

Once an applicant has made this assertion, the question is whether the specific relationship is such that the
two entities congtitute a“ single source,” so that thereisno likelihood of confusion. Thefollowing guidelines
may assist the examining attorney in resolving questions of likelihood of confusion when the marks are
owned by related companies and the applicant asserts unity of control. (In many of these situations, the
applicant may choose to attempt to overcome the 82(d) refusal by submitting a consent agreement or other
conventional evidence to establish no likelihood of confusion. SeeTMEP §1207.01(d). Another way to
overcome a 82(d) refusal isto assign all relevant registrations to the same party.)
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1201.07(b)(i) When Either Applicant or Registrant OwnsAll of the Other Entity

If the applicant or the applicant’s attorney representsthat either the applicant or the registrant owns all of

the other entity, and there is no contradictory evidence, then the examining attorney should conclude that

thereis unity of control, a single source, and no likelihood of confusion. Thiswould apply to an individual

who owns all the stock of acorporation, and to a corporation and awholly owned subsidiary or asubsidiary

of awholly owned subsidiary. In thiscircumstance, additional representations or declarations should generally
not be required, absent contradictory evidence.

1201.07(b)(ii) Joint Ownership or Ownership of Substantially All of the Other Entity

Either Applicant or Registrant Owns Substantially All of the Other Entity . InWella , the applicant provided
a declaration stating that the applicant owned substantially all of the stock of the registrant and that the
applicant thus controlled the activities of the registrant, including the selection, adoption, and use of
trademarks. InreWella A.G., 5 USPQ2d 1359, 1361 (TTAB 1987) , rev'd on other grounds, 858 F.2d 725,
8 USPQ2d 1365 (Fed. Cir. 1988). The Board concluded that this declaration alone, absent contradictory
evidence, established unity of control, a single source, and no likelihood of confusion. Id. Therefore, if
either the applicant or the registrant owns substantially all of the other entity and asserts control over the
activities of the other entity, including its trademarks, and there is no contradictory evidence, the examining
attorney should conclude that unity of control is present, that the entities constitute a single source, and that
thereisno likelihood of confusion under 82(d). In such a case, the applicant should generally provide these
assertions in the form of an affidavit or declaration under 37 C.ER. §2.20.

Joint Ownership. The examining attorney may also accept an applicant’s assertion of unity of control when
the applicant is shown in USPTO records as a joint owner of the cited registration, or the owner of the
registrationislisted asajoint owner of the application, and the applicant submits awritten statement asserting
control over the use of the mark by virtue of joint ownership, if there is no contradictory evidence.

1201.07(b)(iii) When the Record Does Not Support a Presumption of Unity of Control

If neither the applicant nor the registrant ownsall or substantially all of the other entity, and USPTO records
do not show their joint ownership of the application or cited registration (see TMEP §1201.07(b)(ii)), the
applicant bears a more substantial burden to establish that unity of control is present. For instance, if both
the applicant and the registrant are wholly owned by a third common parent, the applicant would have to
provide detailed evidence to establish how one sister corporation controlled the trademark activities of the
other to establish unity of control to support the contention that the sister corporations constitute a single
source. See In re Pharmacia Inc., 2 USPQ2d 1883 (TTAB 1987) ; Greyhound Corp. v. Armour Life Ins.
Co., 214 USPQ 473 (TTAB 1982) . Likewise, where an applicant and registrant have certain stockhol ders,
directors, or officersin common, the applicant must demonstrate with detailed evidence or explanation how
those relationships establish unity of control. See Pneutek, Inc. v. Scherr, 211 USPQ 824 (TTAB 1981).
The applicant’s evidence or explanation should generally be supported by an affidavit or adeclaration under
37 C.ER. §2.20.

1201.07(b)(iv) When the Record Contradicts an Assertion of Unity of Control

In contrast to those circumstances where the rel ationship between the parties may support a presumption of
unity of control or at least afford an applicant the opportunity to demonstrate unity of control, some
relationships, by their very nature, contradict any claim that unity of control is present. For instance, if the
relationship between the partiesisthat of licensor and licensee, unity of control will ordinarily not be present.
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The licensing relationship suggests ownership in one party and control by that one party over only the use
of a specific mark or marks, but not over the operations or activities of the licensee generally. Thus, there
isno unity of control and no basisfor concluding that the two partiesform asingle source. Precisely because
unity of control is absent, a licensing agreement is necessary. The licensing agreement enables the
licensor/owner to control specific activitiesto protect itsinterests as the sole source or sponsor of the goods
or services provided under the mark. Therefore, in these situations, it ismost unlikely that an applicant could
establish unity of control to overcome a 82(d) refusal.

1202 Use of Subject Matter as Trademark

In an application under 81 of the Act, the examining attorney must determine whether the subject matter
for which registration is sought is used as a trademark by reviewing all evidence (e.g., the specimen and
any promotional material) of record in the application. See In re Safariland Hunting Corp., 24 USPQ2d
1380, 1381 (TTAB 1992) (examining attorney should look primarily to the specimen to determine whether
a designation would be perceived as a source indicator, but may also consider other evidence, if there is
other evidence of record).

Not everything that aparty adopts and uses with theintent that it function as atrademark necessarily achieves
this goal or islegaly capable of doing so, and not everything that is recognized or associated with a party
is necessarily a registrable trademark. As the Court of Customs and Patent Appeals observed in In re The
Sandard Oil Co., 275 F.2d 945, 947, 125 USPQ 227, 229 (C.C.PA. 1960) :

The Trademark Act is not an act to register words but to register trademarks. Before there can be
registrability, there must be atrademark (or a service mark) and, unless words have been so used, they
cannot qualify for registration. Words are not registrable merely because they do not happen to be
descriptive of the goods or services with which they are associated.

Sections 1 and 2 of the Trademark Act, 15 U.S.C. 881051 and 1052, requirethat the subject matter presented
for registration be a“trademark.” Section 45 of the Act, 15 U.S.C. 81127, definesthat term as follows:

Theterm “trademark” includes any word, name, symbol, or device, or any combination thereof—

() used by aperson, or
(2) which aperson has abonafide intention to use in commerce and applies to register on the
principal register established by thisAct,

(1) used by aperson, or
(2) which aperson has abonafide intention to use in commerce and applies to register on the principal
register established by thisAct,

to identify and distinguish his or her goods, including a unique product, from those manufactured or sold
by others and to indicate the source of the goods, even if that source is unknown.

Thus, 881, 2, and 45 of the Trademark Act, 15 U.S.C. 881051, 1052, and 1127, provide the statutory basis
for refusal to register on the Principal Register subject matter that, due to its inherent nature or the manner
inwhichitisused, does not function asamark to identify and distinguish the applicant’ sgoods. The statutory
basisfor refusal of registration on the Supplemental Register of matter that does not function as atrademark
is 8823(c) and 45 of the Trademark Act, 15 U.S.C. 881091(c), 1127.
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When the examining attorney refuses registration on the ground that the subject matter is not used as a
trademark, the examining attorney must explain the specific reason for the conclusion that the subject matter
isnot used as atrademark. See TMEP §81202.01-1202.19 for a discussion of situationsin which it may be
appropriate, depending on the circumstances, for the examining attorney to refuse registration on the ground
that the proposed mark does not function as a trademark, e.g.,.TMEP 8§81202.01 (trade names),
1202.02(a)—1202.02(a)(viii) (functionality), 1202.03—1202.03(g) (ornamentation), 1202.04 (informational
matter), 1202.05-1202.05(i) (color marks), 1202.06-1202.06(c) (goods in trade), 1202.07—1202.07(b)
(columnsor sections of publications), 1202.08—-1202.08(f) (title of single creative work), 1202.09-1202.09(b)
(names of artists and authors), 1202.11 (background designs and shapes), 1202.12 (varietal and cultivar
names), 1202.16 (model or grade designations), 1202.17 (universal symbols), 1202.18 (hashtags), and
1202.19 (repesating patterns).

The presence of the letters “SM” or “TM” cannot transform an otherwise unregistrable designation into a
registrable mark. In re Remington Prods. Inc., 3 USPQ2d 1714, 1715 (TTAB 1987) ; In re Anchor Hocking
Corp., 223 USPQ 85, 88 (TTAB 1984) ; In re Minnetonka, Inc., 212 USPQ 772, 779 n.12 (TTAB 1981) .

The issue of whether a designation functions as a mark usually istied to the use of the mark, as evidenced
by the specimen. Therefore, unless the drawing and description of the mark are dispositive of the failure to
function without the need to consider a specimen, generally, no refusal on this basis will be issued in an
intent-to-use application under 81(b) of the Trademark Act, 15 U.S.C. §1051(b), until the applicant has
submitted a specimen(s) with an allegation of use (i.e., either an amendment to allege use under 15 U.S.C.
81051(c) or astatement of use under 15 U.S.C. §1051(d)). However, in a 81(b) application for which no
specimen has been submitted, if the examining attorney anticipatesthat arefusal will be made on the ground
that the matter presented for registration does not function asamark, the potential refusal should be brought
to the applicant’s attention in the first Office action. This is done strictly as a courtesy. If information
regarding this possible ground for refusal isnot provided to the applicant before the allegation of useisfiled,
the USPTO is not precluded from refusing registration on this basis.

In an application under 844 or 866(a), where a specimen of use is not required prior to registration, it is
appropriate for the examining attorney to issue afailure to function refusal where the mark on its face, as
shown on the drawing and described in the description, reflects a failure to function. See In re Right-On
Co., 87 USPQ2d 1152, 1156-57 (TTAB 2008) (noting the propriety of and affirming an ornamentation
refusal in a 866(a) application).

See TMEP §81301.02-1301.02(f) regarding use of subject matter as a service mark; TMEP §8§1302-1305
regarding use of subject matter as acollective mark; and TM EP §81306-1306.06(c) regarding use of subject
matter as a certification mark.

1202.01 Refusal of Matter Used Solely asa Trade Name

The name of a business or company is a trade name. The Trademark Act distinguishes trade names from
trademarks and service marks by definition. While a trademark is used to identify and distinguish the
trademark owner’s goods from those manufactured or sold by others and to indicate the source of the goods,
“trade name” and “commercial name” are defined in 845 of theAct, 15 U.S.C. 81127, asfollows:

The terms “trade name” and “commercial name” mean any name used by a person to identify his or
her business or vocation.
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The Trademark Act does not provide for registration of trade names. See In re Letica Corp., 226 USPQ
276, 277 (TTAB 1985) (“[T]here was aclear intention by the Congressto draw aline between indiciawhich
perform only trade name functions and indicia which perform or also perform the function of trademarks
or service marks.”).

If the examining attorney determines that matter for which registration is requested is merely atrade name,
registration must be refused both on the Principal Register and on the Supplemental Register. The statutory
basis for refusal of trademark registration on the ground that the matter is used merely as atrade nameis
881, 2, and 45 of the Trademark Act, 15 U.S.C. 881051, 1052, and 1127, and, in the case of matter sought
to be registered for services, 881, 2, 3, and 45, 15 U.S.C. 881051, 1052, 1053, and 1127.

A designation may function as both atrade name and atrademark or service mark. See InreWalker Process
Equip. Inc., 233 F.2d 329, 332, 110 USPQ 41, 43 (C.C.PA. 1956), aff’g 102 USPQ 443 (Comm'r Pats.
1954).

If subject matter presented for registration in an application is a trade name or part of a trade name, the
examining attorney must determine whether it is aso used as a trademark or service mark, by examining
the specimen and other evidence of record in the application file. See Inre Diamond Hill Farms, 32 USPQ2d
1383, 1384 (TTAB 1994) (holding that DIAMOND HILL FARMS, as used on containers for goods, is a
trade name that identifies applicant as a business entity rather than a mark that identifies applicant’s goods
and distinguishes them from those of others).

Whether matter that is atrade name (or aportion thereof) also performsthe function of atrademark depends
on the manner of its use and the probable impact of the use on customers. See In re Supply Guys, Inc., 86
USPQ2d 1488, 1491 (TTAB 2008) (finding that the use of trade name in “ Ship From” section of Federal
Express label where it serves as a return address does not demonstrate trademark use as the term appears
where customers would ook for the name of the party shipping the package); InreUnclaimed Salvage &
Freight Co., 192 USPQ 165, 168 (TTAB 1976) (“It is our opinion that the foregoing material reflects use
by applicant of the notation *UNCLAIMED SALVAGE & FREIGHT CO. merely asacommercial, business,
or trade name serving to identify applicant asaviable business entity; and that thisis or would be the general
and likely impact of such use upon the average person encountering thismaterial under normal circumstances
and conditions surrounding the distribution thereof.”); InreLytleEng'g & Mfg. Co., 125 USPQ 308 (TTAB
1960) (“'LYTLE' isapplied to the container for applicant’s goods in a style of lettering distinctly different
from the other portion of the trade name and is of such nature and prominence that it creates a separate and
independent impression.”).

The presence of an entity designator in a name sought to be registered and the proximity of an address are
both factors to be considered in determining whether a proposed mark is merely atrade name. In re Univar
Corp., 20 USPQ2d 1865, 1869 (TTAB 1991) (“[T]he mark “UNIVAR” independently projects a separate
commercia impression, dueto its presentation in adistinctively bolder, larger and different type of lettering
and, in some instances, its additional use in a contrasting color, and thus does more than merely convey
information about a corporate relationship.”); see also Book Craft, Inc. v. BookCrafters USA, Inc., 222
USPQ 724, 727 (TTAB 1984) (“That theinvoices ... plainly show ... service mark use is apparent from the
fact that, not only do the words ‘BookCrafters, Inc. appear in larger letters and a different style of print
than the address, but they are accompanied by adesign feature (the circularly enclosed ends of two books).”).

A determination of whether matter serves solely asatrade name rather than asamark requires consideration
of the way the mark is used, as evidenced by the specimen(s). Therefore, no refusal on that ground will be
issued in an intent-to-use application under 81(b) until the applicant has submitted specimen(s) of use in
conjunction with an allegation of use under 15 U.S.C. §1051(c) or 15 U.S.C. 8§1051(d).
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1202.02 Registration of Trade Dress

Trade dress congtitutes a“symbol” or “device” within the meaning of 82 of the Trademark Act, 15 U.S.C.

81052. Wal-Mart Stores, Inc. v. Samara Bros., 529 U.S. 205, 209-210, 54 USPQ2d 1065, 1065-66 (2000).
Trade dress originally included only the packaging or “dressing” of a product, but in recent years has been
expanded to encompass the design of a product. It is usually defined as the “total image and overall
appearance” of aproduct, or thetotality of the elements, and “ may include features such as size, shape, color
or color combinations, texture, graphics.” Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 764 n.1, 23
USPQ2d 1081, 1082 n.1 (1992).

Thus, trade dress includes the design of a product (i.e., the product shape or configuration), the packaging
in which a product is sold (i.e., the “dressing” of a product), the color of a product or of the packaging in
which aproduct is sold, and the flavor of aproduct. Wal-Mart, 529 U.S. at 205, 54 USPQ2d at 1065 (design
of children’s outfits constitutes product design); Two Pesos, 505 U.S. at 763, 23 USPQ2d at 1081 (interior
of arestaurant is akin to product packaging); Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 34 USPQ2d
1161 (1995) (color aone may be protectible); In re N.V. Organon, 79 USPQ2d 1639 (TTAB 2006) (flavor
is analogous to product design and may be protectible unless it is functional). However, this is not an
exhaustive list, because “amost anything at al that is capable of carrying meaning” may be used as a
“symbol” or “device” and congtitute trade dress that identifies the source or origin of a product. Qualitex,
514 U.S. at 162, 34 USPQ2d at 1162. When it is difficult to determine whether the proposed mark is product
packaging or product design, such “ambiguous’ trade dress is treated as product design. Wal-Mart , 529
U.S. at 215, 54 USPQ2d at 1066. Trade dress marks may be used in connection with goods and services.

In some cases, the nature of a potential trade dress mark may not be readily apparent. A determination of
whether the mark constitutestrade dress must beinformed by the application content, including the drawing,
the description of the mark, the identification of goods or services, and the specimen, if any. If it remains
unclear whether the proposed mark constitutes trade dress, the examining attorney may call or e-mail the
applicant to clarify the nature of the mark, or issue an Office action requiring information regarding the
nature of the mark, as well as any other necessary clarifications, such as a clear drawing and an accurate
description of the mark. 37 C.ER. §2.61(b). The applicant’s response would then confirm whether the
proposed mark istrade dress.

When an applicant applies to register a product design, product packaging, color, or other trade dress for
goods or services, the examining attorney must separately consider two substantive issues: (1) functionality;
and (2) distinctiveness. See TrafFix Devices, Inc. v. Mktg.Displays, Inc., 532 U.S. 23, 28-29, 58 USPQ2d
1001, 1004-1005 (2001); Two Pesos, 505 U.S. at 775, 23 USPQ2d at 1086; In re Morton-Norwich Prods.,
Inc., 671 F.2d 1332, 1343, 213 USPQ 9, 17 (C.C.PA. 1982) . See TMEP §81202.02(a)—1202.02(a)(Vviii)
regarding functionality and 1202.02(b)—1202.02(b)(ii) and 1212—-1212.10 regarding distinctiveness. In many
cases, arefusal of registration may be necessary on both grounds. In any application where a product design
is refused because it is functional, registration must also be refused on the ground that the proposed mark
is nondistinctive because product design is never inherently distinctive. However, since product packaging
may beinherently distinctive, in an application where product packaging isrefused asfunctional, registration
should also be refused on the ground that the proposed mark is nondistinctive. Even if it is ultimately
determined that the product packaging is not functional, the alternative basis for refusal may stand.

If aproposed trade dress mark is ultimately determined to be functional, claims and evidence that the mark
has acquired distinctiveness or secondary meaning are irrelevant and registration will be refused. TrafFix
, 532 U.S. at 33, 58 USPQ2d at 1007.
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With respect to the functionality and distinctivenessissuesin the specific context of color asamark, seeTMEP

§1202.05(a) and (b).

1202.02(a) Functionality of Trade Dress

In genera terms, trade dress is functional, and cannot serve as a trademark, if afeature of that trade dress
is"essential to the use or purpose of the article or if it affects the cost or quality of the article.” Qualitex
Co. v. Jacobson Prods. Co., 514 U.S. 159, 165, 34 USPQ2d 1161, 1163-64 (1995) (quoting Inwood Labs.,
Inc. v. lves Labs,, Inc., 456 U.S. 844, 850, n.10, 214 USPQ 1, 4, n.10 (1982)).

1202.02(a)(i) Statutory Basisfor Functionality Refusal

Before October 30, 1998, there was no specific statutory reference to functionality as a ground for refusal,
and functionality refusals were thus issued as failure-to-function refusals under 881, 2, and 45 of the
Trademark Act, 15 U.S.C. 881051, 1052, and 1127.

Effective October 30, 1998, the Technical Corrections to Trademark Act of 1946, Pub. L. No. 105-330,
8201, 112 Stat. 3064, 3069, amended the Trademark Act to expressly prohibit registration on either the
Principal or Supplemental Register of functional matter:

*  Section 2(e)(5) of the Trademark Act, 15 U.S.C. 81052(¢€)(5), prohibitsregistration on the Principal
Register of “matter that, as awhole, isfunctional .”

. Section 2(f) of theAct, 15 U.S.C. 81052(f), providesthat matter that, asawhole, isfunctional may
not be registered even on a showing that it has become distinctive.

. Section 23(c) of theAct, 15 U.S.C. 81091(c), providesthat amark that, as awhole, isfunctional
may not be registered on the Supplemental Register.

»  Section 14(3) of theAct, 15 U.S.C. 81064(3), listsfunctionality asaground that can beraised in a
cancellation proceeding more than five years after the date of registration.

. Section 33(b)(8) of the Act, 15 U.S.C. 81115(b)(8), listsfunctionality as a statutory defense to
infringement in a suit involving an incontestabl e registration.

These amendments codified case law and the longstanding USPTO practice of refusing registration of
functional matter.

1202.02(a)(ii) Purpose of Functionality Doctrine

Thefunctionality doctrine, which prohibitsregistration of functional product features, isintended to encourage
legitimate competition by maintaining a proper balance between trademark law and patent law. As the
Supreme Court explained, in Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 164-165, 34 USPQ2d
1161, 1163 (1995):

The functionality doctrine prevents trademark law, which seeks to promote competition by protecting
afirm’s reputation, from instead inhibiting legitimate competition by allowing a producer to control a
useful product feature. It is the province of patent law, not trademark law, to encourage invention by
granting inventors a monopoly over new product designs or functions for a limited time, 35 U.S.C.
Sections 154, 173, after which competitors are free to use the innovation. If a product’s functional
features could be used as trademarks, however, a monopoly over such features could be obtained
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without regard to whether they qualify as patents and could be extended forever (because trademarks
may be renewed in perpetuity).

In other words, the functionality doctrine ensures that protection for utilitarian product features be properly
sought through a limited-duration utility patent, and not through the potentially unlimited protection of a
trademark registration. Upon expiration of a utility patent, the invention covered by the patent enters the
public domain, and the functional features disclosed in the patent may then be copied by others — thus
encouraging advances in product design and manufacture. In TrafFix Devices, Inc. v. Mktg. Displays, Inc.,
532 U.S. 23, 34-35, 58 USPQ2d 1001, 1007 (2001), the Supreme Court reiterated this rationale, al'so noting
that the functionality doctrine is not affected by evidence of acquired distinctiveness.

Thus, even when the evidence establishes that consumers have cometo associate afunctional product feature
with a single source, trademark protection will not be granted in light of the public policy reasons stated.
Id.

1202.02(a)(iii) Background and Definitions
1202.02(a)(iii)(A) Functionality

Functional matter cannot be protected as a trademark. 15 U.S.C. §81052(e)(5) and (f), 1064(3), 1091(c),
and 1115(b). A feature isfunctional as a matter of law if it is“essential to the use or purpose of the article
or if it affects the cost or quality of the article.” TrafFix Devices, Inc. v. Mktg. Displays, Inc., 532 U.S. 23,
33, 58 USPQ2d 1001, 1006 (2001); Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 165, 34 USPQ2d
1161, 1163-64 (1995); Inwood Labs., Inc. v. Ives Labs., Inc., 456 U.S. 844, 850, n.10, 214 USPQ 1, 4, n.10
(1982).

While some courts had devel oped a definition of functionality that focused solely on “ competitive need” —
thus finding a particular product feature functional only if competitors needed to copy that design in order
to compete effectively — the Supreme Court held that this “was incorrect as a comprehensive definition” of
functionality. TrafFix, 532 U.S. at 33, 58 USPQ2d at 1006. The Court emphasized that where a product
feature meets the traditional functionality definition — that is, it is essential to the use or purpose of the
product or affectsitscost or quality —then the featureisfunctional, regardless of the availability to competitors
of other alternatives. 1d.; seealso Valu Eng'g, Inc. v. Rexnord Corp., 278 F.3d 1268, 1276, 61 USPQ2d
1422, 1427 (Fed. Cir. 2002) (“ Rather, we conclude that the[ TrafFix] Court merely noted that once a product
feature is found functional based on other considerations there is no need to consider the availability of
aternative designs, because the feature cannot be given trade dress protection merely because there are
aternative designs available” (footnote omitted).)

However, sincethe preservation of competition isan important policy underlying the functionality doctrine,
competitive need, although not determinative, remains a significant consideration in functionality
determinations. 1d. at 1278, 1428.

The determination that a proposed mark is functional constitutes, for public policy reasons, an absolute bar
to registration on either the Principal or the Supplemental Register, regardless of evidence showing that the
proposed mark has acquired distinctiveness. See TrafFix, 532 U.S. at 29-33, 58 USPQ2d at 1005-1007; see
also In re Controls Corp. of Am., 46 USPQ2d 1308, 1312 (TTAB 1998) (regjecting applicant’s claim that
“registration on the Supplemental Register of ade jure functional configuration is permissible if the design
is ‘capable’ of distinguishing applicant’s goods’). Thus, if an applicant responds to a functionality refusal
under 8§2(e)(5), 15 U.S.C. 81052(€)(5), by submitting an amendment seeking registration on the Supplemental
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Register that is not made in the alternative, such an amendment does not introduce a new issue warranting
anonfinal Officeaction. SeeTMEP §714.05(a)(i). Instead, the functionality refusal must be maintained and
madefinal, if appropriate, under 8823(c) and 45, 15 U.S.C. 881091(c), 1127, asthat isthe statutory authority
governing afunctionality refusal on the Supplemental Register. Additionally, for functionality refusals, the
associated nondistinctiveness refusal must be withdrawn. See In re Heatcon, Inc., 116 USPQ2d 1366, 1370
(TTAB 2015) .

See TMEP §81202.02(a)(v)—1202.02(a)(v)(D) regarding evidentiary considerations pertaining to functionality
refusals.

1202.02(a)(iii)(B) “DeJdure” and “De Facto” Functionality

Prior to 2002, the USPTO used theterms“ defacto” and“ dejure’ in assessing whether “subject matter”
(usually a product feature or the configuration of the goods) presented for registration was functional. This
distinction originated with the Court of Customs and Patent Appeals decision in In re Morton-Norwich
Prods,, Inc., 671 F.2d 1332, 213 USPQ 9 (C.C.PA. 1982) , which was discussed by the Federal Circuit in
Valu Eng'g, Inc. v. Rexnord Corp., 278 F.3d 1268, 1274, 61 USPQ2d 1422, 1425 (Fed. Cir. 2002):

Our decisions distinguish de facto functional features, which may be entitled to trademark protection, from
dejurefunctional features, which arenot. ‘ In essence, defacto functional meansthat the design of aproduct
has a function, i.e., a bottle of any design holds fluid. In re RM. Smith, Inc., 734 F.2d 1482, 1484, 222
USPQ 1, 3 (Fed. Cir. 1984). Defacto functionality does not necessarily defeat registrability. Morton-Norwich,
671 F.2d at 1337, 213 USPQ at 13 (A design that is de facto functional, i.e., ‘functional’ in the lay sense
... may belegally recognized as an indication of source.’). Dejure functionality means that the product has
aparticular shape ‘because it works better in this shape Smith, 734 F.2d at 1484, 222 USPQ at 3.

However, in three Supreme Court decisionsinvolving functionality — TrafFFix Devices, Inc. v. Mktg. Displays,
Inc., 532 U.S. 23, 58 USPQ2d 1001 (2001), Wal-Mart Sores, Inc. v. Samara Bros., 529 U.S. 205, 54
USPQ2d 1065 (2000), and Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 34 USPQ2d 1161 (1995)
—the Court did not use the * de facto/de jure” distinction. Nor were these terms used when the Trademark
Act was amended to expressly prohibit registration of matter that is “functional.” Technical Corrections to
Trademark Act of 1946, Pub. L. No. 105-330, §201, 112 Stat. 3064, 3069 (1998). Accordingly, in general,
examining attorneys no longer make this distinction in Office actions that refuse registration based on
functionality.

De facto functionality is not a ground for refusal. In re Ennco Display Sys. Inc., 56 USPQ2d 1279, 1282
(TTAB 2000) ; In re Parkway Mach. Corp., 52 USPQ2d 1628, 1631 n.4 (TTAB 1999) .

1202.02(a)(iv) Burden of Proof in Functionality Deter minations

The examining attorney must establish a primafacie case that the proposed trade dress mark sought to be
registered is functional in order to make and maintain the §2(€)(5) functionality refusal. See In re Becton,
Dickinson & Co. , 675 F.3d 1368, 1374, 102 USPQ2d 1372, 1376 (Fed. Cir. 2012); Textron, Inc. v. U.S,
Int'l Trade Comm'n, 753 F.2d 1019, 1025, 224 USPQ 625, 629 (Fed. Cir. 1985); In re R.M. Smith, Inc.,

734 F.2d 1482, 1484, 222 USPQ 1, 3 (Fed. Cir. 1984). To do so, the examining attorney must not only
examine the application content (i.e., the drawing, the description of the mark, the identification of goods
or services, and the specimen, if any), but also conduct independent research to obtain evidentiary support
for the refusal. In applications where there is reason to believe that the proposed mark may be functional,
but the evidence is lacking to issue the 8§2(€)(5) refusal in the first Office action, a request for information
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pursuant to 37 C.ER. 82.61(b) must be issued to obtain information from the applicant so that an informed
decision about the validity of the functionality refusal can be made.

The burden then shifts to the applicant to present “competent evidence” to rebut the examining attorney’s
prima facie case of functionality. See In re Becton, Dickinson & Co., 675 F.3d at 1374, 102 USPQ2d at
1374; Textron, Inc. v. U.S Int'l Trade Comm'n, 753 F.2d at 1025, 224 USPQ at 629; Inre R.M. Smith, Inc.,
734 F.2d at 1484, 222 USPQ at 3; InreBio-MedicusInc., 31 USPQ2d 1254, 1257 n.5 (TTAB 1993). The
“competent evidence” standard requires proof by preponderant evidence. In re Becton, Dickinson & Co.,
675 F.3d at 1374, 102 USPQ2d at 1377.

The functionality determination is a question of fact, and depends on the totality of the evidence presented
in each particular case. InreBecton, Dickinson & Co., 675 F.3d at 1372, 102 USPQ2d at 1375; Valu Eng'g,
Inc. v. Rexnord Corp., 278 F.3d 1268, 1273, 61 USPQ2d 1422, 1424 (Fed. Cir. 2002); In re Udor U.SA.,
Inc., 89 USPQ2d 1978, 1979 (TTAB 2009) ; In re Caterpillar Inc., 43 USPQ2d 1335, 1338 (TTAB 1997)
. Whilethereis no set amount of evidence that an examining attorney must present to establish aprimafacie
case of functionality, it is clear that there must be evidentiary support for the refusal in the record. Seg, e.g.,
InreMorton-Norwich Prods.,, Inc., 671 F.2d 1332, 1342, 213 USPQ 9, 16-17 (C.C.PA. 1982) (admonishing
both the examining attorney and the Board for failing to support the functionality determination with even
“oneiotaof evidence”).

If the design sought to be registered as a mark is the subject of a utility patent that discloses the feature's
utilitarian advantages, the applicant bears an especialy “heavy burden of showing that the feature is not
functional” and “ overcoming the strong evidentiary inference of functionality.” TrafFix Devices, Inc. v.
Mktg. Displays, Inc., 532 U.S. 23, 30, 58 USPQ2d 1001, 1005 (2001); Udor U.SA., Inc., 89 USPQ2d at
1979-80; seeTMEP §1202.02(a)(V)(A).

1202.02(a)(v) Evidence and Considerations Regarding Functionality Deter minations

A determination of functionality normally involves consideration of one or more of the following factors,
commonly known asthe“ Morton-Norwich factors’:

(D) theexistence of autility patent that discloses the utilitarian advantages of the design sought to be
registered;

(2) advertising by the applicant that touts the utilitarian advantages of the design;

(3) facts pertaining to the availability of aternative designs; and

(4) facts pertaining to whether the design results from a comparatively simple or inexpensive method
of manufacture.

In re Becton, Dickinson & Co., 675 F.3d 1368, 1374-75, 102 USPQ2d 1372, 1377 (Fed. Cir. 2012); Inre
Morton-Norwich Prods., Inc., 671 F.2d 1332, 1340-1341, 213 USPQ 9, 15-16 (C.C.PA. 1982) .

Since relevant technical information is often more readily available to an applicant, the applicant will often
be the source of most of the evidence relied upon by the examining attorney in establishing a prima facie
case of functionality in an ex parte case. In re Teledyne Indus. Inc. , 696 F.2d 968, 971, 217 USPQ 9, 11
(Fed. Cir. 1982); In re Witco Corp., 14 USPQ2d 1557, 1560 (TTAB 1989) . Therefore, in an application
for a trade dress mark, when there is reason to believe that the proposed mark may be functional, the
examining attorney must perform asearch for evidence to support the Morton-Norwich factors. In applications
where there is reason to believe that the proposed mark may be functional, the first Office action must
include a request for information under 37 C.ER. 82.61(b), requiring the applicant to provide information
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necessary to permit an informed determination concerning the functionality of the proposed mark. See In
re Babies Beat Inc., 13 USPQ2d 1729, 1731 (TTAB 1990) (finding that registration is properly refused
where applicant failed to comply with examining attorney’s request for copies of patent applications and
other patent information). Such a request should be issued for most product design marks.

Accordingly, the examining attorney’s request for information should pertain to the Morton-Norwich factors
and: (1) ask the applicant to provide copies of any patent(s) or any pending or abandoned patent application(s);
(2) ask the applicant to provide any available advertising, promotional, or explanatory material concerning
the goods/services, particularly any material specificaly related to the features embodied in the proposed
mark; (3) inquire of the applicant whether aternative designs are available; and (4) inquire whether the
features sought to be registered make the product easier or cheaper to manufacture. The examining attorney
should examine the specimen(s) for information relevant to the Morton-Norwich factors, and conduct
independent research of applicant’s and competitors’ websites, industry practice and standards, and legal
databases such as LexisNexis®. The examining attorney may also consult USPTO patent records.

It is not necessary to consider all the Morton-Norwich factorsin every case. The Supreme Court held that
“[w]herethedesignisfunctional under the Inwood formulation thereisno need to proceed further to consider
if there is a competitive necessity for the feature” TrafFix Devices, Inc. v. Mktg. Displays, Inc., 532 U.S.
23, 33,58 USPQ2d 1001, 1006 (2001). Moreover, thereisno requirement that all four of the Morton-Norwich
factorsweigh in favor of functionality to support arefusal. SeeValu Eng'g, Inc. v. Rexnord Corp., 278 F.3d
1268, 1276, 61 USPQ2d 1422, 1427 (Fed. Cir. 2002) (“once a product feature is found functional based on
other considerationsthereisno need to consider the availability of alternative designs’); In re Pohl-Boskamp
GmbH & Co., 106 USPQ2d 1042 (TTAB 2013) (finding the flavor peppermint functional for nitroglycerin
lingual spray based on evidence that peppermint oil, which imparts aflavor of peppermint, can improve the
effectiveness of sublingual nitroglycerin spray); InreUdor U.SA., Inc., 89 USPQ2d 1978 (TTAB 2009)
(affirming the functionality refusal of “around disk head on a sprayer nozzle” where the third and fourth
factors showed that applicant’s competitors manufactured and marketed spray nozzleswith similar features,
the shape was preferred in theindustry, and it appeared efficient, economical, and advantageous, even though
applicant’s utility patent and advertising did not weigh in favor of functionality); Inre N.V. Organon, 79
USPQ2d 1639 (TTAB 2006) (holding orangeflavor for pharmaceuticalsto befunctiona based on applicant’s
touting of the utilitarian advantages of the flavor and the lack of evidence of acceptable alternatives, even
though the mark was not the subject of a patent or patent application and there was no evidence that the
flavor affected the cost of the product); In re Gibson Guitar Corp., 61 USPQ2d 1948 (TTAB 2001) (finding
that since there was no utility patent, and no evidence that applicant’s guitar configuration resulted from a
simpler or cheaper method of manufacture, these factors did not weigh in Board's decision).

Evidence that the proposed mark is the subject of a utility patent that discloses the utilitarian advantages of
the configuration at issue can be sufficient in itself to support a functionality refusal. TrafFix, 532 U.S. at
33, 58 USPQ2d at 1007 (“There is no need, furthermore, to engage ... in speculation about other design
possibilities”); In re Howard Leight Indus., LLC, 80 USPQ2d 1507, 1515 (TTAB 2006) (“*[W]e find that
applicant's expired utility patent, which specifically discloses and claims the utilitarian advantages of
applicant's earplug configuration and which clearly shows that the shape at issue ‘affects the . . . quality of
the device, is a sufficient basis in itself for finding that the configuration is functional, given the strong
weight to be accorded such patent evidence under TrafFix.”). See TMEP 8§1202.02(a)(v)(A) for further
discussion of utility patents.

It is important that the functionality inquiry focus on the utility of the feature or combination of features
claimed as protectabletrade dress. Morton-Norwich, 671 F.2d at 1338, 213 USPQ at 13. Generally, dissecting
the design into its individual features and analyzing the utility of each separate feature does not establish
that the overall design isfunctional. Seel5 U.S.C. §1052(e)(5); Teledyne, 696 F.2d at 971, 217 USPQ at
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11. However, it is sometimes helpful to analyze the design from the standpoint of its various features.
See Elmer v. ICC Fabricating Inc., 67 F.3d 1571, 1579-80, 36 USPQ2d 1417, 1422-23 (Fed. Cir. 1995)
(rejecting the argument that the combination of individually functional featuresin the configuration resulted
in an overall nonfunctional product design); Inre RM. Smith, Inc., 734 F.2d 1482, 1484, 222 USPQ 1, 2
(Fed. Cir. 1984) (affirming the functionality determination, where the Board had initially considered the six
individual features of the design, and then had concluded that the design as a whole was functional); In re
Controls Corp. of Am., 46 USPQ2d 1308, 1312 (TTAB 1998) (finding the entire configuration at issue
functional because it consisted of several individual features, each of which was functional in nature).

Where the evidence shows that the overall designisfunctional, the inclusion of afew arbitrary or otherwise
nonfunctional featuresin the design will not change the result. See In re Becton, Dickinson & Co., 675 F.3d
at 1374, 102 USPQ2d at 1376; Textron, Inc. v. U.S. Int’'l Trade Comm'n, 753 F.2d 1019, 1025, 224 USPQ
625, 628-29 (Fed. Cir. 1985); In re Vico Prods. Mfg. Co., 229 USPQ 364, 368 (TTAB 1985) .

In the limited circumstances where a proposed trade dress mark is not functional overall, but contains
insignificant elements that are functional, the examining attorney must issue a requirement for an amended
drawing and allow applicant to remove or delete the functional elements from the drawing or depict them
in broken or dotted linesto indicate that they are not features of the mark. See TMEP §1202.02(c)(i) regarding
drawings in trade dress applications.

The question of whether a product featureis “functional” should not be confused with whether that product
feature performsa*“function” (i.e., itis defacto functional) or “failsto function” asatrademark. See TMEP
81202.02(a)(iii)(B) regarding defacto functionality. Usually, most objects perform afunction, for example,
a bottle holds liquid and a lamp provides light. However, only certain configurations that allow an object
to work better are functional under 82(e)(5). As the Morton-Norwich court noted, "it is the 'utilitarian’
design of a'utilitarian’ object with which we are concerned.” 671 F.2d at 1338, 213 USPQ at 14. Similarly,
a product feature that is deemed not functiona under 82(e)(5) may lack distinctiveness such that it fails to
function asatrademark under 8§81, 2, and 45 of the Trademark Act. See TM EP §81202.02(b)—1202.02(b)(ii)
for distinctiveness of trade dress.

1202.02(a)(v)(A) Utility Patents and Design Patents
Utility Patents

Utility patents cover theinvention or discovery of anew and useful process, machine, article of manufacture,
or composition of matter, or any new and useful improvement thereof. 35 U.S.C. 8101.

In TrafFix Devices, Inc. v. Mktg. Displays, Inc., 532 U.S. 23, 29-30, 58 USPQ2d 1001, 1005 (2001), the
Supreme Court resolved a circuit split regarding the proper weight to be afforded a utility patent in the
functionality determination, stating:

A utility patent is strong evidence that the featurestherein claimed are functional. If trade dress protection
is sought for those features the strong evidence of functionality based on the previous patent adds great
weight to the statutory presumption that features are deemed functional until proved otherwise by the
party seeking trade dress protection. Where the expired patent claimed the features in question, one
who seeks to establish trade dress protection must carry the heavy burden of showing that the feature
isnot functional, for instance by showing that it is merely an ornamental, incidental, or arbitrary aspect
of the device.
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See In re Becton, Dickinson & Co., 675 F.3d 1368, 1375, 102 USPQ2d 1372, 1377 (Fed. Cir. 2012) (utility
patent supported functionality of closure cap for blood-collection tubes); In re Bose Corp., 772 F.2d 866,
227 USPQ 1 (Fed. Cir. 1985) (shape of loudspeaker system enclosure found functional, per patent disclosure
containing evidence of functionality); In re Dietrich, 91 USPQ2d 1622 (TTAB 2009) (patent evidence
supported bicycle wheel configuration was functional); Inre Udor U.SA., Inc., 89 USPQ2d 1978 (TTAB
2009)(functionality of spray nozzle head not supported by patent claims); In re Visual Commc’ns Co., 51
USPQ2d 1141 (TTAB 1999) (patent disclosed functionality of light-emitting diode housings); In re Edward
i Prods,, Inc., 49 USPQ2d 2001 (TTAB 1999) (ski mask found functional based on patent evidence); In
re Caterpillar Inc., 43 USPQ2d 1335 (TTAB 1997) (patent disclosures supported functionality of elevated
sprocket configuration).

The Court in TrafFix went on to hold that where the evidenceincludes a utility patent that claimsthe product
features at issue, it is unnecessary to consider evidence relating to the availability of aternative designs:

Thereisno need, furthermore, to engage, asdid the Court of Appeals, in speculation about other design
possibilities, such as using three or four springs which might serve the same purpose. Here, the
functionality of the spring design means that competitors need not explore whether other spring
juxtapositions might be used. The dual-spring design is not an arbitrary flourish in the configuration
of MDI’s product; it is the reason the device works. Other designs need not be attempted.

TrafFix, 532 U.S. at 33-34, 58 USPQ2d at 1007 (citation omitted).

Therefore, when presented with facts similar to those in TrafFix (i.e., where there is a utility patent
establishing the utilitarian nature of the product design at issue), the examining attorney may properly issue
a final functionality refusal based primarily on the utility patent. In re Howard Leight Indus., LLC , 80
USPQ2d 1507, 1515 (TTAB 2006). Where functionality appears to be an issue, in the first Office action,
the examining attorney should ask the applicant to provide copies of any active, pending, or expired patent(s),
and any pending or abandoned patent application(s). 37 C.ER. §2.61(b). See Valu Eng'g, Inc. v. Rexnord
Corp., 278 F.3d 1268, 1279, 61 USPQ2d 1422, 1429 (Fed. Cir. 2002) (“We agree with the Board that an
abandoned patent application should be considered under the first Morton-Norwich factor, because an
applied-for utility patent that never issued has evidentiary significance for the statements and claims made
in the patent application concerning the utilitarian advantages, just as an issued patent has evidentiary
significance.”).

Itisnot necessary that the utility patent be owned by the applicant; athird-party utility patent is also rel evant
to the functionality determination, if the patent claims the features in the product design sought to be
registered. See ASHoldings, Inc. v. H & C Milcor, Inc., 107 USPQ2d 1829, 1834-35 (TTAB 2013); Inre
Mars, Inc., 105 USPQ2d 1859, 1861 (TTAB 2013); Inre Dietrich, 91 USPQ2d at 1627; In re Am. Nat'l|
Can Co., 41 USPQ2d 1841, 1843 (TTAB 1997) ; In re Virshup, 42 USPQ2d 1403, 1405 (TTAB 1997) ; In
re Cabot Corp., 15 USPQ2d 1224 (TTAB 1990) . In addition, athird-party patent may include other evidence
directly related to the functionality of aproposed mark. In Pohl-Boskamp GmbH & Co., the applicant sought
to register the flavor of peppermint for use in connection with pharmaceutical preparations of nitroglycerin
in the form of alingua spray. The examining attorney made of record a third-party patent that described
the results of two studies demonstrating that peppermint oil had therapeutic properties in the applicant’s
field of goods. In re Pohl-Boskamp GmbH & Co., 106 USPQ2d 1042, 1046-48 (TTAB 2013) . Therefore,
the examining attorney may also consult patent databases, including the USPTO's patent records, to see if
utility patents owned by applicant’s competitors disclose the functional advantages of the product design
that the applicant seeks to register.
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It isimportant to read the patent to determine whether the patent actually claims the features presented in
the proposed mark. If it does, the utility patent is strong evidence that the particular product features claimed
astradedressare functional. If it doesnot, or if the features are referenced in the patent, but only asarbitrary
or incidental features, then the probative value of the patent as evidence of functionality is substantially
diminished or negated entirely. TrafFix, 532 U.S. at 34, 58 USPQ2d at 1007 (noting that where amanufacturer
seeks to protect arbitrary, incidental, or ornamental features of a product found in the patent claims, such
as arbitrary curves in the legs or an ornamental pattern painted on the springs, functionality will not be
established if the manufacturer can prove that those aspects do not serve a purpose within the terms of utility
patent); In re Udor U.SA., Inc., 89 USPQ2d 1978, 80-82 (TTAB 2009) (finding that where the patent’s
language and a detailed comparison between the identified features of the patent drawing with the visible
features of the trademark drawing established that the patent claims involved components neither shown
nor described in the trademark design, the utility patent did not support afinding of functionality); seealso
Black & Decker Inc. v. Hoover Serv. Ctr., 886 F.2d 1285, 12 USPQ2d 1250 (Fed. Cir. 1989) (lower court’s
reliance on and misinterpretation of a patent not in evidence as support for a finding of functionality was
clear error); In re Zippo Mfg. Co., 50 USPQ2d 1852 (TTAB 1999) (configuration of cigarette lighter not
functiona since patent covered dightly different exterior features and claimed internal mechanism); In re
Weber-Sephen Prods. Co., 3 USPQ2d 1659 (TTAB 1987) (patent evidence did not show utilitarian advantages
of barbeque grill design sought to be registered). Where a utility patent claims more than what is sought to
be registered, this fact does not establish the nonfunctionality of the product design, if the patent shows that
the feature claimed as a trademark is an essential or integral part of the invention and has utilitarian
advantages. Cf. TrafFix, 532 U.S. at 31, 58 USPQ2d at 1006-07 (nothing in the applied-for dual-spring
traffic sign design pointed to arbitrary features).

The examining attorney should consider both the numbered claims and the disclosures in the written
description, drawings, and abstract of the patent. In Leight, the Board found functionality based on both
the claims and the disclosure. The Board rejected the applicant’s argument that the examining attorney erred
in looking to the claims made in applicant’s patent, noting that the Supreme Court in TrafFix repeatedly
referred to a patent’s claims as evidence of functionality. Leight, 80 USPQ2d at 1510-11. The examining
attorney should also consider other evidence described in a patent that is relevant to the functionality of the
mark at issue. In re Pohl-Boskamp GmbH & Co., 106 USPQ2d at 1046-47.

Statements regarding utilitarian advantages of the design made in the course of the prosecution of the patent
application can also be very strong evidence of functionality. TrafFix, 532 U.S. at 32, 58 USPQ2d at 1006
(“These statements [regarding specific functional advantages of the product design] made in the patent
applications and in the course of procuring the patents demonstrate the functionality of the design. MDI
does not assert that any of these representations are mistaken or inaccurate, and thisisfurther strong evidence
of the functionality of the dual-spring design.”); M-5 Seel Mfg., Inc. v. O’'Hagin’s Inc., 61 USPQ2d 1086,
1096 (TTAB 2001) .

The fact that the proposed mark is not the subject of a utility patent does not establish that a feature of the
proposed mark is nonfunctional. TrafFix, 532 U.S. at 32, 35, 58 USPQ2d at 1006-07; In re Gibson Guitar
Corp., 61 USPQ2d 1948, 1950 n.3, (TTAB 2001) .

Design Patents

Design patents cover the invention of a new, original, and ornamental design for an article of manufacture.
35 U.S.C. 8171. A design patent is a factor that weighs against a finding of functionality, because design
patents by definition protect only ornamental and nonfunctional features. However, ownership of adesign
patent does not in itself establish that a product feature is nonfunctional, and can be outweighed by other
evidence supporting the functionality determination. See In re Becton, Dickinson & Co., 675 F.3d at 1375,
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102 USPQ2d at 1377; Inre RM. Smith, Inc., 734 F.2d 1482, 1485, 222 USPQ 1, 3 (Fed. Cir. 1984);
Caterpillar, 43 USPQ2d at 1339; Am. Nat’l Can Co., 41 USPQ2d at 1843; In reWtco Corp., 14 USPQ2d
1557, 1559 (TTAB 1989).

1202.02(a)(v)(B) Advertising, Promotional, or Explanatory Material in Functionality
Deter minations

The applicant’s own advertising touting the utilitarian aspects of its product design or product packaging is
often strong evidence supporting afunctionality refusal. See, e.g., In re Becton, Dickinson & Co., 675 F.3d
1368, 1375-76, 102 USPQ2d 1372, 1377-78 (Fed. Cir. 2012); ASHoldings, Inc. v. H & C Milcor, Inc., 107
USPQ2d 1829 (TTAB 2013); Kistner Concrete Prods., Inc. v. Contech Arch Techs., Inc., 97 USPQ2d 1912
(TTAB 2011) ; Mag Instrument, Inc. v. Brinkmann Corp., 96 USPQ2d 1701 (TTAB 2010); Inre N.V.
Organon, 79 USPQ2d 1639 (TTAB 2006); In re Gibson Guitar Corp., 61 USPQ2d 1948 (TTAB 2001) ;
M-5 Seel Mfg., Inc. v. O'Hagin's Inc., 61 USPQ2d 1086 (TTAB 2001); In re Visual Commc’'ns Co., 51
USPQ2d 1141 (TTAB 1999) ; In re Edward Ski Prods., Inc., 49 USPQ2d 2001 (TTAB 1999) ; In re
Caterpillar Inc., 43 USPQ2d 1335 (TTAB 1997) ; InreBio-MedicusInc., 31 USPQ2d 1254 (TTAB 1993);
In reWitco Corp., 14 USPQ2d 1557 (TTAB 1989).

An applicant will often assert that statementsin its promotional materials touting the utilitarian advantages
of the product feature are mere “puffery” and, thus, entitled to little weight in the functionality analysis.
However, where the advertising statements clearly emphasize specific utilitarian features of the design
claimed as amark, the Board will reject such assertions of “puffing.” See, e.g., Gibson Guitar, 61 USPQ2d
at 1951; Goodyear Tire and Rubber Co. v. Interco Tire Corp., 49 USPQ2d 1705, 1716-17 (TTAB 1998) ;
Bio-Medicus, 31 USPQ2d at 1260 (TTAB 1993); Witco, 14 USPQ2d at 1559-61 (TTAB 1989).

In Gibson Guitar, the Board found the design of a guitar body to be functional, noting that applicant’s
literature clearly indicated that the shape of applicant’s guitar produced a better musical sound. Applicant’s
advertisements stated that “[t]his unique body shape creates a sound which is much more balanced and less
‘muddy’ than other ordinary dreadnought acoustics.” 61 USPQ2d at 1951.

Where functionality appears to be an issue, in the first Office action, the examining attorney must ask the
applicant to provide any available advertising, promotional, or explanatory material concerning the
goods/services, particularly any material specifically related to the features embodied in the proposed mark.
37 C.F.R. §2.61(b). The examining attorney should also examine the specimen(s), and check to see if the
applicant has a website on which the product is advertised or described.

In addition, examining attorney may check the websites of applicant's competitors for evidence of
functionality. See In re Van Valkenburgh, 97 USPQ2d 1757, 1762-63, (TTAB 2011) ; Gibson Guitar, 61
USPQ2d at 1951. Industry and trade publications and computer databases may also be consulted to determine
whether others offer similar designs and features or have written about the applicant’ sdesign and itsfunctional
features or characteristics. In Gibson Guitar, the record included an advertisement obtained from the website
of a competitor whose guitar appeared to be identical in shape to applicant’s configuration, touting the
acoustical advantages of the shape of the guitar. 61 USPQ2d at 1951.

1202.02(a)(v)(C) Availability of Alternative Designsin Functionality Deter minations

An applicant attempting to rebut a primafacie case of functionality will often submit evidence of alternative
designs to demonstrate that there is no “competitive need” in the industry for the applicant’s particular
product design. SeeTMEP §1202.02(a)(iii)(A). In order to be probative, the aternative design evidence
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must pertain to the same category of goods as the applicant’s goods. See, e.g., In re Zippo Mfg. Co., 50
USPQ2d 1852, 1854 (TTAB 1999) ; Inre EBSCO Indus. Inc., 41 USPQ2d 1917, 1920 (TTAB 1997) .

However, in TrafFix Devices, Inc. v. Mktg. Displays, Inc., 532 U.S. 23, 58 USPQ2d 1001 (2001), the
Supreme Court clearly indicated that if the record shows that a design is essential to the use or purpose of
aproduct, or if it affects the cost or quality of the product, it is unnecessary to consider whether thereis a
competitive need for the product feature. The Court explained:

[W]e have said “in general terms, a product feature is functional, and cannot serve as a trademark, if
it is essential to the use or purpose of the article or if it affects the cost or quality of the article.”

Expanding upon the meaning of this phrase, we have observed that a functional feature is one the
“exclusive use of [which] would put competitors at a significant non-reputation-rel ated disadvantage.”

The Court of Appealsin theinstant case seemed to interpret thislanguage to mean that a necessary test
for functionality is “whether the particular product configuration is a competitive necessity.” . . . This
was incorrect as a comprehensive definition. As explained in Qualitex, supra, and Inwood, supra, a
feature is also functional when it is essential to the use or purpose of the device or when it affects the
cost or quality of thedevice. .. Wherethe design is functional under the Inwood formulation thereis
no need to proceed further to consider if there is a competitive necessity for the feature.

* % %

There is no need, furthermore, to engage, as did the Court of Appeals, in speculation about other
design possihilities, such as using three or four springs which might serve the same purpose. Here, the
functionality of the spring design means that competitors need not explore whether other spring
juxtapositions might be used. The dual-spring design is not an arbitrary flourish in the configuration
of MDI’s product; it is the reason the device works. Other designs need not be attempted (emphasis
added).

TrafFix, 532 U.S. at 32-34, 58 USPQ2d at 1006-1007 (citations and additional internal quotations omitted);
see also In re Becton, Dickinson & Co., 675 F.3d 1368, 1376, 102 USPQ2d 1372, 1378 (Fed. Cir. 2012)
(quoting Valu Eng’g Inc. v. Rexnord Corp., 278 F.3d 1268, 1276, 61 USPQ2d 1422, 1427 (Fed. Cir. 2002))
(“[17f functionality is found based on other considerations, there is ‘no need to consider the availability of
aternative designs, because the feature cannot be given trade dress protection merely because there are
aternative designs available.’”).

Nonetheless, since the preservation of competition is an important policy underlying the functionality
doctrine, competitive need generally remains an important factor in afunctionality determination. See Valu
Eng'g, Inc., 278 F.3d at 1277, 61 USPQ2d at 1428 (“[1]n determining ‘functionality,” the Board must assess
the effect registration of amark would have on competition.”).

Accordingly, the examining attorney should regquest information about alternative designs in the initia
Office action, pursuant to 37 C.E.R. 82.61(b), i.e., inquire whether alternative designs are available for the
feature embodied in the proposed mark and whether the alternatives are more costly to produce.

Where the evidence indicates that the applicant’s configuration is the best or one of afew superior designs
available, thisevidence will strongly support afinding of functionality. See, e.g., InreDietrich, 91 USPQ2d
1622, 1636 (TTAB 2009) (“[ T]he question is not whether there are alternative designsthat perform the same
basic function, but whether the available designs work ‘equally well.”) (citation omitted); In re N.V.
Organon, 79 USPQ2d 1639, 1645-46 (TTAB 2006) (concluding that, since the record showed that orange
flavor is one of the most popular flavors for medicine, it cannot be said that there are true or significant
number of alternatives); In re Gibson Guitar Corp., 61 USPQ2d 1948, 1951 (TTAB 2001) (finding that
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applicant had not shown there were alternative guitar shapesthat could produce the same sound as applicant’s
configuration, and noting that the record contained an adverti sement obtained from the website of acompetitor,
whose guitar appeared to be identical in shape to applicant’s configuration, which stated that the shape of
the guitar produces a better sound).

A configuration of a product or its packaging that embodies a superior design feature and provides a
competitive advantage to the user isfunctional. In N.V. Organon, 79 USPQ2d at 1648-49, the Board found
that by masking the unpleasant taste of the medicinal ingredients in pharmaceuticals, “flavor performs a
utilitarian function that cannot be monopolized without hindering competition in the pharmaceutical trade.
To dlow registration of ‘an orangeflavor’ asatrademark would give applicant potentially perpetual protection
for this flavor, resulting in hindrance of competition.”

Functionality may be established by asingle competitively significant application in therecited identification
of goods, evenif thereis no anticompetitive effect in other areas of use, since competitorsin that single area
could be adversely affected. Valu Eng'g, 278 F.3d at 1278, 61 USPQ2d at 1428 (“[I]f the Board identifies
any competitively significant single use in the recited identification of goodsfor which the mark asawhole
isfunctional, the Board should deny registration.”).

If evidence shows the existence of anumber of functionally equival ent alternative designs that work “equally
well,” such that competitors do not need applicant’s design to compete effectively, this factor may not
support functionality. Dietrich, 91 USPQ2d at 1636, citing Valu Eng'g, 278 F.3d at 1276, 61 USPQ2d at
1427. However, once deemed functional under other Morton-Norwich factors, the claimed trade dress
cannot be registered merely because there are functionally equivalent aternative designs. Valu Eng'g, 278
F.3d at 1276, 61 USPQ2d at 1427. Existence of comparabl e aternative designs does not transform afunctional
design into a nonfunctional design. Id.

1202.02(a)(v)(D) Easeor Economy of Manufacturein Functionality Deter minations

A product feature is functional if it is essential to the use or purpose of the product or if it affects the cost
or quality of the product. Inwood Laboratories, Inc. v. Ives Laboratories, Inc., 456 U.S. 844, 850 n.10, 214
USPQ 1, 4 n.10 (1982) (emphasis added). Therefore, a showing that a product design or product packaging
results from a comparatively simple or inexpensive method of manufacture will support a finding that the
claimed trade dress is functional .

In many cases, thereislittle or no evidence pertaining to thisfactor. However, the examining attorney should
still ask the applicant for information, under 37 C.E.R. §2.61(b), asto whether the subject design makes the
product simpler or less costly to manufacture, since evidence on this issue weighs strongly in favor of a
finding of functionality. See, e.g., TrafFix Devices, Inc. v. Mktg. Displays, Inc., 532 U.S. 23, 32, 58 USPQ2d
1001, 1006 (2001); In re Virshup, 42 USPQ2d 1403, 1407 (TTAB 1997) . Statements pertaining to the cost
or ease of manufacture may sometimes also be found in informational or advertising materials. See M-5
Seel Mfg., Inc. v. O'Hagin’'sInc., 61 USPQ2d 1086, 1097 (TTAB 2001) (statementsin promotional material
that applicant’s design results in reduced installation costs found to be evidence of the functionality of
applicant’s configurations of metal ventilating ducts and vents for tile or concrete roofs).

While evidence showing that a product feature results from a comparatively simple or inexpensive method
of manufacture supports afinding that the design is functional, the opposite is not necessarily the case. That
is, assertions by the applicant that its design is more expensive or more difficult to make, or that the design
doesnot affect the cost, will not establish that the configuration isnot functional. Inre Dietrich, 91 USPQ2d
1622, 1637 (TTAB 2009) (“Even at a higher manufacturing cost, applicant would have a competitive
advantage for what is essentially, as claimed in the patents, a superior quality wheel.”); In re N.V. Organon,
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79 USPQ2d 1639, 1646 (TTAB 2006) . Designsthat work better or serve amore useful purpose may, indeed,
be more expensive and difficult to produce.

1202.02(a)(vi) Aesthetic Functionality

“Aesthetic functionality” refersto situations where the feature may not provide atruly utilitarian advantage
in terms of product performance, but provides other competitive advantages. For example, in Brunswick
Corp. v. British Seagull Ltd., 35 F.3d 1527, 1531, 1533, 32 USPQ2d 1120, 1122, 1124 (Fed. Cir. 1994),

cert. denied, 514 U.S. 1050 (1995), the Federa Circuit affirmed the Board's determination that the color
black for outboard motorswas functional because, whileit had no utilitarian effect on the mechanical working
of the engines, it nevertheless provided other identifiable competitive advantages, i.e., ease of coordination
with avariety of boat colors and reduction in the apparent size of the engines.

The concept of “aesthetic functionality” (as opposed to “ utilitarian functionality”) has for many years been
the subject of much confusion. While the Court of Customs and Patent A ppeal s (the predecessor to the Court
of Appeals for the Federal Circuit) appeared to reject the doctrine of aesthetic functionality in In re DC
Comics, Inc., 689 F.2d 1042, 1047-1050, 215 USPQ 394, 399-401 (C.C.PA. 1982) , the Supreme Court
later referred to aesthetic functionality as avalid legal concept in TrafFix Devices, Inc. v. Mktg. Displays,
Inc., 532 U.S. 23, 33, 58 USPQ2d 1001, 1006 (2001). The confusion regarding aesthetic functionality stems
in part from widespread misuse of the term “ aesthetic functionality” in casesinvolving ornamentation i Ssues,
with some courts having mistakenly expanded the category of “functional” marks to include matter that is
solely ornamental, essentially on the theory that such matter servesan “aesthetic function” or “ornamentation
function.” It is this incorrect use of the term “aesthetic functionality” in connection with ornamentation
cases that was rejected by the Court of Customs and Patent Appeals. See In re DC Comics, Inc., 689 F.2d
1042, 1047-1050, 215 USPQ 394, 397, 399-401 (C.C.PA. 1982) (mgjority opinion and Rich, J., concurring)
(holding, in acase involving features of toy dolls, that the Board had improperly “intermingled the concepts
of utilitarian functionality and what has been termed * aesthetic functionality;’” and rejecting the concept of
aesthetic functionality whereit isused asasubstitute for “the more traditional source identification principles
of trademark law,” such as the ornamentation and functionality doctrines).

Where the issue presented is whether the proposed mark is ornamental in nature, it isimproper to refer to
“aesthetic functionality,” because the doctrine of “functionality” is inapplicable to such cases. The proper
refusal is that the matter is ornamental and, thus, does not function as a mark under 881, 2, and 45 of the
Trademark Act, 15 U.S.C. 881051, 1052, and 1127. See TMEP §8§1202.03-1202.03(g) regarding
ornamentation.

The Supreme Court’s use of the term “ aesthetic functionality” in the TrafFix case appears limited to cases
where the issue is one of actual functionality, but where the nature of the proposed mark makes it difficult
to evaluate the functionality issue from a purely utilitarian standpoint. Thisisthe case with color marks and
product features that enhance the attractiveness of the product. The color or feature does not normally give
the product a truly utilitarian advantage (in terms of making the product actually perform better), but may
still be found to be functional because it provides other real and significant competitive advantages and,
thus, should remain in the public domain. See Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 165, 34
USPQ2d 1161, 1163-1164 (1995) (stating that a product color might be considered functional if itsexclusive
use “would put competitors at a significant non-reputation-related disadvantage,” even where the color was
not functional in the utilitarian sense).

In M-5 Seel Mfg., Inc. v. O’ Hagin’sInc., 61 USPQ2d 1086, 1096 (TTAB 2001) , the Board considered the

proper use of the aesthetic functionality doctrine in connection with product designs for metal ventilating
ducts and ventsfor tile or concrete roofs:
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This case seems to involve elements of both utilitarian and aesthetic functionality. Here, for example,
thereisevidence of utility in applicant’s patent application, aswell as statementstouting the superiority
of applicant’sdesign in applicant’s promotional literature, and statementsthat applicant’s design results
in reduced costs of instalation. On the other hand, there is no question that applicant’s roof designs
which match the appearance of surrounding roof tiles are more pleasing in appearance because the
venting tiles in each case are unobtrusive.

Citing extensively from the TrafFix, Qualitex, and Brunswick cases, the Board concluded that the product
designs were functional for a combination of utilitarian and aesthetic reasons. 1d. at 1097.

Notethat thistype of functionality determination —while employed in connection with anormally “ aesthetic”
feature such as color — is a proper use of the functionality doctrine, necessitating a 82(e)(5) refusal where
the evidence establishes that a color or other matter at issue provides identifiable competitive advantages
and, thus, should remain in the public domain. In In re Florists' Transworld Delivery Inc., 106 USPQ2d
1784 (TTAB 2013) , for example, the record included evidence reflecting that, in the floral industry, color
has significance and communicates particular messages (e.g., €legance, bereavement, Halloween), which
extend to floral packaging. The Board found, therefore, that the examining attorney had demonstrated a
competitive need for othersin theindustry to use black in connection with floral arrangements and packaging
therefor and concluded that the proposed mark was functional under 82(e)(5). This is the opposite of an
ornamentation refusal, where the matter at issue serves no identifiable purpose other than that of pure
decoration.

Generaly speaking, examining attorneys should exercise caution in the use of the term “aesthetic
functionality,” in light of the confusion that historically has surrounded thisissue. In most situations, reference
to aesthetic functionality will be unnecessary, since a determination that the matter sought to be registered
is purely ornamental in nature will result in an ornamentation refusal under 881, 2, and 45 of the Trademark
Act, and a determination that the matter sought to be registered is functional will result in a functionality
refusal under 82(e)(5). Use of theterm “ aesthetic functionality” may be appropriateinlimited circumstances
where the proposed mark presents issues similar to those involved in the Florists Transworld Delivery,
M-5 Steel, and Brunswick cases discussed above — i.e., where the issue is one of true functionality under
82(e)(5), but where the nature of the mark makes the functionality determination turn on evidence of particular
competitive advantages that are not necessarily categorized as “utilitarian” in nature. Any such use of the
term “aesthetic functionality” should be closely tied to a discussion of specific competitive advantages
resulting from use of the proposed mark at issue, so that it is clear that the refusal is properly based on the
functionality doctrine and not on an incorrect use of “aesthetic functionality” to mean ornamentation.

See TMEP §81202.05 and 1202.05(b) for additional discussion and case referencesregarding the functionality
issue in connection with color marks.

1202.02(a)(vii) Functionality and Service Marks

Although rare in the context of service mark applications, examining attorneys are not foreclosed from
refusing registration based on functionality. In Duramax Marine, LLC v. RW. Fernstrum & Co., 80 USPQ2d
1780, 1793 (TTAB 2006) , the Board held that a two-dimensional design of a marine heat exchanger
(commonly known as a “keel cooler”), was not functional for “manufacture of marine heat exchangers to
the order and specification of others”” It found “a significant difference between an application to register
trade dress in the nature of product design as a mark for the product itself ... and an application to register
atwo-dimensional drawing that may look very much like such a product, but is used on labels, catalogs,
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brochures, and in various other ways as a mark for services;” and stated that “[t]he inquiry regarding
functionality may need to be decidedly different” in cases involving a service mark.

The record showed that the keel cooler depicted in the proposed mark was “identical, or nearly so” to the
depiction of akeel cooler in applicant’s expired patent; that opposer and at least one other party had been
marketing keel coolersvery similar to the proposed mark; and that the design sought to be registered appeared
in applicant’s catalog of pre-manufactured keel coolers. 1d. at 1786. The Board framed the question at issue
as“whether any manufacturer of theformerly patented item should befreeto utilize, in advertising its goods
for sale, aredlistic depiction of theitem,” and stated that:

[W]e must balance against opposer’s argument for the extension of existing case law on functionality
[to] what is shown by the record to be long use of the keel cooler depiction by applicant in the manner
of alogo. Further, opposer has not discussed whether, when custom manufacturing servicesareinvolved,
we should still apply the TrafFix test for functionality (athree-dimensional product designisfunctional
if it is“essential to the use or purpose of the product or if it affects the cost or quality of the product”)
to the product that results from purchasing the services, or whether the test should be adapted and focus
onwhether use of thetwo-dimensional design to beregisteredisessential to anyonewho would provide
the same service, or would, if unavailable, affect the cost or quality of the service.

Id. at 1794, citing TrafFix Devices, Inc. v. Mktg. Displays, Inc., 532 U.S. 23, 58 USPQ2d 1001 (2001).

The Board held that opposer had failed to justify an extension of existing law to cover the circumstances of
this case, but stated that its decision “does not foreclose the extension of TrafFix to service marks if
circumstances in afuture case warrant such an extension.” Duramax, 80 USPQ2d at 1794.

1202.02(a)(viii) Functionality and Non-Traditional Marks

In addition to product design and product packaging, the functionality doctrine has been applied to other
non-traditional proposed marks, such as sound, color, and flavor, and the same Morton-Norwich analysis,
discussed above, appliesto these marks. See, e.g., Brunswick Corp. v. British Seagull Ltd., 35 F.3d 1527,
1532, 32 USPQ2d 1120, 1123 (Fed. Cir. 1994), cert. denied, 514 U.S. 1050 (1995) (finding the color black
for outboard mators functional because it provided competitive advantages such as ease of coordination
with avariety of boat colors and reduction in the apparent size of the engines); In re Florists’ Transworld
DeliveryInc., 106 USPQ2d 1784, 1791 (TTAB 2013) (finding the color black for floral packaging functional
because there was a competitive need for others in the industry to use black in connection with floral
arrangements and flowers in order to communicate a desired sentiment or occasion such as elegance,
bereavement, or Halloween); In re Pohl-Boskamp GmbH & Co., 106 USPQ2d 1042 (TTAB 2013) (finding
theflavor peppermint functional for nitroglycerin lingual spray based on evidence that peppermint oil, which
imparts a flavor of peppermint, can improve the effectiveness of sublingual nitroglycerin spray); Inre
Vertex Grp. LLC, 89 USPQ2d 1694, 1700 (TTAB 2009) (affirming the refusal to register an alarm sound
emitted by personal security alarms in the normal course of operation without showing of acquired
distinctiveness); Saint-Gobain Corp. v. 3M Co ., 90 USPQ2d 1425, 1447 (TTAB 2007) (deep purple shade
for coated abrasives held functional, the Board finding that coated abrasive manufacturers have a competitive
need to use various shades of purple, including applicant’s shade, and that “[i]n the field of coated abrasives,
color serves amyriad of functions, including color coding, and the need to color code lends support for the
basic finding that color, including purple, isfunctional in the field of coated abrasives having paper or cloth
backing.”); InreN.V. Organon, 79 USPQ2d 1639, 1645-46 (TTAB 2006) (finding the flavor orange functional
for pharmaceuticals where the evidence showed the flavor served to mask the otherwise unpleasant taste of
the medicine flavor); seealso Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 165, 34 USPQ2d 1161,
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1163-1164 (1995) (stating that a product color might be considered functional if its exclusive use “would
put competitors at asignificant non-reputation-rel ated disadvantage,” even where the color was not functional
inthe utilitarian sense); TM EP §81202.02(a)(vi) and 1202.05(b) (regarding aesthetic functionality and color
marks).

Examining attorneys should also consider the functionality doctrinein relation to other types of non-traditional
marks, such as scent. For example, an application to register scent for an air freshener or an application to
register the sound of aring tone for downloadable ring tones must be refused as functional, as the proposed
marks are essential to the use or purpose of the goods. Cf. Vertex, 89 USPQ2d at 1703 (finding that the
“ability of applicant’s [security alarms] to emit a loud, pulsing sound is essential to their use or purpose”
because the evidence showed that use of aloud sound as an aarm is important and that alternating sound
pulses and silence is a"more effective way to use sound as an alarm than is a steady sound”).

1202.02(b) Distinctiveness of Trade Dress

Regardless of whether a proposed trade dress mark is refused as functional under §2(e)(5), the examining
attorney must also examine the mark for distinctiveness. Trade dress that is not inherently distinctive and
that has not acquired distinctiveness under 82(f) must be refused registration. The statutory basis for the
refusal of registration on the Principal Register on the ground that the trade dress is nondistinctive is 881,
2, and 45 of the Trademark Act, 15 U.S.C. §81051, 1052, and 1127, for trademark applications, or 881, 2,
3, and 45 of the Trademark Act, 15 U.S.C. 881051, 1052, 1053, and 1127, for service mark applications.

In Wal-Mart Sores, Inc. v Samara Bros., 529 U.S. 205, 215, 54 USPQ2d 1065, 1069 (2000), the Supreme
Court distinguished between two types of trade dress — product design and product packaging. If the trade
dress falls within the category of product "design,” it can never be inherently distinctive. 1d. at 212, 54
USPQ at 1068 (“It seemsto us that design, like color, is not inherently distinctive.”). Moreover, the Court
held that in close cases in which it is difficult to determine whether the trade dress at issue is product
packaging or product design, “courts should err on the side of caution and classify ambiguous trade dress
as product design, thereby requiring secondary meaning.” Id. at 215, 54 USPQ2d at 1070; seelnre
Sokevage, 441 F.3d 957, 78 USPQ2d 1395 (Fed. Cir. 2006). ( Note: If thetradedressisfunctional, it cannot
be registered despite acquired distinctiveness. TrafFix Devices, Inc. v. Mktg. Displays, Inc., 532 U.S. 23,
33, 58 USPQ2d 1001, 1007 (2001)).

A claim of acquired distinctiveness under 82(f) will not overcome afunctionality refusal, but may overcome
a nondistinctiveness refusal. For example, if the examining attorney issues a refusal on the basis that a
product packaging mark is functional and, in the alternative, is nondistinctive, and the applicant asserts
acquired distinctivenessin response, the examining attorney must maintain the previoudly issued functionality
refusal, if appropriate, and determine whether the applicant’s evidence would be sufficient to overcome the
nondistinctiveness refusal, if the functionality refusal is ultimately reversed.

If the examining attorney fails to separately address the sufficiency of the applicant’s evidence of acquired
distinctiveness, this may be treated as a concession that the evidence would be sufficient to establish
distinctiveness, if the mark is ultimately found not to be functional. See In re Dietrich, 91 USPQ2d 1622,
1625 (TTAB 2009) (holding that an examining attorney had “ effectively conceded that, assuming the mark
is not functional, applicant’s evidence is sufficient to establish that the mark has acquired distinctiveness,”
where the examining attorney rejected the applicant’s 82(f) claim on the ground that applicant’s bicycle
wheel configuration was functional and thus unregistrable even under 82(f), but did not specifically address
the sufficiency of the 82(f) evidence or the question of whether the mark would be registrable under 82(f),
if it were ultimately found to be nonfunctional). See TMEP §81209.02(a)(ii) and 1212.02(i) regarding
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assertion of acquired distinctiveness in response to an Office action and claiming acquired distinctiveness
with respect to incapable matter.

1202.02(b)(i) Distinctiveness and Product Design Trade Dress

A mark that consists of product design trade dress is never inherently distinctive and is not registrable on
the Principal Register unlessthe applicant establishesthat the mark has acquired distinctiveness under 82(f).
Wal-Mart Stores, Inc. v. Samara Bros., 529 U.S. 205, 213-216, 54 USPQ2d 1065, 1069-70 (2000). Therefore,
as a matter of law, product design cannot be considered inherently distinctive and cannot be registered
without a showing of secondary meaning. Id. at 213-14, 54 USPQ2d at 1069. The Supreme Court noted
that product design amost invariably serves purposes other than sourceidentification, and that "[c]onsumers
areaware. . . that, amost invariably, even the most unusual of product designs -- such as a cocktail shaker
shaped like a penguin -- is intended not to identify the source, but to render the product itself more useful
or appealing.” 1d.

In applications seeking registration of marks comprising product design, the examining attorney must refuse
registration on the ground that the proposed mark is not inherently distinctive unless the applicant claims
that the mark has acquired distinctiveness under 82(f) and provides sufficient evidence to show that the
mark has acquired distinctiveness. The ground for the refusa is that the proposed mark consists of
nondistinctive product design, and, thus, does not function as amark under 881, 2, and 45 of the Trademark
Act, 15U.S.C. 881051, 1052, and 1127. Because product design cannot beinherently distinctive asamatter
of law, per Wal-Mart, if the applicant has not claimed acquired distinctiveness, supporting evidence for the
refusal isunnecessary. 529 U.S. at 213-216, 54 USPQ2d at 1069-70. If the product design is not functional,
the mark may be registered on the Supplemental Register, or, if the applicant shows that the product design
has acquired distinctiveness, on the Principal Register under 82(f). See TMEP §8815-816.05 regarding the
Supplemental Register, 1202.02(a)—1202.02(a)(viii) regarding functionality, 1202.02(b)-1202.02(b)(ii)
regarding distinctiveness, and 1212-1212.10 regarding acquired distinctiveness. A refusal on the ground
that the entire proposed mark is not inherently distinctive generally is not appropriate if the mark includes
additional distinctive matter beyond just the product design, such aswords and/or images. In such situations,
the applicant may be required to disclaim or claim acquired distinctiveness in part as to any non-inherently
distinctive elements.

For applications based on 81(b) of the Trademark Act, 15 U.S.C. §1051(b), the examining attorney must
issue the nondistinctivenessrefusal for aproduct design mark evenif the applicant has not filed an allegation
of use. See TMEP §1202.02(d) regarding trade dress in intent-to-use applications. For applications based
on 844 or §866(a), even though the applicant does not need to show use in commerce, the same standards
regarding product design apply and the examining attorney must issue the nondistinctiveness refusal,
assuming acquired distinctiveness has not been established. See TMEP 81010 regarding 844 applications
and TMEP §1212.08 regarding distinctivenessin 844 or 866(a) applications.

In distinguishing between product packaging and product design trade dress, Wal-Mart instructs that, in
“close cases,” courts should classify the trade dress as product design and, thus, require proof of secondary
meaning. 529 U.S. at 215, 54 USPQ2d at 1070. In addition, product design can consist of design features
that areincorporated in the product and need not implicate the entire product. Seeid. at 207, 213, 54 USPQ2d
at 1066, 1069 (a “cocktail shaker shaped like a penguin” is product design, asis “aline of spring/summer
one-piece seersucker outfits decorated with appliqués of hearts, flowers, fruits, and thelike”); Inre Sokevage,
441 F.3d 957, 961, 78 USPQ2d 1395, 1398 (Fed. Cir. 2006) (holding the mark to be product design trade
dress where the mark was for clothing and consisted of a label with the words “FLASH DARE!” in a
V-shaped background and cut-out areas located on each side of the label with the cut-out areas consisting
of aholein agarment and aflap attached to the garment with a closure device).
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Applicantsface aheavy burden in establishing distinctivenessin an application to register trade dress. Suart
Foector Designs, Ltd. v. Fender Musical Instruments Corp., 94 USPQ2d 1549 (TTAB 2009) ; see also
Duraco Prods,, Inc. v. Joy Plastic Enters,, Ltd., 40 F.3d 1431, 1453, 32 USPQ2d 1724, 1742 (3d Cir. 1994)
(“secondary meaning in a product configuration case will generally not be easy to establish™). A mere
statement of five years' useis generally not sufficient. See, e.g., Inre Ennco Display Sys. Inc., 56 USPQ2d
1279, 1284, 1286 (TTAB 2000) (noting the statutory language regarding acquired distinctiveness “is
permissive, and the weight to be accorded [evidence of five years of substantially exclusive use] depends
on the facts and circumstances of the particular case,” and finding evidence of seven to seventeen years of
useinsufficient to support aclaim of acquired distinctiveness). Generalized sales and advertising figures by
themselves will usually be insufficient proof of secondary meaning where the promotional material does
not use the design alone but instead with other marks. Seeln re Soccer Sport Supply Co., 507 F.2d 1400,
184 USPQ 345, 348 (CCPA 1975) (advertising displaying the design at issue a ong with word marks lacked
the " nexus’ that would tie together use of the design and the public’s perception of the design as an indicator
of source); In re Mogen David Wine Corp., 372 F.2d 539, 152 USPQ 593, 595 (CCPA 1967) (where a
container design appeared with aword mark, any alleged association of the design with the company “was
predicated upon the impression imparted by the [word] mark ... rather than by any distinctive characteristic
of the container per se”). Furthermore, a product design may become generic and thus incapable of
functioning as an indicator of source because it is basic or common in an industry or is a mere refinement
of aproduct design commonly used for the relevant goods. See Stuart Spector Designs, 94 USPQ2d at 1555
(noting that a design may be deemed incapable whereit is, "at a minimum, so common in the industry that
it cannot be said to identify a particular source."). These common or basic shapes are not registrable on the
Principal Register under 82(f), 15 U.S.C. 81052(f), or on the Supplemental Register under §23(c), 15 U.S.C.
§1091(c). For these incapable product designs, registration on the Principal Register must be refused on the
ground that the proposed mark failsto function asamark, citing Trademark Act 881, 2, and 45 for trademarks,
and 881, 2, 3, and 45 for service marks. Seel5 U.S.C. §81051, 1052, 1053, 1127. The ground for refusal
on the Supplemental Register isthat the mark isincapable of functioning asamark under 88 23(c) and 45.
Seel5 U.S.C. §81091(c), 1127.

See TMEP §1212.02(i) regarding acquired distinctiveness with respect to incapable matter.
1202.02(b)(ii) Distinctiveness and Product Packaging Trade Dress

Product packaging trade dress may be inherently distinctive. Wal-Mart Sores, Inc. v. Samara Bros., 529
U.S. 205, 212-13, 54 USPQ2d 1065, 1068 (2000) (“The attribution of inherent distinctivenessto certain . .
. product packaging derives from the fact that the very purpose of . . . encasing [a product] in a distinctive
packaging, ismost often to identify the source of the product”). Therefore, in applications seeking registration
of marks comprising product packaging, the examining attorney must assess inherent distinctiveness. If it
is lacking, registration must be refused on the Principal Register on the ground that the proposed mark is
nondistinctive trade dress under 881, 2, and 45 of the Trademark Act, 15 U.S.C. 881051, 1052, and 1127,
for trademark applications, or under 881, 2, 3, and 45, 15 U.S.C. 881051, 1052, 1053, and 1127, for service
mark applications.

In Wal-Mart Stores, Inc. v. Samara Bros., 529 U.S. 205, 215, 54 USPQ2d 1065, 1069 (2000), the Supreme
Court discussed the distinction between the trade dress at issue in Two Pesos, Inc. v. Taco Cabana, Inc.,
505 U.S. 763, 23 USPQ2d 1081 (1992), and the product design trade dress (designs for children’s clothing)
under considerationin Wal-Mart:

Two Pesos unguestionably establishes the legal principle that trade dress can be inherently distinctive,
but it does not establish that product-design trade dress can be. Two Pesos isinapposite to our holding
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here because the trade dress at issue, the decor of a restaurant, seems to us not to constitute product
design. It was either product packaging — which, as we have discussed, normally is taken by the
consumer to indicate origin — or else some tertium quid that is akin to product packaging (citation
omitted).

The examining attorney should be mindful of the Supreme Court’s admonishment that where there are close
cases, trade dress should be classified as product design for which secondary meaning is always required.
Id. at 215, 54 USPQ2d at 1070.

“[A] mark isinherently distinctive if ‘[itg] intrinsic nature serves to identify a particular source’” Id. at
210, 54 USPQ2d at 1068 (citing Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 768, 23 USPQ2d
1081, 1083 (1992)). The test for determining inherent distinctiveness set forth in Seabrook Foods, Inc. v.
Bar-Well Foods, Ltd., 568 F.2d 1342, 1344, 196 USPQ 289, 291 (C.C.PA. 1977), athough not applicable
to product design trade dress, is il viablein the examination of product packaging trade dress. The examining
attorney should consider the following Seabrook factors — whether the proposed mark is:

(1) a“common” basic shape or design;

(2) unique or unusual in aparticular field;

(3) amere refinement of acommonly adopted and well-known form of ornamentation for a particular
class of goods viewed by the public as a dress or ornamentation for the goods; or

(4) capable of creating acommercial impression distinct from the accompanying words.

Id; see also In re Chippendales USA, Inc., 622 F.3d 1346, 1351, 96 USPQ2d 1681, 1684 (Fed. Cir. 2010)
(stating that an abbreviated tuxedo costume consisting of wrist cuffs and a bowtie collar without a shirt
“constitute[d] ‘trade dress’ because it was part of the ‘ packaging’” for exotic dancing services); Tone Bros.,
Inc. v. Sysco Corp., 28 F.3d 1192, 1205-07, 31 USPQ2d 1321, 1330-32 (Fed. Cir. 1994) (citing Seabrook)
(reversing lower court’s summary judgment finding that the shape and appearance of the spice container at
issue was not inherently distinctive); In re Frankish Enters. Ltd., 113 USPQ2d 1964, 1973 (TTAB 2015)
(finding three-dimensional monster truck design, used in connection with monster truck exhibition services,
to be analogous to product packaging for the services and unique in the monster truck field); In re Mars,
Inc., 105 USPQ2d 1859, 1869-71 (TTAB 2013) (finding applicant’s packaging configuration for pet food,
resembling many cans used in the pet food field, to be acommon basic shape, even though it was inverted,
and amere refinement of existing trade dress within the field); In re Chevron Intellectual Prop. Grp. LLC,
96 USPQ2d 2026, 2029 (TTAB 2010) (affirming that applicant’s “‘three-dimensional, six-sided beveled
shape’ [pole spanner design used to promote services| is a mere refinement of acommonly used form of a
gasoline pump ornamentation rather than an inherently distinctive service mark for automobile service
station services.”); In re Brouwerij Bosteels, 96 USPQ2d 1414, 1421-22 (TTAB 2010) (finding that product
packaging trade dressin the nature of abeer glass and stand with wording and scrollwork would be perceived
as a mere refinement of a commonly known glass and stand rather than an inherently distinctive indicator
of source for the goods); In re File, 48 USPQ2d 1363, 1367 (TTAB 1998) (stating that novel tubular lights
used in connection with bowling alley services would be perceived by customers as “simply a refinement
of the commonplace decorative or ornamental lighting . . . and would not be inherently regarded as a source
indicator.”); Inre J. Kinderman & SonsInc., 46 USPQ2d 1253, 1255 (TTAB 1998) (“while the designs [of
packaging for electric lights for Christmas trees that] applicant seeks to register may be unique in the sense
that we have no evidence that anyone elseis using designs which areidentical to them, they are nonetheless
not inherently distinctive.”); In re Hudson News Co., 39 USPQ2d 1915, 1923 (TTAB 1996) , aff'd per
curiam, 114 F.3d 1207 (Fed. Cir. 1997) (“[f]or the ‘blue motif’ of a retail store to be registrable on the
Principal Register without resort to Section 2(f), the trade dress would have to be immediately recognizable
as a distinctive way of identifying the source of the store services.”); Yankee Candle Co. v. Bridgewater
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Candle Co., LLC, 259 F.3d 25, 42-45, 59 USPQ2d 1720, 1730-32 (1st Cir. 2001) (finding trade dress for
common elements of candle labels to be nondistinctive product packaging for which insufficient evidence
of acquired distinctiveness had been shown).

Any one of the Seabrook factors, by itself, may be determinative as to whether the mark is inherently
distinctive. See Chippendales, 622 F.3d at 1355, 96 USPQ2d at 1687; Chevron, 96 USPQ2d at 2028.

Where the proposed product packaging trade dressis not inherently distinctive, based on the analysis of the
Seabrook factors and supporting evidence, and acquired distinctiveness has not been established, registration
must be refused. Chippendales, 622 F.3d at 1351-52, 96 USPQ2d at 1684. The examining attorney must
establish a primafacie case that the product packaging is not inherently distinctive. 1d. at 1350, 96 USPQ2d
at 1684. To meet thisburden, the examining attorney must, at aminimum, set forth a“‘ reasonable predicate’
for [the] position of no inherent distinctiveness,” for example, by introducing evidence regarding the first
Seabrook factor that competitors use similar basic shapes and designs. In re Pacer Tech., 338 F.3d 1348,
1352, 67 USPQ2d 1629, 1632 (Fed. Cir. 2003) (finding evidence of design patents showing other adhesive
container cap designs sufficient to establish prima facie case that applicant’s adhesive container cap was
not inherently distinctive). The USPTO isan agency of limited resources, and as such, it cannot be expected
to shoulder the burden of conducting market research. Id.

For applications based on 81(b) of the Trademark Act, 15 U.S.C. §1051(b), unlessthe drawing, the description
of the mark, and the examining attorney’s search results are dispositive of the lack of distinctiveness without
the need to consider a specimen, applicationsfor product packaging trade dress generally will not be refused
registration on the ground of nondistinctiveness until the applicant hasfiled an allegation of use. SeeTMEP
§1202.02(d). For 844 and 866(a) applications, for which no allegation of useisrequired, anondistinctiveness
refusal may beissued, if appropriate, based on areview of the drawing, the description of the mark, and any
evidence obtained from the examining attorney’s search results. See TMEP §1202.02(¢).

Regardless of the basis for filing, if a proposed product packaging mark isinherently distinctive, it may be
registered onthe Principal Register. SeelnreProcter & Gamble Co., 105 USPQ2d 1119, 1123, 1126 (TTAB
2012) (finding the overall shape of a container with a cap, and the shape of the cap by itself, inherently
distinctive for mouthwash); In re Creative Beauty Innovations, Inc., 56 USPQ2d 1203, 1208 (TTAB 2000)
(bottle configuration found inherently distinctive); Inre Fre-Mar Indus., Inc., 158 USPQ 364, 367 (TTAB
1968) (“[A]lthough the particular shape is a commonplace one for flashlights, it is nevertheless so unique
and arbitrary as a container in the tire repair field that it may be inherently distinctive and, therefore, by
reason of its shape a one, serveto identify applicant’s goods and distinguish them from like goods of others.”);
Inrelnt'l Playtex Corp., 153 USPQ 377, 378 (TTAB 1967) (container configuration having the appearance
of an ice cream cone found inherently distinctive packaging for baby pants).

If aproposed product packaging mark is not inherently distinctive, the mark may be registered on either
the Principal Register under 82(f), upon proof that the mark has acquired distinctiveness or secondary
meaning, or on the Supplemental Register. Secondary meaning is acquired when the public viewsthe primary
significance of the product packaging as identifying the source of the product rather than the product itself.
Wal-Mart, 529 U.S. at 211, 54 USPQ2d at 1068. Whether five years' useis sufficient depends on the degree
to which the mark’s elements are unique or common in the field. This is determined by comparing the
specific features comprising the mark with the evidence of competitors’ use of similar features for the
identified goods or services. The more unique or unusua the features, the more likely that five years' use
may suffice, but the more common or basic the features, the less likely that five years use would suffice.
See TMEP 81212 regarding claiming acquired distinctivenessand TMEP §1212.05 regarding claiming five
years of use as proof of distinctiveness.
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In the following cases, the applicant’s evidence was found to be sufficient to support a claim of acquired
distinctiveness: In re World's Finest Chocolate, Inc., 474 F.2d 1012, 1015, 177 USPQ 205, 207 (C.C.PA.
1973) (package design found to identify applicant’s candy bars and distinguish them from those of others);
Ex parte Haig & Haig Ltd., 118 USPQ 229, 230 (Comm'’r Pats. 1958) (“[The decree] recited that because
of the original, distinctive and peculiar appearance of the ‘ Pinched Decanter’ the brand of whiskey in such
bottles had come to be known and recognized by the public, by dealers and by consumers; and that the
whiskey contained in such bottles had come to be identified with the *Pinched Decanter’ in the minds of
the public generally.”).

See TMEP 8§81212-1212.10 regarding acquired distinctiveness and 815-816.05 regarding the Supplemental
Register. In In re Usher, SA., 219 USPQ 920, 921 (TTAB 1983) , the evidence of secondary meaning was
insufficient (holding that the configuration of a package for mint candieswas not functional but the package
design was not shown to possess secondary meaning). See also Brouwerij Bosteels, 96 USPQ2d at 1424
(evidence of acquired distinctiveness for product packaging trade dress in the nature of a beer glass and
stand was insufficient).

In certain cases, product packaging may beincapable of functioning asan indicator of source. “[T]radedress
that cannot serve as an indicator of source is generic and unprotectable” Sunrise Jewelry Mfg. Corp. V.
Fred SA., 175 F.3d 1322, 1326, 50 USPQ2d 1532, 1535 (Fed. Cir. 1999). For example, packaging that is
common or basic in an industry or that is a mere refinement of packaging commonly used on the relevant
goods will not be perceived as indicating source and is not registrable on the Principal Register under 82(f)
or on the Supplemental Register. See Stuart Spector Designs, Ltd. v. Fender Musical Instruments Corp., 94
USPQ2d 1549, 1555 (TTAB 2009) (noting that a product design may be deemed incapable whereit is, “at
a minimum, so common in the industry that it cannot be said to identify a particular source.”); see also
Nora Beverages Inc. v. Perrier Grp. of Am. Inc., 269 F.3d 114, 120, 60 USPQ2d 1038, 1041 (2nd Cir. 2001)
(affirming the district court’s finding that the water bottle manufactured and sold by Nora was generic
because “it was used, with minor variations, throughout the entire market of similar products’); Paddington
Corp. v. Attiki Imps. & Distribs., Inc., 996 F.2d 577, 583-84, 27 USP2d 1189, 1193 (2d Cir. 1993) (stating
that “where it is the custom of an industry to package products in a particular manner, atrade dressin that
style would be generic and therefore not inherently distinctive,” such as packaging lime-flavored soda in
green twelve-ounce cans, a practice that is so common in the soft drink industry).

The ground for refusal on the Principal Register is that the proposed mark fails to function as amark under
Trademark Act 881, 2, and 45, for trademarks, and 881, 2, 3, and 45, for service marks. Seel5 U.S.C.
881051, 1052, 1053, 1127. The ground for refusal on the Supplemental Register isthat the mark isincapable
of functioning as a mark under 8823(c) and 45. Seel5 U.S.C. §81091(c), and 1127.

See TMEP 8§815.04 regarding refusal of incapable matter and TMEP §1212.02(i) regarding acquired
distinctiveness with respect to incapable matter.

1202.02(c) Drawings, Descriptions, and Disclaimersin Trade Dress Applications

Applicants often submit drawings and descriptions of marks depicting trade dress and containing matter
thatis: (1) not part of the mark; (2) functional; (3) nondistinctive and capable; (4) nondistinctive and incapable;
(5) inherently distinctive; or (6) acombination of these factors. To ensure proper examination, the drawing
and description of such amark must accurately depict the mark the applicant intendsto register. For example,
both the drawing and the description of the mark must clearly indicate those portions that are claimed as
part of the mark and those that are not.
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If the drawing does not meet the requirements of 37 C.E.R. 82.52, the examining attorney must require the
applicant to submit a substitute drawing and a substitute description of the mark. The examining attorney
may require the applicant to provide additional information, such as pictures of the goods, samples, or other
relevant materials pursuant to 37 C.E.R. 8§2.61(b), to assist in assessing the accuracy and completeness of
the drawing and in crafting a comprehensive description of the mark.

1202.02(c)(i) Drawings of Trade DressMarks

Drawings of three-dimensional product design and product packaging trade dress marks may not contain
elementsthat are not part of the mark (i.e., matter that isfunctional or incapable of trademark significance).
If the mark comprises only a portion of product design or product packaging, solid lines must be used on
the drawing to show the elements of the product design or product packaging that are claimed as part of the
mark, and broken or dotted lines must be used to indicate the portions that are not claimed as part of the
mark. 37 C.ER. 82.52(b)(4); see In re Water Gremlin Co., 635 F.2d 841, 844, 208 USPQ 89, 91 (C.C.PA.
1980) (affirming the functionality of a circular-shaped container for the goods and the requirement for an
amended drawing to either delete the representation of the container from the drawing or show it in dotted
lines); TMEP 8807.08.

Since elements on the drawing shown in broken or dotted lines are not part of the mark, they are generally
excluded from the examining attorney’s consideration during any §2(d) (likelihood of confusion) analysis.
SeeIlnre Homeland Vinyl Prods., Inc., 81 USPQ2d 1378, 1382 (TTAB 2006) .

In rare instances where it isimpractical to render certain elements of a mark in dotted or broken lines - for
example, if those elements are proportionally so small asto render dotted linesillegible - or if dotted lines
would result in an unclear depiction of the mark, the applicant may use solid lines. However, the applicant
must insert a statement in the description of the mark identifying these elements and declaring that these
elements are not part of the mark and that they serve only to show the position of the mark on the goods, as

appropriate.

Usually, adrawing of atrade dress mark is depicted in athree-dimensional manner that givesthe appearance
of height, width, and depth to the mark. Generally, the drawing shows an illustrated rendering of the product
design or product packaging, but aphotograph of the product design or product packaging isalso acceptable.
Drawings consisting of either illustrated renderings or photographs of the proposed trade dress will both be
subject to the same drawing requirements and must fairly represent the mark (e.g., the drawing shows matter
not claimed as part of the mark in broken or dotted lines and it does not contain extraneous, purely
informational matter such as net weight, contents, or business addresses).

If the nature of the mark remains unclear from the record, an examining attorney may clarify whether the
mark is three-dimensional trade dress by calling or e-mailing the applicant, or issuing an Office action
containing requirements about the nature of the mark under 37 C.F.R. §2.61(b), for a clear drawing, or for
arevised description. Where appropriate, any relevant trade-dress-related refusals (e.g., mark is functional,
mark is not inherently distinctive) may also be included in the Office action.

In cases where the drawing depicts a two-dimensional mark that could be interpreted as three-dimensional
in nature and the record is unclear, the examining attorney may suggest that the applicant clarify that the
mark is two-dimensional in the mark description. See TMEP 8§808.02. If the mark is two-dimensional in
nature, the mark should not be characterized as three-dimensional (e.g., that the mark “ appears
three-dimensiona”).
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If the applicant is required to submit an amended drawing, the mark description must also be amended
accordingly. See TMEP §1202.02(c)(ii) regarding description requirements for trade dress marks.

1202.02(c)(i)(A) Functional Matter

Functional elements of a trade dress mark are never capable of acquiring trademark significance and are
unregistrable, much like informational matter. 15 U.S.C. §1052(e)(5); Qualitex Co. v. Jacobson Prods.
Co.,514 U.S. 159, 34 USPQ2d 1161 (1995). Therefore, to show that they are not part of the mark, functional
elements must be depicted in broken or dotted lines on the drawing to show the position or placement of
the claimed portion of the mark. See 37 C.ER. §82.52(b)(4); InreWater Gremlin Co., 635 F.2d 841, 844,
208 USPQ 89, 91 (C.C.PA. 1980); In re Famous Foods, Inc., 217 USPQ 177, 177 (TTAB 1983) . A
requirement to amend the drawing to depict functional matter in broken or dotted lines is permitted and
generally does not constitute material alteration of the mark, regardless of the filing basis. SeeTMEP
§807.14(a). Such an amendment is permissible even in an application under 866(a) becauseit isnot considered
an amendment to the mark itself, but rather a change in the manner in which the mark is depicted on the
drawing, in order to comply with United States drawing requirements, where functional elements are not
considered part of the mark. See TMEP §807.14 regarding material alteration and TMEP §81904.02(j)-(k)
regarding drawings in 866(a) applications.

A functionality refusal must issue in cases where the trade dress mark is overall functional. The statutory
basis for the refusal is §2(e)(5) of the Trademark Act, 15 U.S.C. §1052(e)(5). When atrade dress mark is
not overall functional, but contains minor or insignificant el ementsthat are functional, the examining attorney
must require an amended drawing showing the functional elementsin broken or dotted lines rather than in
solid lines. See 37 C.ER. 82.52(b)(4); Water Gremlin, 635 F.2d at 844, 208 USPQ at 91; Famous Foods,
217 USPQ at 177. The Office action must explain that, because the mark includes functional elements, an
amended drawing isrequired showing the functional elementsin broken or dotted lines, and a corresponding
amended mark description is required indicating the functional elements depicted in broken or dotted lines
are not claimed as part of the mark. The applicant must provide the amended drawing regardless of whether
the remaining portions of the mark are determined to be registrable. See TMEP §1202.02(a)(v) regarding
evidence and considerations regarding functionality determinations and TMEP §1202.02(c)(ii) regarding
descriptions of trade dress marks.

Functional matter cannot be disclaimed. See Water Gremlin, 635 F.2d at 844, 208 USPQ at 91 (“The
examiner's requirement to delete the [functional] design (or show it in dotted lines) was entirely in order.”);

Famous Foods, 217 USPQ at 177 (stating that functional “[f]eatures which are not being claimed as part
of applicant's asserted [trade dress| mark should be shown in dotted lines’). A disclaimer states that the
applicant does not claim exclusive rights to matter in the mark apart from the mark as a whole and allows
the applicant to maintain rights in the disclaimed matter as part of its own mark. Therefore, with respect to
three-dimensional trade dress marks, elementsthat are functional, or intended to show position or placement
only, must be shown in broken or dotted lines on the drawing. See TMEP 81202.02(c)(iii) regarding
disclaiming unregistrable portions of trade dress marks.

1202.02(c)(i)(B) Nondistinctive M atter

Nonfunctional elements of a product design or product packaging trade dress mark that are inherently
distinctive, that have acquired distinctiveness, or that are capabl e but for which acquired distinctiveness has
not yet been established, may appear in solid lines on the drawing as part of the mark. Nonfunctional,
nondistinctive elements that are capable of trademark significance but for which acquired distinctiveness
has not been established must be disclaimed. A disclaimer is appropriate because, while these elements are
not source indicators, they may still remain part of the mark. Seel5 U.S.C §81051-1052, 1056(a), 1127.
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The disclaimer must be provided regardless of whether the remaining portions of the mark are determined
to be registrable.

Occasionaly, atrade dress mark may include elements that are nonfunctional, yet incapable of trademark
significance, such as a common or basic shape of a product itself or the packaging in which a product is
sold. These elements must be depicted in broken or dotted lines on the drawing because such elements
cannot be considered part of the mark. Cf.Traffix Devices v. Mktg. Displays, 532 U.S. 23, 32, 58 USPQ2d
1001, 1006 (2001) (noting that functional features of product design cannot serve as trademarks); In re
Famous Foods, Inc., 217 USPQ 177, 177 (TTAB 1983) (noting that functional features of product packaging
should be shown in dotted lines). Usually, amendments of drawings to depict incapable elementsin broken
or dotted lines do not materially ater the mark because the incapable elements are, by definition, not source
indicating. See 37 C.ER. 8§2.52(b)(4); In re Water Gremlin Co., 635 F.2d 841, 844, 208 USPQ 89, 91
(C.C.PA. 1980) . Therefore, the examining attorney must issue a requirement for an amended drawing that
depicts the incapabl e elementsin broken or dotted lines, and a corresponding amended mark description to
reflect that the incapabl e elements shown in broken or dotted lines are not claimed as part of the mark. See 37
C.ER. 82.52(b)(4). The applicant must provide the amended drawing regardless of whether the remaining
portions of the mark are determined to be registrable.

See TMEP 8§807.14 regarding material alteration, TMEP 8§1202.02(c)(ii) regarding descriptions of trade
dressmarks, TMEP §1011.03 regarding amendment of marksin 844 applications, and TM EP §81904.02(j)-(k)
regarding amendment of marksin 866(a) applications.

1202.02(c)(i)(C) Drawingsin 844 and 866(a) Applications

For trade dress marks in 844 and 866(a) applications, an amendment of the drawing to depict functional or
incapable matter in broken or dotted lines is permitted and generally not a material ateration of the mark.
SeeTMEP §8807.08 and 1904.02(k). Although the mark in a 844 or 866(a) application cannot be amended,
achangein the manner in which the mark is depicted may be permitted, in order to comply with the United
States drawing requirements. See TMEP §1011.03 regarding amendment of marksin 844 applications and
81904.02(j)-(K) regarding amendment of marksin 866(a) applications. For instance, since functional matter
is not considered source indicating and is never part of the mark, displaying it in broken or dotted lines
shows placement of the functional matter in relation to the registrable portions of the mark.

Similarly, in 844 or 866(a) applications, amendments to delete extraneous matter from photographs, or
amendments of drawingsfrom photographsto illustrated renderings showing elements of the mark in dotted
or broken lines, will be accepted and will not be considered a material alteration of the mark.

1202.02(c)(ii) Descriptionsof Trade Dress Marks Required

An application for atrade dress mark must include an accurate description of themark. See 37 C.E.R. §2.37.
If an acceptable statement describing the mark is not in the record, the examining attorney must require the
applicant to submit a description to clarify what the applicant seeks to register. The description must
adequately describe the mark, with unnecessary matter kept to a minimum. The description must clearly
indicate that the mark is “three-dimensional” and constitutes “product design” or “configuration” of the
goods themselves or product “packaging” or a “container” in which the goods are sold, or that the trade
dress is for services offered (e.g., interior of a restaurant, exterior of a retail establishment, or
point-of-sale-display such as a costume used in connection with the services).
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If applicable, the description must specify which elements on the drawing constitute the mark and are claimed
as part of the mark and which are not. The description of the mark must make clear what any broken or
dotted lines represent and include a statement that the matter shown in broken or dotted linesis not claimed
as part of the mark. See 37 C.ER. 8§2.52(b)(4); TMEP §8808-808.03(f). This information must be included
in the description. Statementsonly in aresponseto an Office action or elsewherein therecord areinsufficient.
The description must also avoid use of disclaimer-type language, such as “no claim is made to the ...,
because of the different legal significance of using broken lines versus submitting a disclaimer. See TMEP
§1202.02(c)(iii) regarding disclaimers of unregistrable elements of trade dress marks.

In cases where the drawing depicts a two-dimensional mark that could be interpreted as three-dimensional
in nature, an applicant may clarify that the mark is two-dimensional in the mark description. SeeTMEP
8808.02. If the mark is two-dimensional in nature, the applicant should not characterize the mark as
three-dimensional (e.g., that the mark “ appears three-dimensiona™).

During the prosecution of atrade dressapplication, if the applicant isrequired to submit an amended drawing
(e.g., showing broken or dotted lines to depict functional matter, to indicate nondistinctive and incapable
matter, or to depict matter otherwise not claimed as part of the mark), the examining attorney must also
reguire a corresponding amended description.

Examples of acceptable language for this purpose are: “The broken lines depicting [describe elements] indicate placement of the
mark on the goods and are not part of the mark” or “The dotted lines outlining [the goods] are intended to show the position of the
mark on the goods and are not part of the mark.”

For example, for the mark below,
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an appropriate description (and color claim) of the mark could read:

The colors white, blue, light blue, and silver are claimed as a feature of the mark. The mark consists
of the color blue applied to the cap of the container of the goods, a white background applied to the
rest of the container, a blue rectangle with a silver border, a light blue curving band, and three light
blue droplets. The dotted lines outlining the container and its cap indicate placement of the mark on
the goods and are not part of the mark.

For the mark bel ow,
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an appropriate description (and color claim) of the mark would read:

The color red is claimed as a feature of the mark. The mark consists of a single transverse red stripe
applied adjacent to one end of the three-dimensional elongated packaging for the goods. The dotted
outline of the packaging is intended to show the position of the mark and is not part of the mark.

And for the mark below,

an appropriate description of the mark would read:
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The mark consists of a three-dimensional configuration of a stringed musical instrument body. The
neck, peghead, and other instrument parts shown in broken lines serve to show positioning of the mark
and form no part of the mark.

The examining attorney must ensure that the description statement has been entered into the Trademark
database, so that it will be printed in the Official Gazette and on the certificate of registration. SeeTMEP
§817.

See TMEP §81202.05(d)(i) and (d)(ii) regarding drawingsin applications for color marks consisting solely
of one or more colors.

1202.02(c)(iii) Disclaimersof Unregistrable Elements of Trade Dress M arks

A disclaimer states that the applicant does not claim exclusive rights to matter in the mark apart from the
mark as awhole. TMEP 81213. The applicant maintains rights in the disclaimed matter only as part of its
mark. Thus, except in the rare case when atrade dress mark is unitary, unregistrable elements must be either
depicted in broken or dotted lines on the drawing or disclaimed, as appropriate. Specifically, elements that
are functional or otherwise incapable of trademark significance must be depicted in broken or dotted lines
on the drawing. Elements that are nonfunctional but capable of acquiring trademark significance, but for
which acquired distinctiveness has not been established, must be disclaimed. See TMEP
881202.02(c)(iii)(A)—B) regarding functional and nondistinctive matter that cannot be disclaimed.

Trade dress marks generally are not considered unitary, as each of the elements normally creates a separate
commercia impression. As stated in the Federal Circuit decision In re Sokevage, 441 F.3d 957, 963, 78
USPQ2d 1395, 1400 (Fed. Cir. 2006), “trade dress, by its nature, contains distinct elements and is
characterized as the combination of various elementsto create an overall impression.” Although each element
iscombined with othersto form one composite mark, each element retainsits separate commercial impression
such that the mark as awhole is typically not unitary. Therefore, when a mark contains a combination of
trade dress and word/design elements, each element should be examined separately for distinctiveness,
except in the rare instance where it is shown that the mark as a whole is unitary. If only one element is
inherently distinctive, thisis not enough to transform the entire mark into an inherently distinctive, unitary
mark. See TMEP 881213.05-1213.05(h) —regarding unitary marks.

1202.02(c)(iii)(A) Functional M atter

Since functional elements of atrade dress mark are unregistrable as a matter of law and cannot form part of
the mark, a disclaimer is not an appropriate means of addressing functional matter in a trade dress mark.
See In re Water Gremlin Co., 635 F.2d 841, 844, 208 USPQ 89, 91 (C.C.PA. 1980) (“The examiner's
requirement to delete the [functional] design (or show it in dotted lines) wasentirely in order.”); In re Famous
Foods, Inc., 217 USPQ 177, 177 (TTAB 1983) (stating that functional “[f]eatures which are not being
claimed as part of applicant's asserted [trade dress] mark should be shown in dotted lines’). Instead, if the
mark is not overall functional, an amendment of the drawing must be required to depict any minor or
insignificant functional elementsin broken or dotted lines. 1d.; seeTMEP 81202.02(c)(i). However, if the
mark is overall functional, registration must be refused under 82(e)(5) of the Trademark Act, 15 U.S.C.

81052(€)(5).
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1202.02(c)(iii)(B) Nondistinctive M atter

Sometimes, atrade dress mark, as awhole, is registrable but contains elements that are nondistinctive but
capable. See TMEP 81202.02(c)(i)(B). In this situation, if acquired distinctiveness has not been established,
the capabl e elements must be disclaimed because, while they are not source indicators, they are still part of
themark. See 15 U.S.C. §81051-1052, 1056(a), 1127. Thedisclaimer must be provided regardless of whether
the remaining portions of the mark are determined to be registrable. However, where the nondistinctive
elements are incapabl e of acquiring distinctiveness, for example, common or basic shapes of product design
or product packaging, such elements are not part of the mark and, therefore, must be depicted in broken or
dotted lines rather than disclaimed. See 37 C.ER. §2.52(b)(4); cf.Traffix Devices v. Mktg. Displays, 532
U.S. 23, 32, 58 USPQ2d 1001, 1006 (2001) (noting that functional features of product design cannot serve
astrademarks); In re Famous Foods, Inc., 217 USPQ 177, 177 (TTAB 1983) (noting that functional features
of product packaging should be shown in dotted lines).

See TMEP §1212.02(¢) regarding disclaimers of unregistrable componentsin applicationsto register marks
on the Principal Register under 82(f), TMEP 8§1212.02(i) regarding acquired distinctiveness with respect to
incapable matter, and TM EP §81213.03-1213.03(d) regarding disclaimers of unregistrable components of
marks. See also In re Creative Goldsmiths of Wash., Inc., 229 USPQ 766, 768 (TTAB 1986) (“[I]t iswithin
the discretion of an Examining Attorney to require the disclaimer of an unregistrable component (such as
a common descriptive, or generic, name) of a composite mark sought to be registered on the Principal
Register under the provisions of Section 2(f).”).

Regarding disclaimers of unregistrable components in applications to register marks on the Supplemental
Register, seelnreWater Gremlin Co., 635 F.2d 841, 845 n.6, 208 USPQ 89, 91 n.6 (C.C.PA. 1980) (“ Section
6 is equally applicable to the Supplemental Register.”); In re Wella Corp., 565 F.2d 143, 144, 196 USPQ
7, 8 (C.C.PA. 1977) (mark comprising stylized lettering of BALSAM, with disclaimer of “BALSAM,”
found registrable on Supplemental Register for hair conditioner and hair shampoo); Inre Carolyn’s Candies,
Inc., 206 USPQ 356, 360 (TTAB 1980) (“ Section 6 of the Trademark Act of 1946, which provides for the
disclaimer of ‘unregistrable matter’, does not limit the disclaimer practice to marks upon the Principal
Register.”).

1202.02(c)(iv) Three-Dimensional Marks

In an application to register a mark with three-dimensional features, the applicant must submit a drawing
that depicts the mark in asingle rendition. 37 C.ER. §2.52(b)(2). See TMEP §807.10. To accurately reflect
the exact nature of the mark, the mark description must state that the mark is three-dimensional in nature.
This three-dimensional feature of the mark must be shown in the supporting specimens of use, in order for
the drawing to comprise a substantially exact representation of the mark as actually used. Conversely, a
specimen depicting a three-dimensional representation of a mark would not be acceptable to show use for
amark that is described or depicted as atwo-dimensional mark. If the applicant believesit cannot adequately
display its mark in a single rendition, it may petition the Director to waive the requirement and accept a
drawing featuring multiple views of the mark. 37 C.E.R. §2.146(a)(5).

1202.02(d) Trade Dressin §1(b) Applications
Distinctiveness and Product Design
A product design trade dress mark can never beinherently distinctive and isregistrable only upon ashowing

of secondary meaning. Wal-Mart Stores, Inc. v. Samara Bros., 529 U.S. 205, 212, 54 USPQ2d 1065, 1068
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(2000); Inre Sokevage, 441 F.3d 957, 962, 78 USPQ2d 1395, 1399 (Fed. Cir. 2006); TMEP §1202.02(b)(i).
See TMEP 88 1202.02(b) and 1202.02(b)(i) regarding distinctiveness of product design trade dress. Therefore,
if the mark is comprised of aproduct design, the examining attorney will refuse registration on the Principal
Register on the ground that the proposed mark consists of a nondistinctive product design under 881, 2, and
45 of the Trademark Act. 15 U.S.C. 881051, 1052, and 1127. The examining attorney must makethisrefusal
even in an intent-to-use application under 15 U.S.C. §1051(b) for which no allegation of use has been filed.

Distinctiveness and Product Packaging

If the mark comprises product packaging trade dress for goods or services, the examining attorney must
determine whether the mark isinherently distinctive. Wal-Mart Sores, Inc. v. Samara Bros., 529 U.S. 205,
212-13, 54 USPQ2d 1065, 1068-69 (2000); Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 773-75,
23 USPQ2d 1081, 1085-86 (1992). See TMEP 88 1202.02(b) and 1202.02(b)(ii) regarding distinctiveness
of product packaging trade dress. This usually requires consideration of the context in which the mark is
used and the impression it would make on purchasers. Generally, no refusal based on lack of inherent
distinctiveness will be issued in an intent-to-use application under 15 U.S.C. 81051(b) until the applicant
has submitted specimen(s) with an allegation of use under 81(c) or 81(d) of the Trademark Act, 15 U.S.C.
§81051(c) or (d). However, if appropriate, the examining attorney has discretion to issue thisrefusal before
aspecimen is submitted. Seeln re Mars, Inc., 105 USPQ2d 1859 (TTAB 2013) .

Functionality

To determine whether a proposed product design or product packaging trade dress mark is functional, the
examining attorney must consider how the asserted mark is used. Generaly, in a 81(b) application, the
examining attorney will not issue arefusal on the ground that the mark is functional until the applicant has
filed an allegation of use under 81(c) or 81(d) of the Trademark Act, 15 U.S.C. 881051(c) or (d).

In a 81(b) application for which no specimen has been submitted, if the examining attorney’s research
indicatesthat arefusal based on functionality or nondistinctive trade dresswill be made, the potential refusal
should be brought to the applicant’s attention in the first Office action. Thisis done strictly as a courtesy.
If information regarding this possible ground for refusal isnot provided to the applicant before the allegation
of useisfiled, the USPTO is not precluded from refusing registration on this basis. If the functional nature
of the mark is clearly apparent from the drawing, description of the mark, and research conducted by the
examining attorney, without the need to await consideration of the specimen, arefusal based on functionality
or nondistinctive trade dress may issue prior to the filing of the allegation of use. SeenreMars, Inc., 105
USPQ2d 1859.

1202.02(e) Trade Dressin 844 and 866(a) Applications
Distinctiveness and Product Design

A product design trade dress mark can never beinherently distinctive and isregistrable only upon ashowing
of secondary meaning. Wal-Mart Sores, Inc. v. Samara Bros., 529 U.S. 205, 212-213, 54 USPQ2d 1065,
1068-1069 (2000); In re Sokevage, 441 F.3d 957, 962, 78 USPQ2d 1395, 1399 (Fed. Cir. 2006); TMEP
§1202.02(b)(i). See TMEP 88 1202.02(b) and 1202.02(b)(i) regarding distinctiveness of product design
trade dress. Therefore, if the proposed mark is comprised of a product design, the examining attorney must
refuse registration on the Principa Register on the ground that the proposed mark consists of anondistinctive
product design under 881, 2, and 45 of the Trademark Act. 15 U.S.C. 881051, 1052, and 1127.
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Distinctiveness and Product Packaging

If the mark comprises product packaging trade dress for goods or services, the examining attorney must
determine whether the mark isinherently distinctive. Wal-Mart Stores, Inc. v. Samara Bros., 529 U.S. 205,
212-13, 54 USPQ2d 1065, 1068-69 (2000); Two Pesos, Inc. v. Taco Cabana, Inc., 505 U.S. 763, 773-75,
23 USPQ2d 1081, 1085-86 (1992). See TMEP 88 1202.02(b) and 1202.02(b)(ii) regarding distinctiveness
of product packaging trade dress. Because a specimen of use is not required prior to registration in these
cases, it is appropriate for the examining attorney to issue the refusal where the mark on its face, as shown
on the drawing and described in the description of the mark, reflects a lack of distinctiveness. Cf. Inre
Right-On Co., 87 USPQ2d 1152, 1156-57 (TTAB 2008) (noting the propriety of and affirming an
ornamentation refusal in a 866(a) application despite the lack of a specimen).

Functionality

If the application itsalf (i.e., the drawing, the description of the mark, and identification of goods/services)
and/or the evidence uncovered during an independent search support that the proposed mark is functional,
the examining attorney must issue a refusal of registration on the Principal Register under 82(e)(5). See

TMEP §81202.02(a)—1202.02(a)(viii) regarding functionality.

1202.02(f) Identification of Goods/Servicesin Trade Dress Applications
1202.02(f)(i) Product Design

Trade dress includes the three-dimensional design or configuration of the product itself. In such cases, the
drawing usualy depicts the item listed in the identification of goods (e.g., the drawing shows a
three-dimensional design of a guitar and the goods are “guitars’). However, sometimes the identification
of goods/services in a product-design application includes different or unrelated products or services that
are, on their face, inconsistent with the product design depicted on the drawing (e.g., the drawing shows a
three-dimensional design of a guitar and the identification includes “drums and pianos’ or “retail music
stores’). This presents an issue of “inconsistent goods.” In rare cases, slight variations are acceptable if the
products have a “consistent overall look” such that the changes do not alter the distinctive characteristics
and the trade dress conveys a “single and continuing” commercia impression. Cf. Rose Art Indus., Inc. v.
Swanson, 235 F.3d 165, 173, 57 USPQ2d 1125, 1131 (3d Cir. 2000) (quoting Rose Art Indus,, Inc. v.
Raymond Geddes & Co., 31 F. Supp. 2d 367, 373, 49 USPQ2d 1180, 1184 (D.N.J. 1998), rev'd on other
grounds sub nom. Rose Art Indus., Inc. v. Svanson, 235 F.3d 165, 57 USPQ2d 1125 (3d Cir. 2000)) (stating
that trade dress protection for aseries or line of products or packaging depends on them having a consistent
overall look and remanding for proper application of the standard); The Walt Disney Co. v. GoodTimes
Home Mideo Corp., 830 F. Supp. 762, 766, 29 USPQ2d 1047, 1050 (S.D.N.Y. 1993) (setting forth the
“consistent overall look” standard and applying it to aclaim of protection for aline of packaging trade dress).
For example, the drawing of athree-dimensional design of a guitar might reasonably reflect the consistent
overall look of both guitars and ukuleles, which can share a very similar shape and appearance.

Section 1(a) Applications: Where the identification of goods/services, the description of the mark, or other
evidence of record indicate that not all of the goods/services in the identification are represented in the
three-dimensional mark depicted on the drawing, the examining attorney must refuse registration on the
ground that the mark failsto function as a mark for the inconsistent goods/services. The statutory bases for
therefusal are 881, 2, and 45 of the Trademark Act, 15 U.S.C. 881051, 1052, and 1127 for trademarks and
881, 2, 3, and 45, 15 U.S.C. 881051, 1052, 1053, and 1127, for service marks.
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The examining attorney must specify the inconsistent goods/services subject to refusal and regquest evidence
and/or additiona specimensto substantiate use of the mark in connection with the incons stent goods/services.
37 C.ER. §2.61(b). The applicant may overcome the refusal by providing (1) additional specimens showing
the inconsistent goods in the shape of the design depicted on the drawing or (2) sufficient evidence that the
three-dimensional product design or configuration mark functions as a source indicator in connection with
the inconsistent goods/services listed in the identification. The applicant may also delete the inconsistent
goods/services.

The examining attorney must al so examine the drawing and the specimen to determine whether the specific
three-dimensional product design mark depicted on the drawing is a substantially exact representation of
the mark shown on the specimen. TMEP §807.12(a).

Section 1(b) Applications: Ina81(b) application for which no specimen has been submitted, if the examining
attorney anticipates that the applicant may not be able to show proper trademark use of the product design
mark for the inconsistent goods/services, the potential refusal should be brought to the applicant’s attention
inthefirst action issued by the USPTO. Thisadvisory isgiven strictly asacourtesy. If information regarding
the possible ground for refusal is not provided to the applicant before the alegation of use is filed, the
USPTO is not precluded from refusing registration after submission of the use allegation. When the record
indicates that the product design would not be perceived as a mark for the inconsistent goods/services, the
examining attorney may make the failure to function as a mark refusal prior to the filing of the allegation
of use.

When an amendment to allege use under 15 U.S.C. 81051(c), or astatement of useunder 15 U.S.C. §1051(d),
is submitted in connection with a 81(b) application, the examining attorney should follow the procedures
discussed above for product-design trade dress in 81(a) applications.

Section 44 and Section 66(a) Applications: A specimen is hot required in a 844 or 866(a) application to
show use of the proposed mark in commerce in connection with the identified goods/services. However,
since these applications are otherwise examined under the same standards as applications under 81, it is
appropriate for the examining attorney to refuse registration on the ground that the mark fails to function
asamark for theinconsi stent goods/services where the drawing, the description of the mark, theidentification
of goods/services, or other evidence indicates that the identification includes goods/services that are, on
their face, inconsistent with the specific three-dimensional product design depicted on the drawing (e.g., a
three-dimensional toy car product design for “toy boats’). The statutory bases for therefusal are 8§81, 2, and
45 of the Trademark Act, 15 U.S.C. §81051, 1052, and 1127, for trademarks and 881, 2, 3, and 45, 15
U.S.C. 881051, 1052, 1053, and 1127, for service marks. Cf. Inre Right-On Co. , 87 USPQ2d 1152, 1156-57
(TTAB 2008) (noting the propriety of and affirming an ornamentation refusal, which is otherwise typically
specimen based, in a 866(a) application). The examining attorney must also request evidence to substantiate
that the proposed mark could function as a source indicator in connection with the inconsistent
goods/services.37 C.F.R. §2.61(b). Thisis not a requirement for specimens. To overcome the refusal, the
applicant must provide evidence showing that the three-dimensional product design or configuration mark
functions as asourceindicator in connection with theinconsistent goods/serviceslisted in the identification.
Absent such a showing, the identification of goods/services must be amended to delete the inconsistent
goods/services.

1202.02(f)(ii) Product Packaging

Thethree-dimensional packaging or wrapping in which a product is sold al so constitutes trade dress. While
aproduct-design drawing typically depictsthe shape or configuration of the product listed in the identification
of goods, product packaging can be in any shape or form that serves as packaging for the listed goods. For
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example, if the drawing depicts a three-dimensional computer mouse, the description of the mark states that
the trade dress is product packaging, and the identified goods are “cosmetics and hair brushes,” it is
conceivable that the goods could be sold in packaging shaped like a computer mouse, and it does not mean
that the goods themselves must be in the shape of a computer mouse. However, where the drawing depicts
athree-dimensional computer mouse, the description of the mark statesthat the trade dressis product design
or configuration, the identified goods are “cosmetics and hair brushes,” and the goods are not in the shape
of acomputer mouse, this presents a potential issue of “inconsistent goods.” SeeTMEP §1202.02(f)(i).

In most cases, the specific three-dimensional product packaging depicted on the drawing houses the product
being sold (e.g., the drawing shows a three-dimensional bottle and the goods are “wine”). However, in rare
cases, the identification of goods may include products (or services) that appear, on their face, to be
inconsistent with the type of packaging design depicted on the drawing (e.g., a drawing showing a
three-dimensional bottle design for “automobiles’ or other “inconsistent goods’ that are not likely to be
sold in bottles). In such cases, where the drawing, the description of the mark, the specimen, or any other
evidence of record does not support that the three-dimensional product packaging depicted on the drawing
would serve as packaging for the goods, the applicant must provide sufficient evidence that the proposed
trade dress serves as the actual shape of the packaging for the inconsistent goods or hasa* consistent overall
look” across al the goods listed in the identification. Cf. Rose Art Indus., Inc. v. Svanson, 235 F.3d 165,
173, 57 USPQ2d 1125, 1131 (3d Cir. 2000) (quoting Rose Art Indus., Inc. v. Raymond Geddes & Co., 31
F. Supp. 2d 367, 373, 49 USPQ2d 1180, 1184 (D.N.J. 1998) , rev'd on other grounds sub nom. Rose Art
Indus., Inc. v. Swanson, 235 F.3d 165, 57 USPQ2d 1125 (3d Cir. 2000)) (stating that trade dress protection
for aseriesor line of products or packaging depends on them having aconsistent overall look and remanding
for proper application of the standard); TheWalt Disney Co. v. GoodTimes Home Video Corp., 830 F. Supp.
762, 766, 29 USPQ2d 1047, 1050 (S.D.N.Y. 1993) (setting forth the “consistent overall look” standard and
applying it to a claim of protection for aline of packaging trade dress). In this situation, the same analysis,
refusal, and requirements that apply to product design also apply to product packaging. SeeTMEP

§1202.02()(i).

1202.03 Refusal on Basis of Ornamentation

Subject matter that is merely a decorative feature does not identify and distinguish the applicant’s goods
and, thus, does not function as a trademark. A decorative feature may include words, designs, slogans, or
trade dress. This matter should be refused registration because it is merely ornamentation and, therefore,
does not function as a trademark, as required by 881, 2, and 45 of the Trademark Act, 15 U.S.C. 881051,
1052, and 1127.

Generally, the ornamentation refusal applies only to trademarks, not to service marks. See TMEP
881301.02-1301.02(f) regarding matter that does not function as a service mark.

Matter that serves primarily asasourceindicator, either inherently or asaresult of acquired distinctiveness,
and that is only incidentally ornamental or decorative, can be registered as a trademark. In re Paramount
Pictures Corp., 213 USPQ 1111, 1114 (TTAB 1982).

With regard to registrability, ornamental matter may be categorized along a continuum ranging from
ornamental matter that is registrable on the Principal Register, to purely ornamental matter that isincapable
of trademark significance and unregistrable under any circumstances, as follows:

() Ornamental matter that serves as an identifier of a*secondary source” isregistrable on the Principal
Register. For example, ornamental matter on a T-shirt (e.g., the designation “NEW YORK
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UNIVERSITY"”) can convey to the purchasing public the “ secondary source” of the T-shirt (rather
than the manufacturing source). Thus, even where the T-shirt is distributed by a party other than
that identified by the designation, sponsorship or authorization by the identified party is indicated.
SeeTMEP §1202.03(c).

(2) Ornamental matter that is neither inherently distinctive nor a secondary source indicator may be
registered on the Principal Register under 82(f), if the applicant establishes that the subject matter
has acquired distinctiveness as amark in relation to the goods. SeeTMEP §1202.03(d).

(3 Ornamental matter that is neither inherently distinctive nor an indicator of secondary source, and
has not acquired distinctiveness, but is capabl e of attaining trademark significance, may beregistered
on the Supplemental Register in an application under 81 or 844 of the Trademark Act.

(4) Some matter is determined to be purely ornamental and, thus, incapable of trademark significance
and unregistrable on either the Principal Register or the Supplemental Register. SeeTMEP

§1202.03(a).

The examining attorney should consider the following factors to determine whether ornamental matter can
be registered: (1) the commercial impression of the proposed mark; (2) the relevant practices of the trade;
(3) secondary source, if applicable; and (4) evidence of distinctiveness. These factors are discussed in the
following sections.

1202.03(a) Commercial Impression

The examining attorney must determine whether the overall commercial impression of the proposed mark
isthat of atrademark. Matter that is purely ornamental or decorative does not function as a trademark and
is unregistrable on either the Principal Register or the Supplemental Register.

The significance of the proposed mark is afactor to consider when determining whether ornamental matter
serves a trademark function. Common expressions and symbols (e.g., the peace symboal, “smiley face,” or
the phrase “Have aNice Day”) are normally not perceived as marks.

The examining attorney must also consider the size, location, and dominance of the proposed mark, as
applied to the goods, to determine whether ornamental matter serves a trademark function. In re Hulting,
107 USPQ2d 1175, 1177-79 (TTAB 2013) ; Inre Lululemon Athletica Can. Inc., 105 USPQ2d 1684, 1687
(TTAB 2013) (quoting Inre Right-On Co., 87 USPQ2d 1152, 1156 (TTAB 2008)); In re Dimitri’sInc., 9
USPQ2d 1666, 1667 (TTAB 1988); In re Astro-Gods Inc., 223 USPQ 621, 623 (TTAB 1984). A small,
neat, and discrete word or design feature (e.g., small design of animal over pocket or breast portion of shirt)
may be likely to create the commercia impression of a trademark, whereas a larger rendition of the same
matter emblazoned across the front of a garment (or a tote bag, or the like) may be perceived merely as a
decorative or ornamental feature of the goods. However, a small, neat, and discrete word or design feature
will not necessarily be perceived as amark in al cases. Moreover, the size of the mark on clothing is only
one consideration in determining the registrability of a mark. In re Lululemon Athletica Can. Inc., 105
USPQ2d at 1689.

1202.03(b) Practicesof the Trade

In determining whether a proposed mark is inherently distinctive, factors to be considered include whether
the subject matter is unique or unusual in a particular field, as opposed to amere refinement of acommonly
adopted and well-known form of ornamentation for a particular class of goods that would be viewed by the
public as adress or ornamentation for the goods. See, e.g., Inre General Tire & Rubber Co., 404 F.2d 1396,
1398, 160 USPQ 415, 417 (C.C.PA. 1969) (affirming the ornamentation refusal of amark comprising three
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narrow white concentric rings of approximately equal width applied to the outer surface of a dark sidewall
tire; mark was arefinement of the practice, which consumerswere familiar with, of whitewalls as decoration
ontires); InreChung, Jeanne & Kim Co., 226 USPQ 938, 941-42 (TTAB 1985) (finding that stripe design
applied to sides of sport shoes was mere refinement of the common and well-known form of ornamentation
in the field of sports shoes).

Even if aproposed mark is not inherently distinctive, it may be registered on the Principal Register if it has
become distinctive of the applicant’sgoodsin commerce. SeeTMEP §1202.03(d). The practices of thetrade
may berelevant in assessing the applicant’s burden of proving that the proposed mark has become distinctive.
Typically, more evidenceisrequired if the proposed mark isatype of ornamental matter used so frequently
in the relevant industry that consumers would be less apt to discern a source-indicating significance from
its use. See Anchor Hocking Glass Corp. v. Corning Glass Works, 162 USPQ 288, 292-99 (TTAB 1969)
(extensive evidence of record supported that cornflower design was recognized as a trademark for coffee
percolators, culinary vessels, and utensils). Cf. In re Villeroy & Boch SA.RL., 5 USPQ2d 1451, 1454
(TTAB 1987) (affirming refusal to register design of morning glories and leaves for tableware, the Board
noting that the design “has not been shown to be other than another decorative pattern without trademark
significance....”).

If the applicant cannot show that the proposed mark has acquired distinctiveness, the mark in an application
under 81 or 844 of the Trademark Act may be registered on the Supplemental Register if it is capable of
distinguishing the applicant’sgoods or services. 15 U.S.C. 81091. The practicesof thetrade may berelevant
in determining whether a proposed mark is capable of distinguishing the goods or services. If the practices
of the trade suggest that certain matter performs the function of atrademark by signifying to purchasers and
prospective purchasers the goods of a particular entity and distinguishing them from the goods of others,
the matter is assumed to be capabl e of distinguishing the applicant’s goods and, therefore, may be registered
on the Supplemental Register. See In re Todd Co., 290 F.2d 597, 599-600, 129 USPQ 408, 410 (C.C.PA.
1961) (holding that repeating pattern of green lines, used to cover the entire back surface of safety paper
products (e.g., checks), was registrable on the Supplemental Register for safety paper products, where the
record showed that it had long been the practice in the industry to use distinctive overall surface designsto
indicate origin of the products).

1202.03(c) “ Secondary Source”

To show that a proposed mark that is used on the goods in a decorative or ornamental manner also serves
asource-indicating function, the applicant may submit evidence that the proposed mark would be recognized
as a mark through its use with goods or services other than those being refused as ornamental. To show
secondary source, the applicant may show: (1) ownership of aU.S. registration on the Principal Register of
the same mark for other goods or services based on use in commerce under 81 of the Trademark Act; (2)
ownership of aU.S. registration on the Principal Register of the same mark for other goods or services based
on aforeign registration under 844(e) or 866(a) of the Trademark Act for which an affidavit or declaration
of use in commerce under 88 or §71 has been accepted; (3) non-ornamental use of the mark in commerce
on other goods or services; or (4) ownership of a pending use-based application for the same mark, used in
anon-ornamental manner, for other goods or services. Ownership of an intent-to-use application for which
no alegation of use under 81(c) or 81(d) of the Trademark Act, 15 U.S.C. §81051(c) or (d), has been filed
is not sufficient to show secondary source. If the applicant establishes that the proposed mark serves as an
identifier of secondary source, the matter is registrable on the Principal Register.

In In re Paramount Pictures Corp., 213 USPQ 1111, 1112 (TTAB 1982) , the Board held that MORK &

MINDY was registrable for decals because the applicant had a television series of that name and had
previously registered MORK & MINDY for various goods and services, and found that the primary
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significance of theterm MORK & MINDY to aprospective purchaser of decalswastoindicatethetelevision
series and the principal characters of the television series. The Board held that the case was controlled by
itsdecisionin In re Olin Corp., 181 USPQ 182 (TTAB 1973) (stylized “O” design registrable for T-shirts,
where applicant had previoudly registered the “O” design for skis), in which that Board had stated:

It is a matter of common knowledge that T-shirts are “ornamented” with various insignia ... or ...
various sayings such as “ Swallow Your Leader.” In that sense what is sought to be registered could be
construed to be ornamental. If such ornamentation is without any meaning other than as mere
ornamentation it is apparent that the ornamentation could not and would not serve as an indicia of
source. Thus, to use our own example, “ Swallow Your Leader” probably would not be considered as
an indication of source.

Id. at 182.

In Paramount, the Board stated that “[t]he ‘ornamentation’ of a T-shirt can be of a specia nature which is
[sic] inherently tells the purchasing public the source of the T-shirt, not the source of manufacture but the
secondary source.” 213 USPQ at 1112. Applying thetest set forth in Olin, the Board found that “the paired
names ‘MORK & MINDY’, while certainly part of the ornamentation of the decal, also indicate source or
origin in the proprietor of the Mork & Mindy television seriesin the same sense asthe stylized ‘O’ in Olin.”

Id. at 1113. The Board noted that “while purchasers may be accustomed to seeing characters' names and
images as part of the ornamentation of decals, T-shirts and the like, they are also accustomed to seeing
characters’ names and images used as trademarks to indicate source of origin.” Id. at 1114.

See alsoln reWatkins Glen Int’l, Inc., 227 USPQ 727, 729 (TTAB 1985) (reversing the refusal and finding
stylized checkered flag design registrable for patches and clothing items, where applicant had previously
registered WATKINS GLEN and checkered flag design (with “WATKINS GLEN” disclaimed) for services);
In re Expo ‘74, 189 USPQ 48, 50 (TTAB 1975) (reversing the refusal and holding EXPO ‘74 registrable
for handkerchiefs and T-shirts, since applicant, organizer of the 1974 World's Fair, had previously registered
EXPO ‘74 for other goods and services).

A series of ornamental uses of the proposed mark on variousitemswill not establish that the proposed mark
functions as an indicator of secondary source; use as a trademark for the other goods or services must be
shown. See In re Astro-Gods Inc., 223 USPQ 621 (TTAB 1984) (affirming the refusal to register ASTRO
GODS and design for T-shirts, despite applicant’s ornamental use of the proposed mark on other goods and
appearance of applicant’s trade name “Astro Gods Inc.” on the T-shirt as part of a copyright notice).

1202.03(d) Evidence of Distinctiveness
As noted above, even if a proposed mark is not inherently distinctive, it may nevertheless be registered on

the Principal Register under 82(f), 15 U.S.C. 81052(f), if it becomes distinctive of the applicant’s goodsin
commerce. See TMEP 881212-1212.10 regarding acquired distinctiveness.

Generally, evidence of five years' use aloneis not sufficient to show acquired distinctiveness of amark that
is mere ornamentation. Concrete evidence that the proposed mark is perceived as a mark for the relevant
goods or services is required to establish distinctiveness. See In re Owens-Corning Fiberglas Corp., 774
F.2d 1116, 227 USPQ 417 (Fed. Cir. 1985).
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1202.03(e) Ornamentation with Respect to 8§1(b), 844, and 866(a) Applications

Generally, the issue of ornamentation istied to the use of the proposed mark as evidenced by the specimen.
Therefore, unless the ornamental nature of the mark is clearly apparent from the drawing and description
of the mark, no ornamentation refusal will be issued in an intent-to-use application until the applicant has
submitted specimen(s) of use with an allegation of use under 81(c) or §1(d) of the Trademark Act, 15 U.S.C.

881051(c) or (d).

In an application under 844 or 866(a), where a specimen of use is not required prior to registration, it is
appropriate for the examining attorney to issue an ornamentation refusal where the proposed mark on its
face, as shown on the drawing and described in the description, reflects afailure to function. In re Right-On
Co., 87 USPQ2d 1152, 1156-57 (TTAB 2008) (noting the propriety of and affirming an ornamentation
refusal in a 866(a) application for amark comprising pocket-stitching design for clothing).

1202.03(f) Ornamentation: Case References
Thefollowing cases show the various ways in which ornamental matter was found not to function asamark.
1202.03(f)(i) Slogansor Words Used on the Goods

Slogans or phrases used on items such as t-shirts and sweatshirts, jewelry, and ceramic plates have been
refused registration as ornamentation that purchasers will perceive as conveying a message rather than
indicating the source of the goods. See In re Hulting, 107 USPQ2d 1175, 1181 (TTAB 2013) (finding that
proposed mark NO MORE RINOS! conveys a political slogan devoid of source-identifying significance);
In re Pro-Line Corp., 28 USPQ2d 1141 (TTAB 1993) (BLACKER THE COLLEGE SWEETER THE
KNOWLEDGE primarily ornamental slogan that is not likely to be perceived as source indicator); Inre
Dimitri’sInc., 9 USPQ2d 1666 (TTAB 1988) (SUMO, as used in connection with stylized representations
of sumo wrestlers on applicant’s T-shirts and baseball-style caps, serves merely as an ornamental feature
of applicant's goods); In re Original Red Plate Co., 223 USPQ 836 (TTAB 1984) (YOU ARE SPECIAL
TODAY for ceramic plates found to be without any source-indicating significance); In re Astro-Gods Inc.,
223 USPQ 621, 624 (TTAB 1984) (“[T]he designation ‘ASTRO GODS' and design is not likely to be
perceived as anything other than part of the thematic whole of the ornamentation of applicant’s shirts.”);
Damn I’'m Good Inc. v. Sakowitz, Inc., 514 F. Supp. 1357, 212 USPQ 684 (S.D.N.Y. 1981) (DAMN I'M
GOOD, inscribedinlargeletters on bracel ets and used on hang tags affixed to the goods, found to be without
any source-indicating significance).

See a'so TMEP 81202.04 regarding informational matter.

1202.03(f)(ii) Designs Used on the Goods

See Inre General Tire & Rubber Co., 404 F.2d 1396, 160 USPQ 415 (C.C.PA. 1969) (three narrow white
concentric rings of approximately equal width applied to the outer surface of adark sidewall tire considered
just arefinement of a general ornamental concept rather than a trademark); In re David Crystal, Inc., 296
F.2d 771, 132 USPQ 1 (C.C.PA. 1961) (two paralel colored bands at the top of the sock, the upper band
red, and the lower band blue, for men’s ribbed socks held merely ornamental absent convincing evidence
that the purchasing public recognized the design as atrademark); In re Sunburst Prods., Inc.,51 USPQ2d
1843 (TTAB 1999) (combination of matching color of watch bezel and watch band and contrasting colors
of watch case and watch bezel for sports watches found to be nothing more than a mere refinement of a
common or basic color scheme for sports watches and, therefore, would not immediately be recognized or
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perceived as a source indicator); In re Villeroy & Boch SARR.L., 5 USPQ2d 1451 (TTAB 1987) (floral
pattern design of morning glories and leaves for tableware not distinctive and not shown to be other than
decorative pattern without trademark significance).

1202.03(f)(iii) Trade Dresson the Containersfor the Goods

See In re J. Kinderman & Sons Inc., 46 USPQ2d 1253 (TTAB 1998) (design of container for Christmas
decorationsthat resembles awrapped Christmas gift not inherently distinctive); Inre F.C.F. Inc., 30 USPQ2d
1825 (TTAB 1994) (rose design used on cosmetics packaging is essentially ornamental or decorative
background and does not function as mark); In re Petersen Mfg. Co., 2 USPQ2d 2032 (TTAB 1987) (design
representing the rear panel of a container for hand tools held unregistrable as merely ornamental,
notwithstanding 82(f) claim).

1202.03(g) Ornamentation Cases and Acquired Distinctiveness

In the following cases, subject matter sought to be registered was found to have acquired distinctiveness as
atrademark: In re Jockey Int’l, Inc., 192 USPQ 579 (TTAB 1976) (inverted Y design used on underwear
found to have acquired distinctiveness, where evidence showed extensive use on packaging and in advertising
in amanner calculated to draw the attention of prospective purchasers to the design and for them to look at
the design as a badge of origin); Anchor Hocking Glass Corp. v. Corning Glass Works, 162 USPQ 288
(TTAB 1969) (blue cornflower design for coffee percolators, culinary vessels, and utensils found to have
acquired distinctiveness, where evidence showed extensive and prominent use of the design in advertising,
use of the design on pins and aprons worn by sales promotion representatives in the course of their duties,
and surveys and statements of purchasers indicating that they recognized the design asindicating originin

applicant).
1202.04 Informational M atter

Slogans and other termsthat are merely informational in nature, or common laudatory phrases or statements
that would ordinarily be used in business or in the particular trade or industry, are not registrable. SeeInre
AOP LLC, 107 USPQ2d 1644, 1655 (TTAB 2013) (finding AOP merely informational and not
source-identifying for wine as it informs consumers of a certification process); Inre T.S. Designs, Inc., 95
USPQ2d 1669 (TTAB 2010) (holding CLOTHING FACTS merely an informational phrase and not a source
identifier based on the likely consumer perception of the phrase used on a clothing label in connection with
manufacturing information reminiscent of the "Nutrition Facts' label required for food products by the
United States Food and Drug Administration); In re Aerospace Optics, Inc., 78 USPQ2d 1861 (TTAB 2006)
(holding SPECTRUM fails to function as a mark for illuminated pushbutton switches, where the mark is
used in a manner that merely informs potential purchasers of the multiple color feature of the goods, and
the coloring and font in which the mark is displayed are not sufficient to imbue the term with
source-identifying significance or to set it apart from other informational wording); InreVolvo Cars of N.
Am,, Inc., 46 USPQ2d 1455 (TTAB 1998) (holding DRIVE SAFELY merely an informational phrase or
slogan that would be perceived as an everyday, commonplace safety admonition that does not function as
mark); In re Manco Inc., 24 USPQ2d 1938, 1942 (TTAB 1992) (holding THINK GREEN and design for
weatherstripping and paper products “merely an informational slogan devoid of trademark significance”);
In re Remington Prods., Inc., 3 USPQ2d 1714 (TTAB 1987) (holding PROUDLY MADE IN USA, for
electric shavers, merely an informational slogan that isincapable of functioning as a mark, notwithstanding
use of letters“TM” in connection with prominent display of slogan on packages for the goods and claim of
acquired distinctiveness); Inre Tilcon Warren, Inc., 221 USPQ 86 (TTAB 1984) (holding WATCH THAT
CHILD for construction material merely informational and not registrable notwithstanding long use); In

April 2016 1200-66



SUBSTANTIVE EXAMINATION OF APPLICATIONS §1202.04

re Schwauss, 217 USPQ 361, 362 (TTAB 1983) (finding FRAGILE for labels and bumper stickers merely
informational and devoid of any source-identifying function).

The critical inquiry in determining whether a slogan or term functions as a trademark or service mark is
how the proposed mark would be perceived by the relevant public. In re Eagle Crest, Inc. 96 USPQ 2d
1227, 1229-30 (TTAB 2010) (holding ONCE A MARINE, ALWAY SA MARINE to bean “old and familiar
Marine expression...that should remain freefor all to use”); see In re Phoseon Technology Inc., 103 USPQ2d
1822, 1827 (TTAB 2012) (noting the critical inquiry in determining whether amark, as used on the specimen,
functions as a trademark is the “commercial impression it makes on the relevant public (e.g., whether the
term sought to be registered would be perceived as a mark identifying the source of the goods or merely as
an informational phrase).”). The more commonly a phrase is used in everyday parlance, the less likely the
public will useit to identify only one source and the less likely the phrase will be recognized by purchasers
as a trademark or service mark. Inre Eagle Crest, 96 USPQ2d at 1229-30 (noting that “*‘[a]s a matter of
competitive policy, it should be closeto impossible for one competitor to achieve exclusiverights’ in common
phrases or slogans.” (quoting J. Thomas McCarthy, McCarthy on Trademarks and Unfair Competition
§7.23 (4th ed. 2010))). Because the function of a trademark is to identify a single commercial source for
particular goods or services, if consumers are accustomed to seeing a slogan used in connection with
goods/servicesfrom many different sources, it islikely that consumerswould not view the slogan asasource
identifier for such goods/services. 1d. at 1230.

Use of the TM notation in and of itself does not make an otherwise unregistrable term a trademark. Inre
Volvo Cars, 46 USPQ2d at 1461.

A dlogan can function as a trademark if it is not merely descriptive and/or merely informational. See, eg.,
Roux Labs., Inc. v. Clairol Inc., 427 F.2d 823, 166 USPQ 34 (C.C.PA. 1970) (affirming the Board’s dismissal
of an opposition to theregistration of HAIR COLOR SO NATURAL ONLY HER HAIRDRESSER KNOWS
FOR SURE for hair coloring preparation since the evidence showed the dogan functioned as a mark); In
re The Hallicrafters Co., 153 USPQ 376 (TTAB 1967) (reversing the refusal to register where QUALITY
THROUGH CRAFTSMANSHIP for radio equipment functioned as a mark). See TMEP §1202.03(f)(i)
regarding ornamental slogans used on goods.

The statutory basisfor refusal of trademark registration on the ground that the matter is merely informational
is881, 2, and 45 of the Trademark Act, 15 U.S.C. 881051, 1052, and 1127, and, in the case of matter sought
to be registered for services, 881, 2, 3, and 45, 15 U.S.C. 881051, 1052, 1053, and 1127. The applicant
cannot overcome a refusal of trademark registration issued on the ground that the matter is merely
informational by attempting to amend the application to seek registration on the Supplemental Register or
pursuant to 82(f). See In re Eagle Crest, 96 USPQ2d at 1229 (noting that “[s]logans and other terms that
are considered to be merely informational in nature, or to be common laudatory phrases or statements that
would ordinarily be used in business or in the particular trade or industry, are not registrable”). In support
of the refusal, the examining attorney must provide evidence that the mark is a slogan or term incapabl e of
being perceived as a trademark or service mark. This support may include evidence of decorative or
informational use by other manufacturers on goods of a similar nature and evidence that the term or slogan
is frequently used by partiesin connection with the sale of their goods or services. Seeid. at 1230 (noting
because consumers would be accustomed to seeing the phrase ONCE A MARINE, ALWAYSA MARINE
“displayed on clothing items from many different sources, they could not view the slogan as a trademark
indicating source of the clothing only in applicant”); In reWakefern Food Corp., 222 USPQ 76, 78 (TTAB
1984) (finding the relatively common merchandising slogan WHY PAY MORE! does not function as a
mark which identifies and distinguishes applicant’s services from others).
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If adlogan or term comprises a mark that is merely informational, then by its very nature it would not be
seen as an indicator of source. Accordingly, registration must be refused even if the specimen of record
shows what would otherwise be acceptable trademark or service mark use. Similarly, if there is sufficient
evidence to indicate that consumers are accustomed to seeing a slogan or term used in connection with the
relevant goods/services from many different sources, registration should be refused in 81(b), 844, and §66(a)
applications because the slogan or term would not be perceived asamark. Seelnre Eagle Crest, 96 USPQ2d
at 1230 (holding that because the function of a trademark is to identify a single commercia source for
particular goods/services, if consumers are accustomed to seeing a slogan used in connection with
goods/servicesfrom many different sources, it islikely that consumerswould not view the slogan asasource
identifier for such goods/services).

See TMEP 8§81202.17(c)(i)(A) regarding informational universal symbols and 1301.02(a) regarding
informational matter that does not function as a service mark.

1202.05 Color asa Mark

Color marks are marks that consist solely of one or more colors used on particular objects. For marks used
in connection with goods, color may be used on the entire surface of the goods, on a portion of the goods,
or on all or part of the packaging for the goods. For example, acolor trademark might consist of purple used
on asalad bowl, pink used on the handle of a shovel, or a blue background and a pink circle used on all or
part of a product package. See Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 34 USPQ2d 1161 (1995)
(green-gold used on dry cleaning press pads held to be a protectible trademark where the color had acquired
secondary meaning); Inre Owens-Corning FiberglasCorp., 774 F.2d 1116, 227 USPQ 417 (Fed. Cir. 1985)
(the color pink as applied to fibrous glass residential insulation registrable where the evidence showed the
color had acquired secondary meaning). Similarly, service marks may consist of color used on al or part
of materials used in the advertising and rendering of the services.

Theregistrability of acolor mark depends on the manner in which the proposed mark isused. Owens-Corning,
774 F.2d at 1120, 227 USPQ at 419. A color(s) takes on the characteristics of the object or surface to which
it isapplied, and the commercial impression of a color will change accordingly. See Inre Thrifty, Inc., 274
F.3d 1349, 1353, 61 USPQ2d 1121, 1124 (Fed. Cir. 2001) (“aword mark retainsits same appearance when
used on different objects, but color isnot immediately distinguishable as a service mark when used in similar
circumstances”).

Color marks are never inherently distinctive, and cannot be registered on the Principal Register without a
showing of acquired distinctiveness under 82(f) of the Trademark Act, 15 U.S.C. 8§1052(f). Wal-Mart
Sores, Inc. v. Samara Bros., 529 U.S. 205, 211-12, 54 USPQ2d 1065, 1068 (2000). See TMEP §1202.05(a)
and cases cited therein.

Color, whether asingle overall color or multiple colors applied in a specific and arbitrary fashion, isusualy
perceived as an ornamental feature of the goods or services. Owens-Corning, 774 F.2d at 1124, 227 USPQ
at 422; In re Hudson News Co., 39 USPQ2d 1915, 1923 (TTAB 1996) , aff’d per curiam, 114 F.3d 1207
(Fed. Cir. 1997) (“blue motif” used in retail storeswould likely be perceived by prospective purchasers as
“nothing more than interior decoration” that “could be found in any number of retail establishments.
Undoubtedly such features are usually perceived asinterior decoration or ornamentation.”). However, color
can function as a mark if it is used in the manner of atrademark or service mark and if it is perceived by
the purchasing public to identify and distinguish the goods or services on or in connection with which it is
used and to indicate their source. The United States Supreme Court has held that color alone may, sometimes,
meet the basic legal requirements for a trademark. When it does, there is no rule that prevents color from
serving asamark. Qualitex, 514 U.S. at 161, 34 USPQ2d at 1162. If acolor isnot functional and is shown
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to have acquired distinctiveness on or in connection with the applicant’s goods or services, it isregistrable
asamark.

Functional color marks are not registrable. See TMEP §1202.05(b) and cases cited therein.
1202.05(a) Color Marks Never Inherently Distinctive

Color marks are never inherently distinctive. Wal-Mart Stores, Inc. v. Samara Bros., 529 U.S. 205, 211-12,
54 USPQ2d 1065, 1068 (2000) (citing Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 162-63, 34
USPQ2d 1161, 1162-63 (1995)); In re Thrifty, Inc., 274 F.3d 1349, 1353, 61 USPQ2d 1121, 1124 (Fed.
Cir. 2001). Therefore, the examining attorney must refuse to register acolor mark on the Principal Register,
unlessthe applicant establishesthat the proposed mark has acquired distinctiveness under 82(f). The examining
attorney must issue thisrefusal in all color mark applications where acquired distinctiveness has not been
shown, regardless of thefiling basis of the application. The ground for refusal isthat the color isnot inherently
distinctive and, thus, does not function as atrademark under 881, 2, and 45 of the Trademark Act, 15 U.S.C.
881051, 1052, and 1127, or does not function as a service mark under 881, 2, 3, and 45, 15 U.S.C. 881051,

1052, 1053, and 1127.

If the proposed color mark is not functional, it may be registrable on the Principal Register if it is shown to
have acquired ditinctiveness under 82(f). If it is not distinctive, it is registrable only on the Supplemental
Register. See In re Hudson News Co., 39 USPQ2d 1915, 1923 (TTAB 1996) , aff’d per curiam, 114 F.3d
1207 (Fed. Cir. 1997) (“blue motif” applied to retail store services not registrable on Principal Register
without resort to Section 2(f)); Edward Weck Inc. v. IM Inc., 17 USPQ2d 1142, 1145 (TTAB 1990) (the
color green, as uniformly applied to medical instruments, not barred from registration on the basis of
functionality; however, evidence failed to establish the color had become distinctive of the goods); Inre
Deere & Co., 7 USPQ2d 1401, 1403-04 (TTAB 1988) (the colors green and yellow, as applied to the body
and wheels of machines, respectively, not barred from registration on the basis of functionality; evidence
established the colors had become distinctive of the goods).

The burden of proving that a color mark has acquired distinctivenessis substantial. Seelnre Owens-Corning
Fiberglas Corp., 774 F.2d 1116, 227 USPQ 417 (Fed. Cir. 1985) (the color pink, as uniformly applied to
fibrous glass residential insulation, shown to have acquired distinctiveness); In re Lorillard Licensing Co.,
99 USPQ2d 1312 (TTAB 2011) (finding the evidence insufficient to demonstrate that the applied-for mark,
"namely, any orange text appearing on a green background," had achieved acquired distinctiveness); Inre
Benetton Grp. Sp.A., 48 USPQ2d 1214 (TTAB 1998) (evidenceinsufficient to establish that green rectangular
background design had acquired distinctiveness as applied to clothing and footwear); In re American Home
Prods. Corp., 226 USPQ 327 (TTAB 1985) (tri-colored, three-dimensional, circular-shaped design found
to have become distinctive of analgesic and muscle relaxant tablets); Inre Star Pharms,, Inc., 225 USPQ
209 (TTAB 1985) (evidence found i nsufficient to establish that two-colored drug capsul es and multi-colored
seeds or granul es contained therein had become distinctive of methyltestosterone). A mere statement of long
use is not sufficient. See, e.g., Benetton, 48 USPQ2d at 1216-17 (despite long use, record devoid of any
evidence that the green rectangular background design has been used, promoted, or advertised as a mark).
The applicant must demonstrate that the color has acquired source-indicating significance in the minds of
consumers.

As noted above, the commercial impression of a color may change depending on the object to which it is
applied. Therefore, evidence submitted to demonstrate acquired distinctiveness of acolor may show consumer
recognition with respect to certain objects, but not for other objects. See Thrifty, 274 F.3d at 1353, 61
USPQ2d at 1124. Cf. Qualitex, 514 U.S. at 163, 34 USPQ2d at 1162-63 (“ The imaginary word ‘ Suntost,
or the words ‘ Suntost Marmalade, on a jar of orange jam immediately would signal a brand or a product
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‘source’; the jam’s orange color does not do so. But, over time, customers may come to treat a particular
color on a product or its packaging (say, a color that in context seems unusual, such as pink on a firm's
insulating material or red on the head of alarge industrial bolt) as signifying a brand. And, if so, that color
would have cometo identify and distinguish the goods-- i. e, ‘to indicate’ their ‘source...”).

1202.05(b) Functional Color Marks Not Registrable

A color mark is not registrable on the Principal Register under 82(f), or the Supplemental Register, if the
color is functional. See Qualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 165-66, 34 USPQ2d 1161
(1995); Brunswick Corp. v. British Seagull Ltd., 35 F.3d 1527, 32 USPQ2d 1120 (Fed. Cir. 1994), cert.
denied, 514 U.S. 1050 (1995); Inre Owens-Corning Fiberglas Corp., 774 F.2d 1116, 227 USPQ 417 (Fed.
Cir. 1985) . A color may be functional if it yields a utilitarian or functional advantage, for example, yellow
or orange for safety signs. Brunswick, 35 F.3d 1527, 32 USPQ2d 1120 (holding the color black functional
for outboard motors because, while the color did not provide utilitarian advantages in terms of making the
engines work better, it nevertheless provided recognizable competitive advantages in terms of being
compatible with a wide variety of boat colors and making the engines appear smaller); In re Florists
Transworld Delivery Inc., 106 USPQ2d 1784, 1791 (TTAB 2013) (finding the color black for floral packaging
functional because there was a competitive need for othersin the industry to use black in connection with
floral arrangements and flowers to communicate a desired sentiment or occasion, such as elegance,
bereavement, or Halloween); Saint-Gobain Corp. v. 3M Co., 90 USPQ2d 1425, 1446-47 (TTAB 2007)
(deep purple shade for coated abrasives held functional, the Board finding that opposer had established a
primafacie case that coated abrasive manufacturers have acompetitive need to be able to use various shades
of purple, include applicant’s shade, which applicant had failed to rebut; and that “[i]n the field of coated
abrasives, color serves a myriad of functions, including color coding, and the need to color code lends
support for the basic finding that color, including purple, isfunctional inthefield of coated abrasives having
paper or cloth backing.”); In re Ferris Corp., 59 USPQ2d 1587 (TTAB 2000) (color pink used on surgical
wound dressings is functional because the actua color of the goods closely resembles Caucasian human
skin); Inre Orange Commc'ns, Inc., 41 USPQ2d 1036 (TTAB 1996) (colors yellow and orange held to be
functional for public tel ephones and tel ephone booths, since they are morevisible under al lighting conditions
in the event of an emergency); In re Howard S. Leight & Assocs., 39 USPQ2d 1058 (TTAB 1996) (color
coral held to be functional for earplugs, because it is more visible during safety checks). A color may also
befunctiona if itismore economical to manufacture or use. For example, acolor may be anatura by-product
of the manufacturing processfor the goods. In such a case, appropriation of the color by asingle party would
place others at a competitive disadvantage by requiring them to alter the manufacturing process.

See also In re Pollak Steel Co., 314 F.2d 566, 136 USPQ 651 (C.C.PA. 1963) (reflective color on fence

found to be functional); Kasco Corp. v. Southern Saw Serv. Inc., 27 USPQ2d 1501 (TTAB 1993) (color
green used as wrapper for saw blades is functional when the color is one of the six colors used in a
color-coding system to identify the type of blade); R.L. Winston Rod Co. v. Sage Mfg. Co., 838 F. Supp.
1396, 29 USPQ2d 1779 (D. Mont. 1993) (color green used on graphite fishing rods found to be functional);
Russell Harrington Cutlery Inc. v. Zivi Hercules Inc., 25 USPQ2d 1965 (D. Mass. 1992) (color white used
on cutlery handles found to be functional).

The doctrine of “aesthetic functionality” may apply in some cases where the evidence indicates that the
color at issue provides specific competitive advantages that, while not necessarily categorized as purely
“utilitarian” in nature, nevertheless dictate that the color remain in the public domain. Brunswick, 35 F.3d
at 1533, 32 USPQ2d at 1124; InreFlorists Transworld Delivery Inc., 106 USPQ2d at 1787-88. See also
TrafFix Devices, Inc. v. Mktg. Displays, Inc., 532 U.S. 23, 33, 58 USPQ2d 1001, 1006 (2001) (Supreme
Court discussed aesthetic functionality, distinguishing Qualitex, 514 US 159, 34 USPQ2d 1161, as a case
where “ aesthetic functionality was the central question...”). See TMEP §1202.02(a)(vi).
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1202.05(c) Color asa Separable Element

Aswith al trademarks and service marks, acolor mark may contain only those elementsthat make aseparable
commercia impression. SeeTMEP §807.12(d). Accordingly, an applicant may not seek to register the color
of the wording or design apart from the words or designs themselvesiif the color does not create a separate
commercia impression. However, the applicant may register the color of the background material on which
the words or design appear apart from the words or design. See TMEP §1202.11 regarding background
designs and shapes.

The commercial impression of a color may change depending on the object to which it is applied. Inre
Thrifty, Inc., 274 F.3d 1349, 61 USPQ2d 1121 (Fed. Cir. 2001); In re Hayes, 62 USPQ2d 1443 (TTAB
2002). Granting an application for registration of color in the abstract, without considering the manner or
context in which the color is used, would be contrary to law and public policy, because it would result in
an unlimited number of marks being claimed in asingle application. Cf. In reInt'l Flavors & Fragrances
Inc., 183 F.3d 1361, 1368, 51 USPQ2d 1513, 1517-18 (Fed. Cir. 1999) (mark with changeable or “phantom”
element unregistrable because it would “encompass too many combinations and permutations to make a
thorough and effective search possible” and, therefore, would not provide adequate notice to the public); In
re Upper Deck Co., 59 USPQ2d 1688, 1691 (TTAB 2001) (hologram of varying shapes, sizes, content, and
positions used on trading cards constitutes more than one “ device,” as contemplated by 845 of the Trademark
Act). Only one mark can be registered in asingle application. TMEP §807.01.

1202.05(d) Drawings of Color Marks Required

All marks, other than sound and scent marks, require a drawing. TMEP 8807. An application for a color
mark that is filed without a drawing will be denied a filing date. 37 C.ER. §2.21(a)(3). Similarly, an
application for a color mark with a proposed drawing page that states “no drawing,” or sets forth only a
written description of the mark, will be denied afiling date. The drawing provides notice of the nature of
the mark sought to be registered. Only marks that are not capable of representation in a drawing, such as
sound or scent marks, are excluded from the requirement for a drawing. Color marks are visual and should
be depicted in color drawings, accompanied by: (1) a color claim naming the color(s) that are a feature of
the mark; and (2) a separate statement naming the color(s) and describing where the color(s) appear and
how they are used on the mark. 37 C.E.R. §2.52(b)(1). See TMEP 8§ 807.07-807.07(g) for color mark
drawings and 808—808.03(f) for description of the mark.

1202.05(d)(i) Drawingsof Color Marksin Trademark Applications

In most cases, the proposed color mark drawing will consist of a representation of the product or product
package. The drawing of the mark must be a substantially exact representation of the mark as used, or
intended to be used, on the goods. 37 C.ER. §2.51. A depiction of the object on which the color isused is
needed to meet this requirement.

The object depicted on the drawing should appear in broken or dotted lines. The broken or dotted lines
inform the viewer where and how color is used on the product or product package, while at the same time
making it clear that the shape of the product, or the shape of the product package, is not claimed as part of
the mark. 37 C.ER. §2.52(b)(4); TMEP §807.08. In the absence of a broken-line drawing, the USPTO will
assume that the proposed mark is acomposite mark consisting of the product shape, or the product package
shape, in aparticular color.

Color used on multiple goods
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If the proposed color mark is used on multiple goods, the drawing required will depend on the nature of the
goods. The drawing of the mark must be asubstantially exact representation of the mark as used, or intended
to be used, on the goods. 37 C.ER. §2.51. A drawing consisting of adepiction of only one of the goods will
be accepted if the goods, or the portions of the goods on which the color appears, are similar in form and
function so that a depiction of only one of the goodsis still a substantially exact representation of the mark
as used on all of the goods. For example, if the mark is the color purple used on refrigerators and freezers,
adrawing of apurplefreezer shown in broken lines (with adescription of the mark claiming the color purple
and indicating that it is used on the freezer) would be sufficient. Or, if the mark is the color pink used on
the handles of rakes, shovels, and hoes, a drawing of any of those items depicted in dotted lines (with a
description of the mark claiming the color pink and stating that the handle is pink) would be sufficient. Or,
if the mark consists of product packaging for various food items that is always blue with a pink circle, a
drawing of any one of the packages shown in dotted lines (with a description of the mark claiming the colors
blue and pink and describing the location of the colors on the packaging) would be sufficient.

If the proposed color mark is used on multiple goods that are dissimilar or unrelated, or if color isused in
different ways on different goods, so that a depiction of one of the goods is not a substantially exact
representation of the mark asused on all of the goods (e.g., the color purple used on microscopes and vending
machines), a separate application must be submitted for each item.

Color used on liquids or powders

Sometimesacolor mark consists of color(s) used on liquids or powders. For exampl e, the mark might consist
of fuchsia body oil or red, white, and blue granular washing machine detergent. In these cases, the nature
of the drawing will depend on the manner of use of the liquid or powder. If the liquid or powder isvisible
through the product package, the drawing should consist of the shape of the product package shown in
broken or dotted lines, with the description of the mark identifying the color(s) of the liquid or powder.

1202.05(d)(ii) Drawingsof Color Marksin Service Mark Applications

Itisdifficult to anticipate al of theissuesthat may arise when examining aproposed color mark for services
because there are amyriad of waysthat color can be used in connection with services. However, thefollowing
general guidelines will be used to determine the sufficiency of drawingsin these cases:

. The purpose of adrawing isto provide notice to the public of the nature of the mark. Aswith color
used on goods, acolor service mark does not consist of color inthe abstract. Rather, the mark consists
of color used in a particular manner, and the context in which the color isused is critical to provide
notice of the nature of the mark sought to be registered. Therefore, as with color marks used on
goods, a drawing, supplemented with awritten description of the mark, is required.

. The drawing must display the manner in which the mark is used in connection with the services. As
with any application, only one mark can be registered in asingle application. TMEP 8807.01. The
mark depicted on the drawing, as used on the specimen, must make aseparate and distinct commercial
impression in order to be considered one mark. See Inre Thrifty, Inc., 274 F.3d 1349, 61 USPQ2d
1121 (Fed. Cir. 2001); InreChem. DynamicslInc., 839 F.2d 1569, 5 USPQ2d 1828 (Fed. Cir. 1988).

SeeTMEP 8§1202.05(c) regarding color as a separable element.

. If color isused in avariety of ways, but in a setting that makes a single commercial impression,
such as aretail outlet with various color features, a broken-line drawing of the setting must be
submitted, with a detailed description of the mark claiming the color(s) and describing the location
of the color(s).
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. If an applicant who seeks to register asingle color as a service mark used on avariety of items not
viewed simultaneously by purchasers, e.g., stationery, uniforms, pens, signs, shuttle buses, store
awning, and walls of the store, submits a drawing that displays the mark as a solid-colored square
with a dotted peripheral outline, the application will receive afiling date. However, the examining
attorney will generally require the applicant to submit a single amended drawing showing how the
mark is used in connection with the services. The applicant must also submit a detailed description
of the mark identifying the color and describing its placement. Thrifty, 274 F.3d at 1353, 61 USPQ2d
at 1124. See TMEP 81202.05(c) regarding color as a separable element.

. The commercia impression of a color may change depending on the object on which it is applied.
See Thrifty, 274 F.3d at 1353, 61 USPQ2d at 1124.

1202.05(d)(iii) Amendment of Drawings of Color Marks

Because color marks are comprised solely of the color as applied to the product or product package, in the
manner depicted on the drawing and explained in the description of the mark, amending the color of the
proposed mark will always change the commercial impression of the mark. Thus, the amendment of any
color inacolor mark isaprohibited material alteration. Similarly, the amendment of the color mark to show
the same color on adifferent object isalso, generally, amaterial alteration, e.g., an amendment of adrawing
of a blue hammer to a blue saw isamaterial ateration.

1202.05(d)(iv) Drawingsfor MarksIncluding Both Color and Words or Design

Sometimes, a product or advertisement for a service will include both color and words or a design. For
example, the surface of a toaster might be green, with the letters “ABC” and a design displayed on the
toaster. In this situation, the applicant must decide whether to seek registration for the color green used on
toasters, the letters “ABC” with or without the design, the design alone, or some combination of these
elements. If applicant only seeks registration for the use of the color, no word or design elements should
appear on the drawing.

1202.05(e) Written Descriptionsof Color Marks

The drawing of a proposed color mark must be supplemented with: (1) aclaim that the color(s) is afeature
of the mark; and (2) a statement in the “ Description of the Mark” field naming the color(s) and describing
where the color(s) appear(s) and how they are used on the mark. 37 C.ER. 82.52(b)(1). See TMEP &8
807.07-807.07(qg) for color mark drawings and 808-808.03(f) for description of the mark.

The description of the mark must be clear and specific, use ordinary language, and identify the mark as
consisting of the particular color as applied to the goods or services. If the color is applied only to aportion
of the goods, the description must indicate the specific portion. Similarly, if the mark includes gradations
of color, the description should so indicate. If the applicant is claiming a shade of color, the shade must be
described in ordinary language, for example, “maroon,” “turquoise,” “navy blue,” “reddish orange.” This
isrequired even if the applicant also describes the color using a commercial coloring system.

The applicant may not amend the description of the mark if the amendment is a material alteration of the
mark on the drawing filed with the original application. 37 C.ER. 82.72. See In re Thrifty, Inc., 274 F.3d
1349, 61 USPQ2d 1121 (Fed. Cir. 2001). Cf. Inre Hacot-Colombier, 105 F.3d 616, 41 USPQ2d 1523 (Fed.
Cir. 1997). See T