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Federal trademark searching:
Overview

* Reminders:
— This session is being recorded.
— The slides will be emailed after the presentation.
— Captioning is available.
— Post your questions to the Q&A box.



Discussion topics

» Comprehensive clearance searching
* Likelihood of confusion

» Search system fundamentals

» Federal trademark searching

« Common search strategy

» How to find help



USPTO restrictions

* The USPTO does not provide legal advice.

— This program is for informational purposes only.

— |t only covers the mechanics of searching the

feg
— |t g

— |t a

eral register.
oes not cover Tull clearance searching.
oes not cover everything you need to know

about federal and common law trademark rights.



Discussion topic

Comprehensive clearance
searching



Comprehensive clearance searching

» Concept:

— Determine whether your trademark conflicts with the
rights of a trademark owner who filed before you.

 Potential benefits:

— Avoid a likelihood of confusion refusal from the
USPTO.

— Avoid an opposition proceeding at the USPTO.
— Avoid a trademark infringement lawsuit.

www.uspto.gov/trademarks/search/comprehensive-clearance-search-similar-trademarks



Presenter Notes
Presentation Notes
The mission of the USPTO is to register any mark that is eligible for registration.

So before you file, it’s important that you do some homework. And we always recommend part of that homework includes a comprehensive clearance search.

Conducting a comprehensive clearance search doesn’t guarantee you’ll avoid all those scenarios, but it helps you understand the potential pitfalls.

http://www.uspto.gov/trademarks/search/comprehensive-clearance-search-similar-trademarks

B
Comprehensive clearance searching

* Hire a private trademark attorney.

— Search might include:
« USPTO database of registrations and applications
o State trademark databases
* Business name reqistries
* Foreign trademark databases
« The internet

8 www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney



Presenter Notes
Presentation Notes
The best way to conduct a comprehensive clearance search is to hire an experienced trademark attorney

They can be expensive, but it’s what we recommend. The attorney can research not just our database, but a lot of other resources.

That being said, we know a lot of you want to do it on your own. And that’s why you’re here.



https://www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney

B
Comprehensive clearance searching

« Conduct searches on your own.

— Search might include:
« USPTO database

— Federally applied-for and registered trademarks

 The internet

— Looking for common law use by others

9 www.uspto.gov/SearchTrademarks



Presenter Notes
Presentation Notes
At a minimum, we suggest you include two places in your search:
USPTO database
Common law search

The USPTO database is free to search and is available 24/7, unless maintenance activity is being performed.

Whether you consider hiring an attorney or not, we always recommend you perform a search in our database first. Why?

Because even a basic search might uncover a result that indicates a party is already using a similar mark for related goods and services. And even one result would be enough to tell you that you should consider adopting a different mark. Was it a great search that uncovered all possible results? Maybe not---but again, just finding one “bad” result should steer you in the direction of possibly adopting a different mark. That is putting on the smart business hat---making the sometimes difficult decision to change to a different mark now, to avoid possible problems later on.

But before we talk about how to actually use the system, let’s talk about the analysis you’ll be conducting. It’s the same analysis used by our examining attorneys when they’re examining your application.

It’s called likelihood of confusion.





https://www.uspto.gov/SearchTrademarks

Discussion topic

Likelihood of confusion


Presenter Notes
Presentation Notes
Before we get to likelihood of confusion, please note:
We cannot provide advice or answer questions about similarity in particular cases.
Please do not submit questions asking whether particular marks are similar.
Some of you are going to want to, please refrain.



Likelihood of confusion

» Concept:

— Avoid confusing consumers about the source of
the goods and services.

* Jest:
— Are the trademarks confusingly similar?
and
— Are the goods and/or services related?


Presenter Notes
Presentation Notes
Marks are similar.
Look alike; sound alike; have similar meanings; and/or create similar commercial impressions.
Goods and services are related.
Consumers mistakenly believe the goods and services come from the same source.

Identical trademarks may co-exist in the marketplace if the goods and/or services are not related.

BE AWARE: The fact that goods and services are in different classes does not overcome likelihood of confusion. The refusal is based on evidence, not classes.

DOVE for “soap” and DOVE for “ice cream bar”
DELTA for “faucets” and DELTA for “air transportation services”



Likelihood of confusion refusal

* Examining attorney issues refusal if:

— The trademark in the application is confusingly
similar with a registered trademark.

and

— The goods and/or services in both the
application and the registration are related.


Presenter Notes
Presentation Notes
The statutory basis for refusing to register any mark where a likelihood of confusion exists is Section 2(d) of the Trademark Act.

If the cited trademark is still in the application phase (and not yet registered), the examining attorney will suspend the new application.

BE AWARE: The fact that goods and services are in different classes does not overcome likelihood of confusion. The refusal is based on evidence, not classes.

For example, clothing (25) is most likely related to:
Jewelry (14)
Hand bags (18)
Retail store services featuring clothing (35)




Likelihood of confusion example

Your trademark Registered trademark

TMARKEY TMARKEY

for for

shirts pants


Presenter Notes
Presentation Notes
Refused. These marks look the same and sound the same. And the goods are related because consumers are used to seeing one company make both pants and shirts.



Likelihood of confusion example

Your trademark Registered trademark

TMARKEY TEE MARQEE

for for

shirts pants


Presenter Notes
Presentation Notes
Refused. These marks sound the same. And the goods are related because consumers are used to seeing one company make both pants and shirts.



Likelihood of confusion example

Your trademark Registered trademark

TMARKEY TEE MARQEE

for for

shirts golf flags


Presenter Notes
Presentation Notes
Probably not refused. These marks sound the same, but consumers might not be used to seeing one company make both shirts and golf flags.

Would require research to determine the answer. This part of a good clearance search.



Discussion topic

Search system fundamentals



Search system fundamentals

» Reasons to use the search system

— Conduct a clearance search before applying to
register your trademark.

— Research how the USPTO treated similar marks.
— Research marks owned by a particular owner.

— Check the status of your application or
registration.

www.uspto.qgov/SearchTrademarks



Presenter Notes
Presentation Notes
Likelihood of confusion
-Confusingly similar marks (sound alike, look alike, similar commercial impression)
-Related goods and services

Prior disposition of similar marks – If you want to know how the USPTO has treated a particular term in the past, this is a good way to see that.  For example, Is a term treated as descriptive or suggestive? Is a term treated as having a meaning other than that of a surname?
Keep in mind that examining attorneys are not bound by previous decisions of other examining attorneys.  
Just because you see a mark previously treated one way on the register does not guarantee that your mark will be treated the same.  Your mark or goods and services might be different. Market circumstances can change and what was acceptable in the past may no longer be acceptable.  And sometimes, examining attorneys can make mistakes and allow marks that should be refused.
Use it more as a general guide than a definitive resource.  

Maybe you want to see all of the marks that a competitor owns.  Or maybe you or your client have a lot of trademarks and you want to quickly view all of them in one place.

You also can search for individual registrations and applications by serial or registration number.  You can do this in the Trademark Status and Document Retrieval System (TSDR).

But for today, we’re just going to focus on the mechanics of conducting a basic clearance search.

http://www.uspto.gov/SearchTrademarks
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earch system fundamentals

BE An official website of the United States government Here's how you know +

Trademark Search

Home

Patents ¥ Trademarks * Feesand payment v Contactus ¥ MyUSPTO

About the USPTO Search for patents

Help
Searchbyall ~ Search for words in trademarks, products, or owners “ Basic Expert
4
«-
~
Help Announcements
Answers to frequently asked questions We value your input. We're committed to making
ongoing updates to the search tool to serve you better.
Help us enhance your user experience by sharing your
feedback and suggestions.
3
3
3
Search for trademarks Receive updates from the USPTO &

US Department of Commerce
Accessibility

Enter your email to subscribe or update your preferences
Freedom of Information Act

Inspector General your@email.com m

www.uspto.gov/SearchTrademarks



Presenter Notes
Presentation Notes
This is what the user interface looks like. It’s a search engine. Much like Google allows you to search the web, our system allows you to search our database. Access is free and publicly accessible.

It’s also cloud-based, so it won’t time out.

Check out the Help for written instructions.

Check out the Announcements to see what improvements have been made in the system.

Remember that the USPTO database consists only of information related to registrations and applications. It will not display any marks for which only common law rights exists.

Note that in the USPTO database a status indicator appears, either “live” or “dead.” Under the trademark statute, only a “live” registration will be used as a basis for refusal. However, it is important to determine whether, although “dead” within the USPTO database, whether the party is still using the mark, and therefore able to claim common law rights. E.g., it is possible that the mark was canceled simply because a USPTO filing deadline was inadvertently missed.


http://www.uspto.gov/SearchTrademarks

Search system fundamentals

* Two ways to use the system
— Dropdown searches
— Field tag searches
» Two ways to adjust your options
— Basic mode
— Expert mode


Presenter Notes
Presentation Notes
Two ways to use the system
Dropdown searches
Mostly used by pro se applicants conducting a knock-out search – See the Getting started webinar recording to learn more.
Field tag searches
Mostly used by practitioners conducting clearance searches – See the Field tag searching webinar recordings to learn more.

Two ways to adjust your options
Basic mode
Provides baseline functionality
Expert mode
Provides upgraded options such as the ability to search based on design codes and design descriptions, and the ability to filter results by international class

Expert mode is not more complex; it simply provides more search options.  I always recommend to work in Expert Mode.


20

earch system fundamentals

BE An official website of the United States government Here's how you know +

m . Patents ¥ Trademarks * Feesand payment v Contactus ¥ MyUSPTO
Trademark Search
Home > Search results Help
uspto X | Refine search by goods or services “ Basic Expert
N Status filter 8 results for uspto B | = l | Export ¥ l
Live 4
S USPTO
Pending .
Dead 4
Cancelled Wordmark USPTO Wordmark USPTO
Abandoned oramar ordmar
status Status
Goods & IC 009: Downloadable documents in the field () Goods & IC 009: Downloadable documents in the field o E
v Sort services of intellectual property... services of intellectual property... 3
@
Class 009, 035, 041, 042, 045 Class 009, 035, 041, 042, 045 -
~ Configure Serial 90865893 Serial 90866032
X Owners United States Patent and Trademark Office, U.S. Owners United States Patent and Trademark Office, U.S.
Show image Department of Commerce (agency of the United Department of Commerce (agency of the United

States government; USA) States government; USA)

www.uspto.gov/SearchTrademarks



Presenter Notes
Presentation Notes
No matter which way you use the system, you have several ways to view your results
Grid

http://www.uspto.gov/SearchTrademarks

earch system fundamentals

BE An official website of the United States government Here's how you know +

m . Patents ¥ Trademarks * Feesand payment v Contactus ¥ MyUSPTO

Trademark Search

Home > Search results Help

uspto X | Refine search by goods or services “ Basic Expert

A Status filter 8 results for uspto

21

Live 4
Registered
Pending

Dead 4
Cancelled
Abandoned

v Sort
~\ Configure

Show image

Wordmark
Serial 90865893

Goods & services

Owners

Wordmark
Serial 90866032

Goods & services

Owners

Wordmark
Serial 78186670

Goods & sarvicas

USPTO

Status Class 009,035, 041,042, 045

IC 009: Downloadable documents in the field of intellectual property... [ )

United States Patent and Trademark Office, U.S. Department of Commerce (agency of
the United States government; USA)

USPTO x

2
Status Class  000,035,041,042,045 [
IC 009: Downloadable documents in the field of intellectual property... (]

United States Patent and Trademark Office, U.S. Department of Commerce (agency of
the United States government; USA)

USPTO EXAMWARE
Status ] ABANDONED Class 009
(ARANDONEM IC 009 Interactive nra-recarded CN-ROM rconsisting nf -

www.uspto.gov/SearchTrademarks



Presenter Notes
Presentation Notes
No matter which way you use the system, you have several ways to view your results
Grid
List

http://www.uspto.gov/SearchTrademarks

earch system fundamentals

BE An official website of the United States government Here's how you know +

m . Patents ¥ Trademarks * Feesand payment v Contactus ¥ MyUSPTO

Trademark Search

Home > Search results Help

uspto X | Refine search by goods or services “ Basic Expert
B8 | = =| Export ~ l

A Status filter 8 results for uspto

Live 4 Result Image Wordmark Class Serial Status
Registered
dPending L o USPTO ggz, 035,041,042 oo
Cancelled
Abandoned mmm  usero ggz, 035,041,042 oo
B
Y sort 3 Lo USPTO EXAMWARE 009 78186670 ABANDONED E
~ Configure 4 s USPTO EXAMINERS 042 77350830 ABANDONED
Showimage 5 Gvionss  PROFESSOR KAYTON'S USPTO 009 78186808 ABANDONED
6 B \WEIRDOFORLIFE WWWWEIRDOFORLIFE.. 025 77613523 ABANDONED

www.uspto.gov/SearchTrademarks



Presenter Notes
Presentation Notes
No matter which way you use the system, you have several ways to view your results
Grid
List
Compressed

http://www.uspto.gov/SearchTrademarks
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earch system fundamentals

BE An official website of the United States government Here's how you know +

m . Patents ¥ Trademarks * Feesand payment v Contactus ¥ MyUSPTO

Trademark Search

Home > Search results Help
uspto X | Refine search by goods or services “ Basic Expert

\/ Status filter 8 results for uspto = | = ” Export ~ l

-\ Sort

0 reanes USPTO ?

(O Wordmark (A-2)
(O Wordmark (Z-A)

Wordmark USPTO Wordmark USPTO
() Class (0-9)
O class (9-0) Status Status
() serial (0-9) Goods & IC 009: Downloadable documents in the field () Goods & IC 009: Downloadable documents in the field () E
O Serial (9-0) services of intellectual property... services of intellectual property... 2
- @
Class 009, 035, 041, 042, 045 Class 009, 035, 041, 042, 045 -
Serial 90865893 Serial 90866032
~~ Configure ) . . .
Owners United States Patent and Trademark Office, U.S. Owners United States Patent and Trademark Office, U.S.
Department of Commerce (agency of the United Department of Commerce (agency of the United
Show image States government; USA) States government; USA)

www.uspto.gov/SearchTrademarks



Presenter Notes
Presentation Notes
No matter which way you use the system, you have several ways to view your results
Grid
List
Compressed

And you have the option to sort the results by relevance, by alphabetical wordmark, by class number, and by serial number.

http://www.uspto.gov/SearchTrademarks
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earch system fundamentals

BE An official website of the United States government Here's how you know +

m . Patents ¥ Trademarks * Feesand payment v Contactus ¥ MyUSPTO
Trademark Search
Home > Search results Help
uspto X | Refine search by goods or services “ Basic Expert
N Status filter 8 results for uspto = | = l | Export ¥ l
Live 4
S USPTO
Pending .
Dead 4
Cancelled Wordmark USPTO Wordmark USPTO
Abandoned oramar ordmar
status Status
Goods & IC 009: Downloadable documents in the field () Goods & IC 009: Downloadable documents in the field o E
v Sort services of intellectual property... services of intellectual property... 3
@
Class 009, 035, 041, 042, 045 Class 009, 035, 041, 042, 045 -
~ Configure Serial 90865893 Serial 90866032
X Owners United States Patent and Trademark Office, U.S. Owners United States Patent and Trademark Office, U.S.
Show image Department of Commerce (agency of the United Department of Commerce (agency of the United
States government; USA) States government; USA)

Reset

www.uspto.gov/SearchTrademarks



Presenter Notes
Presentation Notes
No matter which way you use the system, you have several ways to view your results
Grid
List
Compressed

And you have the option to sort the results by relevance, by alphabetical wordmark, by class number, and by serial number.

You also see at the top of the sidebar that there is the option to filter by "Live" and "Dead".  We'll talk about that in a moment.

And at the very bottom is the reset button if you want to delete your search history and start over.

http://www.uspto.gov/SearchTrademarks

Search system fundamentals

* Dropdown searches

— Good for exact match, single-term trademark
searches

— Don't allow for "exact phrase” trademark searches

 Benefits of field tag searches

— Good for complex, multiple-term trademark
searches

— Allow for “exact phrase” trademark searches
— Good for alternate spelling searches


Presenter Notes
Presentation Notes
We’re going to show you two examples:
Single term search using dropdowns
Exact phrase search using field tags

We’re not going to cover alternate spelling searches today, but you can learn more by watching the recorded webinars on Filed tag searching.


Discussion topic

Federal trademark searching:
Dropdown searching
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ropdown searching - basic

BE An official website of the United States government Here's how you know +

Trademark Search

Home

Patents ¥ Trademarks * Feesand payment v Contactus ¥ MyUSPTO

About the USPTO Search for patents

Help
Searchbyall ~ Search for words in trademarks, products, or owners “ Basic Expert
4
«-
~
Help Announcements
Answers to frequently asked questions We value your input. We're committed to making
ongoing updates to the search tool to serve you better.
Help us enhance your user experience by sharing your
feedback and suggestions.
3
3
3
Search for trademarks Receive updates from the USPTO &

US Department of Commerce
Accessibility

Enter your email to subscribe or update your preferences
Freedom of Information Act

Inspector General your@email.com m

www.uspto.qgov/SearchTrademarks



Presenter Notes
Presentation Notes
Here’s where we get into the meat of dropdown searches.

We’ll start in Basic mode, even though there’s no reason you should need to be in Basic mode instead of Expert mode.

http://www.uspto.gov/SearchTrademarks
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Dropdown searching - basic

BE An official website of the United States government Here's how you know +

Trademark Search

Patents ¥ Trademarks * Feesand payment v Contactus ¥ MyUSPTO

Home Help
“ BaSic Expert
Search by all
Goods and services
4
Owner " -
Serial number 5
Registration number Help Announcements
Mark description Answers to frequently asked questions We value your input. We're committed to making
Search by field tag ongoing updates to the search tool to serve you better.
Help us enhance your user experience by sharing your
feedback and suggestions.
3
2
3
About the USPTO - Search for patents < Search for trademarks Receive updates from the USPTO [

US Department of Commerce Freedom of Information Act

Accessibility Inspector General

Enter your email to subscribe or update your preferences

your@email.com m

www.uspto.qgov/SearchTrademarks



Presenter Notes
Presentation Notes
A lot of people instinctively want to select “Search by all”, thinking, “Well of course I want to search everything!  I don’t want to miss anything”.  Good thought, but the search is going to bring in a lot of irrelevant results because it is searching every single field in that dropdown menu.  

APPLE for athletic shoes.  Yes, selecting “Search by all” will return all of the registered and applied-for marks with the word “APPLE” in them.  But it also will return every application and registration owned by companies with “APPLE” in their name.  And every application and registration in which the business or individual has an address with “APPLE” in the road name.  And every application and registration where the goods and services include the word “APPLE”.  That’s going to bloat your results, and the more irrelevant results in the search that you have to sift through, the more likely you are to accidentally overlook something important.


Simply:
Change it to Wordmark
Type in your trademark
Select the magnifying glass icon

http://www.uspto.gov/SearchTrademarks

®
Dropdown searching - basic

* Filtering by live/dead

s\ Status filter

250

&2 Cancelled

&4 Abandoned

29 www.uspto.gov/SearchTrademarks



Presenter Notes
Presentation Notes
Basic mode
Allows you to filter by live/dead.



https://www.uspto.gov/SearchTrademarks
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ropdown searching - expert

BE An official website of the United States government Here's how you know +

Trademark Search

Home

Patents ¥ Trademarks * Feesand payment v Contactus ¥ MyUSPTO

About the USPTO Search for patents

Help
Searchbyall ~ Search for words in trademarks, products, or owners “ m
4
«-
~
Help Announcements
Answers to frequently asked questions We value your input. We're committed to making
ongoing updates to the search tool to serve you better.
Help us enhance your user experience by sharing your
feedback and suggestions.
3
3
3
Search for trademarks Receive updates from the USPTO &

US Department of Commerce
Accessibility

Enter your email to subscribe or update your preferences
Freedom of Information Act

Inspector General your@email.com m

www.uspto.qgov/SearchTrademarks



Presenter Notes
Presentation Notes
If you want to unlock even more capability, turn on expert mode.

Expert mode
Opens up additional ways to search via the dropdown.
Design code
Design description

Design description is not recommended. It requires the system to have the word as part of the description.
Design code is more likely to provide what you’re looking for. It takes a few extra moments to pull the design code from the Design Search Code Manual, but is more comprehensive. – HELP, Basic tab



http://www.uspto.gov/SearchTrademarks

®
Dropdown searching - expert

* Filtering by live/dead

s\ Status filter

250

&2 Cancelled

&4 Abandoned

31 www.uspto.gov/SearchTrademarks



Presenter Notes
Presentation Notes
Expert mode
Allows you to filter by live/dead.



https://www.uspto.gov/SearchTrademarks

Dropdown searching - expert

~ Class filter

* Filtering by live/dead o ey

* Filtering by class L
— Coordinated class 7
0 @z

32 www.uspto.gov/SearchTrademarks



Presenter Notes
Presentation Notes
Expert mode
Opens up additional ways to search via the dropdown.
Design code
Design description
Allows you to filter by class.
Coordinated class 
https://www.uspto.gov/trademarks/search/get-ready-search-classification-and-design#How%20classification%20can%20help%20you   



https://www.uspto.gov/SearchTrademarks

Dropdown searching - expert

* Filtering by live/dead T
* Filtering by class
— Coordinated class

— International class = ox

« Consider 035, 042, a, b, and 200

33 www.uspto.gov/SearchTrademarks



Presenter Notes
Presentation Notes
Expert mode
Opens up additional ways to search via the dropdown.
Design code
Design description
Allows you to filter by class.
Coordinated class
International class

Note: Clarification of “a, b, 200”
A 	Goods certification marks
B 	Services certification marks
200 	Collective membership marks

https://www.uspto.gov/SearchTrademarks

®
Dropdown searching - expert

* Filtering by live/dead
* Filtering by class

¢ Ta g g I n g Results on page
UANTUh First 500 results
— Export to Excel Q s et

spreadsheet Wordmark OUANTUL

www.uspto.gov/SearchTrademarks



Presenter Notes
Presentation Notes
Expert mode
Opens up additional ways to search via the dropdown.
Design code
Design description
Allows you to filter by class.
Coordinated class
International class
Allows you to tag and export specific results
Exports to an Excel spreadsheet
If you’d like the option to have a trademark summary sheet, request it in the feedback.


https://www.uspto.gov/SearchTrademarks

Dropdown hypothetical

You want to register:

/EBRA

as a brand name for

t-shirts



Discussion topic

Federal trademark searching:
Field tag searching



-

Field tag searching

 Tips for search construction

— Fle
— Fle

— Fle

A
A

G

tags precede the search term.
tags must be in all caps.
tags must be followed by a colon.

— Search terms must be in lowercase.

CM:trademark


Presenter Notes
Presentation Notes
If you want to see all the available field tags, look in the search help: https://tmsearch.uspto.gov/help



-

Field tag hypothetical

You want to register:

/EBRA STAR

as a brand name for

t-shirts


Presenter Notes
Presentation Notes
Let’s walk through a hypothetical: You want to register ZEBRA STAR as a brand name for t-shirts.

We’re going to do a search for a multiple word mark, but the same concepts apply to single word marks.


-

Field tag hypothetical

« Common search strategy
1. Execute dead-on search.


Presenter Notes
Presentation Notes
At the very least, please do the dead-on search.

If there’s even one hit, that could trigger a refusal.




Field tag hypothetical

 Search string
— Dead-on search

The CM: field code searches
for trademarks in multiple
areas of the database.

CM:"zebr%
i g

40

The search term appears
in all lowercase.

Use quotation marks to
search for exact phrases
or multiple-term marks.



Presenter Notes
Presentation Notes
Dead-on search
Often called a “knock-out” search or a “bullseye” search
Narrow focus on just the wording you’re looking for

CM field code – combines the word mark, pseudo mark, and translation fields

But what about all the dead marks that you see in your results?

You can’t use the left-side filter boxes to remove them. Instead, you use field tags.





Field tag hypothetical

 Search string
— Dead-on search o e

result is “live” or "dead.”

=

CM:"zebra star” AND LD:true

A

The AND operator tells the

system to provide combined

results — but note the use of
uppercase.

41


Presenter Notes
Presentation Notes
LD field code – uses true or false to return live or dead marks

But ask yourself what you are NOT seeing with this search?



-

Field tag hypothetical

« Common search strategy
1. Execute dead-on search.
2. Execute expanded search.


Presenter Notes
Presentation Notes
At the very least, look for additional wording at the ends of your mark.

You do this by using wildcards.




-

Field tag hypothetical

 Search string
— Expanded search

CM:*zebrastar* AND LD:true

7

The asterisk tells the system to look for
an infinite number of characters.



Presenter Notes
Presentation Notes
Expanded search
Wider focus increases the number of potential hits



-

Field tag hypothetical

« Common search strategy
1. Execute dead-on search.
2. Execute expanded search.

3. Execute alternate spelling search.


Presenter Notes
Presentation Notes
At the very least, please do common misspellings.

Remember: The test boils down to the similarity of trademarks, not whether they’re exactly the same.
There is no correct pronunciation of a trademark.
This is not like a domain name registry where the addition of punctuation or taking out a letter or some other small thing makes a guaranteed difference.



Field tag hypothetical

 Search string
Remoying final soynds and
— Alternate spelling search capture varatons inspeling

at the ends of words.

CM:(*zebr* OR *sebr*)
CM:(*star* OR *ztar®)

45


Presenter Notes
Presentation Notes
Depending on the strength of each word in the mark, you might want to search them separately. And then combine them.

You might also consider removing the final sound of a word and replacing it with an asterisk.
This can help you find alternate spellings.
But might not be helpful in all cases.
What if you removed the “r” from the end of “star”?
How would that affect your search results?



Field tag hypothetical

 Search string
— Combined term search — option 1

46

CM:(*zebr* OR *sebr*) AND CM:(*star* OR *ztar*) AND LD:true

/

Use the OR operator to search
spelling variations —
but note use of parentheses.

Remember to use a field tag in
front of each search term when
combining terms.



Presenter Notes
Presentation Notes
Expanded search
Helps you search for alternate spellings and misspellings
Wider focus increases the number of potential hits

This is a lengthier way to write out the search string, but has the benefit of you seeing exactly what your alternate spellings are.



Field tag hypothetical

 Search string
— Combined term search — option 2

CM:*zebr*
CM:*star*
1T AND 2

Using previous search strings is
a way to combine search terms —
but must be in expert mode.

47


Presenter Notes
Presentation Notes
Combined search string strategy
Allows you to separate out search terms before combining them
Easier way to go back and search those terms individually

It’s not always 1 and 2. The number changes based on your search history.

And you must be in Expert mode.



Discussion topic

Common search strategy



Common search strategy

1. Search for owner in ON: field.
2. Execute “dead-on” search in CM: field.

3. Execute alternate spelling searches in
CM: field.

— Pro tip: "Not out” your previous search to avoid
looking at already viewed results.


Presenter Notes
Presentation Notes
At the very least, please do the dead-on search.

If there’s even one hit, that could trigger a refusal.

Only “not out” if you’ve viewed everything in the previous search string.

You “not out” by including AND NOT __ in the search string.

For example:
You want to “not out” the results of your first search.
On the second line, you include AND NOT 1 in the string.



Common search strategy

4. Execute additional searches looking for
alternative versions of the trademark.

— Words/designs alone and together
— Words that have similar meanings
— Acronyms and what they stand for

— Pro tip: Search for pictorial equivalents using the
DC: field tag.



Common search strategy

* Narrow if needed:
— By coordinated class with CC: field tag.

— By international class with IC: field tag.
* Pro tip: Use the IC:(xxx 035 042 a b 200) formula.

— By goods and services with GS: field tag.

* Pro tip: Only narrow this way if absolutely necessary.


Presenter Notes
Presentation Notes
Nontraditional international classes
A – for goods certification marks
B – for services certification marks
200 – for collective membership marks

When narrowing by class for goods, use the IC:(xxx 035 042 a b 200) formula.
This adds in the highly related retail services in 35, as well as the retail services that used to be in 42 when it was the miscellaneous services class.

Narrowing to goods and services runs the risk of missing potential cites.
If you only search for “t-shirts” and the registrant has “shirts” or “tops,” you will miss it.

You can use pattern matching and some truncation in the GS: field, though.
GS:/sh[io]rts/ will return shirts and shorts 
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USPTO resources

 Website

— WwWWw.USpto.gov

* Trademark search
— WwWw.uspto.gov/trademarks/search

* Trademark search help
— https://tmsearch.uspto.gov/help



Presenter Notes
Presentation Notes
Your first stop for all patent and trademark-related information should be our website.

To learn more about searching, visit our search page.
Read about clearance searching.
Read about likelihood of confusion.
Watch recorded webinars.
Download helpful handouts.

To learn how to use the system, visit the search help.
Read how to conduct dropdown searches.
Read how to conduct field tag searches.
View all the available field tags.
Learn how to conduct complex searches using regular expressions.

http://www.uspto.gov/
https://www.uspto.gov/trademarks/search
https://tmsearch.uspto.gov/help

USPTO resources

 Trademark Assistance Center

— Main support center for all trademark customers
« Phone: 1-800-/86-9199
« Email: TrademarkAssistanceCenter@uspto.gov

54 www.uspto.gov/TrademarkAssistance
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Presentation Notes
M-F, 8:30 a.m. – 8 p.m. Eastern

Calls answered quickly, but email responses may take a day or so.


mailto:TrademarkAssistanceCenter@uspto.gov
https://www.uspto.gov/TrademarkAssistance

USPTO resources

* The USPTO does not:
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Provide legal advice.
-nforce legal rights.

Recommend specific private attorneys.

www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney



https://www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney

Legal resources

e Remember:

56

— Best resource is an experienced trademark
attorney.

— Most trademark filing companies can only
orovide limited services.

www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney



Presenter Notes
Presentation Notes
Attorney
Consult the internet.
Contact the American Bar Association.
Contact the attorney referral service of a U.S. state or local bar association.
Contact a law school clinic.

Filing company
Most simply file the application.
Most do not include responding to office actions as part of their services.
Most do not include legal review by an attorney.



https://www.uspto.gov/trademarks/basics/why-hire-private-trademark-attorney

.
Caution: scam alert

» Beware of scams.
— www.uspto.gov/TMFraud

» Beware of filing firms.
— www.uspto.gov/trademarks/protect/filing-firms

» Beware of misleading notices and offers.
— www.uspto.gov/TrademarkSolicitations



Presenter Notes
Presentation Notes
Scams
The trademark industry is no different than any other industry. There are scammers trying to take advantage of you.
Check out the top 10 things you can do to protect your trademark application or registration.

Filing firms
These companies try to draw you in by advertising low costs to file and guaranteed registration. Neither of these are true.
No one can guarantee registration.

Solicitations
Remember: everything you file with the USPTO becomes public. Private companies scrape this public information and then use it to send you solicitations. Although some solicitations are for legitimate services, many are scams trying to convince you that you need to pay 4000 Euros or something.
For example, solicitation from “Patent and Trademark Office, Washington, DC” (whereas the official agency is the United States Patent and Trademark Office, Alexandria, VA).
Because the USPTO has no affiliation with the parties sending these notices, we are unable to assist in getting any money back. So always ask first rather than paying first and then questioning whether this was legitimate. I.e., contact the Trademark Assistance Center (1-800-786-9199) for more information. Note that the USPTO has no enforcement authority regarding these matters.
Use Trademark Status and Document Retrieval (TSDR) on uspto.gov to see whether we actually sent you the notice. The “Documents” tab of TSDR will display all outgoing and incoming exchanges for your application or registration. A solicitation from another party will never appear there, which helps highlight it is not from the USPTO.
If you want to avoid getting these solicitations, you might want to consider hiring an attorney to assist you. In addition to fending off solicitations, attorneys can help you search, file, register, and enforce your trademark.

http://www.uspto.gov/TMFraud
http://www.uspto.gov/trademarks/protect/filing-firms
http://www.uspto.gov/TrademarkSolicitations

Questions?



DISCLAIMER: References to particular trademarks, service marks, certification marks, products, services, companies, or
organizations are for illustrative and educational purposes only and do not constitute or imply endorsement by the U.S.
government, the U.S. Department of Commerce, the U.S. Patent and Trademark Office, or any other federal agency.



	United States Patent and Trademark Office (USPTO)
	Federal trademark searching:�Overview
	Federal trademark searching: Overview
	Discussion topics
	USPTO restrictions
	Comprehensive clearance searching
	Comprehensive clearance searching
	Comprehensive clearance searching
	Comprehensive clearance searching
	Likelihood of confusion
	Likelihood of confusion
	Likelihood of confusion refusal
	Likelihood of confusion example
	Likelihood of confusion example
	Likelihood of confusion example
	Search system fundamentals
	Search system fundamentals
	Search system fundamentals
	Search system fundamentals
	Search system fundamentals
	Search system fundamentals
	Search system fundamentals
	Search system fundamentals
	Search system fundamentals
	Search system fundamentals
	Federal trademark searching:�Dropdown searching
	Dropdown searching - basic
	Dropdown searching - basic
	Dropdown searching - basic
	Dropdown searching - expert
	Dropdown searching - expert
	Dropdown searching - expert
	Dropdown searching - expert
	Dropdown searching - expert
	Dropdown hypothetical
	Federal trademark searching:�Field tag searching
	Field tag searching
	Field tag hypothetical
	Field tag hypothetical
	Field tag hypothetical
	Field tag hypothetical
	Field tag hypothetical
	Field tag hypothetical
	Field tag hypothetical
	Field tag hypothetical
	Field tag hypothetical
	Field tag hypothetical
	Common search strategy
	Common search strategy
	Common search strategy
	Common search strategy
	How to find help
	USPTO resources
	USPTO resources
	USPTO resources
	Legal resources
	Caution: scam alert
	Questions?
	Thank you.

