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Notice
This content is for informational purposes only and is not legal 
advice. Please consult with appropriate sources for legal authority 
and guidance on these matters.



Workshop objectives
• Participants will understand:

– Benefits of searching
– Keyword search vs. classification search
– What is Cooperative Patent Classification (CPC)?
– The six-step search process
– Building a search strategy using keywords and  

classification scheme
– Provisional vs. non-provisional application
– Patent application journey
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A U.S. patent is
• A property right granted by the United States 

government to an inventor
• To exclude others from making, using, 

offering for sale, or selling the invention 
throughout the United States or importing 
the invention into the United States

• For a limited time
• In exchange for public disclosure of the 

invention

What is a patent?



Plant
Whoever invents or 
discovers and 
asexually produces 
any distinct and new 
variety of plant 

Design
Any new, original 
and ornamental 
design; protects 
the way an object 
appears 

Utility
New and useful process, 
machine, article of 
manufacture, or 
composition of matter, 
or any new and useful 
improvement thereof

Types of patents
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Why search?

• Patentability
– Inventions that are new, useful, non-obvious, and  

accompanied by a written description disclosing  
how to make and use the invention may be  
patented.

• But how do you know if an invention is new 
and non-obvious?
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U.S. patent prior art search

• Ensure that your invention is indeed novel and non-obvious; 
conduct a prior art search before filing a U.S. patent
application
– Many searchers start with a preliminary prior art search of

U.S. patents and published patent applications
– Conduct a keyword search; however, note that there are pitfalls from relying only

on a keyword search
– To be as thorough as possible, a supplemental prior art search ideally includes a 

classification search of granted U.S. patents and published U.S. patent applications, 
conducted to determine patentability of an invention
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• Prior art consists of information disclosed to the 
public, including:
– U.S. patents and published patent applications
– Foreign patents and published patent applications
– Journal and magazine articles
– Books, manuals, and catalogs
– Websites
– Conference proceedings
– Scientific papers

• Field of your invention that have been published 
before your effective filing date.

What is prior art?



Biggest challenge of keyword 
searching
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• Text patent databases limit keyword searching to no 
earlier than:
– Google Patents: 1880’s
– USPTO Patent Public Search 1830’s

• Searching by classification allows access to all U.S. patents.



What is classification?
• In general, a classification system is a 

system of hierarchical categories used 
to organize like “things” by their 
characteristics and relationships.

• Classification systems are very useful 
for sorting and searching large 
collections of information, including
inventions.
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What is Cooperative Patent Classification
(CPC)?
• Joint partnership with the European Patent Office (EPO)

• Harmonization of the USPC and ECLA

• The CPC is divided into eight main areas, A-H:

A: Human Necessities

B: Performing Operations; Transporting

C: Chemistry and Metallurgy

D: Textiles and Paper

E: Fixed Construction

F: Mechanical Engineering; Lighting; Heating; Weapons; Blasting; 
Engines or Pumps

G: Physics

H: Electricity
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Six-step U.S. patent search 
strategy
• The six-step U.S. patent search strategy is a strategy for searching

U.S. patents and published patent applications to locate and  
evaluate relevant prior art; any previous publication that discloses an  
invention and would preclude issuance.

• A more comprehensive prior art search would also include foreign  
patent publications and non-patent literature.

• Careful recording of the search process (databases used, date and  
time of search, classes searched, and patents/published patent  
applications retrieved) is important.
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Search example
We have invented an umbrella 
with a new rib design to 
eliminate the umbrella collapsing 
or inverting due to winds.
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Step 1 – Brainstorm terms 
describing the invention
• What is the purpose of the invention? Is it a utilitarian device or an ornamental

design?

• Is the invention a process – a way of making something or performing a function – or is 
it a product?

• What is the invention made of? What is the structure of the invention?

• How is the invention used?

• What are keywords and technical terms that describe the nature of the invention?

Note: Consult a technical dictionary or thesaurus to help find the appropriate terms.
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Step 1 – Brainstorm terms describing
the invention (continued)

Purpose: Umbrella has a new rib design to eliminate an umbrella collapsing or 
inverting due to high winds
Invention: An improvement in umbrellas to eliminate need for frequent  
replacement of umbrellas
Invention components: Framework with ribs, stretchers, a main frame, securing 
rings, mounting brackets, joint connectors, fabric connectors, and fabric linkage
bar
How used: As needed in protection from the elements
Other terms (in addition to above): parasol, sunshade, support assembly or 
apparatus, windproof, wind-resistant
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Step 2 – Keyword search

• Use Boolean operators:
– Use “OR” to group together synonyms.
– Use “AND” to find the intersection of two sets of information.

• Include wildcard symbols (*) to obtain versions of words.
• Incorporate quotes to group search phrases where words  

are adjacent.
• Filter by selected fields, e.g., inventor name.
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Keyword search strategy
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((umbrella* OR parasol* OR sunshade*) AND  
(windproof or “wind resistant”))



Step 3 - Conduct in-depth review 
of patents you selected based on 
front page information
• Review each U.S. patent you selected in-depth for similarity to your  

own invention.
• Look at other sections of the patent - additional drawings pages, 

the specification, and especially the claims.
• References cited by the applicant and/or patent examiner may lead  

you to additional relevant patents.
• Save the most relevant U.S. patents you find.
• Refine and repeat searches.
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U.S. patent image 
after 2015

• Review the front page of each
patent as well as other pages.

• Record the patent number of
those patents similar to your
invention that will merit later
closer review.

• Note the classification
value(s).
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U.S. patent image 
prior to 2015

• Review the front page of each  
patent as well as other pages.

• Record the patent number of  
those patents similar to your  
invention that will merit later  
closer review.

• Note: Only U.S. Classification, 
no CPC value(s).
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Corresponding U.S. 
patent text version

• In text view, U.S. patents issued 
before 2015 will have both U.S. 
and CPC values.

• CPC values have been  
retrofitted to all U.S. patents.

• Since January 1, 2015,
U.S. patent images have CPC 
values.
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Step 4 - Retrieve and review 
published patent applications using 
CPC values
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Step 5
Cited references
• Conduct a search of cited U.S. patents

and patent applications.
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Step 6 – Broadening your search

• Extend your search to foreign patents and published patent  
applications using CPC classification, and re-run your search using  
Espacenet at http://worldwide.espacenet.com.

• Search non-patent print and electronic publications,
e.g., books, journals, websites, technical catalogs, and conference  
proceedings.

• Consider hiring a registered patent attorney or patent 
agent to review your search and conduct a follow-up 
search of his/her own.
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Access CPC schema

• Go to the USPTO home page at www.uspto.gov.
• Search for CPC classification schema using the search box on  the 

home page or the search box in the top right-hand corner.
• Use specific language for your search terms:

– CPC scheme umbrella
• From the search results page, click an entry for a Class-

Subclass Scheme page.
• If you are not satisfied with your results, rerun your search  

using synonyms that you identified in Step 1.
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I’m looking for…
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Results
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What is Cooperative Patent Classification
(CPC)?
• Joint partnership with the European Patent Office (EPO)

• Harmonization of the USPC and ECLA

• The CPC is divided into eight main areas, A-H:

A: Human Necessities

B: Performing Operations; Transporting

C: Chemistry and Metallurgy

D: Textiles and Paper

E: Fixed Construction

F: Mechanical Engineering; Lighting; Heating; Weapons; Blasting; 
Engines or Pumps

G: Physics

H: Electricity
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A45B 25/22

A45B 25/22: Devices for increasing 
the resistance of umbrellas to wind
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United States is a first-inventor-to-file system!
• Looking for international protection?

– You’ll want to file before public disclosure

• Only want U.S. protection?
– You can file within one year after public disclosure

When should you file a patent 
application?



The path to a patent

NEW
IDEA?

PROVISIONAL
APPLICATION
(OPTIONAL)

NON-
PROVISIONAL
APPLICATION

(UTILITY) 

PATENT!
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ONE YEAR! TWENTY YEARS



Benefits of provisional utility 
applications
• Provides a 12-month window to file corresponding 

nonprovisional patent application
• Provides time to investigate market potential
• Provides time to obtain counsel if desired
• Is not required to have a formal patent claim, oath and 

declaration, or IDS
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Provisional utility applications
• Filing requirements:

– A detailed written description of the invention 
(specification), including:

• Background of the invention
• Summary of the invention
• Drawings describing the invention
• A detailed description of the invention

– Filing fees
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Provisional vs. nonprovisional

Provisional application
• Establishes a filing date
• No claims required
• Inexpensive
• Not published or examined
• One year to pursue 

nonprovisional

Nonprovisional application
• Statutory requirements for 

what has to be filed
• More expensive
• Published and examined
• Can result in a patent
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36 35 U.S.C. § 101

composition of mattermanufacture

machine process

Is your idea eligible for protection?



37 35 U.S.C. §§ 102 and103

Prior art

Your 
invention• “Novel”

e.g., your invention is new, was 
not described in the prior art

• “Non-obvious”
e.g., the differences between your 
invention and prior art would not 
have been obvious to someone in 
that field 

Is your idea novel and 
non-obvious?



A patent is a quid pro quo:
• In exchange for 

– The right to exclude others from 
making, using, importing, or selling 
your invention for a limited time period, 

• You must fully disclose your invention so 
the public can benefit from it and expand 
on it. 

38 35 U.S.C. § 112

What do I need to disclose?
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35 U.S.C. § 112 (a)

Does the disclosure: 
• Demonstrate that the inventor was in 

possession of the claimed invention? 
• Teach one of ordinary skill to make and use 

the invention without undue 
experimentation? 

• Describe the best mode contemplated for 
carrying out the invention by the inventor?

What do I need to disclose? 
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35 U.S.C. § 112 (b)

Are the claims clear enough that:
• The public is informed of the boundaries 

of your invention? 
• It can be determined whether the claimed 

invention meets all the criteria for 
patentability? 

What do I need to disclose?



Regular Small 
entity

Micro 
entity

Basic filing fee $320 $160 $80

Search fee $700 $350 $175

Examination fee $800 $400 $200

Initial total cost $1820 $910 $455

Issue fee $1200 $600 $300

Utility patent application fees

41 www.uspto.gov/Fees

http://www.uspto.gov/fees
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The patent application roadmap 

Back and forth
with the USPTO
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• Read and understand the 
application

• Search for prior art
• Evaluate the specification 

and claim(s)
• Respond by office action(s) 

describing findings
• Hold interviews, as requested

Role of the USPTO examiner
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• File a complete application
• Disclose all known prior art
• In response to examiner 

office actions:
– Explain your position, and/or
– Make good faith changes 

to the application  

Role of the applicant
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• An office action sets forth 
the basis for any objections, 
rejections, and allowability.

What is a 
USPTO office action?
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• Rejections are a normal 
part of the process.

• They help define what is patentable.
• Often due to existing prior art.

– The examiner must have a basis to believe 
someone else may have come up with what 
you invented before you.

• Can often be overcome.

What does a rejection mean?



62%

38%

FY 2021 percentage 
allowed

Allowance

Other disposal

Fact: In FY 2021, 62% of 
examiner disposals were 
allowances. 

89%

11%

FY 2021 first actions
Rejection
Allowance

Fact: In FY 2021, 89% of 
original filings received a 
first office action 
containing a rejection.

Receive a rejection? Don’t give up!
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• Even if you receive a final rejection, don’t 
panic. If you still disagree, you may still have 
options:
– Request for continued examination (RCE),
– Appeal, or
– After-final response

After-final practice



Typical processing timeline

~16.9 3.7 1.6 3.5 0.6 2 1

0 5 10 15 20 25 30

 Typical
application
processing

time
breakdown

Months
First action  -  typical time to first action

Applicant responds to first action  - typical
applicant response time

Examiner prepares final rejection  -  typical
response time

Applicant responds to final rejection  -
typical applicant response time

Examiner considers after-final amendment
-  typical response time

Allowed awaiting issue fee  - typical
applicant issue fee paid time

Issue fee received  - typical issue fee
payment to patent printing

*Based on FY 2021 data

Non-Provisional 
Application Filed
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• A notice of allowance indicates 
all objections and rejections 
have been overcome and your 
application is ready for issuance.

• Congratulations! 

Allowance and issuance



USPTO Resources



Access our free services

www.uspto.gov/freeservices



Additional resources:
- Inventors Assistance 

Center
- Patent Pro Bono Program
- Law school clinics
- Patent and Trademark 

Resource Centers
- Pro Se Assistance 

Program

USPTO offices:
Headquarters:

- Alexandria, VA
Regional offices:

- Detroit
- Denver
- Silicon Valley
- Dallas

Find help in your area



Monday – Friday, 
8:30 a.m. to 8 p.m. ET, 
except federal holidays

• 800-PTO-9199 
(800-786-9199)

• 571-272-1000

TTY customers can dial 
800-877-8339 for 
customer assistance

The Inventors Assistance Center (IAC) 
provides patent information and 
services to the public. The IAC is 
staffed by former supervisory patent 
examiners and experienced former 
primary examiners who answer 
general questions concerning patent 
examining policy and procedure.

Inventors Assistance Center (IAC)



For more information, visit www.uspto.gov/probonopatents.

ATTORNEY

AGENT

LAW FIRM

A nationwide network that assists 
financially under-resourced 
independent inventors and small 
businesses
• Program participants must have 

income below 300% federal poverty 
guidelines

USPTO Patent Pro Bono Program

http://www.uspto.gov/probonopatents


For more information, visit www.uspto.gov/lawschoolclinic.

The USPTO’s Law School Clinic 
Certification Program allows law 
students enrolled in a participating 
law school’s clinic program to 
practice before the USPTO under 
the guidance of a law school 
faculty clinic supervisor.

Law school clinics

http://www.uspto.gov/lawschoolclinic


For more information, visit 
www.uspto.gov/ptrc.

Nationwide network of public, 
state, and academic libraries 
designated by the USPTO to 
disseminate patent and 
trademark information and 
support the intellectual property 
needs of the public

Patent and Trademark
Resource Centers (PTRC)

http://www.uspto.gov/ptrc


Pro Se Assistance Program
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• Educates applicants who file without a registered patent attorney or 
agent
– Fees
– Forms
– Increase quality of applications
– Help applicants make informed decisions regarding applications

• Provides one-on-one assistance via video conference or telephone

• https://www.uspto.gov/ProSePatents

• Email: ProSeAssistanceCenter@uspto.gov

https://www.uspto.gov/ProSePatents
mailto:ProSeAssistanceCenter@uspto.gov


Pro Se Assistance Program
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Pro Se Assistance Program
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Thank You
Western Regional USPTO

SiliconValley@USPTO.GOV
(408) 918-9900

www.uspto.gov/SiliconValley
www.facebook.com/uspto.gov

www.youtube.com/USPTOvideo/

mailto:TexasRegionalOffice@USPTO.GOV
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