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8:33 a.m.
PERLMUTTER: So, 1°d like to
, say good morning and thank you
We are pleased to have so many
ind stakeholders joining us here
nford as well as those joining iIn
onal offices or watching online
portal.
pu know, today"s roundtable is a
our previous forum held just this
itent subject matter eligibility.
month, we focused on ways that
improve our subject matter
ance and training examples.
today, we are seeking a broader
issue of the

the overall legal

yible subject matter in the U.S.
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brief housekeeping note, because
being transcribed and web cast,
participants to speak clearly so

rately capture everything that"s

panel today will be followed by
our USPTO panel here to interact

Jder panelists who will be seated

In person audience members can
Jestions using the cards that are
seats in the room. Please give
la or Julie Mason who are here in
those of you who are viewing
submit questions using the chat
web cast and we will be reading
his panel as well.
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y pleasure to introduce
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Can you hear me
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sorry

of Commerce TfTor Intellectual
cctor of the USPTO, Michelle Lee

king to us via web cast.

1e?

EE: Thank you very much, Shira.
pkay?

ERLMUTTER: Yes.

EE: Great.

morning, everyone and thank you

IS roundtable discussion.

I couldn"t be there iIn

today due to obligations that are

ashington.  But, 1 am delighted
rticipate remotely.

I wanted to thank all of you and
rticipants who are participating
ng via the web and through our
, other vregional offices, iIn
nd Detroit.

what you®"ll be seeing more often
vard as we continue to integrate
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help us not only

today"s global 1
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offjice,

into the core work of the

you"ll be seeing more

ike this to participate from

ry.

e hope you like 1it. Give us

w that"s working but that"s

you should keep an eye out for

reciate all of your attendance at
fant conference, roundtable and
have said many times during my
or, our patent system relies on
ive involvement of the public to
succeed, but to help us lead in
nhnovation economy.

committed to

agency remains

bur  patent system whereever

you, we want our patent system to

and effectively for all of our
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can  continue to promote the

drives our nation"s economy and

are the guiding principles
s including a pair of roundtable
patent-eligible subject matter
in October. The first, as Shira
hich occurred earlier this month
Alexandria.

s roundtable focuses on the
101 jurisprudence and how 1t 1is
t 1s the optimal legal contours
le subject matter.
before we begin, and hear your
to set the stage by briefly
of background on Section 101 and
ed where we are today with an
s0me recent subject matter
s and theilr Impacts.

\r back as 1897, the statutory
g patent-eligible subject matter

NEAL R. GROSS
T REPORTERS AND TRANSCRIBERS

1323 RHODE ISLAND AVE., N.W.

WASHINGTON, D.C. 20005-3701 www.nealrgross.com




10

11

12

13

14

15

16

17

18

19

20

21

has remained 13
1952 Patent Acts
to process, the
patent-eligible
machine, manufad
have largely ren

For o
has been considé
patentability,
patentability 1
obviousness, wri

While
eligibility hav

innovative advan

11

rgely the same, aside from the
arguably linguist change of art
four statutory categories of
subject matter, process,
turer and composition of matter
ained unchanged.
ver a hundred years, eligibility
red a threshold requirement for
other

supplemented by the

equirements of novelty, non-
tten description and enablement.

the statutory limits of patent
unaltered,

e largely remained

cements across a broad range of

endeavors has deyeloped, though, unimagined, more

than a hundred y

At ti

cars ago.

mes, the judiciary has struggled

to reach -- with the reach of eligible subject

matter to ensurg
only to the appl

Ideas per se.

that patent protection extends

ication of i1deas and not to the
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The [adoption of judicially created
exceptions precludes the patentability of
abstract 1ideas,| laws of nature and natural
phenomenon.

Drawipng the [line between patent-

eligible subjec
exemptions has
challenging for ¢
for the Agency,
In recent years,

That
receive your \
aspect of patent

Withi
Court has left
that

eligibility lay

substantial pub
Star
Court reduced t

transformation
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proven, at times, to be
courts, for the patent community,

and for innovators, particularly

iIs why we are here today, to

iewpoints on this challenging
law.

n just the past six years, the

us with a handful of decisions

impacted patent

and continues to (generate

1IC debate.

ing in 2010 with Bilski, the

le Federal Circuit®s machine or
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analysis technigq
token post-solut

Follag
caught the life

in Mayo v. Proj

13

st in the eligibility analysis.
at case, the Court held Bilski®s
| id because they were directed to
eption, the abstract idea of
id added only well-known random
ues which the Court regarded as
ion activities or components.
wing Bilski, the Supreme Court
science"s community®s attention

netheus when i1t considered the

patent eligibilgty of a method for optimizing

drug dosages
diseases.

The
claimed method

level and whethd

upon the metabollite level was

patent as it was
In m
Court introdug

distinguishing |
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for treatment of autoimmune

Court held that Prometheus®s
of determining a given dosage
r it"s too low or too high based
ineligible for a
drawn to a judicial exception.
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patent-ineligible concepts from
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The T
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one of the judig
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so -- whether t
than simply desqg

The N
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analysis as madsg

In a
sciences commur
Pathology v. Myr
claimed 1i1solatf
assessing her
developing breas]
of nature excep
claims to a py

characteristics

eligible the Coy
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Supreme

14

applications of these concepts.
irst step of the so-called Mayo
nether the claims are directed to
1al exceptions to patentability.
udicial exception is identified,
juestion iIs whether the claims do
ne claims do significantly more
ribe the judicial exception.

ayo test has become the linchpin
Court®s patent eligibility
evident in many recent cases.
second case to

impact the life

ity Association for Molecular

jad, the Court held that Myriad-®s

»d gene products useful in

editary predisposition for

I cancer fTell squarely within law

tion. While acknowledging that

roduct with markedly different

found iIn nature may be patent-

rt determined Myriad®"s genes did
NEAL R. GROSS

T REPORTERS AND TRANSCRIBERS

1323 RHODE ISLAND AVE., N.W.

WASHINGTON, D.C. 20005-3701 www.nealrgross.com




10

11

12

13

14

15

16

17

18

19

20

21

not undergo
isolation.

The
Myriad®s synthe
differed from t
patent-eligible.

Most

the Court appl)

analyze eligibil

for mitigating

transactions.
The

were directed

intermediated
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generic computer
the abstract
invention.
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since Alice, 1
applying the

technologies
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any  chemical changes during
Court did, however, hold that
tically created cDNAs, which

ie naturally occurring DNA were
recently, in Alice v. CLS Bank,
ed the Mayo two-step test to
ity of a computer-based method
financial

settlement risk 1iIn

fourt concluded that the claims

to the abstract 1dea of

ettlement. And, that mere

implementation did not transform
into a

idea patent-eligible

g the past two and a half years

he Federal Circuit has been
layo test to a variety of
invalidating many claimed
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for comments
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it so,

16

recedent set by the Supreme Court

tionably impacted the innovation

Jike to thank each of today"s
ance for discussing the extent of
wvhether and/or what steps should
ther support inventions that we
calling on you to help create a
n Section 101 jurisprudence by
ation on how the Supreme Court
Uit Section 101 jurisprudence is
rent areas of technology and
1at extent there is any impact on
research and development or
ally.
ionally, we"re calling upon you
on whether legislative,
r judicial changes are needed or
what those changes might
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look like.
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m, today, we continue to assess

whether the cufrent state of patent-eligible

subject matter |
exceptions are [
So, |
attending today g
larger discussi
matter.
We we
and Important tg
And,

over to our mody¢

Kelley, and than

productive discussion,

via the web herg
Thank
MR. H
thanks for sett
a brief and greg

least where 1 th
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aw and the accompanying judicial
est serving innovation.

want to thank you all again for
and for your contributions to the
On  on

patent-eligible subject

Icome your input on this complex

pic.

with that, allow me to turn it

crator of today®s program, Nate

k you all. I look forward to a

which I will be watching
in Alexandria, Virginia.

S SO much.

(ELLEY: Thanks, Michelle, and

ng us up here today with really

it overview of where we are, at

ink we are i1In the 101 space.
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e | get started this morning, |1

just want to iIntroduce those of us from the PTO

you see up here

To my

today.

left 1s Shira PerImutter. She"s

the USPTO"s Chief Policy Officer and Director for

International Afffairs.

And, |[to her left i1s Bob Bahr, the
USPTO"s Deputy Commissioner for Patent
Examination Poliugcy.

To my right 1is Amy Nelson, an

Associate Solicjitor

with a very dee(
area.

And,
USPTO"s Director]
Office.

Now,

in the Solicitor"s Office
background in the life sciences
to her right 1i1s John Cabeca,
of i1ts Silicon Valley Regional
later

this afternoon, you“re

going to see a djifferent of people from the USPTO

up here.
1"11 let them ir

And,
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what®"s happening now on my left

NEAL R. GROSS
T REPORTERS AND TRANSCRIBERS
1323 RHODE ISLAND AVE., N.W.

WASHINGTON, D.C. 20005-3701 www.nealrgross.com




10

11

12

13

14

15

16

17

18

19

20

21

with the panel L
to happen throug

So, t
many people, an
interest that we
seven panels of
panel.

we= Il
with a ten miny
panels and the
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On ea
seven and a halfT
from that, whoey
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as much as possif
SO speakers in @
person running G

And,
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eing ushered is, 1s what®s going
hout the day.

ne way we"ve decided to handle so
d we are very happy with the

got, iIs we"re going to have about

six or seven speakers for each

have four panels in the morning
te break between the first two
have

second two. Then we"ll

in the afternoon, we"ll have
S .
ch panel, each speaker has about
minutes to speak. |If we deviate
er®s moderating will tell you.
ask the speakers to stay on time
ple in order to get through 40 or
day, we really can"t have each
ver even 30 seconds or a minute.
to that end, for those of you who
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a time, seven al
panel.

For ¢

10 or 15 minute
people
question, there]
question on. An
regional officeg
to also assist 1

We wi
IS brought to us

a Tull session
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it turns firom yellow to red,

20

he Federal Circuit, we have the
you will see iIn that courtroom.
the light turns from green to
you have a minute left. And,
It means you
f[t. And, we"d appreciate it if
at that point and please start
you see the yellow light.

go through each speaker one at

1d a half minutes each for this

ach panel, we®ve built iIn about

$ for us to ask questions. b

in the audience would like to suggest a

S cards that you can write your
d, 1 think there®s people in the
at our home office iIn Alexandria
n that.

Il ask the questions if the card
and 1t"s not our intent to have
question and answer period for
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something today
you"re speaking
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, 1T a gquestion comes up, we"ve
e pbit of time to ask iIt.
i1s also the time we need to
anel to panel.
nk that -- oh, yes, let me say
efore we begin.
e very excited with the interest
we put our announcement. But,
lition to the comments that we"ll
'hose that we heard a couple of
exandria, we also would really
m people In written comments.
the period for written comments
remain open until January 18th.
hear

ike to comment, if you

you"d like to reflect on, 1if

today and haven®t filed written
> do so because that"s really

ng to get a lot of very good

so, with that, let me turn 1t
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over to the firy
this morning (1

Frank Bernstein/

Good

MR. H
on the web.

MR. K
right. It"s ri

first speaker th
before you here g
Virginia and it"
I apologize, Mr|
We ca
MR. T
commerce has no
that -- hello?
MR. K
Thomas, can you
I"m sorry, can 1
had a little te

room.

COUF

(202) 234-4433

22

5t panel and our first panelist

naudible due to audio 1issues),

morning. Yes? No? Oh.

ERNSTEIN: We have a committee

(ELLEY : Oh, I"m sorry, you“re

ght here in front of me. Our

s morning is actually not seated
vt Stanford but i1s in Alexandria,
s Neil Thomas. And, forgive me,
Thomas, please go ahead.

n see him.
HOMAS: . . . as our system of
physical or concrete existence
(ELLEY: Mr. Thomas? Yes, Mr.
-— can | ask you to begin again?
ask you to start over because we
in the

chnical difficulty here
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MR. T

MR. K

don®"t know 1T pg
we couldn®t hear

you have to say|

MR. T

MR. K

and start over.

MR. T

Slids

MR. K

MR. T

Alice
abstract. Abst
or as an idea,
concrete exister

All ¢
fundamental eco
commerce has no
This is absolutg

Next

Cou

(202) 234-4433
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HOMAS:  Okay.

ELLEY: We couldn®t hear you. 1
sople online could hear you, but
and 1°d like us to get everything
HOMAS: All right.
ELLEY: So, please just go ahead
HOMAS: Okay.
2 two, please?
ELLEY: Thank you.
HOMAS: Slide two.

' changed the very definition of
fact meaning existing iIn thought
but not having a physical or
ce.

)f a sudden, our economic system,
nomic practices, our system of
physical or concrete existence.
Iy laughable.

slide, please?
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Alice
Flook, Diehr all
as abstract i1dea
Bilsk
quote, the concsg

a mathematical

abstract idea, j
in Benson and F
Next

Alice

()

opinion in Bil
Bilski,
fundamental econ

issue 1n Bilsk

intermediated

24

did not follow Bilski. Bilski,
dealt with mathematical formulas
S .

i, the opinion, the concept

bt of hedging, quote, reduced to
formula 1s an unpatentable

ust like the algorithms at issue

Dok .

slide, please?

did not follow Bilski. The
ki, like the risk hedging 1in
settlements, quote, a
omic practice all the claims at
in the

| were abstract 1ideas

understanding that risk hedging was a fundamental

economic practidg

This

- 1t extrapolated

a

= =

IS a crucial distinction. The -

in a tectonic manner the

concept of abstract to our system of commerce.

This 1s not Bildg

Next

ki decided.

slide, please?
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Ergo,
negotiating, 5
banking, payin

keeping records)

economic practices.

Exami
information, col
for processing,
keeping, again,
are all ineligiQ

This
ludicrous.

Next

Alice
awkward two-ste
inventive conce(
of substance.
these are the sa

All ¢

different or sif

process machine

COUF

(202) 234-4433
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in light of Alice, advertising,

elling inventory, ordering,

g, pledging, communicating,
et cetera are all fundamental
Ergo, they are all abstract.
ners indicate that displaying
lecting and comparing known, and
storing data, electronic record
transmitting data over networks
le abstract ideas.
extrapolation is absurdly
slide, please?
following Mayo introduced an
b test and totally undefined
t significantly more and nothing
There®s no 1indication whether
me or different tests.
)'f these, are they the same or
ply a new and useful unobvious
Dr improvement thereof?
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Next

Alice
simply adding cg
have simply beey
103, performing g
practice using
obvious.

Next

On to
for over two
examiners are 1
rejections parti
art unit.

And,
apparently are
after a completsg

Next

This
percent of rejeg
have occurred.

Next

COUF

(202) 234-4433
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slide, please?
iIs bad law. It is unnecessarily
nfusion. Alice could and should
1 decided using Section 101 and
w wel l-known fundamental economic
a generic computer 1is likely
slide, please?

p of Alice"s illogical decision,
ears,

two and a half vyears,

ssuing copy, paste, boilerplate

cularly in 705 36 -- on TC 3600
managers and supervisors

requiring these rejections even

reversal by the PTAB.

slide, please?

aberration can be seen where 90

ctions and electronic art units

slide?
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As W
applications wit
to Class 705.

Next

This
Internet.
has given no diy
of processes
Innovation 1in
protection and i

Next

Digit
third largest ca
property iIs a cn
software and infy
important.

Yet,
inhibiting our g
international tr

Next

I don

COUF

(202) 234-4433

Sectjjon 101

27

eIl as a nearly half of all

hin Alice rejection are assigned

slide, please?

IS e-commerce. This 1s the

iIs still law. Congress
ective to exclude a whole fTield
and machines and i1nhibiting
e—commerce, improving consumer
ncreased competition.

slide, please?

al trade i1s, In fact, America’"s
tegory of experts. Intellectual
itical element to this trade and

prmation services is increasingly

Alice and the Patent Office are

pconomic position in global and

ade .
slide, please?

"t see any red things, so, the

NEAL R. GROSS
T REPORTERS AND TRANSCRIBERS
1323 RHODE ISLAND AVE., N.W.

WASHINGTON, D.C. 20005-3701 www.nealrgross.com




10

11

12

13

14

15

16

17

18

19

20

21

Trump Administrj
protection of A
which would prog
jobs right here
Next
After

particularly in

their intellectu
make lengthy a
capital has

contingency fTee
have all but di
By the way, the
inventors.

Next

Congr
still a law. Ci
a concurring seq
to the letter o
process or machi

And &

COUF

(202) 234-4433
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ation 1s looking fTor improved

merica®s intellectual property

luce more than two million more
in the United States.

slide, please?

two and a half years inventors
3600 are unjustly deprived of
al property, unjustly forced to
nd costly appeals, 1Investment

pbeen severely impacted and

patent enforcement litigators
sappeared from the marketplace.

'y*re the ones that help small

slide, please?

ess enacted 101 and 103 and are
rcuit Court Judge Newman entered
arate opinion proposed returning
f Section 101, a new and useful
ne 1S not an abstract idea.

trend is clearly appearing in
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Bascom and Enfigh to simply

Iimprovements or

Next

The
examiners to cor
combination in
look for an
a new and useful
and 103.

Exami

specifically reput applicants*®

simply dismiss,
not persuasive,
Requ
Alice eligibilit
103 tests for pa
at the same cond
Next
Autom
rejection with

including a oneg

COUF

(202) 234-4433
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look for unobvious
Unobvious Improvements.

slide, please?

Patent Office must require
sider the elements as an ordered

light of the specification and

invgntive concept and, at the same,

machine or improvement under 101

ners must follow MPEP and

arguments, not
gquote, applicants®™ arguments are
close quote.

re examiners to consider both the
y and, at the same time, 101 and
tentability In tandem and arrive

lusion.

slide, please?

atically audit every Alice
an independent Alice expert
-hour mandatory iInterview, one
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half of which 19

the applicant

expert.
Incer
for poor, improg
Next
MR. K
Thomas. 1™"m af
on, but I know

provided and on

refer to them.

MR. T
MR. K
Our 1

30

to the examiner, one half iIs to
by the same i1ndependent Alice
jtivize and provide consequences
er rejections.

slide, please?

(ELLEY: Thank you very much, Mr.
naid we"re going to have to move

that your materials have been

pur website and 1 urge people to

HOMAS: Okay, thank you.
(ELLEY: Thank you very much.
lext speaker this morning iIs now

Mr. Frank Bernstein.

MR.
Frank Bernstein
prosecutor and
implemented inve
A patent attorne

Silicon Valley.

Cou

(202) 234-4433

BERNSTEIN: Good morning. I1"m

I"m a patent attorney and

litigator 11n the computer

2ntions area for about 30 years.

Yy here and a practitioner here in
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I wa
abstract idea j\

N E(
please?

This
wrestling with

invention area.

And,
which 1*m going
detail, the En

31

nt to unpack this notion of

st a little bit.

bu"d go to the second slide,

iIs one of the things we"re

in the computer i1mplemented

the Federal Circuit In a case

to go into a little bit more

fish case, acknowledged that

there®s no specific definition, that we"re doing

this by exampl
software cases |]
1Idea iIs abstract

And,
that, at some |
claim can be saij
1dea, even 1T sg
like controlling

Next

So, t

COUF

(202) 234-4433

e, by comparison with other

to determine whether or not an

one of the issues we have 1is

evel, almost any software-based

d to be directed to an abstract

)imething that"s overtly physical
a robot or a robot®s movement.

slide, please?

he Federal Circuit stated out in
NEAL R. GROSS

T REPORTERS AND TRANSCRIBERS

1323 RHODE ISLAND AVE., N.W.

WASHINGTON, D.C. 20005-3701 www.nealrgross.com




10

11

12

13

14

15

16

17

18

19

20

21

the Enfish case
slides, quoting
must First deter
are directed to

The ¢

32

and I1°ve got the cites iIn my
the Alice decision saying, we
mine whether the claims at issue
a patent-ineligible concept.

purt went on to say, and this is

important, that |formulation of the Supreme Court

plainly contempl
inquiry 1Is a nj
substantial clas
a patent-inelig

shouldn®"t be a

ates that the first step of the

caningful one that 1s, that a

s of claims are not directed to
ible

concept. So that 1t

reflex action to simply decide

that a computer gmplemented invention is directed

to an abstract 1
Next

The H

notion of claim
ineligible conce
the Supreme Courft
patent-ineligibl
And,
look at

can"t

COUF

(202) 234-4433

dea.
slide, please?
federal Circuit contrasted this
s being directed to a patent-
bt which is what the language of
I with whether the claims involve
e concepts.

the Federal

Circuit said, you

whether 1t involves a patent-
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ineligible conc
routinely pats
physical product
nature and/or n
things take pl;
that"s something

Next

One d

33

Bpt because, essentially, every
ant-eligible claim involving
s and actions involves a law of

atural phenomenon because these

Hqce 1n the physical world and
that"s Important to remember.
slide, please?

)f the things I always go back to

and I"ve got a Rlittle enough hair on my head and

enough gray in

was a big ev

U

hardwired proces

And,
run on generic |
did. We have lo
general purpose

1 hoi

got it right in

every time yolu

processor, you-"\

that -- 1 really

Cou

(202) 234-4433

my beard to remember when there

r play between software and
SOrsS.

you know, software Is supposed to
fardware. 1t does what hardware
s better generic processors now,
Drocessors.

nlestly think the Federal Circuit
Alappat 20 years ago when it said
program a general purpose
/e got a new machine and | think
think that should be the inquiry.
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Softy
business in thi
reduce or elimir
hardware. It-
circuits and ciy

Next

Back
I*m bouncing ba
bit, but just t
the discussion
software can ma
computer technol
can.

And
byplay between
processor and W
which were much
did.

The ¢

Improvements cai

route, through s

Cou

(202) 234-4433
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are 1s a multi-trillion dollar
$ country and it"s supposed to
ate the need for special purpose
$ supposed to accomplish what
cuit elements accomplished.
slide, please?

to the Federal Circuit decision,
ck and forth here just a little
0 give some context for some of
Circuit said,

| the Federal

ke non-abstract improvements to
0gy just as hardware improvements
that"s important. That"s this
what software does on a general
hat special purpose processors,
more prevalent back iIn the day
jourt also said, sometimes these
1 be accomplished through either
pftware or through hardware. So,
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It"s relevant
directed to
functionality
abstract i1dea, e)
analysis.

In ot
just gloss over
get to the signilf
step of the test|]
first instance
1dea and wheth
computer functio
the analysis ang

Next

We Kk
discussion that

eligible. The ¢

looking at a cljircult,

those kinds of ¢

H

arrangement 1is

-

4

Iin a manner which

COUF

(202) 234-4433
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o ask whether the claims are

an  improvement to  computer

ersus being directed to an

ren at the first step of the Alice

ner words, you"re not supposed to
this notion of abstract idea and
Ficantly more thing at the second

You®re supposed to ook in the
at whether there"s an abstract

er  there®s an 1mprovement to

nality, because that can inform
the conclusions.

slide, please?

thow beyond, you know, beyond

A circult arrangement is patent-
atentability analysis, if you"re
proceeds immediately 1in
ases, provided that the circuit
laimed sufficiently clearly and
1 defines over the prior art, the
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claim will be ps&

You ¢

case, the Federd
first step in th
focus of the cl;
improvement 1in
that"s In -—-
qualifies as an
are i1nvoked mere
It"s
important to

processors are t

essentially a 1

36

itentable.

lon*t worry about eligibility or

slide, please?
\igain, looking back at the Enfish
Al Circuit goes on and says, the
e Alice inquiry asks whether the
HIms is on the specific asserted
computer capabilities. And,
or iInstead on a process that
Abstract idea for which computers
ly as a tool.

It"s

a helpful comment.

remember that general purpose

ools. You program them, you have

lew machine and that"s -- and,

you"re looking at that as a measure of what the

improvement or
measure of what

Next

The whole notion 1is,

Cou

(202) 234-4433

ve should look at that as the

the iImprovement over the art 1is.
slide, please?

it"s a software
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(inaudible due 1
and the point off

I rey
cases, | got t
what have you)
accomplish certj
define those ar
specificity to t

Maybe

a matter of,

claiming what"s

37

o sound system issues) hardware
having software.

ember from prosecuting Circuits
diodes,

ransistors, capacitors,

in various combinations to
iin things and you“ve got to
d recite them with sufficient
he define over the prior art.

all we"re talking about here 1is
instead of just Tfunctionally

going on, have the software

recite a little more specifically what it"s doing

to turn the comp
that®"s how the §
than merely a tg
And,
how the software
capabilities.
Next
The |
What ¢

enough?

COUF

(202) 234-4433

uter Into a new machine. Maybe

oftware can be shown to be more
o] I8
also, again, a way, maybe that"s

can be shown to Improve computer

slide, please?

juestion is, does that go far

oes it really mean to improve
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computer capabil
have to run bett
That was tf

when they talked
ran better from
But,

enough that the
does its intendg
program a proce
controlling the
improve the cont
not look at that
instead of decig
In tf

have to be able
to show that
functioning of ¢
And, |

very much.

MR. K

Bernstein.

COUF

(202) 234-4433

38
ities? Does the computer really
er?
le discussion in the Enfish case
about the spreadsheet and how it
the way it was programmed.
it be

shouldn®t i1t or should

programmed computer just simply
2d job better? If you wind up

ssor that®"s running -- that"s

movement of a robot and you
rol with better programming, why
Iin comparison with the prior art
ing that i1t"s abstract idea?

at context, what i1s it that 1

to show and do | have to be able

the software i1mproves the

he computer? |1 don"t think so.

that"s really all I have. Thanks

ELLEY: Thank you very much, Mr.
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And,
Robin Feldman.

Profe

MS. R

I"m R

the University g

One
academic 1s the
And, so, | offe

spirit of that h

39

pur next speaker this morning 1is

ssor”?
ELDMAN: Thank you.
obin Feldman, Professor of Law at

F California Hastings.

of the great joys of being an
ability to speak with candor.
1 my remarks this morning in the

al lowed tradition.

In 13
Is an arc of hi
a slow and fit
often clear.
seems to me, 1is
push against it7

With
modern arc bega
Alice cases, Suj
step, some iIn th
it away,

explai

Cou

(202) 234-4433

, as 1n so much of life, there

tory. We may move forward with
ul gait, but the trajectory Iis
he question for this agency, it
whether to follow at arc or to
patentable subject matter, the
n with the first of the quartet
jreme Court cases, and with each
e bench and bar had tried to wipe
ning why the trajectory was no
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more than an op
mustn®t be, and
I have joined tH

This
whistling iInto
reason to beliey
of history will

forward than 1t

Now,
said, the cour
transformation,

business as usug

With
that"s only for

And,
been, they didi
we"ll find a way

Many
quartet period h
I would call re)
time

the entire

Cou

(202) 234-4433

1

/

L

|

d

v

[=

40

tical i1llusion, couldn®t be, it

I confess, there are times when
at chorus as well.
has had no more effect than

the wind. And, there is little

e that pressing against the arc
be any more successful going

has been In the past.

for example, after Bilski, we

r didn"t eliminate machine or
so everything 1is pretty much

l.

Mayo and Myriad, the refrain was,

life science cases.

refrain has

since Alice, the

"t ban software patenting, SO

Circuit decisions during this

ave come perilously close to what

ersal from below. And, through

the fervently whispered prayer
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has been that thg
patent law or ti
leave us to do w

But,
patent law and,
occupy a remarka

their docket.

41

2 Supreme Court will get tired of
red of being criticized and will
hat we do best.

the Justices have not tired of
in fact, patent law continues to

ble amount, an unusual amount of

And, || reversal from below 1i1s a
treacherous path, one that is usually
unsuccessful in |the long run.

The |latest wave of Federal Circuit

decisions, softwg
on the Supreme (

Yes,
been i1nvalidateg
process In whig
whether the cla
category such as

And,

adds significant

But,

COUF

(202) 234-4433

are decisions, again, pushes back
purt"s trajectory.

many, many software patents have
under Alice. And, i1ts two-step
n a court must TFTirst determine
im is directed to a fTorbidden
abstract ideas.

then, second, whether the claim

ly more.

after taking some time, the
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Federal Circuit
step tango.

The A
no workable defi

The B
be careful not
abstraction.

And,
up by the patent

assume an abstra

Now,

42

has found ways to ease the two-

mdocs case opined that there is
nition of an abstract idea.
nfish case held that courts must

too high a level of

to apply
the McRO holding is best summed
ly old headline, step one, don"t
ct 1dea.

as much as one might hope, i1t is

hard to imagine [that this wave of Federal Circuit

decisions will Q
Supreme Court th

Thoug
question of how [
hoped that Cong
overturning the
decisions or @
court®s decision:

of post-grant r¢

COUF

(202) 234-4433

e greeted any more warmly by the
an the last.
h, some on both sides of the
)roadly patents should reach have
ress will intervene either by
Supreme Court subject matter
ccelerating and enhancing the
5 Or even cutting back on aspects

sview from the American Invents
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Act.

None
suggest that Cof
this point.

So, W
buffeted by the
interchange betw

And,
have internal df
viewpoints, not
who use iIts serv

The F
unusual level ¢
given the 20-yeal
granted and the

For €
say with confidg
woulld never gal
patents hovereg

Innovation syste§

But,
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of the tea leaves, however,

gress i1s likely to weigh iIn at
hat"s an Agency to do as it is
winds of this less than cordial
cen two levels of the judiciary?
of course, the Agency itself may
neering sections for particular
to mention pressure from those
ICces.

Patent Office, however, has an
T responsibility as an agency

r lag time once a patent has been

nature of modern patent markets.

xample, there was a time we could

xnce that 90 percent of patents

‘ner a return. Those shadow

on the periphery of the
m doing little damage.
the world has changed. With
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Trade Commissid
Entities conclu
of players 1in
model is a nuis

And,
lawsuits has go
years, the down
number eight |
changes brought
Act.

The b
not small. As
note that the wo
documented the ¢
causing for sta

to mention more

And,
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Yy markets, patents are easily
J launched as a bundle against
j companies.

articular, this fall"s Federal

n Report on Patent Assertion

ed that, for an entire category

he patent market, the business

nce one.
whille the number of patent
le up and down in the last few

years are still vastly above the
gars ago, even accounting for
about by the American Invents
urden on innovation industries is
ve sit here in Silicon Valley, 1

rk of many scholars has carefully

amage modern patent assertion 1iIs

rtups and small enterprises, not
mature companies.
the Patent Office has come into
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more than i1ts fajir share of blame.

The 2013 GAO report pointed at poor

patent quality @s a cause of pain in the patent

system.
And,
tech industry,

contribute to s

the problems are not just in the

weak life science patents

chemes that are fueling popular

outrage about rising drug prices.

In s

Office to get i

ort, the burden on the Patent

right is great. And, when the

Agency follows [the ebb and flow of the battle

between differe

strategy can leg

The 1

-- when the issi
for patents gra
20-year tail.
Thus))
The temptation

Circuit pushes

misses the arc d

Cou
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it levels of the judiciary, that
ve long term damage in its wake.
ules may change when the Supreme
les reach the Supreme Court, but
nted in the iInterim, there i1s a
I urge a large dose of caution.
to jump TfTorward as the Federal
back on Supreme Court doctrine,
F history.
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while we may not like 1t, the arc

of history is clearly there for us.

Thank| you very much.

MR. KELLEY:

And,

Profe

MR. L

My n
Stanford. I te
also a partner
where 1 do paten

So,
conceptually wi

might disagree &

1 wal
that I hear and
the Alice test

historical, the
lines.
I t

complaining abou

Cou

(202) 234-4433

Thank you, professor.
now, we"ll hear from Mark Lemley.
ssor Lemley?

EMLEY: Thank you.
ame*"s Mark Lemley. Welcome to
ach law here at Stanford. I*m
at the law firm of Durie Tangri
t litigation.

least,

I want to agree, at

th Robin, although 1 think we

ijbout some specific applications.

"t to agree with Robin iIn saying
understand the frustration with
h, the claims that 1t 1s a

claims that 1t doesn”"t draw great

nink as a practical matter,

t it is not actually going to do
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very much.

And,
matter, somethir
in the two yea
though I fin
intellectually
seem to be a the

The
engaging in a cdg
exceptions, mos
least, gets t
particular cases

So,
concern after
nothing®s going
In the business
starting to see
jurisprudence 1
distinctions th;

understand what

what®"s not.
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(

-
.
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I also think as a practical
g very interesting has happened

'S since Alice, which 1is, even

| Section 101  jurisprudence

yFfensive because there doesn™t
re there.

courts, 1 think, are actually

mmon law process that, with some

in the software world, at

[y

iem to the right vresult 1In

fthere was a lot of panic and

\lice. I think, that, well,

to be patentable in the software
method world, but I think we"re
the development of a common law

hat actually does draw some

t we can look to in trying to

s going to be patentable and
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Robin in -- on t
case like EnfisH
face of the Suprn

I act
not -- did not iy
iIT 1t were preg
software is not [
patentable unles
to 1t. As Fran
distinction that
a scientific mat

I do
a very real probl
bunch of patent
1990s and the e
extremely broad [
a particular way
computer or a pd

to improve the

particular algor
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so, | part ways, 1 think, with
he question of whether or not a
, For instance, is flying in the
eme Court jurisprudence.
ually think the Supreme Court is
1itend, right, and would not hold,
sented with the question, that
)atentable or that software®s not
s there®s new hardware attached
k points out, that"s a kind of
doesn"t make a lot of sense as
ter.
think the court was reacting to
em, which 1s that we have a whole
s, particularly issued iIn the
arly 2000s that are written 1in
functional terms that don®t claim
of improving the operation of a
rticular way of using a computer
operation of something else, a
ithm.
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They
any way to achig
with those clain
directed to a ts¢
they encompass,
technological inj
for many years,
broadly as pog
possible.

And,
courts where, 1t
not terribly we
using standard t

And,
intellectually, |
of this problem.
of this problem.

But,
in litigation iIn
to get to that (¢

the process. Ydg
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claim any computer programmed in

ve a result. And, the problem
5 IS precisely that they are not
chnological 1mprovement, even if
even if they started from a
brovement, we have all as lawyers
told people write your claims as
reach as

ssible, broadly as

those claims made it iInto the
turned out, that the courts were
Il equipped to deal with them
pols.

it"s right, I think,
fo say, obviousness can take care

Maybe Section 112 can take care

we"ve designed the legal system

such a way that you®"re not going

onclusion until the very end of

U"re going to hand 1t to a jury,
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you"re going to
the process of ¢
And,
talked about,
lawsuit iIs to 1
order to get a c
these patents
infringes them
way of achieving
And,
for obviousness
day, 1t"s going
uncertain proces
So, t
law, while 1 fin
has had
effect, which IS
an early stage a

on some ground.

And,

50

spend several million dollars iIn
etting there.

for the business model that Robin
where the goal of Tiling the
mpose costs on the defendant in
nst of value nuisance settlement,
were gold. Right? Everyone
because they cover any possible
this result.

while they are probably invalid
or enablement at the end of the
y to be a long, expensive and
s to get there.

ne patentable subject matter case

] it intellectually unsatisfying,

in software a mostly desirable practical

, It"s allowed us to weed out at
number of claims that should die
the

iT you look at the cases,

patents that have died since Alice in the Federal
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Those
claims were not,

to a specific tg

51

y, most of them deserve to die.

claims were too broad. Those
in fact, written to be designed

chnology.

The wWorry that we had, which was, 1is

this just going to sweep too broadly, are we going

to reach all saoftware?

claims regardles

they"re narrowed’

I thi

Are we going to reach

s of how they"re written and how

?

nk that worry is now looking less

and less problematic as we see a bunch of Federal

Circuit cases fTrom within the

actually draw a

D]

that are directg
directed to an §
to an actual iImg

Those

patentable -- 1in the Federal

think deservedly
Now,
Right? Courts 3§
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last year that
distinction between iInventions
'd to -- patent claims that are

[ lgorithm to a specific approach
rovement iIn computer technology.
claims are surviving 101 in the
Circuit. And, 1

SO.

that"s a common Hlaw process.

re good at, lawyers are good at
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which ones get
ones get held paf
a kind of rough
give us an instiy
iIs going to fall

That
time. That anag
do. It"s what |

It
particularly use
problem for the
iIT the goal 1s tg
who are not lawy
can use to decid
Enfish than 1t |

That |
to be simple ang
use examples, W

hard to say, oka

step test and hg
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40, 50, a 100 examples, seeing

held unpatentable, seeing which
rentable and get a coming up with
set of standards that®s going to
iIct as to which bucket each claim
into in the future.

instinct should get better over
logic reasoning is what lawyers
itigators do.

with

doesn"t provide us

ful rules and 1 think that"s a

Patent Office. Right? Because
) write guidelines that examiners
ers versed in analogic reasoning
e, hey, this claim is more like
ike TLI Communications.

guidance, 1 think, Is never going
easy to write. | mean, you can

bu can use analogies, but iIt"s

y, here®s how you apply the two-

re"s what falls in each bucket.
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applying a simpl
iIs a simple I¢
looking at a
technological t
technological i
software, proper

Is th
new software apj
algorithm?
implementation
allows you to dg

I do

practical lessor

First

patent is, the

be. The abstr
directed not so
physical world &
cuts across phys
-- where it doeg

Cou

(202) 234-4433

53

se | think we"re doing i1t not by

@ legal rule, 1 don"t think there

gal rule. We"re doing it by
kind of estimate of how
ne i1nvention 1is. And, 1 think

ncludes not just hardware, but

ly so.
Is patent actually directed at a
poroach? Is 1t directed at a new
s It directed at a new
of a computer technology that
something different?
think that we can learn some

5.

, the broader the scope of the
more problematic i1t"s likely to
act idea concept, | think, 1is

much at 1s 1t removed from the

ut is 1t claimed at a level that

5ical world boundaries that does

5Nt matter how 1 implemented in
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more attention
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second, 1 think we can pay a lot

than we have iIn the past to

functional clainjing.

A lot of the patents that are most

problematic are
written in Tfun
achieves this fu
to the traditiorn

But &

problematic because they are

ctional terms. Anything that
mction, but have not been subject
al rules of Section 112(F).

pplicants and examiners can use

Section 112(f) tp narrow down claims to specific

technology, asg
actually descril
And,
think we can at
better place.
MR. K
So, I
professor.
So, T

Mr.

[ a)
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juming the patent application
es specific technology.

in the course of doing that, I
least make the software world a
(ELLEY: Thank you, professor.

ext, we"ll hear -- sorry, thanks

iext, we"ll hear from Peter Su.

L ?
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MR. $
Good
I"m a partner at
And,
I worked as a ds
The
personal views,
topic and my pg
personal observa
In engineering ¥

So,

Professor Lemley

have three point
So,

abstract 1i1dea |

First,

55

U: Okay, thank you.

morning. My name i1s Peter Su.
Dentons Silicon Valley office.
before, you know, going to law,
sign engineer In Silicon Valley.
view | express here are my
not my Ffirm"s position on this
rrspective, mostly based on my
tions working with the inventors
ather than in life sciences.

bicking up on the point that

~

talked about useful rules, 1
s to share.
the Alice framework of

s difficult to comprehend and

apply by the invgntors in the high tech industry.

P
A

In

under the Alice

claims are dired
This

engineer to undsg

etermining patent eligibility
framework as to whether the

ted to an abstract idea.

Is a framework that®"s hard for an

rstand and provide comment. So,
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the concept of wh
framework to det
So,
invention 1Is C(
invention IS new
are able
technical diffey
the prior art.
Howev
engineer whethern
the engineer wil
and not be able
So,
abstract or not
taught or unders
the high tech in
So, &
document that"s
by one of ording

I an

discern whether

COUF
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to pprovide helpful
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iether an i1dea i1Is abstract as the
cermine 101.
whether an

when we analyze

pmpared to, 1f we analyze an
or obvious, engineers frequently
comment on the
ences between an 1invention and

er, 1f you were to ask an
the concept is abstract or not,
I likely be somewhat perplexed
to provide his or her opinion.
whether 1f something that"s
is typically not a concept as
Food In engineering schools or iIn
dustry.
patent, i1t"s a legal/technical
directed to and to be understood
ry skill in the art.
average engineer is not able to
AN invention is an abstract idea,
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then the Alice
eligibility wou

real world.

The s

Is phrased in t
it difficult to

So,

—

and 103, under
the claims are 1

In sg

iT 1t"s not obvi

So,
sections, we are
are new and are

By ar
to analyze and @

But,
patent-eligible
So,

the

what it 1s,

IS not.
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D

u

1
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Framework
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in determining patent
d be difficult to apply iIn the
econd point, the Alice framework
e negative, which, again, makes
apply In practice.

or example, 1f you look at 102
|02, you can obtain a patent if
pvel .

ction 103, a patent is patentable
DUS .
under these two  statutory
seeking for characteristics that
not obvious.

d large, most engineers are able
perate iIn that framework.

in the Alice 101, the patent is
iT 1t 1s not an abstract idea.
stating -- rather than stating

Alice framework is stating what
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So,

QY

that the fruit tf
that fruit cod
strawberries or
Becal
articulated in t
that have differ
and gravitating
abstract.
Okay,
statistics in, |
invalidated or tg
rejected.
My 1t
coming from an 1
So, |
really domestid
interesting to
perspective.
So, &

the, you know,
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s an analogy, if | was to say
nat Jill likes is not apple, then
Id be orange, pears, grapes,
pther forms of fruit.

se, the Alice framework 1is
he negative, we have the courts
ent ways of interpreting the 101
toward the claims that are
the

which 1i1s reflected iIn

you know, many of patents been
) patent applications that"s been
IS more

nird point, actually,

nternational perspective.

thought the Alice decision 1is
U.S. 1ssue. I think 1t 1s
note from an i1nternational

s Professor Lemley talked about

the large number of software
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process method
think, after the
that the, you kng
you put busing
contributed the
social networkin

1 hay
to me back thei
patent assistant
to protect their
company .

So,
discussion as t
the Alice decisi
to the patent
patenting of bus

So,
requirement woul
need to include

also technical

proposed legisl:
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)yanel will 2000 and, in part, |1
State Street Bank, you could say
w, at the opening of the flicker,
ss method, Pan has somewhat
renture investment In e-commerce,
g and the sharing economies.

e several panel attorneys coming
that they really like the US
because i1t helps these companies

investments that"s made into the

while we"re having an active

) the patentability into our --

bn, China has proposed a revision
exhumation guideline to allow
iness models under Article 25.

the proposal is that the

]l be patented business models now
business methods and rules but

features. So, you know, this

tion would, if it gets passed,
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then would, 1 ¢
sort of the
companies Tiling
MR. |
much, Mr. Su.
And,

this morning is

Mr. \
MR. \
I"m a

an adjunct profg

landscape on how to,

60

uess, somewhat motivate the --

you know,
software patents.
KELLEY :

Okay, thank you very

our last speaker on the panel

|l ee Van Pelt.

an Pelt?
AN PELT: Thank you very much.
patent prosecutor and 1 also am

ssor at Berkeley.

The to-part test presents the Patent
Office with a dgunting task. And, 1 think Mark
has stated that |very well.

You look at these 101 cases and very
smart law clerks help smart Judges write
opinions. They may go on for 20 pages.

And, |lat the end of the day, 1°d say

probably half
complain about t

very hard to ung

COUF
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the people

in this room would
he opinion and perhaps say it"s

crstand or 1t"s iInconsistent.
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The Patent OffFice has to make that

determination 1

jterally thousands of times a

month with a staff of hundreds of examiners.

I gug

that, whatever
Office 1s sp€g
absolutely worth

And,
writing them, @
general, a very (
law into guideli
this decision sg

with application

The

ss my TFTirst input primarily is
time and resources the Patent
the

nding on guidelines is

it.

in my view, | don"t know who"s
ut | think they®"re doing, 1In
jood job of synthesizing the case
nes that someone who has to make
veral times a day, potentially,
s can follow.

There sort of 1is

ask 1s hard.

an arc in the ca

Mark has pointec

not as simple ¢

versus the Supre

ses, but the arc is, | think, as

out, actually a pendulum. 1It"s
s looking at the lower courts

me Court.

I mean, you look at, you know, cases

that are pro

Chakrabarty and
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(202) 234-4433

religibility like Diehr and

you have to score those with
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cases that are

Flook. That is
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the other side like Benson and

hard .

The approach the Patent Office seems

to be taking in

the fTirst questjon 1is,

look at example¢
whether the clai
to claims that h3

1 thi
And, 1
that examples ar
synthesized from

IS very, very he

think, 1in the guidelines, to

the guidelines with respect to

what is abstract, i1s to

s and try to sort of compare
m under consideration is similar
ve been dealt with by the courts.
nk that"s really all you can do.
the extent
e iIncluded and the examples are
that

what®"s 1In the court case,

Ipful to examiners and It"s very

helpful in the pjrocess of prosecuting a patent to

be able to have [those.
The pecent -- and the life science
examples put outf in May, 1 think do a very good

job of pulling fg
the Mayo case.

different claimg

]

look at and try
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icts from the cases, particularly

And, you know, writing them as

3, example claims that you can

to understand the sort of things
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to put in a cla
sort of thing th

And,
1Is more of that|

1°d
academics in the
I had this yearnr
was going throug
students to deba
like a question
and the answer 1

And,
greatest fear i
that class, 1t w

And,

from my remarkyd

spending a signfificant amount of time with

PTO materials ang
they are a good
with this i1ssue/]

I"m
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im that"s going to work and the

at"s not going to work.

I guess my main input or request
It"s very helpful.

lot of

also add, there are a

room. Probably the best class
, 1"ve had in prosecution class
h those examples and asking the
te because every one is sort of

)resented, eligible or ineligible

5 given.
as a teacher, you know, my
5 being boring. And, at least

asn*t boring.

I1"d urge, i1f you get anything

5, 1°d say it"s really worth

the
| guidelines and examples because

way to try to practically deal

sorry that 1 can"t really
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enlighten you moj
I struggle with

Now,
what 1s something
almost as hard,

But,
improved by 100
they"ve pulled 9
It"s something
routine or conve

And,
the person who
whether 1i1t"s AJ
usually
abstract and not
just well unds
something of tha

Now, |§
because i1t"s sorl

can have some p¥

think of those

COUF

(202) 234-4433

IS a cagmment

64

re on what abstract means because
i1t also.

on the second part of the test,
) more? That question®s actually
I think.

my understanding of i1t has been
king at the guidelines. And,

pme language from the cases that

that"s not well understood,
ntional.
It"s very interesting, | think

synthesized that noticed it 1in

ice of Bilski or Mayo, there

in saying why something®s
patentable that it"s also, 1It"s

rstood, routine, conventional,

t sort.

AS an engineer, that interests me
I of sounding like something that
actical utility in that, when I
understood,

three things, well
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routine or conve
a little bit lik(

And,
effective examir
it that way. THh
resources to dd
things.

They |
they talk about
routine and cony
want to argue
routine Is not ¥

But,
will yield and
something 1 wj
important in th
determination [
examiner spends
argument about

abstract, and ti

written on tryin

Cou

(202) 234-4433

I

»

D

Y

;

§

D

f

\

[=

iers,

65

1tional versus obvious, It sounds
a course fTilter and Tine Tilter.
I think examiners, some really
I"ve seen them kind of use
at, they don"t have to spend the

a specific search on certain

you know, they use the 101 and
something being well understood,
entional. It"s up to you if you
that something that really 1is
putine.

ysually, 1 think the practitioner
that"s

It saves time. And,

nt to emphasize that®"s very

» Patent Office making this 101
ecause very minute that the
naving some sort of philosophical
wvhat®"s abstract and what"s not
ere have been some great papers
g to answer that question.
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But,
on that i1s a mirn
search the prig
Improve patent (
know, to my c
patents, you kng
clarity and pate
Importance.

So, §
time spent on th
it. The time sp
worth 1t.

And,
the examiner to

One,
that the First pj
dealt with.

And,

can use It as 4

kind of really r

66

every minute the examiner spends
'te the examiner doesn®t have to
or art, analyze the claim and
quality which i1s ultimately, you
ients that have to deal with
v, that are served against them,

mt quality is, | think, of utmost

5, again, my main comment is, the
e guidelines is absolutely worth

ent on the examples i1s absolutely

to the extent that that can help
save time Is two ways.
to have sort of good examples so

Hrt of the test can be efficiently

then, secondly, so the examiner
| tool to sort of sweep out the

putine conventional part and move

on to the part that really requires a prior art

Cou

(202) 234-4433
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search for the [pbviousness part. I

IS a way that

examination.
Thank
MR. Ki

much, Mr. Van Pg
So,

questions and 1]

with a question |for Mr.

In yo
something that h
I look at cases
forward, how the

the law.

67

think that

It can be a useful tool for

you.

FLLEY: All right, thank you very
It.

we have some time Tfor some

m going to start it off myself
Bernstein.

ur robotics example, and this is
as bothered me for a while when
like Diamond v. Diehr and moving

Supreme Court continues to shape

What |[Is the nature of the invention iIn

your example? Al
other words, 1is
the iInvention a
invention a new

question to be a

answer that quesg

COUF

(202) 234-4433

nd, Is that a valid question? In

the i1nvention new software? |Is

new program computer? Or is the

robot? And, 1s that a valid

sking? And, if so, how does one

tion and In what context should
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be answered, if

MR. B
and 1t"s a good
at it as potent
computer.

And,
things about thg
Alappat case tha
in that

case,

patentable subje

A cas

Warmerdam. And)
a robot. And,
ineligible. Ang

you saw that it
was done with tHh
And,
you know, Hlike
think appropriat
patent-eligible

But,

Cou

(202) 234-4433

»

!

D

)

i

[=

68

at all?
ERNSTEIN: 1t"s a valid question
question. 1 think you can look

ially a new robot or as a new

it"s interesting. One of the

robot example, | mentioned the

I was decided 20 years ago. And,

the Federal Circuit found

ct matter.

e decided the same day was In re
that had to do with controlling
that was found to be patent-
, when you looked at the claim,
as a bunch of equations, nothing
e equations.

I think 1t was,

50, In that case,

the Flook case, for example, 1

> to say that"s not patentable or
subject matter.

in the case of, you know,
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controlling a ropot, 1if you integrate, if you say

how you®re
appropriately an

with the calcula

1J

imprpving the control

of the robots
d you mention what you"re doing

tions, whether, you know, you®ve

got a bunch of glgorithms and stuff In i1t, Kind

of like Diehr, t

hat ought to be patent-eligible.

So, to come back to your question, I

think 1t"s eithe
new computer. |

IS appropriate t

MR. $
MR. K
MR. 9

in robotics and

more complicatec

And,
software, robot}
level softwarsg

interacting with

articulation i1n

So,

r -— it"s a new robot or It"s a
think either of those questions
0 ask.

U: Yes, can | add to that?
ELLEY: Yes, please.
U: Yes, because | also do work
I find robotics to be one of the
technology 1"ve worked.

I think unlike electronics and
cs, you actually involved high

with low level software
rods to control the different
the mechanical.

think all that together, | think
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probably prese
eligibility.

MR. K
curious, does an
Diamond v. Diehi
today®"s case I
Lemley put 1it,
that case jug
eligibility todsg

MR.
strongly favorab

two things. Rig

One

70

2Nts a stronger case for

(ELLEY: Does anybody -- I"m just
ybody on the panel think that the
1 case would be vulnerable under
Jw  with the way, as Professor
the common law has evolved? Is
t as strongly TfTavorable to
)y as i1t was when 1t was decided?
less

LEMLEY: I think 1t 1is

e to eligibility. So, IT1l note
nt?
Trom

is that, any practical

perspective, Dignond v. Diehr overruled Parker v.

Flook. They we

where one  Ju

re two different 5/4 majorities

stice switched. They said

inconsistent thipgs.

And,
come out of the
the Supreme Co

reconcile both ¢

Cou

(202) 234-4433

a lot of the confusion that"s
Supreme Court®s case law has been

urt"s insistence on trying to

F those cases as having good law
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when they say the opposite thing.

In Aljice, the way they reconciled the

two was really |gquite

introduced

interesting which is they

into |the history of Diamond v. Diehr

a specific new piece of hardware and said, well,

Diamond v. Diehyr

was patentable because 1t had

this specific new piece of hardware that was not

actually present

Diehr.

b

So,
that the way thg
Diamond v. Diehy
actually a much n
all would have th
when it seemed |

Flook.

MS.

the result of that, 1

in the claims of Diamond V.
think, 1s
Supreme Court is thinking about
and the Alice case | think 1is
arrower proposition than what we
ought Diamond v. Diehr stood for
ike i1t was overruling Parker v.

ELSON: So, 1 have a question

from the floor fpr Ms. Feldman.

And,

that is, 1If you®re -- as you seem

to be advocating that the recent case law 1Is

actually sort of

hitting the right balance i1n the
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software world,
to sort of get ti
funding?

And,
question is in
about internatig
sort of taking [
are, | guess, th
being out of stey
that something t

MS. F

So, |
that 1f you can
software patents
that bad for us?j

And,
for the small ¢
directions. It
on the other hany
that a target of
that hurts |

and

COUF

(202) 234-4433
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how are small startups supposed
emselves going and have adequate
I will follow, I think, a second

part to that i1s, Mr. Su talked

nal norms and other countries
Jifferent approaches. And what
e international concerns with us
» with the rest of the world? Is
hat should be driving this?
ELDMAN: Sure.
suspect the question 1s worry
t -- 1If you"re cutting back on
and you"re a little guy, isn"t
How can we get started?
the patent is a difficult world
uy. You get buffeted iIn both
s difficult to get started and,
1, there is a lot of data showing
patent assertion is the startups
fhem and their ability to raise
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money .

So, t
that®"s come out
bottom line is ¢t
for the small psg

I dg
increasingly frg
that patents ar¢
than they have [

In p

I

quickly iIn termg
and In part becy

forth that"s hapg

So,
lining for the T
1 kno
program with sof
We provide free
year. | underst

We all

what®s happening

COUF

(202) 234-4433
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nere"s a wonderful wealth of data

in this last two years. The
hat patent is a difficult world
rson.

hear

believe, and what |1

)m people in Silicon Valley 1is
less iImportant for the funding
een historically.
art because things change so
3 of how new software comes out
wuse of this buffeting back and
pbening the court.
think that, 1 see, as a silver
plks 1n software.
w It 1Is tempting. |1 work in a
tware -- with startup companies.
legal work for 60 companies a
and their pain intensely.
so have to step back and ask
in the patent system as a whole
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and not let oneg
about that pie
happening in the

MR.

that?
MR. K
MR.
software world,
concerns about
companies, althg
1 doj
Alice related ¢
In the

software

that"s something

be testing.
From

think 1t might

direction. The

74

piece of it, and our concerns

te of 1t, blind us to what"s

full systenm.

EMLEY: Could I add briefly to
(ELLEY: Sure.
_EMLEY: So, 1 think 1iIn the

there are, 1 think there are

will people fTund the software
ugh 1t"s an empirical question.

1"t think we®"ve seen a drop off,
irop off or a move of out of
world.

2 venture capital But,

obviously that academics should

the engineer®"s perspective, |1
actually push iIn the opposite

pbeople who hate software patents

the most are s
that®s not unive

true In Silicon

Cou

(202) 234-4433

tware programmers. And, while

rsally true, it is overwhelmingly

valley.
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So,

not to start cor
they will get a

Now,
been focused ver
Iin the biotechy
different situat

I thi
towards a res§
distinguishes g
think 1t"s also |
patent protectial
the expense is R
longer.

And,
about the pod
Iinvestment.

MR. $

So,

perspective, | t

including the AJPLA view that, 1

COUF

(202) 234-4433
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don®t think people are choosing
panies because they don"t think
patent In the software world.

I do want to say, this panel has
y heavily on software. 1 think
nology world, we have a very
10N.

nk the law is less clearly moving
kind of --

olution that"s

)od from bad patents. And, I
uch more important that you have
n In the biotech industry because

igher, because the lead time is

so, there, 1 much more worried

ssibility of losing startup

U: Can | also add to that?

think from China international

hink the, you know, commentators

think 1f this
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revision to the
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Chinese patent law passes, then

essentially, Chjfina would permit a business or

business method

feature.

Essentially, 1

drafted 1t 1is
equivalent of 1
through the --

obviousness anal

patents with the technical

think the way they
to take i1t up of what"s the
D1 and then they"re just going
to the anticipation and now

ysis.

The ogher kind of situation says that

you are kind
international fr
other countries

whether 1t Is ir

I thank,

still operate in
technical problg

So, |
that the U.S. wd
with the

patern

harmonization th

COUF

(202) 234-4433

of asked 1i1n terms of the
amework is In terms of how many
have sort of examined under 101,
China, Japan and Germany?
as most of you know, they

a different framework with the
m, solution and effect.

don*t know i1f that"s on point
puld actually look at just like
sort of

t Tiling with some

at we would actually take into
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account what oth
MR. K

MS. H

reminding us tha
also life sciend
And,
I can agree.
disagree a littl

twice iIn Congre

schemes that arg
industry.

And,
those, are base(
life cycle managg
of people call t

That

world as well.

make sure that

boundaries on the patents granted as It iIs in

tech.

MR.

COUF

(202) 234-4433
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er countries applies to 101.
ELLEY: Sure.

ELDMAN: So, 1 appreciate Mark
t 1It"s not just tech, that it"s
es that we have to worry about.

1It"s much more fun when Mark and
But, this one, I"m going to
e bit on because I"ve testified
SS 1In recent months about the

» driving prices up iIn the drug

not all of those, but some of
1 in weak patents, what 1 call
rment games. What 1 call -- lots

hat.
Is happening within the patent

And, 1t is as Important there to

we have appropriate and clear

AN PELT: I believe the best way
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to handle thosé
patent, 1 think
Is the best way

the best filter.

MR. K

panel up here hsa
one.

So,

_

paraphrasing a |
do you think
abstractness int

driving some of

Somet

not abstract.
head around, at

MR. L

your head around}

it slightly dif
don"t know that
I th

Alice test caus€

Cou

(202) 234-4433

Ll

|

1

¢

1

[=

ferently,

78

patents when you say a weak
that"s a 103 question. And, 103
to deal with that problem, i1t"s
ELLEY: Does anybody else on the
ve a question? 1 have one final
his came from the audience and
ttle bit. But, the question is,

that the courts have turned
D a binary concept? And, is that
the difficulty in analysis?
hing"s eilther abstract or it"s
'hat"s a hard thing to get your
least for me.
EMLEY: It 1s a hard thing to get
I mean, | see —- | guess | see
maybe not, | mean, |1
I disagree with that statement.
nk the way we"ve structured the
5 us to go look for the abstract
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concept In every
to presuppose th

And,
might be right.
for the abstrac]
even when 1t"s n(
the claim is at

And,
I think Enfish
against that in

can"t assume the|

79

patent claim. And, that seems
At there 1s an abstract i1dea.
at some that

you know, level,

But, 1 think the kind of search
T 1dea may cause us to find 1t
t really present in the claim or
least not limited to iIt.

so, there have been a couple --
, 1In

particular, pushes back

a useful way and says, hey, we

re 1S an abstract idea that we"re

then looking to [jump immediately to step two.

So, |
It is a binary cj
better off witf
alternative whig
there 1s an absjt
every case becauy
ought to -- 1s ¢

MR. B

further and maybg

COUF

(202) 234-4433

, you know, yes, I mean, | guess
loice In a sense, but we might be
1 the binary choice than the
h 1s kind of let"s assume that
‘'ract idea and pull that out in
5e not every patent claim sort of
irected to something abstract.
ERNSTEIN: 1°"d take that a step
2, you know, Flip it and say maybe
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assume that thene 1s not an abstract idea.

I think a lot of this stuff, when you

pull out what"s
by hand or what
computer, that
obviousness.
And,
appropriate spay
Put the thing
you"ve got, Yo
functionally ol
there®s prior an
You
that you should
art to see wheth

not spend as mug

notion.

MS. R

the Supreme Coul

fairly binary n

pbeen, you know, what®"s been done

s been done and just do It on a

s a matter of novelty or

| think that that"s an
te In which to deal with this.

in front of the Patent Office,

u know, however 1it"s claimed,
1 otherwise, and see whether
C.

know, 1 kind of agree with Lee

spend the time looking for prior
er an invention is patentable and
h time on this abstract idea and
ELDMAN: Yes, | think the court,
mt did think that abstract was a
And, 1

otion. certainly think

that they felt they had a definition.

Cou

(202) 234-4433
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So,

warmly greet th

81

I don*"t think that they will

e notion that the tests that

they“"ve given has no workable definition. I

think there wil
ISsue goes up an(
But,
an appellate cal
faced off on whig
saw this iIn the
the Supreme Col
administrative (g
The
And, we might wal
way -
MS.
international qU
So, M
about the diffg
internationally

other countries.

And,

COUF

(202) 234-4433

I be some fTireworks when that
| that we should anticipate that.
this 1s not the first time that
Urt and the Supreme Court have
h one iIs the greater expert. We
*70s with the D.C. Circuit and
iIrt over which one understood
rocedure better.

Supreme Court generally wins.
1t to keep this in mind along the
PERLMUTTER: Let me ask one
estion.

. Su and some others have talked
Issue

rent approaches to this

and, whether in Europe or in

we had a question from our web
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cast audience tf
comparative anal
USPTO and by the
So, m
that kind of anall
would be useful
MR.
comparison IS Ve
ways to sort of t
abstract and whg
Europe of the te
And,
between things 1t
things that are
not so much take
that"s why a Ig
same answer out
we"re getting th
probably allowed
probably shouldr

And,

COUF

(202) 234-4433
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at talked about the value of a
ysis of the same cases by the
EPO.

¥y question is, do you agree that
ysis and that kind of comparison
and/or relevant?

AN PELT: Well, 1 think that
ry useful and i1t"s -- one of the
ry to get your head around what*"s
at"s not 1s this notion and 1iIn
chnical effect.

IS a union

so, | think there

hat have a technical effect and

not abstract. And, so, that is
n up by our courts, but I think
t of times you are getting the
as Mark sort of alluded to, that
e cases that should be allowed,
, then the cases not allowed that
"t be.

I think the technical effect is
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a kind of anothe

MR. H
words that a nun
seized on right
there®s a referg
the fTirst react
more like us now
it that way for
iIt"s a helpful ¢

MR. K

And,
Thomas back iIn @
want to give you|
to any of the gy

MR. T

1 thi
that the differe
was a quantum I¢
definition of an

or concrete €

unfortunately, 0

COUF

(202) 234-4433
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r way to get at abstractness.
BERNSTEIN: Those are actually
ber of my European clients have

out of the Alice case where

'nce to technical effect. And,

on 1 got was, oh, you all are

because they®ve been looking at

a really long time and 1 think
pnstruct.
ELLEY: Thank you.

I don"t want to forget about Mr.

ur headquarters office. And, 1
sir, the opportunity to respond

pstions if you™d like to.

HOMAS: Yes, thank you.

nk 1t"s imperative to understand

nce between Bilski and Alice, it

ap of i1llogic. It supplied the

abstract i1dea with no physical

whole

xistence to a arena,

T electronic commerce, computer
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networking, et
methods.

It"s,
slides that our
Congress has not
for this. I th
look extremely ¢
3600 and 705 pat
Internet and in
importance of th

MR. H
much, Mr. Thomag

And,
for their time h

MR. T

MR.

N

I i

who hasn®"t yet §
so by January 18§

Thank
the second panel

Okay .
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cetera, et cetera, business

I mean, as shown in one of the

Unit 3600 is a huge aberration.

dictated. There Is no precedent

ink the Patent Office needs to

losely at what"s going on in TC
ents because of the impact, the

ternational digital trade, the

Dse areas to our economy.

KELLEY : Okay, thank you very

I want to thank the whole panel
ere this morning.

HOMAS: Thank you.

ELLEY: And, also urge anybody

ubmitted written comments to do
th.
you and we"ll trade out now for

So, we"ll begin our second
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panel and the T}
is from the U

Offices Denver Rg

Mr. R
MR. R
MR. K
MR. P

you very much g
I"m

Denver and here

85

rst speaker on our second panel
nited States Patent Trademark

rgional Office, Mr. Chirag Patel.

atel?

ATEL: Can you hear me all right?
ELLEY: Yes, sir.

ATEL: Great, okay, well, thank

r including me in the panel.
a patent prosecutor based 1iIn

participating on this beautiful

Rocky Mountain gfffice here right now.

So, VY

how the case lay

ou know, we talked a lot about

and common law is advancing in

this i1ssue of software patent eligibility and 101

Issues and purpd

We " ve
know, the resoll
and the legal an

And,
about this recen

of this year act

COUF
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Se .
already mentioned about how, you
ition will come from the course
alysis.
so, | wanted to kind discuss
t case that came out in October
ually from the Court of Appeals.
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And,
clarifying the
the software, pg

This

Eastern District

the patenting, 1
all rooted gen
billing systems

So, t
network traffic
You know, you h
the network and
amount of dat
processed.

So, 1
technical probl
claims have 1is §
So,
pleaded i1nvalidi

all the claims

Judges --

Cou

(202) 234-4433

|

[

q

0

¢

|

;
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it does shed some light on
ssues about the eligibility of

tent claims.

IS a case that came from the
of Virginia and it"s Amdocs is
hey have four patents. They“re

erally towards accounting and

For network providers.

ney talk about how to account for
that in a distributed network.
ave transactions going all over
how they are manage this large
1  that somehow needs to be
he case was made that this is a
>m and the solution that the
technical solution.
Dpenet 1is the defendant that
ty for all of the four patents,

nd then the majority opinion by
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I"m s
you don®t mind,
don"t mind movin
lists more detai

So, |
the claim, says|

the recent cases

this came out T

87

orry, 1" m on the first slide, iIf

second slide, I*m sorry, if you

g to 1t. There we go, okay. It
I about what I"m talking about.
udges Plager and Newman upheld
eligible and they used all of
. They talked about -- some of
some not.

pr eligibility, They

kind of drew a ot of commonalities between the

DDR and the Basd
Next
So, t

iIssue here and

I

couple of claims
They all are gen
in terms of the
So,
software technol
for network tra]
that, you Kknow

records from ver

COUF
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om claims and analysis.

slide, please?

nere are four patents that are at
I*m just going to talk about a
3 and a couple of this patents.
erally similar to each other and

-— what they cover.

as | said earlier, this 1is

ogy fTor accounting and billing

Ffic. And, the claim was made

, we"re receilving accounting

y widespread locations, so they
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said,
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first, network accounting records from a

first source and the second from the second

source and then

the computer code 1i1s of how

managing to enhance the first network accounting

record using all
all the differern

And,
level, i1t"s a,
It"s a pretty,
broad claim. /
here, you would

examiner 1S (ol

you"re doing 15

collating 1t ¢
accounting infol
records.

So,

of rejections that would be

say, no, this ig
But,
one eligible.

Cou
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the data that is collected from
t locations.

so, If you read i1t at the high

you know, pretty short claim.

]| would think, 1 would consider

And, a lot of the petitions 1in

think that, well, probably an

g to come up and say, well, all

receiving a record, you“re

and  then you are using some

mation to change one accounting

'ou know, you have all seen a lot
in 101 that would
not eligible.

the court found this case to be

They cannot focus on the
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limitations, the
the Tirst networ

They
analysis to the
claim. And, say
to a number g
distributed fash

well,
don"t know. But

And, then, they

IS a critical aj

they consider
technological
problem.

They
how, you know, 1
needs to be pr
solution allows
So, 1
And,
if th

like, so,

Cou

(202) 234-4433
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q

<

1

-
.
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third limitation about enhancing
k accounting record.

went back, actually, for the 101
specification and construed the

that, the enhancement as applied

f a Ffield enhancements 1In a

1on.
is It, does i1t help really? |
, that"s where the analysis went.

said the distribution processing

lvancement over the prior. So,
d this as unconventional
solution to a  technological

did talk about in the analysis
his massive amount of data that
)cessed and this claim or this
you to do that.

ext slide, please?

I have some observations about

S 1S the case that the case the

NEAL R. GROSS
T REPORTERS AND TRANSCRIBERS
1323 RHODE ISLAND AVE., N.W.

WASHINGTON, D.C. 20005-3701 www.nealrgross.com




10

11

12

13

14

15

16

17

18

19

20

21

court considers
know, massive di

Any time there-"j

come up with son

couch that as a

You K

;

4

D

90

to be patent-eligible, well, you
ta processing is pretty common.
massive data processing can we
e language that could help us to

technological solution? Maybe.

now, as | said before, the law of

the court is that of commonalities of the claimed

terms that the [

So,

would say, you Kk

two cases that
-— 1T you can cg
what you"re doin
you in furtherin

Next

So, 1
-- one other cl
claim for the -4

And,
the limitations,
it's

storing,

Cou
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I\

(

[alY
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DR holding in Bascom.

ou know, as to a practitioner, I
now, look at the claims in those
ere held eligible and cannot be
me up with some commonalities iIn
y in your claims, that might help
j your arguments.

slide, please?

ot"s talk briefly about the other
iim.  This iIs a pretty detailed
one of the other patents.

then, 1T you look at the -- all
it"s collecting, 1t"s filtering,
it's

iIt's up 1In queries,
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outputting. Ang

normally

significantly nmore,

significantly by
current guidelir
And,

went back, In th

wou ld be

91

1, you know, all these terms are
considered nothing
not adding anything more
a lot of the examiners under the
oS .

I*m getting, you know, the court

is case also, the court went back

and did a speciflication and construed the terms.

Next
So, 1
third limitation
for completing |
they went back
towards enhancin
Tields that we (¢
And,
about the -- why
not going to amg
Thoug
construction thg

the 101 analysi

Cou
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slide, please?

the court kind of focused on the
which talked about computer code
pflurality of data records. And,
and said completing is directed
g a record until all of required
ppulated.

then, went back to the arguments
enhancing was something that was
unt to a technological solution.
not a claim

Ih, there was

It was done iIn this case, even at

$, which 1s usually, you know,
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about one would
that often.

But,
would point out
architecture, tf
with architectury
on network systg
technological sg

So, Y
draft for a lot
ways, minimizing
system
arguments to say
matter because (
That could be us

Next

So, 1
with a few high |

You

discussion about

g

or not. And, 1f

COUF

(202) 234-4433

resourceg.

92

think that it"s not usually done

a couple of things here that 1
iIs that, you know, distributor

e court said there"s an issue

> and official to minimize impact

m resources Is something that is

lution here.

ou know, a lot of claims that we
of clients deal with, iIn some

some Impact on some part of the

So, can you use that in

this 1s patent-eligible subject

f those arguments by the case?

eful 1n the future.

slide, please?

wanted to kind of close this out

evel observations and takeaways.

know, there was a Jlot of
how is the 101 analysis binary
looks like the court here kind
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of tried to

emphasizing that,

there, but the
meanings.

So, 1
so the definity
relied on the ¢
the claim lewv
Improvements oV

discussed a lot

93

use a Tlexible approach by

sorry, about the track over
abstract guide, 1t has no set
here*s no set meaning anywhere,
on of abstract 1i1dea and they
laim construction beyond what®s
claims and on

> led in the

er the prior art which 1is

in the specifications.

And, |the last slide, please?

So, Qg
that, you know)|
binary. If you

Improvement proy
You K
those improvemen
use that later (
your claims were
technological

service iIn techr

COUF
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ne final observation here is also
again, the analysis was not
are a practitioner, emphasize an
ided by the solutions.
now, iIf you can discuss more of
ts in the specification, you can
bn  in making your argument that
patent-eligible because of their
solution or nonconventional
plogical problems.
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There

that 1s pretty 1
IS Interested in
But,

close. Thank ya
MR. K
And,
Stanford, Doroth
Dr. A

MS. A

My n

representing the

Law Associatiot
President.

We aj
order to preparsg
about what the
USPTO on the qus
101 and what mig

place we are rig

The N

Cou

(202) 234-4433

]

D

sl

n

»

|
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was a dissent by Judge Reyna
nteresting and long, 1f somebody
reading it.
I think with that, I"m going to
U very much.
ELLEY: Thank you, Mr. Patel.
our next speaker 1is here at
y Auth.
uth?
UTH: Good morning.

ime is Dorothy Auth. I*m here

New York Intellectual Property

; I"m the Immediate Past
sembled an ad hoc committee in
for this presentation and think
best guidance would be for the
stion of the larger question of
1t need to be done to correct the
ht now.

YIPLA"s view IS that the Section
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101 bar should
be a sieve with

1t she

really be a low bar.

95

It should
very large holes.

puld hold back ineligible subject

matter if that 1
directed to a |
natural phenomer
proceed through
-- 102, 103 an
applications of
natural phenomer
The
distinguish betw
eligible subject
And,
this two-part td

and Alice have (g

they don®"t proyv

contains patent claims that are

w of nature, abstract idea or
, but 1t should allow claims to
he further analysis of 101, 103

112 i1f there are particular

he abstract i1dea, law of nature,

uestion really 1i1s, how can we
cen ineligible subject matter and
matter?

the Supreme Court®s opinions in
pst articulated by Mayo, Myriad
roven to be very problematic and

ide a simple framework to know

what the right)| level of abstraction 1is for
Section 101 analysis.
Recently, the Federal Circuit 1is

helping to answel
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- question number two of the two-
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parts test thr

eligible subject

I

recent decisiong
Management.
In th

has 1dentified g

U

both, well, one
sciences as wel
are profoundly ¢
decisions recent
And,
concept of tec|
claim language.
And, |
the language of
technological 1
specification.
And,
nature because t

applications of f

And,
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pugh 1ts analysis of patent-
matter in, for example, the two
, In McRO and Rapid Litigation
ese cases, the Federal Circuit
atent-eligible subject matter in
of each 1n computer related
as life science, both of which
ffected by the Supreme Court®s
ly.
they focused on the very simple
in the

inological 1mprovements

secondly, they also required that

the claim, by virtue of this

provement, be described iIn the

that 1t not preempt the law of

he claims are narrowly tailored
Fhe natural law or abstract idea.

they"re  supported in the
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specification.
The
specification n
features, the
specifically re(
ensures that the
nature, abstract
In th
analysis should
claims i1nclude g
render the clain
It shq
of what an invej
back to the def)
to be a useful (g
a composition
thereoft.
In pa
in Section 100(k

a process, art,

a known
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common theme is that the

st explain the technological

particular application that

cites the claims. And, thus,
claims don"t preempt the law of
idea or natural phenomenon.

e NYIPLA®"s view, the Section 101
pbe considered whether or not the
pecific steps or elements which
ed 1nvention.

buld be based upon the definition
1tion is. And that really goes

nition In our statute, it needs

rocess, a machine, manufacturer,

of matter or an improvement

rticular, the process definition
D even points out that it can be

method and includes a new use of

ess, machine, manufacturer,
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composition of n

The
the Federal Cir
direction by [
features 1In th
specification as
claimed inventigd
ultimately stat]
needed to finall

have sort of th

1D}

mentioned betwed
Supreme Court.
And,
mentioned before
So, t
the end of Secti
would say, a clj
may recite a prj
nature, abstract
may not claim or

idea or natural
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atter or material.
IYIPLA believes that, although,

cuit Is moving iIn the correct

Focusing on specific recited

e claims and support 1in the
well as 1ts requirement that the
n not preempt the law of nature,
itory amendment will likely be
y resolve the matter because we
Is push-pull that we*ve already
'n the Federal Circuit and the
as between the two, as Professor
, the Supreme Court usually wins.
ne NYIPLA would proposed that, at
pn 101, a sentence be added that
aim complying with this section
actical application of a law of
idea or a natural phenomena, but
preempt a law of nature, abstract
bhenomenon.
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Such
applicable stang
Such
burden both on tj
currentl

which

resources in try

1D}

should be applig
see and compare
been decided pre
You K
Section 101 that
that clearly ¢
patent-eligible
outside that.
And,
already with thg
extent, and shif
103 and 112.
Thank
MR. K

And,
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an amendment would clarify the
ard for review.

an amendment would lessen the
e courts as well as in the USPTO
y are expending tremendous
ing to understand what standards
d in the fact of a test it and
It to the other cases that have
viously standard.

cnow, our goal is to create a
focuses on patentable inventions
efines what TfTalls within the

subject matter and what 1is

also, as we fTeel 1s happening

» Federal Circuit, to a certain

t the true analysis back to 102,

you.

ELLEY: Thank you very much.

our next speaker this morning
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will be Steve CH
MR. (
the opportunity
subject matter ¢
May
currently serve
Counsel at RPX C
Howe\
on behalft of RP
of and participg
1°11
focusing on the
in patent eli

primarily to th

100

1ang.
CHIANG: Hello and thank you for
to add to the public discourse on
ligibility.
Steve

name 1s Chiang and 1

as a Director and In-House IP
prporation.
er, 1 am here today speaking not

K but as an individual spectator

InNt in the patent ecosystem.
spend the next few minutes
gquestion of whether developments
should be

gibility law left

c courts or whether additional

administrative ipitiatives are desirable.

Any

ecosystem is liK

roles played by
as the i1mpact
decision has hag

Indeec

Cou

(202) 234-4433

participant in the patent

ely familiar with the individual
the USPTO and the courts as well
that the Supreme Court®s Alice
on their businesses.

those

ed, particularly for
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dealing with

patents, the dg
shifted

wholesale, deva
whille arguably
less susceptible
Section 101, dra
In some tech cen
an unknowable n|

for many a small

a patent protect

Howev
effects becausg
litigants, licen

woulld-be applica

And,
could stand to [
Iin the patent ed

Altho
system and the
the

evolving
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litigagion

101

software and business method

pcision and i1t"s progeny have

outcomes and strategies

lued entire patent portfolios
increasing the values of those
to invalidation under post-Alice
stically lowered allowance rates
ters and art units and iImpacted
imber of key business decisions

business such as should 1 seek

ion for my i1dea?

er, these are not isolated
> the participants, whether
sors, licensees, applicants and

nts are often one iIn the same.

these respective businesses

)enefit greatly from consistency
psystem as a whole.

ugh both the Article 111 core

USPTO played critical roles 1in

practical ramifications of
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developments ang

roles have tradi

Thus,
consistency in
desirable, per
eligibility law

One

102

patent eligibility law, these

tionally been separate.
IS we accept the assumption that
IS more

the patent ecosystem

haps developments i1In patent

should be a joint effort.
increase

potential way to

consistency is by enlarging the boundaries of the

deference attributed to the examination process

by district cou

eligibility.

For example,

rts and their determinations of

if district courts were

to consistently gpply the Section 282 presumption

of validity to ¢

cterminations under Section 101,

that could potentially prevent many situations in

which applicantg

invest a significant amount of

money Into proseguting an application to issuance

by overcoming Se

the patent invaglidated,

pleading stage.

ction 101 rejections only to have

for example, 1in the

Since| Alice and through end of Q3 this

Cou

(202) 234-4433
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year, in only
rendering a j(
district court

presumption of v

Those
anti-presumption
Mayer®s concurre

lack of a specif

Section 101 defterminations in

Court patent eli

Alice.

N
141

And

tracking to Supn

of the presumptfion of validity

141 and 1ts prog
Howev
cases one can
discussion of S
application of §
This

the fact that
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20 percent of distinct -cases

dgment under Section 101 did

Judges even mention the
alidity under Section 282.

cases were largely split with
Judges generally following
nce in Ultramercial 111 and the
ic application of Section 282 to
recent Supreme

gibility jurisprudence including

ro-presumption Judges generally
eme Court"s broader endorsement
in Microsoft v.
eny .

er, in the other 80 percent of
only assume that the lack of
cction 282 intimates a lack of
ection 282.

iIs difficult to reconcile with

the examining court, with 1iIts
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technical expert
the second step (

whether abstrag

something significantly

relative to one

Howey
patents that iss
after the 2
Iinstructions ang
those received

merits during ex

Consi

developed examijpation

respect to Sect
working with 1
possibility of ¢
across all deter
eligibility.

Anoth
Increasing cons

determinations

COUF

(202) 234-4433

104

ise 1s well equipped to explore
f the Alice-Mayo framework since

t 1deas are 1integrated into

more should really be

of ordinary skill in the art.

er, of the 20-plus Ilitigated

ned after Alice and, to be fair,

D14 preliminary examination

IEG published, only three of

Alice-based rejections on the

amination.
stently ensuring a more Tully

record, especially with

ion 101 is a good step toward

he judiciary to explore the

pnsistently applying Section 282

minations of validity including

er potential avenue for

istency 1in patent eligibility

iIs by revisiting amendment

NEAL R. GROSS
T REPORTERS AND TRANSCRIBERS
1323 RHODE ISLAND AVE., N.W.

WASHINGTON, D.C. 20005-3701 www.nealrgross.com




10

11

12

13

14

15

16

17

18

19

20

21

1”4

practice at the
popular alternat
litigating paten
of appeals to th

It 18

N

underpinning ral
application of §
the patent owne
claims has not b#
context of Secti

In pa
to amend in CBM
face long odds 1
to distinguish ng
distinguish prigdg
unclear whether

CMBR or PGR 1s

grounds, motiong

10}

For €
add more detailfd

the implementati

COUF

(202) 234-4433

105

PTAB which 1s both the most
ive form to district courts for
ts and the single largest source
e Federal Circuit in 2016.
difficult to reconcile why an
Fionale militating against the
ection 282 at the PTAB that is,
r having the ability to amend
2en more liberally applied in the
pn 101.
rticular, movants filing motions
reviews and post-grant reviews
n having to meet shifted burdens
bt only prior art of record -- to
r art of record, but it"s as yet
pne, for example, a petition for
instituted only on Section 101
to amend might become easier.
xample, by allowing movants to
5 from the disclosure regarding

on of claim elements that, upon

NEAL R. GROSS
T REPORTERS AND TRANSCRIBERS
1323 RHODE ISLAND AVE., N.W.

WASHINGTON, D.C. 20005-3701 www.nealrgross.com




10

11

12

13

14

15

16

17

18

19

20

21

institution of t
be preemptive, T
abstract.

Alloy
within the disc
course, to the
Microsoft v. Pry
squares with n
validity and po
AlA.

Furth
motions to ameng

their opposition

to ensure a more

I would like to

inviting publig

106

rial, were deemed by the Board to

unctionally claimed and flat out

ing such amendments are largely
retion of the PTAB subject, of
Federal Circuit®s holdings 1in
pxyconn and Nike v. Adidas and
ot applying a resumption of

st-grant proceedings under the

er, an increase iIn the number of
under Section 101 together with
s to amend could similarly help
fully developed record.

thank the USPTO for

input on a piece of patent

ecosystem that has likely affected every person

in here In some
And,
research team, 1

in this.

vay .
1"d also like to thank the RPX

ncluding Jake Wexler for support

NEAL R. GROSS

COURT REPORTERS AND TRANSCRIBERS

(202) 234-4433

1323 RHODE ISLAND AVE., N.W.

WASHINGTON, D.C. 20005-3701 www.nealrgross.com




10

11

12

13

14

15

16

17

18

19

20

21

Thank

MR. K
thank you for bg
amend even to a
on my mind.

So, 1

Dr. N

MR. N

Thank

107

you.
FLLEY: Thank you, Mr. Chiang and
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d, for example,
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application of t
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after Myriad, (hakrabarty was not only cited

there, but was ¢

iIt"s good law.

ited with approval. So, 1 think

As Tgr the diagnostic method claims,

arguably, are
eligibility for

Remem

the claim In Mayo was routine,

well understood
practiced 3
new about -- 1In

in the prior art.

the bigger problem 1In patent
life sciences.

ber, that each and every step of
conventional and
because i1t had actually been
There was nothing

that claim except a recognition

of the boundaries as to what was and was not

effective.

So,

=

talked about Di
office to look 34

you avoid the pi
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law exists and people have
ehr already, that mandates the
t the claim as a whole. And, if

ccemeal application of the Alice
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slavishly follow| what is believed that the Court
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But,
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understand the F
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about that
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, to Interpret and distinguish.
I think that, you know, i1f you
d Mayo the way it"s being applied
e district courts, almost all
nd claims are patent-ineligible.
t have to be the case.

rnom 1s the example. And, 1
ederal Circuit didn"t support the
gquenom, but I*m not too worried
use there were actually factual
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the Federal Ci
wrong -
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re Deuel iIn whi
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rcuit when they think they"re

remind you of In re Bell and In

ch the facts of the second case
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shy for telling the Federal

thinks that they"re wrong.

The fact that the Supreme Court did

not grant cert iy

shouldn®"t be taken as a belief that,

Patent Office ((
Court seems to bg
to think the Patg
right.
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the -- provide tR
provide patents
eligibility gro|
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Mr. R
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Patent Office T0Q
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discussion.
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every case has its own facts.

ation of the law as the Patent
ds those facts give the office
0 contribute in determining what
dn*"t be patent-eligible.

"1l end my comments there.
FLLEY: All right, thank you very

bur Final speaker this morning on

-— I*m sorry, second panel, 1is

eed?
FED: Thank you very much.
t to start by just thanking the

r this invitation to speak here

to this very interesting

patent counsel at the law firm,

Boggs. I draft patent

prosecute patent applications.
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my area in this field.

e | say anything, let me state

ere are just my own. I don"t

aw Firm, Squire, Patton, Boggs.
rrested participant and want to
his discussion of this subject
last panel, 1 heard and |
in"t plan on opening with this,
I believe i1t was, is It a binary
ct or not?

rems to me that, iIn the Alice
urt says quite clearly, every

directed to an abstract idea at

nd we also know from that case
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patent claim essentially
ne Supreme Court said were the
research and development or was
more to i1t than that? Is there
ovement being claimed? And, is
tion to the art?

hole patent system is based on
u grant a patent to promote the
xchange  for

disclosing vyour

at 1s an 1mprovement iIn the

Il grant you a limited monopoly

ng now to Federal Circuit cases,
on the triad of cases Enfish,
that came out this year.
d been two years since Alice was
really didn®t have any idea what
a patent claim subject to the
‘hat will make i1t patent-eligible
to an abstract idea.
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rst got a clue of what type of
be 1n the Enfish decision. The
fhe claim, and as we know, and as
ave mentioned, that step one 1is
t of the Alice-Mayo test.

claims

lLimitations in are

meaningful and when you undertake part one of the
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In the Enfish case,

1dea was an
functionality.
decision?

1 th

decision from t
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fore just deciding whether it"s
or not.

the non-abstract
improvement in computer
How did the Court arrive at that
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was an iInteresting

ne perspective that, as we all

seek to understand when will we have a definitive

test that won"t |
Tield implicateg

That?
here. Right?
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the technology field, the

re of a claim, to decide future

n law approach.

purt looked at the claims and it
And, as we know, the Federal

Jook at claims and then they

iderstanding of a claim through

n, struck me as helpful and, 1

Fful in light of the Supreme Court

the Enfish court saw that the
y had a narrow focus.
imiting aspect of the claims, as

his self-referential table or

get exact words, that was the

was the solution to the drawback
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n the prior art, the technology
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specification makes that clear,
table 1s one iIn the -- viewed as
s the 1nvention.

e conclusion of the Enfish case,
this i1s clearly not ineligible.
\bstract i1dea, disparaging marks
, the improvement over the prior
5 very clear in the specification
S. This is not an attempt to
he draftsman art.

case came out four months later.
The McRO case said,
Ty claims in step one. They are
5, citing Enfish.

e McRO case, the Court took it a
pwards this kind

of goal of

test which would make the

redure much more tractable and

or examiners, not making it
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ents for how the claims were
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t the patent he arrived at, well,
peen the same types of rules that
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was not proven. There was
of to prove something like that.
be extremely difficult to prove
iat in the ordinary course. And,
e 1mplications of what they may
text of a motion to dismiss, |
interesting to look at that case
how the Court tried to describe,
tion, the preemption concern.
Is significant and what is the
? Preemption is about claiming
ying a problem as opposed to just
ult. And, claims that preempt
esult.
I think that®"s the more workable
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agreement on th
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case, when they
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l

at.
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ng this.

urse, In Amdocs, we Tound out

al Circuit 1s not 1iIn total

They*"re still looking at
fhink 1f you look at the Amdocs

select their case that"s most

similar and reaclh a decision, they go back to the

same test that M

Thank

MR. K
much, Mr. Reed.

My T
to you, Dr. Auth

something along [

or a technologigdg

And,
Mayo, which I™m
Because,

when

that 1 think man

where the Court

Cou

(202) 234-4433

I think

it came ouf

[=

CRO 1s suggesting.
you very much.
FLLEY: All right, thank you very
rst question is directed, first,
, and 1 thought 1 heard you say
Fhe lines of a technological test
al requirement.
so, my question 1is related to
glad people raised this morning.
that Mayo struck people as odd
T because 1t was the first case
y of us had seen in a long time

focused on what 11l call the
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And,
but the differey
what existed iIn

And,
something like a
fair to follow &
the marginal chg

the technologicsg
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inventiyveness of the claim.

I don"t mean that pejoratively,
lce between what was claimed and
the prior art.

50, my question is, If we move to
technological requirement, is it
| case like Mayo and look only to
Is that where

inge 1n the claim?

Il advancement has to be? Or, is

it, as on the claim as a whole?

MS. A
be looking at t
term |
And, that was bg
and Rapid Litigsg

And,
for some specifi
that is a parti
nature.

And,

Iimprovements or

Cou

(202) 234-4433

was usiphg was technical

AUTH: Well, it should certainly

ne claim as a whole. But, the
improvements.
ised upon what we®"ve seen In McRO
jtion.

there, they"re basically looking
¢ or cited language in the claims
cular application of the law of
the technical

so, Yyou use

-- yes, that"s the language they
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use -- and, 1t's

saying about thg

technical effect
And,
really 1s just

something that"s

and 1s partic
application of g
to claim the
altogether.

So,
application of
bookend what it
the concept of (¢
- we hope that )

what should be ¢

MR. K

MS. H
Auth.

So, |

about a sentence
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very similar to what others were

language that Europeans use of

so, It"s a very low bar and it

saying that you“re claiming

described In the specification

iIilarly something that 1is an

law of nature rather than trying

result 1i1tself and the law

using the concept of an

knowledge as a way to sort of
is you"re allowed to claim and
reventing preemption, you have -
ou can find a middle ground for
atent-eligible in between.

ELLEY:

Okay. Yes, Shira?

ERLMUTTER: This is also for Ms.

m interested in your suggestion

that would be added to Section
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the interplay wqg
between that ang

to which they wg
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lescribe a little bit more what

puld be, the iIntended interplay

judicial exceptions, the extent

uld -- that would substitute for

existing judicial exceptions or preclude future

ones being devel

MS. A
proposed languag
uses the current
nature, natural
basically is try
manner, rather
those things, &

way .

g

One ¢
look, the proble¢
a negative test.

And,
but how do you T

And,

proposing actual

COUF
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pped?

UTH:  You know, 1 think that our
e is really not to -- well, it
judicial exceptions, the law of
phenomenon, abstract idea and
ing to define In some more useful
than jJust saying it cannot be
nd say something iIn a positive
T the earlier presenters said,
m with the current test is It"s
so, you know, what i1t can"t be,
igure out what it can be?

so, the language that NYIPLA is
ly comes from the Supreme Court"s
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decision iIn Myr

in Rapid Liti

application of K

So,
saying this is g
than the actual

MR.
online that 171
does anybody on
these decisions
dealing with thg
that the USPTO s
1t should do in

And,

towards patental

can"t figure it

And,
at all, speakin
something [1"ve

and there®"s two

One

Cou

(202) 234-4433

\
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ad and was actually relied upon

jation, this concept of the
nowledge or a law of nature.
pu"re -- it"s a low level way of
use of this law of nature rather
law of nature itself.

(ELLEY:

So, we had a question

I sort of paraphrase which 1is,
the panel think that in making
and given that we"re sort of
stately evolution of common law

hould forge a path based on what

the gray areas?

what 1 mean is, should i1t lean

ility or not patentability if it

put?

I have no personal view on that

g from the Agency. It"s just

ieard brought up on the outside

vays to look at it.

ay Is ITf we grant a patent that
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perhaps we shoul
tested until it

The o
reject a clain
Issuing, that ca
because i1t can gg
path from that r

And,
the panel has th

MR. N
the post-grant
and all of that
the time short ¢

I med
importance of
companies, that
get to a gray af
know, sufficient
that the i1deas |
area, the less

It"s harder to

COUF

(202) 234-4433

130

dn"t have granted, It can"t get

goes into litigation.

ther way to look at it i1s if we
that arguable we should be

n get to the courts much quicker

2t to the courts through a direct

ejection.

I*m just wondering if anybody on

pughts on that?

DONAN: You know, paradoxically,

review and inter-parties review

which people complain about all

ircuits that problem.

n, I would say that, given the

patents, especially to small
erring on the side of when you
ea, granting a patent with, you
Iy narrow claims, | mean, | think

n the gray area, the grayer the

broad the claims can be because

get over 112 and 103 issues 1In

NEAL R. GROSS
T REPORTERS AND TRANSCRIBERS
1323 RHODE ISLAND AVE., N.W.

WASHINGTON, D.C. 20005-3701 www.nealrgross.com




10

11

12

13

14

15

16

17

18

19

20

21

that i1nstance.

But,

1

there i1s a gray g

within nine months with PGR.

you to bring Secftion 101 issues.

under 103.

So, |
guys are patent
thing. But, 1 t€
the office err ij
side of patental

MS. A
the Patent OffIQ
on the other s

should really bsg

And,

1J

Patent Office c¢
really be very
applications of

find within the

_

And 1t
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claims of the proper scope, iIf
\rea, then they can be challenged
And, that allows

And, under IPR,

realize Justice Kagan thinks you
happy - I think that"s a good
hink you®d -- I would rather see
1 those really close cases on the
i1lity than the other way around.
UTH: 1 would tend to agree that
e should really be focused more
ubstantive areas and that 101
, as | said, a low bar.
so long as -- and a way that the
in move fTorward with this is to
particular about the technical
a law of nature that they can
claim.
o be constantly focused on, is
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there something
invention that"s
general concept

And,
answer. And, O
substantive part

MR. R
the gray area beli
to go. But,
about things.

It"s
law case decisig
Let"s not forge]
really have may
understand this

A yea
step one was abg
the test.
were deciding W

really was very

And,
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specific about this particular
in the claim rather than just a
that®s 1In the claim?

iIs the

so, specificity, | think,

f course, focusing on the other
s of the statute.
FED: 1 think that moving towards

ng patentable Is perhaps the way

I think really have to be cautious

a common law situation, common
)n situation we have right now.
I that, over the past year, we
le some strides i1In trying to
test.

r ago, we had no clue about what

ut and how you went about doing

IT you look at how the district courts

hat the standing law was, 1t

little substance.

I think there®s a lot more now.
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We have to give
cases are decidf
they then come t

It"s
division between
big fear here 1
rule that can D
but not w

rule,

that 1s avoiding

1J

We hg
think you need tg
really arrive at
systematic forma

MR. C
of those commeny
area, maybe a hyl
approach.

Becal
examiners who

Section 101, at

IS an abstract 1

COUF
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It time. You know, after a 100

»d by the Federal Circuit, will
pgether?
clear right now there"s a big

the Justices and, of course, the

8 we don"t want to arrive at a

e evaded. We comply with the

ith the spirit of the rule and
patenting abstract ideas.

ive to keep that in mind and 1

D give 1t more time before we can

some way of looking at it in a

C.
HIANG: 1 think just to echo some
s, 1 mean, maybe iIn that gray

)rid approach is perhaps the best

se, Yyou know, 1f you have

are 1issuing rejections under

least what"s happening is there

dea that"s being articulated and
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the applicant ig
why 1t"s not an
adds that"s sign

That
later prosecutid

So, VY

134

forced to say, you know, either
abstract i1dea or what the claim
ificantly more.

additional clarity can only help
n and later litigation as well.

bu know, 1 think maybe the answer

iIs to push a little bit, but not to put your foot

down.

MR. B

to the earlier -
that, you know,

that 1t basic

[abh}

application of,
judicial excepti

The (
that you still
abstract idea IS

Is it
sort of the com

the cases and yol

would you prefs

U
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AHR: 1 was going to take us back
- the suggestion for the proposal

there be a provision that says

\lly has to be a practical
for lack of a better word, the
ON .

)ne concern with that would be

really don*"t define what an

preferable to have i1t defined in
non law basis where you look at
I see which ones fit better? Or,

r, I"m going to say, another
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sentence, which

IS not an abstra

MS. A

and we actually

whether we shou
specifically sg
things
applications of

And,

presumptuous of

know what those |
a long a 100 yea

I mef

could they have
that we"re now
methods that we*

And,
future developme
patent -- 1 thir

guidelines kind

those are more 1

Cou

(202) 234-4433

that §

I

[=

Id have something
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specifically defines what is or
ct 1dea? That"s for anyone.

JTH: It"s a really good question
debated i1t for quite a while
in there that

ts out particular classes of

hould be allowed that are
laws of nature.
then, we thought, gee, how

us to think that we"re going to
fhings are in 50 to 75 years, let
rs.
an, think about 50 years ago,
imagined the computer programs
trying to claim or business
re trying to claim? 1 think not.
50, that"s why we left it open to
1ts and thinking. And, maybe the
k that"s where the Patent Office
of can continue to help because
mmediate and those are something
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that are an ever

Where
intended to be s
allow the bushes

MR. R

1

had mentioned eg
anywhere by def]
think more the |
say, everything
more 1S there
improvement in t
reason why paten

Look
the patent reall

problems?

I do
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~evolving piece of work.

as, the statute vreally 1is
pmething that you set up and you
to grow around it.

iIs like 1

EED: My view on 1It,

irlier is, 1 don"t think we get
ining what abstract 1ideas. I
vhole purpose of this law is to
IS an abstract i1dea. Now, what

to the claim? What 1is the
he technology? That®"s the whole
ts are granted.

at 1t from that perspective. Is
y trying to solve the technology

n*t think 1t"s generally too

difficult for an examiner to look at a patent

application and (
meeting a need |
satisfying a ne¢

it clearly tryin

COUF
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lecide, 1s the real thrust, iIs it

ike in the TLI case? 1Is it just

d in an asset industry? Or, 1is

g to solve a technology problem?
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And approach it |that way.

Where

much of the monagpoly,

just that techng
than that?

MS. N
Noonan.
of natural prody
between a certai

Is th
are there studiej
and listed patent
now would presumg
Myriad?

MR. N
from, there iIs g
the NIH study 1§
fair reading of
was looking at t
and things of th

1T not most, of
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is the technology problem? How
iIT we grant the patent, is
)logy solution? Or, is It more

ELSON: 1 have a question for Mr.

And you talked about the great number

cts that have, you know, issued
n time period.
Is something that"s published or
5 that have actually talked about
s that were issued early on that
ably not be patent-eligible under
DONAN: Well, yes, where it comes
ctually -- there has actually --
published. And 1 think that a
the initial way that the Office
he -- remember the amazonic acid
at nature, would have made many,
those patent-ineligible.
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se they"re just, literally, 1if

you take the Myriad case to say that merely

isolating something from nature

then say, Taxol,
of the yew tree,

The [
fold.

One 1
the fact of the
you can get a m
could treat hy
ingenuity part t

And,
examiner say thiy
cures cancer, thg
that level, i1t7
which, fortunate
my practice that

But t
iIt, yes, everyth|

The dividing lin

COUF
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isn“t enough,
which 1s isolated from the bark
it would not be patent-eligible.
)roblem with that is a couple-
s, trees don"t get cancer. So,
matter that somebody figured out
olecule out of a yew tree that
man cancer, that®"s the human
hat | think deserves protection.
yet, I mean, | had a patent
5 to me that, well, 1t inherently
At the problem 1s when you get to
5 like the level of extraction
ly, 1 don"t have to deal with in
much .

he i1dea that, if you get down to
ng inherently has this property.
e Is, did you need a human being
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to figure
that"s a good (g
that that shoulg

MR. K
have any other ¢

Okay,
I"m sorry.

(Simy

MR.
observation, but
phrase 1t as 3
judicial divers
what"s keeping t

That
pop up In differg
we have to use ||
diversity of deg
each case i1s whj
over having a N\

applicable.

ThatF
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Then, i1t seems to me that
lace to draw the line and say,
be patent-eligible.

LLEY: Does anybody on the panel
llestions?

well, thank you very much. Oh,

Itaneous speaking.)

KELLEY: It s more of an
I think 1t"s a fair one and 1711
question which 1i1s, 1isn"t the
ity of our common law system
hings lingering?

IS, we sort of have these cases
ent courts at different times and
fhem all at data points and the
ision makers and of the facts of
it causes us to sort of stumble
yery bright line that®"s easily

s a lot more than it says on this
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MR. N
MR. K
MS.

common law is a
build synthesis
Patent law pre

scenarios and ti
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IOONAN:  Yes.
ELLEY: Okay.
AUTH : Yes, well, that"s what
1 about, right, the ability to

of law and that"s what this is.
sents many different possible

ien the court has to find a test

that works for them.

MR. K

panel.
And,
break and then

panel.

Thank

(Wher

went off the red
10:52 p.m.)

MR.
speaker on the

from the Region

Cou

(202) 234-4433

ELLEY: Okay. Well, 1 thank the

we are going to take a ten minute

start up again with the third

you .
eupon, the above-entitled matter

ord at 10:38 a.m. and resumed at

KELLY: Thank you. Our Tirst

third panel will be joining us

al Office iIn Denver, Ms. Diane
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Lettelleir, if 1
I thi

MS.

p—

problem with not
still on the mut
on.
MR. K
hear you now.
MS.
coming to you f
Office, which
recently opened|
joining you fron
I am
J.C. Penney Corgqg
Texas. I want
Patent Office fTo
company”s perspé
the patent subjg

The S

Alice decisiong
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have that correctly.

nk we are having a sound problem.
ETTELLEIR: No, you just have a
following instructions. | was

e button. So, now I think I am

ELLY: Yes, thank you. We can

LETTELLEIR: We are actually
rom Dallas, the Dallas Regional
iIs the new office that just
So, we are happy to be here
this location.
a Senior Managing Counsel for
pration, headquartered in Plano,
to thank Director Lee 1In the
r the opportunity to present my
ctive on the legal contours of
ct matter eligibility issues.
Hpreme Court®"s 2012 Mayo and 2014

have undeniably changed the
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matter eligibilfty under Section 101

forefront. However,

present a prob
legislative SQ

specifically add
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ent practice, thrusting subject

into the

these decisions do not
lem In need of an iImmediate
lution. In 2012, Mayo

ressed whether a patent claim was

eligible under Section 101 in the context of laws

of nature and nagural phenomenon.

made 1t clear thg

In 2014, Alice

t the two-part Mayo test applied

to all patent eljgibility questions under Section

101 and, specifi
While

as to the proper

directed to abs
of the cycle 1in
and business me
consider the 1im
context, as wel

in 1

U

case iIn Diamond

patent law by holl

COUF
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cally, to abstract i1deas.

the clarification made in Alice
framework for analysis of claims
ract ideas may represent the end
patent law related to software
hod patents,

it 1s important to

vact of Alice iIn the historical

as the geopolitical context.

81, the Ilandmark Supreme Court
v. Diehr changed established

ding that at least some software
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could be patent

Circuit ruled 1irn

D]

.

methods could a
Thes
expansive paten
for a rapid inc
to software dur
of a clear tes
this period fai
interruption) p
became the sul
non-practicing
dramatically ing
The
Street and the ¢
decisions spawng
to operating er
developed and
businesses pre-

those businesses

efforts decades
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)

(

Dy
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q
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atents from this period
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d. Then, in 1998, the Federal
State Street Bank that business
S0 be patented.

decisions set the stage for
ability and acted as a catalyst
ease iIn patent issuance related
ng the internet boom. The lack
for patent eligibility during
ed to keep this expansion (audio
later
of lawsuits

ject brought by

entities as patent litigation
reased.

lecisions In Diamond and State
atent enforcement programs those
d were significantly disruptive
innovations

tities. Technical

implemented by Main Street

btate Street suddenly rendered
the target of patent enforcement
later.
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J.C.

more than 35 s
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Penney has been the target of

jch lawsuits iIn the past seven

years. WitH 101 eligibility threshold
challenges largely 1ignored by the District
Courts, defendants such as J.C. Penney were

required to spe
invalidity under
The
much-needed coun
abstract i1deas T
not new. The ¢
decades. As mo
applying the prq
landscape has
predictable. T

are brought 1is i

nd millions of dollars to prove
other theories.
Alice

decision in was a

se correction. The exclusion of
rom patentable subject matter was
oxclusion had been in place for
e data points become available,
pjper framework for analysis, the
become more defined and more
he rate at which 101 challenges

dlready beginning to decline, as

more judicial dgcisions provide clarity on the

delineation on
matter. Eventd
patents directe

were wound dow
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rimary driver of this normalizing

i be the Patent Office"s
unction on subject matter
litical considerations also

n favor of the Supreme Court"s
ayo and Alice. Many of the
ptractors raised seemed only to
e penefits to more expansive
American

ill inure only to

erican companies, American

he American public. The reality
Ive patentability is that equal
iefit will 1inure to foreign
Jn companies, and, In some cases,
nts.
ing the unchecked patenting of
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reign companies possibly funded
trolled by foreign governments

I and significant threat to
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tion, American companies, and

ts. Foreign interests hold an
in the U.S. Patent system and we
of the potentially far-reaching
overly expansive patentability.

Penney does not support amending

rute to further address these

Issues or to attempt to Tfurther codify the
judicial exceptions held to be implicit in the
current language of the statute. Further

development of t
be left to the
allowed to evol\
then converge.

The 1
no legitimate r¢
law 1s not a no
fact that the M
does not mean t

The language ofj

amendment 1s equ
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tion J.C. Penney supports.

1e contours of eligibility should
common law and the courts and

e as new technologies emerge and

ption that the Supreme Court has
le 1In the development of patent
The
yo test is not a simple answer
lat 1t is not the right answer.

the NYIPLA has proposed as an

ally problematic, if not more so.
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At Is a practical application of

ea, Blaw of nature or natural

) the previous Q and A session,
was that trying to define an
not the right path but, yet, the
upreme Court to provide a simple

very question has drawn some of

the harshest crigticism.

J.C.
by statute of tf

rejected by the

Penney does not support adoption
& machine-or-transformation test
This

Supreme Court in Bilski.

was one of the ofgther questions that was posed for

today"s considern
The

in practice, |

preclude the

abstract ideas.
bright line te
bright line

machine-or-transg
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machine-or-transformation test,

argely Tailed to appropriately

issuance of patents claiming

Whille we may take comfort in

sts, adoption of an exclusive
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quences in the future. We are

innovations that push the

What may have previously been

Fitute a machine. The door 1is

hatents to issue for software or

innovations that are not just
implemented on general purpose

at meet the other such statutory

Penney agrees that innovation and
tent system are important to the
Patent protection and the right
e two Important components of an

jystem. However, commercial

iovation 1is equally i1mportant.

ot Tflourish 1In an ecosystem

10N of that innovation.

er expansive patentability

ifle 1nnovation and economic
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Ist dialogue on these important
BAHR: Thank you for your
am a little remiss. Before we

speaker, we are now joined by

rom the Office of Policy and

International Afffairs.

With
next speaker, Mr
MR. B

So, 4

prosecutor. 1 N
about 17 years.
patent litigatia
In software and |
Alice-based 101
am going to be 1
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I had
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point of view on the prosecution
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and maybe they will come up but,
ill just have to be entertained
, they are up. Okay.

think there are several things
ased, that have kind of gotten

fent subject matter eligibility

Jice. | mean it is certainly not
)icess and there are a lot of
of them well-deserved. But some

en better.

hing that | would like to talk
that hasn®"t necessarily been
yjh  Alice and things that have
then and that 1is regarding the

rest, iIn particular, the second
v 1 would like to get across is
the USPTO should ensure that
ty subject matter analysis focus
novative technology itself, as

bnsiderations about obviousness.

So, today I am just going to briefly talk about
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being novel, a

anything, in thg

little bit with [l
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e, what has happened, and the
e by the USPTO i1n the courts and
r some suggestions, for what it
e forward.

farting with the basics. So, the
matter statute is 101 and it
that patentable subject matter
is new and useful as a process,
It does
ything about obviousness. It
it hints a little bit towards
ything that is new. So, 1if
» statute i1t perhaps overlies a

02. But there i1s nothing in the

statute, 1itself, that gives any hint to
obviousness.

So mgving forward, obviously, we are
overall very [familiar with Alice and the

two-pronged test
towards a judid
And

idea. 1T s¢
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transform the nature 1I1Into a

application and, in particular,
cite an element or a combination
amount to significantly more.
two-prong test set forth by the
pduced a little bit of a shade of
IS not pure obviousness and that
there has been a couple of
that the courts and the USPTO
pon since the Alice case came
cular, the phrase significantly
interpreted iIn a couple of
In one way, i1t is related to the
as 1s there an improvement to
Is there a limitation that
in the 1industry, ranging 1in
pnventional manner?
n this line of consideration and
ignificantly more term or test
ysis considers other technology.
ady existed.
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e other path, it relates to just

tself. Is there an iImprovement

makes a computer Tfunctionality

Has i1t 1mproved the memory
power savings, something like
Ises on the technology itself

sideration as to what was done

technologies.

there are unconventional steps
1 claim to a particular useful
iIs also kind of relates just to
nology itself as opposed to other
rt.
nd the USPTO is here to help, as
And they provided several -- a
rent guidelines iIn response to
their examples of ideas which
not determined to be subject
include human activities done by
and well-known
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nk a lot of us would agree with
first glance, and even after
F these should not be patentable.
also did give some other example
were subject matter eligible
pvide significantly more. And
yrovements to another technology,
the functioning of a computer,
tied to computer technology or
limitations or conventional
> examples mostly taken from case
de significantly more 1in the
de under Alice.
he courts have also responded to
the USPTO has kind of given a
rent -- has focused some on the
, some on the evidence parts, the
ral, tend to follow down the
For example, let"s take a

om case, Bascom Global Internet

Mobille. The technology at issue
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vas internet Tiltering for a

nt -= or content

L

filtering
ontrolled access network account.
Irt analysis was very similar to
me and the Federal Circuit culled
ey also pointed out without any
pjrotections, iIf you are going to
3s type analysis, 1t can lead to
of obviousness. And when the
onflated with patent eligibility,
S even more subjective and 1is
pundaries.
IT an obviousness analysis 1is
# Section 101 analysis, at least
psecution point of view, there 1s
and kind of the boundaries of the
j fferent than under 103. There
ne number of prior art references
up-. And it clearly not as laid
allows -- 1t makes an examiner”s
ild be, easier.
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umping up to the last slide, |
ted to sum it all up saying that
tent law framework will clarify

1 analysis based on technical

at a minimum, hopefully the USPTO

nd train examiners to focus the

rer eligibility analysis on the

T, rather than obviousness
you.
BAHR: Thank you for your

ve are going to have Mr. Jeffrey

EAN: Thank you. And I want to

especially for this opportunity
important topic and for hosting
)N a question of great national
lage Amazon®s patent litigation
influence our amicus position,
5 with our government affairs
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gton. And as you probably know,
on the
T patent defendants 1iIn United

d growingly, around the world.

tually think that there 1is a

jurisprudence coming out of the
that has the question answered
/. And it commends itself by
plain a lot of the questions that
re as somehow being disparate or
d .
strand of jurisprudence answers
t is an abstract i1dea. It tells
breemption is. It tells us also
It allows room for
. It explains why 102, 103, and
ly duplicative and cannot do the
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result. That gg
rule. It goes [
slouch 1nvento
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are not patental

So W
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ever watched the Kung Fu Panda

! ring a bell for you. But it

cases as well and 1t also

law with 150 years of Supreme

what is that rule? That rule is
between a result and a way of
1 an idea and the application of
we know, no one gets to own a
es back 150 years. It i1s a great
ack to the Samuel Morse case, no
American

r in history. A

1deas

L

ncil, another good case,
le.
hat, then, becomes an abstract
a little bit of redundancy in
itself, really is abstract.

0 call 1t an abstract idea if all

you are trying tp do is patent the idea.

For

duck -- again,
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I philosophers we would know as
It 1s a thing that exists as an

as the Greeks would have called

It 13 one thing to say that it would

be a great, ne
valuable thing
airplanes. It 1

tell the world

at, cool, and an economically
to deliver packages with model
s an entirely different thing to

how you do 1it. We defend

countless litigations attacking our magical, at

least In my

]

untutored view, a product

recommendation system by people who have been

awarded patent
economically val
customers things
purchasing witho

do 1t.

An abstraction

been untethered

other words, 1In

particular way qf achieving the result.

N

5 on the neat, cool, and
lable 1dea that you recommend to
that they might be interested in
ut any regard for how you might
iIs a result that has
from, disassociated from. In
Fnglish usage, abstracted from a

IT your
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this is a result for which there
in America, the economy would
t care how you do i1t. My patent
t 1t. You have an abstraction.

also have something that is
t 1Is preemption, after all? It
ier people from achieving exactly
in a different, cheaper, better,
"t way. That is what the Supreme

le Morse case and i1t is exactly

I Circuit iIs saying in recent
Electric Power Group, like
Amazon, like OIP vs. Amazon.

ave been pushing this idea before
uit a lot.

are two engines of innovation in
not just the protection of
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yther engine of innovation, which
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right to achieve the exact same

ult in a different way. That

sometimes short shrift in

'cles but let"s not ignore the

F equal dignity in a system that
and useful arts.

nis explains also what preemption
aiming all ways of achieving a
rontributing a single one? The
a healthy patent system. After

'yer, in Mayo, told us that the

emption is a relative one. You

e from the public®s domain than
uting to the public store of
Is exactly what happens when you

idependent of a particular way of

distinction also tells us what an

pt is. Inventions are not
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That 1s an

of the 1iInventive spark but an

gmately how you do 1t -- your way

We were talking about the arc of

history. There

Jewish tradition

Don"t do what 19
whole of Torah.
In the

what they 1inven

whole of patent [law.

protects both er

So,
invention 1is h(
particular way.
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another way of a
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hateful to others. That is the

The rest is commentary.

> patent system, you award people

ted and no more. That is the
The rest 1s commentary. It

gines of Innovation.

what 1s the invention? The
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will pay you for it and they

it turns out that there 1is
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e public should be liberated in
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iIs explained as the way or the
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the software
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pftware case. It also explains,
is not simply duplicative.

*m sorry. 1 will just leave it
nk that the Federal Circuilt has
nething here and we need to focus
jon between a naked result and
vay of achieving it.
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Nhile this may be the result, iIn

'l broad patents being asserted,

patent ineligibility should not be the threshold

test in typical

AIPLA
recent Section 1
States at risk g
patent systems.
Article 27 of TR
available for an
processes,
that they are ne

are capable of 1

Cou

(202) 234-4433

cases.
also has concerns about how
D1 jurisprudence puts the United
F falling behind other developed

Subject to certain exceptions,
IPS states that patents shall be

y inventions, whether products or

in alll fields of technology, provided

W, involve an inventive step, and

ndustrial application. AIPLA has

NEAL R. GROSS
RT REPORTERS AND TRANSCRIBERS
1323 RHODE ISLAND AVE., N.W.

WASHINGTON, D.C. 20005-3701 www.nealrgross.com




10

11

12

13

14

15

16

17

18

19

20

21

a long history (¢
for all
a useful concret

When
in 2001, it 1
progressed into |
U.S. Patent sys]
groundbreaking
innovation ahead
systems in, for g
case law has dey
risk no longer
falling behind g
the 1P5.

In [
President of AIR
Subject Matter T{d
of AIPLA members
consider mechany
The Task Force I
The

time.

COUF

(202) 234-4433

ISSUes

170

)T supporting patent eligibility
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courts have not been able to
ess  the problems 1n applying
ile we are not prepared to offer
ns today, we continue to explore
ing legislative proposals that
Ise certainty and efficiencies iIn
m and promote Innovation.

is grateful for the opportunity
lews on Section 101 jurisprudence
on the U.S. Patent system. We
working closely with the office
Thank

pse Issues going forward.
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Ing 1f 1t was obscured by another
vere rendering it on the screen,
this cup was obscured by
wouldn®"t need to waste
the graphics that would be needed
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the patent suggested you do to
/ou render the cup or not was to
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multi-billion dollar
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They

had been asserfted against Hewlett-Packard in
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/y pay the holdup cost and get rid
get it off their dockets because
And

les to trial 1s expensive.

ou are in front of a lay jury,
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construction briefing.
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not directed to
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Federal Circuit
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jng this all the way through
would encourage the folks here
nsidering policy efforts on this
. I mean obviously, it iIs just

but i1t does, 1 think, help

the current case law and the
f 101 policy 1is beneficial to
ies and i1s helpful to make the
pre efficiently.

you very much Tfor letting me

BAHR : I thank you for your

we have Mr. Eric Sutton.

BUTTON:: Thank you. Oh, wow.
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sproportionate emphasis on 101
tion 103 provides an iIn-depth
e perspective of a person having
in the art. Although this
yiousness analysis might not be
ms without a technical point of
ousness analysis should still be
re the proper consideration of

wve a technical point of novelty.

ink there are ways to steer the
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arguments relate

point of novelt
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variance to the
related to whet
point of novelty
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for cases diffid
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cape to turn the bad into good

ping the good: 1) Preserve a
is for subject matter where the
relty lies in financial practices
rically performed in a human-like
Tfilter for

bserve a  robust

ovation; 3) Efficiently advance
ation to reduce the cost of
eking patent protection; 4)
irect arguments 1i1n TfTavor of

1 to finding or not the technical
Yy, as this also satisfies the
ts; 5) Guard against art unit
extent that the variance is not
er or not there i1s a technical
; 6) Investigate and correct art
mistakes; and 7) Reemphasize 103
ult to decide under 101.

S .
AHR: Thank you very much for

Now, we are going to have a
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Jeffrey Dean.
are going for g
does 1t matter
result if 1t dis
need to be limif
Teel, In these S
MR. DO
have the questid
MR. B
cases It seems
specifications t
in con

you will,

the spec to see
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ver session with the panel.

First question 1 have for Mr.

The cases you discuss where you

result versus a way, in this
whether the claim covers the
closes the way or does the claim

red to a particular way, do you

ituations?

EAN:  So, 1 am not sure. | might
n wrong.

AHR: 1"m sorry. In many of the

that the courts looked to the
D see is there an improvement, if
puter technology. They look to

this.

So, for this way of analyzing these

cases, does i1t
specific way or (
result but the |
accomplish the n

MR. [

COUF
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atter that the claim covers the
can the claim also just cover the
specification disclose a way to
esult?

EAN: Right, now 1 understand.
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contributed to
should be proteq
commentary, OfF (¢
solely to the |
result that th
public store of
we anguish abo
because,
capture ways of
never invented,
public store of
So, 1
first principlg
rational world
contributed but
claim has to be
achieving the n
that we offend t
to be

claims
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too often,
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F we can realign ourselves to
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o our Ffirst principle, which is
ralthy patent system what you
the public store of knowledge
ted but no more and the rest of
ourse a claim should be limited
articular way of achieving the
> applicant contribute to the
knowledge. The very reason that
t our patent system today 1is
a claim 1s construed to
achieving a result that were
much less contributed to the
knowledge by the applicant.

our
s and

recognize that 1in any

/ou get protection for what you

no more, then, of course, the

limited to the particular way of

psult. Now, that doesn"t mean

e prohibition against construing

limited to the preferred
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application.

MR. H

MR.
about the funct
It up but anybo(
somebody has 4
enabled so that
that recites d
airplanes -- ati
dispatch the a
package; return,
I just explaing
Then why shouldn

I mes
get into layers
IS ens

until 1t
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We have a rich and mature

o avoid that. But yes, | think

into the preemption problem when
\ys of achieving that result that
ved as evidenced by your patent
AHR: Thank you.

(ELLY: So, | have a question

on versus way. And you brought
y can answer 1t. Right now, if

functional result and 1t 1is

somebody could do that, a claim
elivering packages with small
ach the package to an airplane;
rplane; land 1i1t; release the
that 1s probably not enabled as
Is enabled.

] 1t but assume it

"t that patent issue?
n at some point, we will have to
of deeper and deeper specificity

pled. But i1f someone comes up
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what 1s wrong wi

MR. [EAN: So,

exactly that qu

coming out of thg biotech area.

was

description, ot
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n that 1s enabled, albeit broad,
th that?

years ago we asked
estion in the context of 112,

And the question

iIs there a separate requirement for written

her than just the enablement

requirement. And that got answered by the

Federal Circuit

was that they adg

in a number of cases and the point

ieve different purposes.

Obviagusly, you need to enable the full

scope of the ¢
protections agai
But the written ¢
us from awardin
not in fact 1in
meant over-re

overburdening th

innovation.

aim because that has its own
st a certain kind of preemption.
escription requirement protected

patents for things people had
ented or conceilved. And that

arding the applicant and

e public, that second engine of

So, We made sure that we iInvigorated

a separate written description requirement to
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there was evidence that vyou

Uted this to the public. Forget

that 15 years lager a professional expert witness

can take the staj
application that

invented amazon

id and say yes, reading only this

was filed in 1981, | could have

com website, which 1Is a case

argued this morn
So, i

And 101, of cou

ing in the Federal Circuit.
fhey serve different purposes.

rse, serves the third purpose,

which Is to ask fthe question is there a candidate

for examination
there a way at 4§
satisfied that,
according to
patentability.
Is extremely 1imp

resources of thijy

in the first place. That 1s, is

Il in the patent? Once we have
then we can iInterrogate that way
the other requirements for
But let"s first remember that it
ortant not to burden our public

5 office, much less the public iIn

expensive litigation, to subject a patent claim

to the interrogaft
Isn“t a candidat

MR. H

COUF

(202) 234-4433

rions of patentability when there
e Invention in the first place.

ANNON: 1 have a question for Ms.

NEAL R. GROSS
T REPORTERS AND TRANSCRIBERS
1323 RHODE ISLAND AVE., N.W.

WASHINGTON, D.C. 20005-3701 www.nealrgross.com




10

11

12

13

14

15

16

17

18

19

20

21
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question iIs 1S []

Article 27, th

somehow an addgtional

Is that your con

MS. |
far at this poin
the case law haj
into an area wh
compliant.

MR. H
were several conm
it, the comingli
standard, and 10
perhaps the 103
to say, before ]
questions there.

Does
other members ofj

that, either of

MR. D

COUF

(202) 234-4433
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tioned TRIPS Article 27. And my
the AIPLA"s position that under
e Mayo two-step framework 1is
patentability criteria?
ment?
SRAEL: I don"t want to go that
t but we are concerned about how
5 developed that we are getting
ere we may no Qlonger be TRIPS

BAHR - Some TfTollow-ups. There

ments about, I am going to call
ng of Section 103, obviousness
1 and then another comment that
tool should be used, 1 am going
01 to sort of resolve difficult
anybody -- I am just curious do
the panel have any comments on
those?
EAN:

Briefly, 1 do think they
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possible issue 3
in fact,

can if,

question of is
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rent things. So, we know that

rhings. Let"s go back to the

ackages. No doubt that ways of

be new. And yet, i1If you don"t

, query whether you have an
e same time, there are arguably

ry old things but those ways are

b if we just looked at the result
hat Is an old result; we can"t
patent for that. But maybe you
the way Is i1nnovative. So that

there a way in the first place

really is a critical threshold question because

we could avoid a
not.

MR. $
It 1s often more¢
because, like 1In
iIf the 1nventiy

communication un

COUF
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lot of the examination if 1t iIs

UTTON: For efficiency, | think

efficient to look at 101 first
the case that was on my slide,

DN IS just trying to send a

til it is successful, then you
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probably don®t
And 103 require
considers a pers
analysis requir
stated iIn KSR,
that full analyg

where there i1s 1

MR.

to add that of
when there is &
very often, a ]
action. So, th

in parallel.

But |
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have to look at the prior art.
5 a very detailed analysis that

jon of ordinary skill. And that

es a rational underpinning, as

First in re Kahn. And 1 think

IS can be avoided In some cases,
p technical point of novelty.
And 1

BACHMAN : woulld just like

tentimes, practically speaking,

y 101 rejection, there 1is also,

03 rejection In the same office
ey often are kind of approached

think, like Eric mentioned, 1

think 1t would bg much more efficient to keep the

101 on a technig
without consider
efficient eithe
and, therefore,

103.

MR.

Cou

(202) 234-4433

tal level, a technical analysis,
ing the prior art just for a more

1 does 1t pass or not pass 101

you don"t even need to get to the

BAHR : IT no one else -- 1 have
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My question is |

doesn®"t have a s

concerns you I
confusion in apf
frameworks.

Now,
of view, or some(
tell you that
consistently. F
to apply consist
any, you know 1
there? Is thep
approach, or a 1
something that 1

MS. |
IS something 1 §
now.

MR.

something.

MS. |

COUF
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t you on the spot again, Sharon.

know your organization, AIPLA,
pecific proposal but many of the
Iinconsistencies or

aised are

) lying the various tests or the

Just from an administration point

one who writes guidelines, 1 will

rigid tests are easy to apply

lexible tests are more difficult

ently. Is there any thought of

he tradeoffs that are inherent

'e a preference for a fTlexible

ore rigid test, or is this just
s not discussed?

SRAEL: I think I could say it

m not prepared to address right

BAHR: Well, that tells us

SRAEL: It is a complex 1issue.
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We have had a Taf
looking at the ¢
and we have ider
potential soluti

come up with the

MR.

question was fon
group of sugg
suggestions thi
examination prad
that needed to
legislatively or
just do or somet
law needs to be

in that manner?

MR.

3
Ul

any of my suggeq

law. I think th
fronts. It wou
change in the |

first three thirn

COUF
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sk Force that has spent two years
roblems, at potential solutions,
tified a lot of pros and cons on
pns. And It is just not easy to
silver bullet.

AHR: Sorry, | guess my other
Mr. Sutton about you had made a
estions. those

Now, were

ngs you have for changes to
Fices or were you thinking things
be done, 1 am going to say,
something; something we could
hing that you thought maybe the

changed so that it would operate

UTTON: I actually don*"t think

stions required a change in the

at they can be addressed on all

Id be clearer, i1f there was a

AW IN Some cases. But for the

gs on that list, those were from
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the positive sljjdes about the current state of

the law. So, th

i1S.

at 1s kind of the way i1t already

The T¥irst three bullet points there

were just don"t

think about what

And so the latter slides,

the forum-shoppi

mess that up when we start to
needs to be done.
especially

ng issue, Is something that 1 do

think the Patengt Office can address and really

legislation can
balancing of teg
a way that 1t
forum-shopping t
right now, when ¥
to e-commerce, 0

rate and the ot

"t address. And 1t 1s the

hnologies among the art units In
these art unit

hese tools,

pols become less important. But
ou have two art units that relate
ne with a two percent allowance

ner one with ninety-ish percent

allowance rate and you are filing a patent for an

invention iIn th¢
would be dumb td
that 1t has key |

art units and nd

COUF

(202) 234-4433

> e-commerce Tield, 1 think it

not try to write your patent so
yjords that match one of those two
t the other.
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are talking 1in
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of struggled wit
obviously, at it
almost like a cg

definition i1t 1if
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AHR: Thank you.

ELSON: 1 have one more question
hen you talked about looking for
here to be some sort of a
way and not just a result, you
terms of an algorithm. And 1
mething that the court has sort
h in how to define that because,
5 narrowest meaning, it would be
mputer software but at a broader

3 almost just a series of steps

which doesn"t seem to get you much further to get

where you want t

So, |
definition for a

MR.
disappoint you
though, that we
this should be
how to |

energy,

algorithmic inst

COUF

(202) 234-4433

D be.

am just curious if you have a

Igorithm.
DEAN: So, 1 am going to
and say no. But 1 do think,

are in a better world if we say

the focus of our iIntellectual

define that, the sufficiency of

ructions in a patent application.
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That would be a gerribly profitable way for us to

spend our time,
then we don"t
examination and
course eligibilij
aspect of whet
resources to the

And

what level of 1

don"t have an ar

a very important question.

knowing that if there isn"t one,
have a candidate for further

that 1s why 1t iIs more than a

ty fTilter. It is an essential

her we should devote public

question.

Tthen as far as what satisfies,

igor should we have for 101, |

swer to that. But | think 1t is

And 1 think we can

benefit from some of the thinking that i1s going

on both from the
area,
Federal Circuit.

Obvio
structureless pal
under 112(f), th
your structure
can still have y

you wouldn®t hay

COUF
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and 112(F),

in the claim.

Office with respect to the 112
especially, and also the
usly, in 112 area, we don®"t allow
fents. And so if you don"t claim
at 1s okay. You can still have
For example, you
pur algorithm in a claim so that
e to resort to 112(F).
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structure that c
as a matter of

But &
claim or the
shouldn®t mattel
example. You
examination. B
your finger on ti
the energy shoul
define that.

MR. H
third panel for
panel to come ug

MS. |

Mr. Frank Cullen

MR. C

name 1S Frank

Director at the

Cou

(202) 234-4433
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e same point, you could construe
le, the court did, 1 think 1iIn
limitation to have some of the
omes from the specification, just
re claim construction.

F you don"t have structure iIn the
then it

specification, really

1 what magic words you use, for

don"t have a candidate for

Jyt 1 do think if you really put
e question, I think that i1s where
d be In the software area, how to
BAHR - I would like to thank our
being with us and invite the next
. But thank you all very much.
NELSON: I would like to welcome
ULLEN: Thank you very much. My
Cullen. I am the Executive
U.S. Chamber of Commerce Global
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Chamber®s Intel
Policy work.

The U

world®s larg

representing thg

I

million businesy
regions, as well
industry associj
promoting, prote
free enterprise
appropriate Intg
help support a
growth, and job

Oon Dg

Commerce, 1 am (

1D}

Trademark OffFice
Lee, for holding
providing this
Global 1P Center

our members on t

COUF

(202) 234-4433
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perty Center. I head up the

lectual Property Advocacy and
.S. Chamber of Commerce is the
est business federation,
» interests of more than three
tes of all sizes, sectors, and
as state and local chambers and
ations. We are dedicated to
cting, and defending American®s

system, and Qlong supported

2l lectual property policies to

nd drive 1nnovation, economic
Creation.
chalf of the U.S. Chamber of
rateful for the U.S. Patent and
, and specifically to Director
today®s important roundtable and
opportunity for the Chamber-®s
to submit comments on behalf of
his Important topic.
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established the
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Property Centers
metrics related
systems as part (
data 1s number ¢
a country"s IP €

IP system has

leader in bringi
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ssue of patent subject matter
of great interest and growing
» sector iIndustries and those who
vate. Numerous studies have
link between a strong IP system
vth and job creation.

Global

Chamber-®s Intellectual

annual IP index report includes
to individual countries®™ patent
f the criteria and data and that
ne indicator of the strength of
nvironment. Our nation®s strong
elped America become the world

ng new technologies, life-saving

drugs, creative Works and innovative new products

to consumers ard

Accor
Commerce, IP-inf
over 38 percent

over $6 trillio

good-paying jobg

COUF
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und the globe.

ding to the U.S. Department of

fensive i1ndustries account for

of our nation®s GPD, generate

n In revenue, over 45 million

in 81 different industries that
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must ensure tH
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not weakened.
Recer
rulings have cre
GIPC members.
patentable subj
U.S."s global
technology and
IS iImportant th
Iimpacts of
jurisprudence
information tec
respond to r
competitiveness
In ag
examples |1
recent

rulings
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will

!
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|
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i€ court

ect matter
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the national average and account

fwo-thirds of all our exports.

numbers are significant and we

at our strong IP system and

|p drive our economic success are

and administrative

ited serious concerns amongst the
The jurisprudence related to
IS undermining the

leadership, especially in

piopharma industry sectors. It

at we acknowledge the negative

patentable subject matter

in the life sciences and

nology sectors and effectively

ilings that 1mpact American

and threaten American jobs.
dition to some of the specific

cite, the overall 1i1mpact of

has been diminished clarity
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which results in
industry secto
innovators. Wh
where reasonable
placed on patent
as the fundamen

abstract i1deas

that concern shd
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eligibility,
confusion among patent-intensive
and

I's, individual inventors

le 1t is clear there are cases

limitations may be and should be
subject matter eligibility, such
tal building blocks of science,
aind laws of nature, the scope of

uld be limited.

In the Alice v. CLS Bank and Mayo v.

Prometheus cases
It 1S our member

at issue involve

5, as In subsequent cases since,
$s” belief that none of the patent

d the fundamental building blocks

of science. Hoifver, the courts went far beyond

this standard
declined to ade(

as abstract i1dea

more.

In th
Sequenom, Judge
deny that Se

Cou

(202) 234-4433

nd, perhaps equally troubling,
qJuately describe what terms such

s and substantially more actually

e life sciences fTield, Ariosa v.

Linn wrote that i1t is hard to

guenom®s invention is truly

NEAL R. GROSS
RT REPORTERS AND TRANSCRIBERS
1323 RHODE ISLAND AVE., N.W.

WASHINGTON, D.C. 20005-3701 www.nealrgross.com




10

11

12

13

14

15

16

17

18

19

20

21

meritorious but
bound by the sws
basically invit
cert, which the
the fact that

invention was

204

that the Federal Circuit was
seping language set out in Mayo,
ing the Supreme Court to grant
y later declined to do, despite
Judge Linn recognized that the

Iboth meritorious and that the

invention was ligterally saving lives of pregnant

women. And unds
patentable.
The

Innovation in a
the same in T
sciences and
patent protecti
and
throwing the ba
Mark Andreessen
eating the wg
innovation in al

technology or

protection of s

Cou

(202) 234-4433

infformation technologies.

information

ir the Mayo standard, it was not

patent incentive that Ffuels

Il of our economy works exactly

ueling 1innovation i1n the life

Denying
opn by carving out life sciences

technology 1s essentially

gy out with the bath water. As

famously observed, software is

rid and present and Tfuture

| field 1s enabled by information

software. Denying patent

boftware-related i1nventions does
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not just impact ghe traditional software industry

but 1n fact impa

The
concerns regardi
and has previous
filing an amicus
expressed great
patent abuse on

scope of patent

the way to add
competitive, Ame
system that d(
specific industr
that system sdg
information ted|

narrowing the s

cts all industries.

Chamber 1s not insensitive to
ng abuses of the patent system
ly responded to these concerns by
brief in Symbol v. Lemelson that

concerns with the 1i1Impact of
our economy. But narrowing the
religible subject matter is not
ress this problem. To remain
rica must maintain a strong IP
pes not discriminate against
ies and we must have clarity in

that the 1life sciences and
nnology are eligible. Overly

cope of patent-eligible subject

matter to excludge two of the most important areas

of American iInnd
and intellectual
IT ou

IP system, we rup

COUF

(202) 234-4433

vation Is both counterproductive

Iy unsupportable.

r nation does not have a strong

1 the risk of losing our position
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Iimpacted by this
this process helyj
all those who d
that the appropn
American can cof
most innovative

The

committed to wa

1D}

others interestg
Issue and we,
opportunity to ¢
Thank
MS. N

Benjamin Jacksor

MR. J
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leader i1n 1nnovation, as our

inventors look elsewhere to
portant research and production.
ipplaud the U.S. Patent and
> for providing this forum to
rom many stakeholders who are
issue and it Is Imperative that
D provide guidance and clarity to
epend on our patent system and
1ate balance i1s achieved so that
tinue to lead the world as the
and creative economic engine.

U.S. Chamber of Commerce 1is
rking with your office and all
d iIn addressing this i1mportant

once again, appreciate the

rovide comments today.

you .
ELSON: The next speaker i1s Mr.
ACKSON: Thank you. On behalf
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ain, thank the Patent Office for
y to speak on the subject of

eligibility. Second slide,

views are my own and not

e of Myriad, especially once |1
cifics of some of the language 1
today. Next slide.
~rederal Register posed several

the range of patent eligibility

and 1 wanted to just quickly direct the Office to

some written con
Coalition for 2

past iterations

ments that were submitted by the
st Century Medicine during the

of the guidance that addressed

some of the specjfic questions, meaning questions

7 through 13. 1
on those written
on to the next S
job of addressiyj
questions on lifg

| recommend
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was one of the principal authors
comments and I think if you go
lide, those comments do a decent
1g preemption and very specific

» science inventions. So, again,

nose comments, those written
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the Office. Next slide.

I mainly wanted to talk about

today, though, dre the questions addressing the

Federal Register
about legislatiy

roundtable and t

questions 3 to 6. And this asks

e action. And 1 think the last

his one has shown that there are

concerns and th@gre i1s pretty strong evidence of

a problem. I wi

bullet about con

|1 note, in particular, that last

panies responding to the changed

landscape. | have got experience in talking to

individuals acro
not pursuing ce
there is a clinj
or anything but
being able to get
types of protect
I don®"t think If
this area. Next
And t
root of the ¢

eligibility are
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ss the industry about companies
rtain technologies not because
cal risk of the product failing
now there i1s a new risk of not
a patent or moving towards other
ion, such as trade secret, which
5 really where we want to go in
slide.

hen the question iIs, what is the
roblem? These exceptions to
entirely judicially created. It
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I reg
Bergy. This was
he basically say
the means by wi
arts and that Cg
do so.

So, w
Is a judicial
Court has shown
for now, dive bs
denial of cert
perspective. Ag
do to help? |
great job so
problem. 1t
important role
bound

extent,
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to use that word, one that should

led, frankly. There is no basis
There i1s no requirement or basis
Next slide.

Ily love this language from In re
a decision by Judge Rich, where
/s that the only restraints were
nich Congress would promote the

ngress was given full freedom to

Next slide.

nat are the potential fixes? One

solution. |

]

think the Supreme
that it 1s unwilling to, at least

ick into this area. The Sequenom

I was a big deal from that

ency solution: What can the PTO

think the guidance has done a

far 1n helping in solving the

nink the PTO can play a very

put, again, the PTO is, to some

by the Supreme Court and the
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+- next slide -- which raises the

egislative solution, ultimately

getting back to those Federal Register questions.

Here
important role.
But 1 pose the ¢
that 1s not brok
tool to get rid
at the text of th
of anything like
used to deny pat

A lot
around Tfor leg
address two, and
slide.

One t
the exclusions ¢
of superficial &
simple.
and

in the cong

are overturning g
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You could just write

I think the PTO does play an
This forum iIs a great start.
lestion how do you fix a statute
en.  We talked about 101 being a
of bad patents but when you look
e statute, there Is no suggestion
that, that this section can be

entability. Next slide.

of proposals have been fTloating
jslative Tixes. I will only
really only one in detail. Next

nought has been just to eliminate

ntirely. There is a little bit

ppeal here because It Is pretty
into the statute

ressional history, note that we

Il jJudicial exceptions. |1 think
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patents and the
I just think tf
Next slide.

1 th
enumerate  speg
eligibility. I
draft. That 1s
with building
getting bogged ¢
iIs an uphill cli
this i1s the bett
and predictabili

maybe is a problg

we talked about

-]

language that

14

interpret, rathg

common law evolu
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est approach. 1 think, frankly,
st where this a palatable or a
pn. This is my opinion. 1 have
xperience dealing with unpopular
popular reaction to those. And
at we have moved beyond that.
jnk the better approach 1iIs to

ific exceptions to patent

I is a lot more complicated to
a problem you will have to deal
coalitions, Issues,

pet maybe

bwn In certain areas. So, there
mb but I, ultimately, think that

er way to go. It brings clarity

ty and it deals with what I think

em of the judicial diversity that

carlier and 1t codifies specific

ther judges will now have to

'r than sort of this amorphous

Fion with nothing tethered to any
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in the Eu

Now,
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next slide, 1 wg
that approach.
default but we |
things and make

Here
thrown out some
attempt and othg

change and make

the general rul

then address 1
elsewhere. Next
For €
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> that can set down the rules and
hem. Next slide, please.

think we can learn from the

h, as mentioned iIn the Federal

t slide, please. In that
hing is eligible by default and
exclusions, specific exclusions.

ropean approach, that list is

haustive. So, If we go to the
uld suggest that we Americanize
Again, everything is eligible by
vould make a list of ineligible
that list exhaustive.

again, 1 have just sort of
language. This i1s just my brief
ers can work on this on how to
a Section 101(a) that sets forth
ric of default eligibility and
neligibility and other things
slide, please.

example, we can have a 101(b),
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And as long as
let"s get rid of
created things.

And &

N

specific excepti
whatever 1is &
decides really ng
please.

Here
to codify the |
Romanette 1, a n
3, laws of naturg
see that |1 st
language and | ti
it but you get |
out. Let"s get
jJjudges something
please.

Roman
This 1$

nature.
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difies the utility requirement.
ve are cleaning out the closet,
these judicial i1deas, judicially
Next slide.

o0 Section 101(c) can set forth
pns and those can be tailored to
whatever

ppropriate, Congress

reds to be excluded. Next slide,

I have taken a swing at trying

udicial exceptions, themselves.

ental process. Romanettes 2 and

>, phenomenon of nature. You can

uggled a little bit with the

ink we would have to work through

fhe 1dea. Let®"s just list them

it all on paper and give the

they can work with. Next slide,

ettes 4 and 5, products of

a way that these things can be

NEAL R. GROSS
T REPORTERS AND TRANSCRIBERS
1323 RHODE ISLAND AVE., N.W.

WASHINGTON, D.C. 20005-3701 www.nealrgross.com




10

11

12

13

14

15

16

17

18

19

20

21

treated. And

discussion of this

Century Medicine

slide.

214

again, there was a detailed

in the Coalition for 21st

s written comments. Next

We cah even move on to things that we

have already so

rt of accepted as accepted from

patentability, fuch as human cloning and human

organisms.

I am

out of time but you can see that

the i1dea 1s to set forth a framework in which we

can include or gxclude certain types of subject

matter that we

want to be out of the patent

system. Thank ypu.
MS. NELSON: Thank you, Mr. Jackson.
We will now move on to Konstantin

Linnik, please.

MR. ||[LINNIK: Thank you. Good
afternoon. Thank you very much for this
opportunity. My name iIs Konstantin Linnik. I

am a partner withl the law firm of Nutter McClennen

and Fish.
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and  pharmaceuticals law and
s that are of various stages in
, individual entrepreneurs, as
mpanies. If you could, advance
next slide.

recently, my firm, myself and a
yjues of mine represented a number
ciations, several of them listed

1 the amicus brief filings at the

Supreme Court asfking for a petition for cert and,

before that, iIn

hear the case en

I

you look at the §
have gathered ¢
U.K. Industry As
various enterprij
Industry Associa
associations, 1f
Australia, and

broad consensus §

the current staq]
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asking the Federal Circuit to

banc. This particular case, iIf
ipectrum of 1Industry support that
ollectively, we represent that
sociation, which has hundreds of
ses and European by Technology
tions, several national industry
dustry associations in Canada,

Japan. And there 1s a pretty

among thousands of companies that

te of the law is unacceptable.
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protection and
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unpredictable.
exists, is reall
So, t
industry, broadl)
predictable
essential for |
economy iIn genen
innovation and
patent incentive;
of dollars in in)\
life health-savi
Is where particuy
Next slide.
When
Court for cert,
Court would take

particularly in

seemed to be
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intel lectual
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entions are too often denied

the outcomes across various

are inconsistent and

And the law, as 1t currently

y unworkable. Next slide.

he consensus position within the
y, 1S that harmonized, clear, and
property laws are
'he smooth functioning of the
al and, particularly, biomedical
healthcare 1i1nventions, where
5 are very important and billions
yestment are required to bring to
ng, life-saving medicines. That

lar attention needs to be paid.

Sequenom petitioned the Supreme
It was our hope that the Supreme
up the case and refine iIts tests,

view that Justice Breyer, who

the mastermind behind the
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the Supreme Court has recently
where he promoted the idea that
rt should be mindful of laws of
pns and make sure that they work

laws iIn other countries and

So, Wwhen the petition was denied, it

was somewhat of

a surprise to us, however, the

fact that Justice Breyer holds a view of this and

his position is
what the intent
slide, please.
So, 1
by several speak
mentioned later,
the statute somg

there. And 1If

actually somewhat promising for
of the court might be. Next
N our view, as has been mentioned
ers before and I am sure will be
the Supreme Court has read into
rthing that

iIs not literally in

we were to rewrite Section 101

according to what Supreme Court tells us, we

probably would |
like shown in t

invents or discQ
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add to 101 the words something

he slide i1In red, where whoever

vers any new and useful process
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hereof, is entitled to a patent,
/ such invention is significantly
tract idea, a law of nature, or
enon .

'he significantly more part 1is
he concern and the point of so

It is pretty clear that our

understanding beffore the Supreme Court decisions

has been that
phenomenon or
patent-eligible.
how to distinguig

that are patentg

laws of nature and natural

abstract ideas are not
We thought 1t was pretty clear
5h these concepts from inventions

le. However, the fuzzy line of

significantly mo
difficult than w

So, W\
underlying pol}
actually

IS pre

well. And if V¥

Convention, nati
countries, Yyou
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re turned out to be a lot more

e expected. Next slide.

hat 1s iInteresting is that the

cy rationale i1n these laws

sent In other jurisdictions as

ou look at the European Patent
pnal laws of many industrialized

will Ffind that discoveries,
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mathematical methods, are

luded from patentability. There
You will
< concepts in common law
IT you can,

oxt slide.

For example, in Australia, they except

from patent eligiibility discoveries with no means

of putting then

scientific pring
Japan.
IS meant to be r
In the U.S. an
widely different

1T yo
an example from

example where vy

compare it to European claim.

they are very sji
the Canadian cl4d

somewhat Japaneq

COUF

(202) 234-4433

into effect, mere 1i1deas on

iples. Very similar concepts on

Despite [all of these similarities in what

pt patent-eligible, the outcomes

d other jurisdictions are now

u go to the next slide, this is

the Sequenom case. It is a good

ou look at the U.S. claim and

You will find that

milar and the same is true for

ims, the Australian claims, and

e claims. In the U.S., this
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gund not patent-eligible and the

question has not| even been ever brought up as an

iIssue In any ot
unique to this g
case i1Is a good
slide.

So, v
does the proble
rather than the
I will end on tf

MS. N

And

Sauer.

~

3
\JJ

MR.
lies with the
change i1t?

So,
General Counsel
Innovation Organ
today. But befq
thank the Patgd

Cou

(202) 234-4433

her jurisdiction. This 1s not
articular case, even though this
example of discrepancies. Next
e are posing the question really
m lie with the legal framework,
merits of specific iInventions.

at. Thank you.

IELSON: Thank you, Mr. Linnik.
last, we will hear from Hans
AUER: Yes, and if the problem
legal framework, do we need to
good afternoon. I am Deputy
for 1P for the Biotechnology

ization, on whose behalf 1 speak

pre | say anything, | do want to

19}

snt  Office for 1ts sustained
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patent user community on the

eligible subject matter and, 1iIn

particular, I want to thank the Patent Office for

convening this r(

pundtable which, in our view, for

the first time, ffocuses not on the implementation

of case law iIn €
the right policy
need for change.

It wo

have heard earlijer,

sciences partici
been an area of

received more di

xamination guidance but on what

ought to be and on, perhaps, the

n*t surprise you, given what you
at least from the few life
pants so far, that there hasn"t
substantive patent law that has

scussion within Bio®s membership

than the topic of patent-eligible subject matter.

Bio"s members do
the development
area as a
internationally
and that has
commercializatia

agricultural,
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and pharmaceutical

view, | can only reiterate this,

of extra-statutory law iIn this

significant departure from

accepted norms of patentability

negative implications for the

n of 1nnovative, industrial,

products and

NEAL R. GROSS
T REPORTERS AND TRANSCRIBERS
1323 RHODE ISLAND AVE., N.W.

WASHINGTON, D.C. 20005-3701 www.nealrgross.com




10

11

12

13

14

15

16

17

18

19

20

21

processes.

For
based on natur
historically b

biotechnology.

222

example, 1inventive preparations

ally-occurring substances have

een of great importance 1iIn

And 1nnovation iIn this area has

been spurred, at| least in part, historically, by

the availability
true for every s
include vaccin
products, plant
industrial enzy
anti-cancer
substances.
that such promi
are no longer p
As a direct resuy
decision,
medicinal molecu
preparations tf

derived from nat

rejected 1iIn th

Cou

(202) 234-4433

Unfiortunately,

patent

/i of patent protection. This 1is

1D}

sctor of biotechnology. Examples

@ antigens, crop protection

biotechnology, plant breeding,

ymes, Immunosuppressive drugs,

compounds, and antibiotic

it 1s no longer news

I

3ing naturally-derived compounds
atentable in the United States.
It of the Supreme Court®s Myriad
applications for antibiotics,
les, industrial enzymes and other
lat were TFTirst discovered or
ural starting materials are being

c Office. And thousands of
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the patented suly
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Other
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methods. Biomg
treatment and ot
medicine, as wel
of the microbiomg

Distr
make creative usf
in the

at least

courts, at least

struggling to fjind the outer

Supreme
pronouncements.
heard from Profeq
in some

resped

stabilizing cag
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5 have come under a cloud of

and i1nvalidity after large
been made over decades, even if
stances have nothing to do with
enetic diagnostic testing.

areas of continuing concern for
volve diagnostic or prognostic
\rker-assisted methods of drug
her applications of personalized
I as the commercial explanation
»s of humans, animals, or plants.
ict Court litigants continue to
> of patent eligibility theories,
life sciences. And meanwhile,
in the life sciences, have been
boundaries of the
broad and sweeping
So, 1 can only echo what you
ssor Lemley earlier, that perhaps
ts there may be a sense of

e law iIn the software and
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going forward.
policymakers ha
completely absen
patent eligibili
alone. The U
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of Justice has
correct legal i
precedent but tf
U.S. Government?
unknown. Thro(
other areas of
hopes, that toda
a more robust d
outside the ford
So, t
the following ol
we belie)

First,
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and there is not a similar sense
life sciences.

e do need a more stable solution
I think 1t is remarkable that

ve, so TfTar, been quiet or

t from this debate. The law of
ty has been driven by the courts
concerned but

SPTO has been

gmplementation. The Department
opined Tormalistically on the
nterpretation of Supreme Court
e U.S. Government®s views, the
s policy views on the matter are
ghout, Congress has focused on
atent policy. So, we hope, Bio
y"s roundtable is the opening of
talogue with elected government
m of the courts.

b this end, Bio members have made
)servations and recommendations.

ye congressional i1nvolvement 1is
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necessary. It
necessary. The
even be consider]
question of sub
filling In gaps
around the margi
better left for
agencies. Congn
Secor
that other indus
have.
subject matter
countries, It
Internationally
too.

Thirg
clock. The Sup
deserve to be ag
that patents do

of basic researq

too,

Cou
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To the ex
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Is not just appropriate. It is
question of what can and cannot
ed for patenting is a fundamental
stantive patent law. This not
in the law. It is not regulating
ns. 1t is not the kind of thing
the courts or better left to
ess should own this question.

)iId, we are having a huge debate
trialized countries simply don"t
tent that contours of patentable
needed to be defined iIn other

was done legislatively.

accepted standards can guide us,

I, we probably can®t turn back the
reme Court®s underlying concerns
dressed. If assurance i1s needed
not withdraw the building blocks

oh from the public domain, that,

iIs approprigte for Congress to consider. |
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refer back to m
you have fTollows
long time. So,
ten years agg
conversation abg
use exemption,
liability for p:
were to experime
iIT 1t can be mag
It does, to see
owner says It ¢
about 1t, maybe
around 1t.
concluded.
And

two-part test sh

Congress should

scientific knowl
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pre than a decade ago. Many of
d legislative developments for a
you will recall that more than
, we already had a robust
ut, for example, an experimental
under which there would be no
Htent iInfringement. |1f somebody
mt on a patented invention to see
je the way the patent owner says
iIT it works the way the patent
loes, to discover something new
to improve i1t, maybe to design

That conversation was never

fourth, the Supreme Court®s

ould be abrogated. 1In i1ts place,
reaffirm patent laws® traditional
boundaries between

practical applications of

edge in all fields of technology,

as contrasted with other manifestations of human

creativity that

Cou
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are not themselves technological.
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Other countries
have developed
tests. So, why

other countries

problems we havef:

Biote
States have cf¥
protection and
certain and iIs t

countries with \

(

\
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have been able to do this. They

not just case law but workable

not be guided by experience in

who haven"t run into the same

?

chnology is a field the United

pated and led. Yet, patent

pur technology has become less
pday less available than in other

hich the United States compete.

There are biotechnologies -- 1 am waiting for the

beep and then
seconds.

Therg
IS now easier T
and in Europe t
When U.S. comp3d
foreign markets,

always have. f

here, companies

L

3

t i1s going to take fTive more

are biotechnologies for which it
get patent protection in China
lan It i1s in the United States.
nies want to compete in these
they will face patents like they
ut when foreign countries come

come here to compete in the U.S.

market, they willl have a free for all and they

Cou
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will not face
conversation abq
recipe for U.S.
growth.

We 1o
the matter. Tha
MS. N
1 wol

you, all of the
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pbatents. We ought to have a

pout whether that 1i1s the right

competitiveness and domestic job

ok forward to a good dialogue on
nk you very much.

ELSON: Thank you, Mr. Sauer.
Id like to start out -- | know

panelists, have been focused on

the need for a legislative fix but 1 first want

to start out wi
extent -- and
evidence to sort
to remain consig
And I am just w
technologies arg
give you as an
then put 1In a veg
or something, wh

you to something

want to protect

COUF
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th just sort of asking to what
we have noticed and there is
of suggest filings have started
stent 1n the life science area.
pndering to what extent certain
amenable to workarounds. And 1
example, i1solated DNAs that are
ctor to make a transgenic animal
ere a claimed drafting could get
y that is essentially what you
anyway and you could forego the
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claim to an isol

And
particular techn
working. In pap
products and the
where that just

MR. J
to that. 1 thin
personal experie
of the Coalition
i1s mainly diagnojg
an approach of 4
in order to get
that would not
ago, and limitat
required. And |
being filed. Thq

INn some cases, tf

issued but In a T

10}

have been beforse

1D}

state than th€g

COUF
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ated DNA.

am just wondering if there are
blogies where the workarounds are
ticular, let"s focus on natural
n if there are particular areas
IS not an option at all.
ACKSON: I can speak a little bit
k to some extent, at least In my
nce in talking to other members
for 21st Century Medicine, which
stic companies, Is there has been
idding limitations to the claims
the patents issued, limitations
have been required five years”
jons that, frankly, should not be
50 those applications are still
> claims are being presented and,
1e patents are increasingly being
ar narrower state than they would
in a far narrower

and 1 think

'y should be. That 1is my
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NELSON: And when you say not

required, can ygu sort of clarify what you mean

about putting |[[limitations 1In that are not
required, that|| you don"t think should be
required?

MR. |PJACKSON: In the case of a

diagnostic, a molecular

simply setting
are
you set forth

those biomarker
and even beyon
score, what its |
value must be.

requirements of

in your test,

diagnostic, instead of

orth all the ten biomarkers that
an examiner may require that
he specific algorithm in which
are combined and get the score
that, the performance of the
nositive and negative predictive
The examiners start to layer on

specificity such that you get

down to a level ghat, ultimately, may be a patent

that i1s not reallly worth having, frankly.

MR. (
have actually h¢

well where you

Cou
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JABECA: That is interesting. |1

fard the opposite anecdotally as

ire just removing the diagnostic
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aspects actually| gives you a broader claim that

gets through thg

of interesting 1

MR. L

that the Patent
May, where you
molecule in F

patentable. An

eligibility test, which is kind
tself.
INNIK: Which is In the examples
DFffice provided most recently iIn
have a method of detecting a
that is

1 sample perfectly

d as long as you add a step to

this claim that the step of diagnosing a patient,

It become pat;

difficult to red

snt-ineligible, which 1s very

oncille rationally. It certainly

Is a way to drafg around Mayo v. Prometheus. 1™m

not sure what tf
would be.

MS.
there ever the
that 1s, 1

gue

woulld sort of g

into something fhat

eligibility?

MR.

Cou
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e ultimate value of those claims
NELSON: wWith dragnostics, is
opportunity to put iIn something
$s, sort of technological that
et you past the correlation and

IS more amenable to patent

it a

)

AUER: Let me TFTirst give
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crack and then BH
on that as well]

1T thq
you will, of any
these claims hay
skepticism, so
then drawing &
under

probably,

Section 112 and
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N probably has some observations

ere 1s no implementation step, If
kind in the claim, but I do think
re always been viewed with some
erely comparing information and
conclusion 1i1s a claim that
the way we today understand

so on might be vulnerable under

other theories af invalidity as well.

What
members, though,
laundry detergen
claims like that
Office and 1Tt pg
1t all, 1t can bg
scope.

So, |

talked about th

I hear much more often from Bio"s

is like your claim to a typical

t enzyme or another preparation,

run into problems iIn the Patent

tent protections can be had, if

> had only at great cost of claim

know one Bio member to whom 1

s who said well, 1 couldn®t get

a claim to a laupdry detergent enzyme but 1 could

get a claim to 4

COUF
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method of washing laundry In a
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washing machine
contains the en
procured. | do
They report up
procured and the
as having been (
day, everyone
vastly differen
has very differe
MR.
there. Another
Is that at least
industry, there
manufacturers, §
with the diagnos
iIs sort of plat
And so on the qU
be used to detec
can be used to
are done by a
makers.

tool

Cou
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L

1

D

1

|

>

L

H
.

[=
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using a washing Iliqueur that

yme. And those patents can be
‘hink applicants take the patent.
fo management that a patent was
objection might even be reported
vercome. But at the end of the
nderstands that claim scope 1is
under these circumstances and
nt commercial applications.
ACKSON: If I could just jump 1in
point 1 think to your question
within the molecular diagnostics
are tool and kit and equipment
nd then there are those who work

tics themselves. I think of it

Fform makers and content makers.

estion of new chemistry that can
r a molecule or new machines that
implement that chemistry, those

rertain group of companies, the

And they probably have a
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rip-roaring time

know. I am sure
through just T
that, in  my
struggling, thog
implement them
a new cancer or
biomarkers. The
chemistry but tf
now a new way)|
diagnhostic pers(g
And |
both of those
diagnostic indug
investment.
MR.
question for Mr{
someone from the
iIs different fro

from today comin

And the points |
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at the Patent Office. I don"t
they are getting their patents
ne. It is the content makers

experience, who are really
e who take those platforms and
n a very specific way to detect
brognose a cancer using specific
y don®"t necessarily invent a new
ey 1mplement that chemistry in
that 1s very useful from a
ective.

think 1t Is very important that
the molecular

camps within

try receive ample protection and
KELLY: So, 1 have a quick
Cullen. This was provided by
audience. So, your perspective
m a lot of people we have heard
g from the Chamber of Commerce.
fhat you raised were largely 1in
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support of pate
clear up the ca
questioner asks
commentary from
earlier from J._{
functioning comy
hindered by a 1¢
right now. How
of your Chamber

MR. (
very iImportant (
my comments, we
iIssue of abuse.
recognize that |
thoughtful discus
of abuse.

Our
that the confusi
that also provig
solve the

you

clarity, then wq
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ffundamental

235

ntability and that we need to
nfusion that we have. But the
how do you square that with the

somebody like we heard from

N

C. Penney, which i1s that, as a

pany, they are basically being
t of patents iIn the marketplace
do you speak to that from sort
of Commerce point of view?

that i1s a

ULLEN:  So, I think

uestion. And as | mentioned in
are certainly sensitive to the
We recognize it occurs. We also
‘here has to be some kind of a
5sion about how to curb that type
concern, though, is
on regarding eligibility is one
es ripeness for abuse. So, when
problem and you provide more
> think some of these problems
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will, perhaps,

absolutely, the

our retailers &nd,

members are friends from Amazon.

there were vict
That 1s a seriod

So, t

as just simply an either/or.

to really add
perspective, tfh
legislative path
comes to the 1isg

When

legislatively of
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jo away, to some extent. But

Chamber members, particularly,
indeed, some of our tech
A good example,
ims of these types of abuses.
s problem.

he Chamber does not look at this
We think you have
both. And  from

ress our

ere IS probably a reasonable
forward, particularly when it
e of some patent reform.

it comes to specific 1ssues

the issue of eligibility, we

have not yet taken a position on whether or not

congressional involvement is the only way to go

there. We would

i1Is. The Chamber
a position on |

there

like to see what the language

is very careful before it takes

egislation. So, we think that
Is probablly good work to be done. More
clarity from the Courts would be helpful but,
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again, it is allso something that,

having the neces
to do a betts
Although a very
that Is an area
just simply havi

So, |
that these are 1
separately. Thg

MR. S
that Dbecause
legislative debg
members keep ask

system or systenm

or if there i1s §

]

enforce and liti
the right answen
the exceptions.
problems would [
suffer from a Se(

the United State

COUF
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this
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at the PTO
sary resources and the expertise
r job of patent examination.
good job s being done, we think
that may also benefit from USPTO
Ng the resources they need.

Ffrom our perspective, we think
pt issues you look at completely
y are all part of the problem.
AUER: If I could briefly add to

often comes up 1In the

ate as well. And many of my

(ing 1T there are abuses iIn the
jc problems with too many patents
omething wrong about the way we
gate patents, we query whether
to that should be to crank up
Because 1 do think the same
)ersist even if no patent would
ction 101 problem in the whole of
5. We would still be having the
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same debate In (pngress.

MR .
leads me to my
want to direct

people, which is

KELLY: Well, and that sort of

Follow-up question, which 1 did
to you and the life sciences

that when I hear or when we hear

discussions on what I will call the abstract i1dea

exception side @
usually say some
a lot of patentg
with but the wa
has evolved, you
correctly. Yo

under-correcting

the test to get

people think shg
But d
debate different
that there are
the space that
needs to be Tixg

rid of the tests

Cou

(202) 234-4433

F the debate, those commentators
thing along the lines of there is
out there that need to be dealt
y the Section 101 jurisprudence
are not really dealing with them
U are maybe overcorrecting or
. The problem is how do you fix
rid of the patents that those
uld not have issued.
)N the life sciences side, Is the
? Is there a general agreement
a lot of patents that issued in

shouldn"t have and so the test

1”4

2d? Or i1s it just how do we get

that are out there and dial back
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the exceptions aj
that 1s too blun

MR.
compartmentalize

easily answer it
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5 they apply to our field? Maybe
Lt a question.

SAUER: No, 1 am trying to
it in ways that allows me to

So, Wwhat 1 certainly don®"t hear from

Bio"s membership
too many patents
ineligible subjs
a concern | hean

There
understanding oOf
for whom the patg
and that affed
example, to Con(g
litigation refor
focused.

I do
Bio"s membershj
exceptions, as |t
in 1

even needed

COUF
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are complaints that there are
out there that cover a patent-

ct matter. You know that is not

are, of course, there 1iIs an

the needs of other iIndustries

Nt system might work differently

ts the way we advocate, for

jress In the context of patent

m, which is where Congress has

think there i1s a sense within

p that queries whether the

'hey have been articulated, are

he patent system as we have it.
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We are caught inm a rut where we tried to define

what an
phenomenon 1is.
iIT we could defy
problems would g

What
do we need the
refocus the
traditionally al

that 1is

work

manifestations [f human creativity,

abstract

it works for technology and

v

for aegthetic

hl

idea 1s, what a natural
And there 1s the sense that maybe
ne 1t well enough, then all our
D away .

might be helpful would be to ask
se exceptions at all? It we

pbatent  system on what it

ways was understood to do, and
it doesn"t
creations or other

maybe 1if

Congress did that, the need for the exceptions

woulld go away be
that we have to

be advanced mucHh

trying to define the scope of what

patent-eligible.
Other

that way. And

States signed

cause the constitutional mandate
Ffollow and the patent laws would

more affirmatively, rather than

iIs not
countries have done it quite
in TRIPS, i1n fact, the United

on to the notion that patents
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should be avails
not art, not soc

MR.

So, one theme €

think, 1f not
importance of ol
to the iInternat
will
extent should th
as useful guidg
discussions?

MR. L
informative.
specifically thg
working just Ti

biotechnology ar

consistent results,

reliable and prg
I th
inconsistent frd

of healthcare ari

Cou

(202) 234-4433

direct this to you, Mr.
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ible in all fields of technology,
1al innovations, and other areas.
HANNON : I have one question.
hat emerged from this panel, 1
in earlier panels, was the
r domestic framework in relation
jonal global marketplace. And 1
Linnik, to what
ese International examples serve
fposts for our own eligibility
HINNIK: 1 think they are highly

And as proposed by many,
2 European framework seems to be
ne and, at least iIn the area of
d pharmaceuticals, have produced
and results that have been
dictable.

Iink one downside for having an
imework, particularly in the area

id life sciences, i1s iIf you have
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patents availabl
to disclose you
those patents, W
no way of maint
those i1nventionsg
practical proteq;
not able to get
secret for your
ultimately mean |l
In where we neeg

MS. N

Cullen or possiQ
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e outside of the U.S., you need
- invention In order to obtain
hich essentially means there is
aining trade secret related to
; which then means there i1s no
Lion across the world, if you are
full patent protection or trade
inventions; which we think would
ower Investment or no investment
it most.

ELSON: 1 have a question for Mr.

)ly for all the panelists. So,

It seems that a [lot of the problem, and you speak

to the 1dea
discriminate bet
to be a lot of |
one-size-fits-al
time, we hear thg
are very diff¢
technologies.

Is ¢

COUF

(202) 234-4433

F wanting to have -- to not

ween i1ndustries and there seems

>ffort to try to come up with a

I approach. And yet at the same

't the needs of the life sciences

rent from software or other

here something we should be
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considering as n
mean  should |
technologies and
the way 1t ne¢
technology?

MR. C
question. 1 cern
tune 1t too n
dangerous. But
my more technicg
that because 1 ¥
off the top of my
about trying to
just simply beca
to come up in
innovation that
prescriptive tha
may, at some pol
innovation simpl
opportunity to 9§

concerned about

COUF
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aybe not a one-size-fits-all? |1

ie be Dbifurcating different
making the patent system work

ds to work for each area of

JLLEN: You know, that is a tough

tainly think that trying to fine
uch may become a little bit
I would have to defer to some of
illy expert fellow panelists on
cally just don"t know the answer
r head. But 1 would be concerned
get too specific iIn this area
ise you don"t know what is going
the TfTuture. There 1s so much
pccurs that 1f you are being too
t there i1s the opportunity you
nt in time, exclude some future
y because you have not had the
ee 1t. So, | would be somewhat

that. But, again, | have talked
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a lot about the

there are some b
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need for specificity. And so

enefits. But | just really don*t

have a good answer for you.

MR.
about that and,
level of appeal
dramatic differse
of investment
development, an

internet or lik

life cycle of & year or two, if It

successful. A @
life cycle of 1
same lines, 1t m

that app, 1t w

develop that dry

JACKSON: I have thought a lot
at the outset, that has a certain
pecause |1 think there are pretty
nces between industries in terms
required, lead times  for
d life cycle of products. In
@ a smart phone app might have
is really
rug or a diagnostic could have a
0 or 15 years. And along those
Ight take three months to develop
11l take five or ten years to

j or diagnostic.

But

might say may
differently. A

out of a smart

enterprise software or things like that,

Cou
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hen at the same time -- so, that

e software could be treated

the same time, 1T you are moving
bhone app toward something like

I think
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investment and ¢
life cycle, such
bit more like :
But 1 don"t kng
everything as sdg

1 doj
but those are sg

MS.

legislative prog

sense to try --

)

:

D
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about much larger degrees of

evelopment time and, ultimately
that they start to look a little
drug from those perspectives.

w that you could broadly brush

fFtware versus life sciences.

"t know 1T that i1s very helpful
me thoughts.

NELSON: So iIn terms of a
psal, do you think 1t makes more

or both options, to try to put

the judicial exceptions and draft them the way it

makes sense Intg
everything in an
both? Like 1
ethical exclusig
Is the concern (
science world.

approach or to

language that dg

exceptions?
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(

)

)

»

[=

the statute or to sort of leave
1 carve out sort of exclusions or
guess 1 am envisioning maybe
ns or things like that, i1if that
T the Supreme Court in the life

Does that seem like a better
try to actually come up with

fines the reach of the judicial
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approaches to t
talking. It is [
to colleagues an
be yes, just go
them more carefy
that you just dg

scope of patent

effort, one can

o
14

-

The
heard described
define for the fii
of the useful ar
then actually
protect. Like

protect the usef

The P
that 1s. It des
useful, iInventid

universe of pate

a painting couldg
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A\UER: So, | have heard two basic

nis. And this i1s now not Bio
nore what 1 have heard in talking
d practitioners. One way would
the exclusion route and define
Ily, write out a list of things
n"t think ought to be within the
law. And maybe with a lot of
come up with an exhaustive list.
ther approach that 1 have also
iIs get rid of the exclusions and
rst time iIn patent law the scope
ts that Congress, you know back
wanted to

the Constitution,

wvhat does 1t even mean to like

ul arts?

atent Act doesn"t describe what

cribes that the arts have to be

ns have to be useful but not the

ntable things. So, for example,
be described as an article of
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manufacture but
aesthetic creat)
purview of patey

the Patent Act

available for technological

will, not aes
innovations.
You K

iIs a view | have

came 1n and ena
lieu of the ¢
available for

technology and |
where we mean, g
business method

Office already h
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everybody understands it is an
on and that i1s not within the
t law. But in other respects,

never saild patents are only

inventions, i1t you
thetic inventions or social
now this IS not Bio"s view but it

heard expressed what 1t Congress
cted a substitute statement 1In
are

xception staying patents

inventions i1n all Tfields of
inderline that and say that 1is
v kin to what we do for covered

patent review, where the Patent

as to make a decision whether a

patent is for a gechnological invention, sort of,

or not. Maybe

where the Patent

whether 1t 1s a

some other manift
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there i1s even precedent already

Office has been trying to define

patent for a technology or for

estation of human creativity.
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And t
address specifigdg
might have had w
knowledge and |

national academ)

craft maybe a reg
give people morg
interfere with

follow-on i1nnova

_

So, 1
have heard. NO
sophisticated 1
systems have don
of exclusions.
only give patent
with things that

MR.
approach, one th
Myriad case, the
was answering W
the answer

And
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to that question
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nen maybe that could be paired to
concerns that the Supreme Court
ith the building blocks of human
itke and we could revisit the
/*s recommendations for how to
search use exemption that would
comfort that patents will never
basic knowledge creation and
tion.
hese are two approaches that |1
think

w, Konstantin | was very

n examining how other patent
e it and they do all have lists
Even though they also say they
s to technology, they follow-up
they specifically exclude.

LINNIK: Regardless of the
ing 1 want to point out is that
question that the Supreme Court
as are human genes patentable.

IS Nno. And 1
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think the majorn
that was the wrd
what amendments
section, |
Issue.
human genes are
MR.
question come uf
When 1 learned ¢
a professor say
Patent Law enab
enabling act, In
States would evq
And that 1is ve

interpreted.

Sherman Act for

sense that 1t 1

simple and it

through judicial| decisions.

to a bit of a pn

And
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Section 101
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jty agrees of course not. So,

ng question. However, no matter

we make to 101 or any other

don"t think we need to revisit that

And In fact, we may want to codify that

in fact not patentable, period.
KELLY: You know we just had a
py that 1 have thought of before.
atent law a long time ago, | had
that Title 35 was basically the
ling act. It was a common law
that the patent law in the United
nlve through judicial decisions.
ry much like how 101 has been
iIs sort of like the
m the antitrust world, iIn the
$ just very broad. It is very
nas sort of lived and breathed
And that has led us
pblem.

IT we go the legislative route
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change, are we

which 1s that ng
in and hard wire
to do, how are
from now? Becay
legislation 1is
space. And so

creating a wholeg

more difficult t

MR. L
much worse it (¢
from that perspée
danger i1n doing

MR. J
classic saw of t
that you don"t i
just sort of mag
make sense to th
are not tied to
I think that a §

could then be fl
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creating a different problem,
w, IT we are going to legislate
In everything today that we want
we going to fix that two years
se as | think everybody is aware,
difficult to come by 1in this

ifT we legislate a fTix, are we

» new problem that will be even
D overcome?
INNIK: It is hard to imagine how

an get for life sciences. So,

ctive, | don"t think there is a
that.
ACKSON: Yes, and there is the

he devil you know and the devil
s right now we have got judges
King whatever decision seems to
em. And again, these decisions
any specific statutory language.
statutory framework or amendment

eshed out by the courts, | think
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of Title 35 was
work within. B
working without
untethered to ar

of the statute.

the courts with
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I think that was the intention
that there be some framework to
Ut the exceptions are currently

any framework. They are
y specific language or provision
They were literally invented by

no basis In the statute of the

Constitution. And 1 think at least fixing that

Is a step forwar

Now,
difficult. 1 mg
once |1

saw, got

cloning and ge¢
germline, that H
those are ethica
that we are not
to some extent,
addressed human
So, we have alj
little bit. Let

That 1s my opini

COUF
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d .
you are right, 1t iIs going to be
an even within my slides if you
to the question of like human
rmline editing of the human
starts to get pretty sticky and
I considerations. Maybe we say
going to touch those yet. So,
Section 33(a) of the AIA already
organisms not being patentable.
ready started down that road a
"s explore 1t a little bit more.
ON .
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MR. C
out from the Ch
would have to
certainly recog
problem that nee¢
Tixed, but we ar
having either thg
to recommend to
what all the co
danger that wher
path, you really
get until you T

And s
consequences or
don®"t adequately
might only get 0
I think we need

MR.
follow-up and
another solutiorn

solution. That
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JLLEN: 1 would just simply point

amber perspective, you know we

see it Tirst. You know we

nize that there 1iIs a serious
ds some clarity, it needs to be
e jJust not there yet in terms of
> prescription that we would like
Members of Congress iIn terms of
mponents would be and also the
lever you go down a legislative
never know what you are going to
nish that process.
O It may create other unintended
it may have limitations that
r solve the problem. So, you
ne bite out of that apple. So,
to be careful.
KELLY: So, I have one more

his 1s jJust me talking. But

to some of this is a regulatory

IS, a statute that provides that
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of eligibility
wondering 1Tt an)
possible solutio
thing that makeg

MR.
protection, dat
based on submiss
molecules and 1§
supplementary Tt
protection. So
system for the (¢

While
backup, what it
incentivize earl)
players can cont
Is what the [
independent play
infor

disclose

benefitting from
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on, through notice and comment
Agency will devise the contours

moving forward. I*m Just
ybody has ever thought of that

n and whether it is the kind of

sense.
LINNIK: So, there 1is parts
A protection, and exclusivity

jon to the FDA, 5 years for small

» years Tor biologics, which 1is

o0 and i1ndependent of patent

, It IS a separate sul generis

harmaceutical iIndustry.

it Is a good system and a good
doesn®*t accomplish, i1t doesn"t
y stage innovation where multiple
which

ribute to the innovation,

atent system does. Multiple

ers can innovate and share and
nration to each other while
their innovation. And that is
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why we would see
line.

MS.
quick question 4§
And that is, |
about trade se
frequently, that
towards trade s
whether that 1is
life science sp
days, can be rey
really going to

MR.
that. 1 think,
companies and 1ir
secrets. The
though, on the i
our iIndustry bot
because of the r
details of vy

reimbursement if

Cou
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so much cross-licensing down the
NELSON: I just have one more
aind then we will stop for lunch.
«now, Mr. Cullen, you had talked
crets and 1 have heard that
life science community Is moving
ecrets and 1 was just wondering

really a viable option in the

1

Ace. Or are most things, these
yerse engineered, so that is not
serve any useful function?

JACKSON: I have a thought on
to the extent possible, a lot of
novators are moving toward trade
e are 1mportant limitations,
gvailability of trade secrets iIn
th for drugs and for diagnostics
equirement of publishing a lot of
order to

pur  test 1IN get

1 the case of diagnostics or to
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pproval 1n the case of drugs.

So, & trade secret doesn®"t provide a

lot of protecti
people are shift

MR.
out from our men
become an iIncré¢
portfolio. You
trade secret ar
patent eligibil
consideration fg
going to work bsg

But w
from our memQ
increasingly 1mpg
that patents stj
And so we want t
be achieved iIn t
MS. |
And with that, wg

an hour for lund

COUF
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DN . But what little there 1is,
ing that way.

ULLEN: Yes, I would just point
pbers” perspective, trade secrets
asingly i1mportant part of the
know everything starts out as a
d, ultimately, the question of

ity becomes a very serious

 those folks in terms of what is
st in terms of their portfolios.
© have seen a trend iIn commentary
trade secrets

ors that are

prtant to them. So, | just think
11 play that traditional role.
o0 make sure as much clarity can
he marketplace.

NELSON: Thank you very much.
> will close the session and have

N .
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(Wher
went off the red
1:55 p.m.)

MR. H
person up here W
name is Tom Kray
the PTO.

And |
panel. And I th
away with Jason

MR. @

First 1 just

panelists for J
great opportunit

This
talking about ¥
close to six yea
grateful for thg
Margeta the oppg

We"re

out of Oakland.
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eupon, the above-entitled matter
ord at 12:51 p.m. and resumed at
think

(RAUSE: I I*m the only

ho has not been introduced. My

se. 1"m the Deputy Solicitor at

will be your moderator for this

Ink we can just get started right

Cardner.
ARDNER: Great. So, thank you.
ant to thank my distinguished

pining me. This i1s actually a
y for Margeta.

Is something we"ve actually been
Or some  time. The company 1is
rs old. And we"re actually very
U.S. PTO to give companies like
rtunity.

a small technology company based

About 80 people. We work within
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So, t
primary players|
built, which is

So,

credit cards in )
on them, i1f they
16 digits, think

So wih

entered online,
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rvices space.

he ecosystem i1s made up of four
And one of them iIs what we

issuing and processing.

"m sure all of you have debit or

rour wallet. They have 16 digits

"re Visa and MasterCard. Those

of 1t as like an IP Address.

en that card is swiped, tapped,

whether you"re buying something

at Whole Foods o Amazon, that -- those 16 digits

correspond with
routes to us. A

to authorize tha

and significant

ecosystem.

a company like us. It literally
nd we make a decision of whether

t transaction or not.

So, we“re actually a very important
part of the payment card
We alilso are inventors. So we have a

lot of fTirsts iy
patents In proce

some time.

COUF
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) what we do. And we have four

ss and have been in process for
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certainly affect

we*re not -- 1

some word of --

troll. So I™m ¢
use it.

We " ve
of that. Ultim;

keep that from h
actually don"t
actually implemg
But
actually -- wg
implement the teg

today.

Sever

are FTirst withi
you know, the w
have considered,
a company for

really pretty my
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(202) 234-4433

)

;
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]

(

»

»
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nhow, Alice, the Alice ruling has
ed us in a way where, you know,
know there®"s a -- there®s been
we haven®t used the word patent

oing to be the first company to

never been on the receiving end
tely, the Alice decision was to
ippening. To keep companies that
have a business plan and to
nt technology.

We

rompanies like Margeta do.

create the technology. We

chnology and it"s up and running

al of the inventions that we made

our industry. We don"t have,

erewithal actually, whenever we
we have considered going after

nfringing on our patents, It"s

ch the last thing we want to do.
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And L
competitive natl
really what we wg
obviously patent

And A
a way that keepg

MR. K

Gardner Allen L

MR. |}

thank and commen
roundtable. Ang
able to discuss
matter eligibil
Section 101.

My  ng

General Counsel

My teg
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ut at the same time we have a

ire. We have investors. And

ANt to do is protect our IP. And
s IS one of the ways to do that.
lice has certainly affected us iIn
us from protecting that IP.
(RAUSE : Okay . Thank you, Mr.
o from Google?
0: Thank you. Let me Tirst
d the U.S. PTO for holding this
creating the forum for us to be
this 1mportant topic of subject
ity of software patents under
ame  1s Allen Lo. I1"m Deputy
of Patents at Google.

am 1s responsible for building

the patent porgfolio to protect many of the

groundbreaking 9
engineers make ¢

billions of dol
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oftware iInnovations that Google

ach year, based on the literally

lars of R&D i1nvestment that we
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Over
a significant p
patent assets
software field.

And
significant sta
other decisions
eligibility stan

And
significant tho
decision has has
providing you

roundtable.

First

and this really
commentary that
Which
claimed, Alice

software patents

software i1ndustr
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is that coy

(

¥

!

/

[=

260

the past decade, Google has built

yrtfolio. Now over 50 thousand
brimarily concentrated 1in the
because of that, we have a

e iIn the outcome of Alice and
applying a subjection matter
dard.
because of that, we"ve given
ight to the 1iImpact that this
. And we also look forward to
iritten comments TfTollowing the
thing 1 would say about Alice,
goes to sort of the general
s been out there around It.
1trary to what many have said and
vas not the death nail of all
or the blow to 1Innovation in the
y that some have said.
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As a
Google continueg
innovation, as
Innovations. T
the Patent Off
Court"s 1invalidg
have largely bee¢
would describe
implementing corn

Many
software R&D |
untouched. Becg
and described
computer technol

Such

video compressid

name a few.

So,
portfolio 1s cgQ
small, relativel

Instead, Alice -
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company in the software space,

to i1nvest heavily in software
well as TfTile patents on those
e rejections that we"ve seen from
jce and the decisions of the
ating claims under Section 101
n concentrated iIn areas that we
as primarily business methods
ventional computer techniques.

important and vital areas of

and patenting remain largely

wuse they"ve always been viewed

as technological advances 1iIn

DY -
areas include computer security,

n, and cloud computing. Just to

in our view, as Tfar as our

ncerned, Alice only touched a

y small subset of our portfolio.

- we view Alice as really -- and
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the patent syste
the useful arts
encouraging 1N\
technology.

Befor
iIssued on claims
concepts or fung
the internet.
desired result,
limitation of h(
advances i1n comg

These
source of many
companies. Whet

companies, resul

from software |

spurious litigatih

We
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of the law that followed Alice,

Se correction.

onstitutionally mandated goal of

m is to promote the progress of
We understand this to mean to

yestment and

-
S

development
e Alice, too many patents were
like those i1n Alice, to abstract
tions performed on a computer on
Such patents often claimed a
but provided no explanation or
w to achieve that result using
Lter technology.

kinds of patents have become the
litigations targeting software
her 1t"s large companies, small
ting in resources being diverted
nnovation to having to defend

important for the
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Supreme Court Tt
patents should n
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contribution ang
that they could
and real i1nnovaj
finding the te(
bringing valuabl

The |
reminds us that
It be, to elevat
patent eligibili
of generic compy

The a
the claimed
technological ag
And to be sure,
many ways.

It ¢

focusing on a Tt

ineligible subje
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o clarify that these kinds of

ot be allowed. Applicants were
ing patents based on no technical
little disclosure to the public
then use to tax real iInnovation
fors that did the hard work of
chnical solutions necessary to
e products to market.
supreme Court"s Alice decision
it 1s not sufficient, nor should
e form over substance by finding
ty based on the mere recitation
ter components.
nalysis must now consider whether
invention IS directed to
lvance 1In computer technology.
Alice was a difficult opinion iIn
initial

reated uncertainty by

bst for what i1s not -- what is

ct matter. And leaving details
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iIs eligible subj

But Q)
since Alice was
iIs now filling 1
Federal Circuit
McRO, examining
technical solut]i

overcome the ass

directed to an a

We be
to be focusing
software claim
matter. The t
ensures that the
technology, not
promotes progres

The
software indus
advancements in

a statement of
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rts to work out a test for what
ect matter.

ver the past two and a half years
pbublished, the emerging case law
n those details. We now see the
jn cases like Enfish, Bascom, and
recites a

whether a claim

on to a technical problem to
ertion that a claim i1s otherwise
pstract idea.

lieve this is the right question
on when considering whether a
recites patent-eligible subject
echnical problem solution test
patents protect advancements in
some other TfTield, and thereby
s of the useful arts.
innovation in the

try by rewarding concrete

computer technology rather than

f  vague results with little
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ut how the results should be

he Federal Circuit issues more

g a technical problem/technical

ich, the line between patent-
itent-ineligible software claims
and predictable.

Is the nature of the common law
our legal system is built. And

o allow the courts more time to

rms of how Alice and the standard
e, we have found that when we
ns and claims to clearly explain
pn provides a technical solution
oroblem, we draft higher quality
better
3s at the U.S. PTO, and in other
Ffices as well.
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p applications explain

ce of the invention 1In more
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jrovide more i1nformation to the

@ scope of the resulting claims

many companies, we are building
We file patents in the U.S.

jde. And we view It as a hugely

ppment that the question of

ple IS now converging across

multiple jurisdjctions around this question of

whether a claim

In cq
case law, whethg
the PTAB,
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whether the clai
a technical proQ
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application, as
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these developments underway, we
action by Congress at this time
t eligibility of software claims
risk creating more uncertainty

n this space.

(RAUSE : Okay . Thank you, Mr.
have Daniel Nazer, Electronic
10N.

AZER: Thank you. My name 1is

I*m from EFF. Thanks to the

r having us here.

ays appreciate that even though

embership and its views are not

ith the Patent Office, we always

)ectful hearing. And 1 really

ave about 27 thousand paying
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our patent work. And the

s the sort of chailr on patents
t - iIs that we"re too
5. And that Alice doesn"t go far

It the rules should be no software
ot so naive that 1 expect the
make legislative recommendations
along those lines. But, I do
rtant that it"s exposed to those
communities that are the people
are for a living that are saying
that particularly in the free
ty, there"s a very significant
rople who are the creators and
s field. That feel that patents

bn on them and slow down their
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It says that the Supreme Court
the law 1s.

ve live 1n Alice v. CLS Bank

do think it 1s a significant

e -- before the status quo. And
gnificant change.

think it"s also -- | agree with
her people are saying. That the

particularly for this event, 1is
i1s Alice beneficial or harmful?
ne question of course is not just
tedly creates challenges for the
nd prosecutors and the Federal
bplication.

It"s a natural experiment. We
al Circuit"s decision, we saw a
Judge Moore. She said that if
e invalidated, 1t would decimate
Ustry. That®"s a direct quote.
id that happen? No. No, to the
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oftware companies the day Alice
would have beat the market very
an check my work. Look at I-
large software
of which have very significant
Microsoft, Adobe, and many of
Red Hat that operate more in the
rid.

it"s a quite balanced
That fund
S&P 500 by almost 100 percent.
Jloubled your returns iIf you had
vare the day Alice was decided.

think we have to look back at
of doom. And the conclusion 1is
they were i1naccurate.
think when the Patent Office 1is
jt"s going to look at reforms and
, that that"s a very important
g to look at.
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in terms of the

of Alice, we"ve seen 1t be

for smaller companies

quality patents. There was
representatives from Amazon and
ink gave good examples of that
Cce.

at EFF we tend to deal with
s that are contacting us because
] to call Fish & Richardson. And
> we Finally have some reasonably
lem that it may be possible for
suit for less than the kinds of
ey were looking at previously.
claims that are clearly quite
Alice challenge. And you can
Motion to Dismiss.

psts are vastly lower then under

Where you really had to go through

t to Summary Judgment and spend

s to defend a suit.
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think 1f you look at the Kkinds
cople have won 12(b)(6) motions,
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nts that were being used by the
st of the -- of patent assertion
no business model other then
pst of defense.
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rn, if 1 have time, to topics
I think the —- I understand that
e 1s looking at decisions that
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look at the language in Alice.
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think would be most helpful
e particularly think the Office
juidance should include a clear
dvise to examiners that In Re
nger good law.
1T you look again to the Federal
on in Alice, Judge Reyna -- then

a explained under Alappat, this

. This i1s especially programed,

> computers. It"s patient
lappat.

think that was right. And the
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road for a long time.
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AMUELS: Thank you so much. Oh,
And thank you to the Patent
g out here and for hearing from
rom everyone today, 1 think it"s
ly il luminating series of
And one of the things, 1 am here
itive of an organization called
rks with very small startups
high-tech space.

juite frankly, the vast majority
s are not dealing with the patent
jly because they want to. They
small.

maybe don®"t even have enough

engaged in the patent process

even though many do have plans to do so.

But they often find themselves on the receiving

end of, you kng

v, a threat of litigation. Or

actually a complaint filed against them.
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ay are these two kind of crucial
stituencies. Which are these
tive startup companies.
Iso this constituency of people
ies, or innovators, however you
> 1t, who find themselves working
h the patent system. But maybe
put of choice.
bme people have already said this
puld just like to point out again
tuency i1s also a constituency of
ce, right? It"s not jJust the
patent holders that the Patent
re about.
ne constituency of innovators who
2 pushing for the progress of the
science. And so that"s kind of
beak to a little bit today.
think conceptually there are a
in this room,
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bns, who might even fault some of
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for not doing more to interact

sooner. Not filing patents even
gaging sooner.

he system was in fact conceived
)uld i1ncentivize that engagement
And 1 think
in the room know right now that
>n it comes to software, the
iIs not working as 1 would argue
act, 1t makes that kind of
5 based on notice impossible not
companies,

but for quite large

think even for Google it"s

ow what exists iIn the world of
poks .

ere"s some numbers out there on
find.
aper that estimates that iIn the
In order for patent lawyers to
pfFtware patent even briefly for
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determine if that patent might

vention at hand, we would need

million patent attorneys
me to compare every software
5 products with every patent
N year.

I lowance rates have gone up since
wumbers 1*m sure are even larger.
basically leaves companies with
. And this 1s, | think, why we
nies who aren®t more proactively
e system and with the Office.

T course the second piece there
cannot have a conversation about
incentives,

tion, about proper

ng the quality of the underlying

And among the small companies that |1

work with every [
since the Alice

Daniel talked ah
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lay, we have seen quality improve

decision. For a lot of reasons

put, and | now get to as well.
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se now a lot of these small

a tool to push back against

y face. And we"ve seen that time

want to talk for just one more

pse small -- the small startup

some of these numbers actually

ssor Colleen Chien, who you®ll

So, 1| hope I"m not stealing

82 percent of troll activity

and medium sized businesses.

>nt of troll suits are fTiled
with revenues of less than ten
companies are generally lacking
lecipher vague and what are quite
)gus demand letters. So, these
emselves vulnerable.

new Firms 1in
arch that Engine did with the
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pn, showed that these new firms,
are responsible for all net new
le United States. So this iIs a
n.
hat we"re talking about is not
tract problem. It actually is a
t"s a meaningful piece of the
think about job growth and
ment in this country.
so what we"ve seen 1s that
)ne protections that we have seen
Alice decision and iIn the past
ears, have incentivized the kind

fhat we want small companies to

ajority of those new firms will
bnes that don"t will create net

And we want to incentivize risk

lo not want to incentivize

hat 1Is not my point at all. But
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tivize growth of companies.
D when you have a situation where
patents are invalidated under

involve a non-novel, or an

abstract invention, that is actually in line with

how technology,
today. That is
that we want to

So, 1

technologists and new firms work
-- those are the kinds of risks
incentivize.

"ve got a couple of examples that

come to mind. And 1 can"t really say the names

of these compan
doesn®"t even get

But,

es because most of the times it
to litigation.

in the past couple of months 1"ve

heard from at legst three small companies on both

coasts who have
avoid incredibly
In or

came together.

because of Alice, been able to
expensive litigation.
e Instance, a group of companies

It was a joint defense agreement.

They were able tp draft an Alice 12(b)(6) Motion.

They

sent 1t to the Plaintiff. And

the Plaintiff had sent a draft complaint. So
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filed. And when the Plaintiff
they dropped the suit.

se | think that Plaintiff was
ed  about the quality of the
t. In that instance, Alice 1is
verful tool.

ny efforts to dial that back that

come from the Offfice, that come from Congress, I

think are 1Incrg
dangerous for tf
Patent System,
companies.
While
startups, one Kk
suggestion 1 hav

I would love to (
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and the fToundey
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just 1n a social

Have
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1is country beyond just for the

but for these job producing
I*m on the topic of small
ind of piece of, one specific

> for the Patent Office i1s to --
rome up with a world where we can
»  Interaction between examiners

s of these companies and the
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them iInteracting more. Talking

NEAL R. GROSS
T REPORTERS AND TRANSCRIBERS
1323 RHODE ISLAND AVE., N.W.

WASHINGTON, D.C. 20005-3701 www.nealrgross.com




10

11

12

13

14

15

16

17

18

19

20

21

about the

L

Typs
technological sg
working on. So
the examiners, YV
what®"s going on,|

1 lig
these people 1In
wine more often

hang out.

282

s of technological problems,
lutions that these companies are
that when they come in front of

ou“ve got more familiarity with

erally think we should like put
a room with a couple bottles of

And jJust let them -- let them

I acgually think that would go far

toward dealing W

I think people

ith the quality issue. Because

would just have better aligned

incentives iIn thpse instances.

Another

investors and 1n

investors, a lot

To beg
community. Mos
know who 1nves

companies don"t

system.
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of the VC community.

fair, there"s some splits in the
L of the Venture Capitalists |1
t in high tech and software

have much love for the patent
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see It as a drag on the economy.
ent troll problem outweighing the
nting under small companies.

appy to —-- 1°11 be mindful of the

"s a lot of detail out there. 1

know you®ve heard from Professor Robin Feldman

this morning. |

bit later. She

unfortunately got here a little

"s written on this some really

interesting stu
we"ll put in ou

And
of things that c
that I did want
bit about -- th

More
woulld just like
said that this
how common law
working.

And

clarity as the

Cou

(202) 234-4433
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written comments.

inally, there are just a couple
me up In the request for comments
o talk about. We talked a little
5 has come up a bunch today.
consistency is needed. But |
to echo other panelists who have
Is how case law works. This 1is
works. And the process 1is
we are getting more and more
year since Alice goes by. So,
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put that.
hing I also -- 1 mean, this will
nent. well, 1 have two quick

I like the request for comments
ed -- 1t started from a premise

bad. And I think there are many

y, | think there are many people
fhe tech industry that 1 work in,

, who actually think Alice 1is

th that, 1 would also say | don"t
gislative changes when it comes

prt Alice doing i1ts job. Thank

(RAUSE : Okay . Thank you very
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fhem on the cards. They"ll be

n certainly start with a question

intrigued by the suggestion of
h the PTO. 1I"m not sure it we"d
D that.
AS you"re -- you"re talking about
your client"s, the people you
reking patent protection from the
And you®re hoping that they could
e examiners on that basis?
d I get that backwards?
think the

SAMUELS : I mean, |1

me from examiners -- 1 think the
me from both sides of the coin.

you know, from the
he Patent Office, 1 think i1f the

to spend time kind of
e types of companies that these

founders are building, the types

of challenges thegy were facing, and understanding
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like, 1 think that when a new

across that examiner™s desk, even

art unit that that examiner is

le with, these things are new.

? The i1dea of these inventions

Patent Office is that they are

nk 1t would be helpful if people

idea of the

h those technologies were being

think

ople from companies would benefit

ow the system actually works.

u are particularly at a small

pmpanies they don"t have general

? These companies are tiny.
I know, that sounds great, maybe.
fhis that®"s a luxury for a lot of
Appy companies.
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think 1f you create a space to

sically iIncrease the connective

those two communities, 1 think
enefit.
RAUSE: Okay. Everybody wants
mmunity that"s not actually in -

) side of the patent game in that

ikely to be sued for patent
nd apply --

AMUELS: That"s what we"ve seen.
RAUSE: That"s what you --
AMUELS: That"s what we"ve seen.
RAUSE: Okay. Let"s see, and I
rension 1 guess between -- In the

hoth Mr. Nazer and Ms. Samuels

ed to the other two panelists.
was curious, Allen, we heard
a lot of software engineers just
are patents. We"re hearing that
And we heard that
well.
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et you say there i1s a space for
Do the
5 agree with that philosophy?
if 1t provides a technical
be patented?

O: Tough question. They said

questions. I heard that from
hter)
RAUSE: That®"s why 1"m here.
O: You know, 1 think there®s
;. philosophically on whether
pe patented.
ave a lot of people who come from
community and have ideas and
pphies around what should be the
t be various types of protection
S .
nk what is very clear, and this
tension and you hear different

iIs that there"s a balance that
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needs to be struck between providing not too

little protectid

And
perspective, did
to becoming morg
time when too my
things that wersg

H

And

-

4

this from an ij
assertion standy

balance to the

L)

software patentg
clarified and ra
takes to get a g9

And e
patents and the g

need to help ach

system. Which 1
And
through that.

that we saw iIn
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n, but not too much protection.
I think what Alice, from our
was, It helped shift things back
balanced. There was a point in
ny patents were being issued on
abstract.

ompanies then had to deal with
fringement accusation stand --
point. And by providing more
system, we have not eliminated
, but we"ve just iIn some ways
ised the bar in terms of what it
pftware patent.

nsured that the point of getting
standards that should be applied,
ieve the purpose of the patient
5 to promote the useful arts.
still

I think we"re working

I think that the big challenge

the first year or so post-Alice
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t knowing how to apply that.

b we saw lots of rejections under
jortunity or ability to try to
claims Into patentability.

we are seeing now because of
1Is more of an evolution and
standing of okay, now we not only
not patent-able, or what 1is
ot matter, but now we"re starting
at i1s eligible subject matter.
hat I would encourage the U.S.
iIts examination corps is to
)k at the cases and from our
around

really is focusing

on to a technical problem. We

positive resuscitation of the
sed to a negative resuscitation
tent-able.

think it gives something for all

$ something to shoot for In terms

patent allowed.
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BSAMUELS:  If I could just really
(RAUSE: Go ahead.
BAMUELS - I don"t think that the

anies that Engine works on behalf
I argue that there shouldn®t be
ally don"t think that"s the case.
nk that the system, engaging with
e so incredibly overwhelming at
t is -- you know, it"s this kind
t your head in the sand.

actually don"t think that tension
And 1 agree with everything
about Alice helping get back to
lance. Where we do want to
work

kind of small companies |1

yely and responsibly engage with

the system to, where appropriate, get a -- apply

for a patent.
And

just kind of fe
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years now we"re §
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t now. This i1s too much.

ARDNER: Yes. | mean i1t"s —-- if

on the same. So, | don"t think
I think there"s sort of two

n.

ou know, Alice would certainly

jke us. In that it protects, you

who -- whose business plan 1s --

ntion to actually invent.

drive

just an intention to

y small companies. But on the
an, the patent system was built
pvation.

5 an inventor, when we go out and

're not required to get a patent.

to take advantage of the patent

0 and do that.

it kind of

Ut with the bath water. And now

over a couple of

seeing that, like, companies like
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affected by the process.
T you want to invent and go out
ht to pursue a patent, we should
at In the spirit of why the U.S.
nt Office was actually created.
entors to go out and to invent.
mean, we, you know, there are
I we thought about ourselves like
discovery procedure and costs,
allow the U.S. PTO to complete
enhance

changes, pleading

limitation. And most
ancing the ability for unfairly

ts to get back their attorney

here are definitely measures to

nce. And 1 think that®"s what
re.

now, Daniel was talking about,
nd the S&P. These are public

can use market Tforces against
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G- just iIn case

If w

patent, we shoul

iIT we"re inventipg.

PTO has a proces
whether that pat

But

affects us positively.

from trolls out
But
because i1t doesn

protect those i
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iIT we were going to throw out all
5 that really levels the playing
'erybody can go out and build. 1
e supportive of that.

currently that®"s not going to
it's

T companies like Margeta,

I wrong here. 1It"s a Q-, not a
you®"re looking for us.

2 want to go out and pursue a
d be able to do that. Especially
And then obviously the U.S.
$ to take us through to make sure
ent 1Is going to be issued or not.
n regards to Alice, it actually
Because 1t protects us
there.

It also affects us negatively,
"t really allow us to invent and
Which

nventions. is the whole

essence of why the U.S. PTO was invented.

Cou
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RAUSE: Would you describe your

meeting the test that Allen
re they technical solutions to
ms?

of these

re more COﬂCGth&'

ARDNER: They are very technical
cause we"re using software to
cial services. Which everything
quickly.

peed is all about algorithms and
uild  things. So we have
bhysicists, who go out and build,
computer codes to solve that.

I believe we that

apply to
you know, as Allen mentioned,
ult part 1s, Is we get these
PTO and we really
0D respond to them.

g, well, we actually did that.

ually put the right language iIn
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I like we wrote high quality

he rejections we"re getting are
d on, you know, prior art, which

But some of them just don"t

make real sense o us considering that, you know,

we not only appl|i
to writing the ¢
implemented it.

We"re
technology. WeH
the startup eg
platform, but al
which are using

We f¢
different set o
implemented then

MR. K

legislative lang

into account? (

ed, you know, a certain standard
atent, but we"re actually having
actually wusing 1t 1In our
re affecting, you know, not only
osystem who"s leveraging our
so very large public companies,
pur platform.
el like we should be held to a
 standards because we actually

RAUSE: Do you have some kind of
age in mind for us to take that

 how would we actually take into

account the dijffference between someone who"s

COUF
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1 thi

the last step.

D
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But
I want to be ab
But at the same

the startup ecog
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nted the invention and somebody
L?
I think that"s one

ARDNER: Well,

So, i1f we"ve actually
invention using computer code, |
lens to look at.

nk going to Congress is probably

I frankly think that the

1 and the U.S. PTO could probably

it of standards before doing that.
"m, you know, I*m on the side of
e to get my Inventions approved.
point, Alice certainly protects
ystem.

ertainly protected us 1iIn the

beginning when we were going out and building our

technology. Sq
there.

MR.
didn"t have a
And so

Allen.

Cou
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do you think --

j, there®s certainly a balance

KRAUSE: Okay . Daniel, you
chance to respond directly to

I think you did
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That
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write iI1n that
someone. You ha
And

community, even
the patent systg
incentivized mor
moved by that.

question for thg

That
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ave a philosophy that software
ent-able.

Jason actually said he could
>l free to answer with or without

First Amendment.

NAZER: Yes. Yes, 1 think
here"s some big philosophical
the free software community

f you"re writing software and
ying someone else"s software,
L 1s very different from copy
you can collaterally attack
ven"t free rode on their work.
think within the free software
iT you could prove to them that
m was actually better iIn that i1t
e work, they still wouldn®"t be
Because 1t"s a personal freedom
m.
think 1t was

and 1 interesting
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to be people like that who have

that view. At|| Google 1t"s obviously not the
company line.

| think from the panelists”
perspective, your -- the -- you"re not going to

necessarily be n
to look at the B
the system 1in
incentivize 1Inr
have?

Oor 1
Amazon who said
are taking more
they"re giving 1

And |
terms of --
inventions, as tf
previously you
computer,

and

means.
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pved by that. But you will want
iIg picture In terms of well, is
a particular area working to
pvation we wouldn®"t otherwise
think i1t was the gentleman from
or are we getting patents that
out of the public domain then
nto the storehouse of knowledge
think Alice worked very well in
as to

computer implemented

» improving that calculus. Where

could say, just do X with a

ou didn"t -- you claimed all
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And s
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I think Alice is

for that reason.

MR. K
MR .
regarding, Allej

problem with the
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And t
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In our patent €
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now, sSo you"re raising kind of
s as well as 101 and 103 issues
nat definitely the patents that
rarly undermining are the patents
the least value to society.

0o I think even leaving aside the
hical free software perspective,
independently and very important
RAUSE :

Okay. Yes.

HANNON : I have a question

1, you mentioned the technical

technical solution. Which 1is,

scent of the EPC approach to the

a

= =

D me there Is an easy question iIn
that you sort of have to define

it 1Is technical, right? And so

m of a one size fits all solution

ligibility statute, do you have

to what we could do to better
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and India and ot
The W
that standard 1%
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very broad sensge.

that everyone un

But i
built in, what w
that -- and you
his case, his --
are very technig

We ki
means. And we H

And

that we"ve seen
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echnical?
0: I mean 1t"s something that
arge companies that file abroad
th now in Europe and in other
re seeing this show up in China
her jurisdictions as well.
hole reason for coming up with
to allow flexibility. 1 don"t
way to describe technical iIn a
And have that be something
derstands how to apply.
T we at least have that concept
e"re really talking about is, iIs
know, Jason said, you know, in
the inventions from his company
al In nature.
nd of have a sense of what that
ave a sense of what 1t isn"t.

hen we see the kind of patents

that are very broad, that have,

you know, very thin specification, and are very
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with no -- nothing fleshed out
i1l, we -- and we have heard many
5 of Inventors, and 1 use that iIn

sense, just, you know, sitting

going out and enfforcing them.

There
about a
while I don"t ha
question, | thin
to be developed.

Becal
seen 1t developsg

MR. C
related to that|
in the UJ

know,

claim then you ¢

You Kk
technical effec]t
time. We saw it
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table brainstorming 1ideas and
'nts on these things. And then
"s really nothing technical

lot of what those patents contain. So,

ve a very specific answer to the
k 1t"s something that would need
And 1 think could be developed.
se we"ve seen It being -- we"ve
d In other jurisdictions.
ABECA: So just a quick question
So obviously before Alice, you
S. we could get a much broader
puld 1n Europe per se.
now, because they“ve had their
- standard now for quite some
in the earlier panels today that
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what other count
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comparison in at

But ¢
of a claim in th

Alice, now with t

case law that we"re seeing, you know,

Alice decision T
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learn.

we -- you know, there®"s a
or the U.S. system to learn from
ries have put iInto their -- into
1l then we saw the side by side
least the life sciences example.
ven though we can"t get as broad
e software space as we could pre
he two step test and the evolving
post the

rom the Federal Circuit, what is

your sense -- the -- generally, you know, what

I*m hearing is ygQ

in the U.S. even

then you can

technical effect

u could still get a broader claim
with the current two step test
in Europe, compared to their

5 standard.

I*m Just curious what your thoughts

are. Is where
restrictive, les
as in comparison

perhaps the star

COUF

(202) 234-4433

we are today, you know, more

s restrictive, or about the same
with the European standard? Or
dard from another office?
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data points are
the Federal Ci

around this star

304

0z So, 1 put Iin my two cents.

ABECA: Direct it two cents.

O: 1711 just give my two cents.
guys have their own thoughts as
nk 1t"s still evolving. | think
days to be able to say 1t"s more
$S restrictive, same, right at
think what®"s clear i1s that the
in play now. And it appears that
rcuit

Is starting to coalesce

dard. Because i1t"s showing up.

And we"ve seen this, you know, going

back to,
dissents by Judg
of the court al
topic of 101.
So, 1

jurisprudence ag
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you Kk

now, decisions and concurrence

@ Newman from the very early days

nound this subject matter, this

this isn"t a new concept in U.S.

5 well. It"s just now starting
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1 thi
that the Office
think about how

examiners so thal

L)

for applicationg
able to have the
an examiner.
standard rather
just get blanket
or guidance fron

MR.
international de
Australia theref
kind of like th
little -- fTol
approvingly. An

a way that -- th
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nd form. Because of the Alice

has meaning. And I think we®ll

next couple years to see how i1t

nk the important thing though is
recognizes this standard and
It wants to provide guidance to
I applicants who are now applying
have the right ability to be
-- to be able to prosecute with
And apply this now evolving
than waiting too many years and
rejections without any direction
the examiners.
IAZER: I haven®t followed the
cision super closely. 1 know iIn
s been some decision that are
Circuit,

e Federal have gone a

lowing Alice and citing it

d otherwise distinguishing It iIn

at gives It less truck.
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I do
some In -- at sof
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had a sort of yoL
Alice. And I ve
decisions like t

There
wrote about at E

yoga class. An(

was placed at th
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think the technical effects at
e -- | think there was a decision
ral District of California that
I know 1t when you see 1t take on
certainly seen in Australia some
hat.

was a patent application that we
FF that was granted on filming a
1 the iInnovation was the camera

e back of the room, you know, iIn

a studio with a [floor, you know, --

MS.

PPN
\JJ

1t had white wal

MR. N
studios.
about the camera
high.

And
application. A
iIsn"t a technolo

Tfilming a yoga (¢
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In Australia they

AMUELS: White walls. I think
Is.
IAZER : Like most of the yoga

And the examiner couldn®t find anything

at exactly four and a half feet

ran the same

nd the examiner was like this

gical innovation. This iIs just

lass.
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So, 1
EFF, 1t was befx
Brief in llskey,
MS.
more thing
international s
least one person
But,

course of the dsg

industries by iIn

where 101 jurisprudence

opposed to Alics

And |
understand that
system. But I t
could agree that
much sense.

And |
and worked clos
for

argument

differently. I
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t"s certainly a tool.
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I know our
re my time, EFF filed an Amicus

it was along those lines.

AMUELS: I would just add one
vhen you“re talking about
andards. And earlier today at

brought up TRIPS.

you know, thematically over the
y 1t"s been clear that different
large have different feelings on
And where we are

iS.

live In the real world. And 1

we have a one size Tits all
nink conceptually a lot of people

sometimes that doesn®"t make that

actually do think if you looked

ely at TRIPS, there is a real

treating software i1nventions

think you could do that under

NEAL R. GROSS
T REPORTERS AND TRANSCRIBERS
1323 RHODE ISLAND AVE., N.W.

WASHINGTON, D.C. 20005-3701 www.nealrgross.com




10

11

12

13

14

15

16

17

18

19

20

21

TRIPS.
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patenting softwa
this country.
significantly
technology. Ang
real and very
industry.

And 1
a one size Tits

those concerns.

g

sl

)

iIt"s not going
But
But that"s why
MR.

no software pat

DI

TRIPS? Even
solutions?

MS. $
a real argume

consistent with
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you know, we®"ve been
re not for a very long time in
There®"s a history that 1is

horter than other types
so | think that there are very
serious growing pains 1iIn this
think that to the extent we have
all system, we need to address
And other industries, you know,
b be perfect for everyone.

think that®"s a very real thing.
pu guys get paid the big bucks.
RAUSE: Do you think we could say
nts whatsoever, consistent with

T they embodied technological

AMUELS : I think that there 1is

't that you could say that

TRIPS. Yes.
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lot harder. But

-— 1 think you ¢

MR. |
has.

MS. $

MR. N

New Zealand pas;
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nk politically that would be a
I think that intellectually and

puld do that, yes.

NAZER: Certainly New Zealand
AMUELS: Yes.
AZER: And i1f you look at the law

sed about two and a half years

ago, they“re a
pretty major ref

MR.
questions from
here. But esser
get some free lef

panelists.

TRIPS signatory.

And there"s a
porm on software patents.
the

HANNON : So couple of

the floor that 1711 paraphrase
tially 1 think they"re trying to

jal advice from our distinguished

But, |what advice would you all give to

a software start

MR. (
company post-Ali
MS. S
MR. G

COUF
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Up company post-Alice?

5ARDNER: Well, as a software
ce.

AMUELS: Yes. There"s your guy.
ARDNER: I mean, 1 think it"s —-
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well First off ift"s being involved iIn this.

like the fact tf
put together the
there i1s a gener
current system 4

So 1
and it turns out)
of other CEOs w}f
Who, you know,
book. He"s ac
several at lea
Atlanta, Georgia

I wol
And 1 would recoy
you have somethiy
enter the proceg

The 1
- how do you wr

subject matter T

down with our pdg

a patent, you Kknow,
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It"s
iat the U.S. PTO had, you know,
day, and Virginia put a day here,
al concern about, you know, the
nd how Alice has affected it.

actually had been recommending,
you know, had spoken to a couple
10 are just as worried as | am.
bne, the CEO of Cabbage wrote a
involved in,

tually you know,

st locally and 1 think 1it"s
, around patent law.
Ild recommend getting involved.
mend, you know, if you feel like
ng that merits patentability to
S .
ard part is, Is you know, this -
ite a -- how do you create the
or a patent? |1 mean, when | sat
'tent attorney to actually write
she was talking about, you
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know, subject ma

felt like 1 was

o

So,
what we write Ii
that is actuall
process was gres

So, 4

a lot of small

Iinvestors.

And
mentioned, some
they don"t likg
frankly affectq
investing in.
them.

But ¢
valuation goes
patent, whether
been rejected ol

your valuation.

-

of
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tter and the things, you know, It
speaking another language.
aictually sitting down and taking

1 code and put it Into something

y patentable. So, that actual

it. To be able to do that.

s, you know, I talk to, 1 advise

companies. I also advise

some investors are, as Julie

investors are on one side where

¥ patents at all. Because it

5 the companies that they"re

And Alice has actually protected

It the same point, you know, your

up .- I mean, 1f you do have a

In process or not, whether it"s

1 Improved, | mean, It iIncreases

tourse 1IFf you go through a
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companies for
promise there.

So,

small technology

have something
should absolute
of getting a pa
MR. U
iIt"s really the
the big change tH
Which is how we
And
Alice saying ti
software or complj
about whether ¢
solution to a te

And

technology and tH

can show the teg
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whether i1t"s -- especially if

uired, larger companies acquire

And there"s a

think definitely as, you know,
companies, if they believe they
hat fits the standard, then they
Yy go and go through the process
ent.
O: 1 think for us it"s -- and
big impact that we*"ve had to --
1at we"ve had to make internally.
draft applications.

again, because 1t"s not about
nlat you can"t get patents on
iter implemented inventions, it"s
r not there"s a technological
chnical problem.

the more we can disclose,
rchnological advance, the more we
The more we can

hnical effect.
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ensure that the

Then
the likelihood t
our own company
Whethg

allowed.

or our other jun
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claims reflect that.

I think the more -- the higher
hat a company | would advise, or
will be able to get a patent
r it's from the U.S. PTO, the EPO

isdictions as well.

This [the thing for us that | think is

-- that goes a |
but 1 jJust want
Having standard;
exactly sure whe
slightly more lif
it simplifies th

Becal
applications glo
a case for the ||
everywhere elsel
start to converg
of our ability t

software 1nnovat

MR. |
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ittle bit -- and 1 mentioned It,
to sort of mention it again.
5 that are more similar, not
ther they"re the same or one is
peral than the other, but closer,
ings for us.
se now we know how to draft
bally as opposed to let"s draft
J.S. and let"s draft a case for
And so having the standards
2 makes 1t more uniform in terms
D make sure we"re protecting our
1on.
KRAUSE :

Julie, you mentioned
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necessarily for
just heard Jasq
Important compor
company .

Do yd
- and we also he

MS.

I think In my ng

paper that Robi

said, 1 believe
her.
MR. K
MS.

talked about thjls at all.

firms. Seventy
have portfolio
letters.

The
from companies

Practicing Enti
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capitalists arent looking

patents anymore. And yet you

DN say that patents can be an

lent of the valuation of a small

)u have statistics to back that -

ard anecdotally. Go ahead.

BAMUELS: Yes, 1°ve got a couple

ntes here. And these are from a

n Feldman put out. So, like 1

she was here earlier and I missed

(RAUSE: Yes.

SAMUELS : I don"t know i1f she

She surveyed 200 VC
percent of venture capitalists

companies that received demand

'vast majority'” of claims came

that essentially NPEs, Non-

ties. This study found that
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average over oil

combat."

There
Tucker, 1 beliey
wrong. But 1

include that in

That
Iinvestment In §
billion dollars
That was the fTi1V
that study i1s ng

That

think, of the nu

I have a litt]
activity. But,
So W

think that"s right.
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claims could be ™™a major
esting In startups, and cost on

e hundred thousand dollars to

was another study by Katherine
e. 1 might be getting her name
And 1 can
my comments.
estimated 1i1n fact that VC
tartups would have been eight
higher but for troll threats.
e years®™ previous. And | think
v two or three year®s old.
really has to do with both, 1
mbers | have with me right now,
e bit more to do with troll
you can"t separate the two.
have seen

hat we -- what |1

personally and wWhat some of the data I know has

kind of pointed

of bad actors ar

COUF
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out 1s that the deterrent effect

med with low quality patents has
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been a real
the flow of iInve
And
Jason®s point, §
going to be i1nve
IP value, that
pretend otherwis
We
consequences of
patents has beer
also

can say,

anecdotally, 1

|

q

N

=

\

i\

venture capitali
And
that 1 tend to W
portfolio as a
network affect.
in the marketpls
And i
that tends to n

think pretending
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impediment to the flow of venture,

stment.

while 1 don®"t disagree with

nd 1 think that there are always
stors who look for, you know, for

s a real thing. I wouldn®t

ave seen that the negative

particularly pre-Alice software

incredibly problematic. And 1

this 1s a little bit more

ork very closely with a lot of

sts.

he vast majority of those folks

ork with don"t look for a patent
determinant. They 1look for
They look for a business that"s

ce, that"s doing well.

T there"s a patent, great. But

bt be the driver alone. And I
that patents as a driver for
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investment alone
a potentially da
MR. K
MR. G
point out, 1 mg
protection versu
We"re
There are plenty
protected by thg
seeing, you know
demand letter fT¥
And W
Iinvestors, one
Iinvested In us I
we have. Even t
Becal
doing, you know,
I mean, like we
affect.
We pr

to companies thaf

COUF

(202) 234-4433

317

in the software space is | think
hgerous path to go down.
RAUSE: Okay.

ARDNER: Yes. And I -- just to

pan, we"re talking about Alice
s Alice impact.
impacted by those decisions.
of startups out there that are
se decisions so that they“re not
, getting the receiving end of a
pm a patent troll.
e have -- one of our strategic
of the reasons they actually
5 because of the patent portfolio
hough 1t"s In the process.
se some of the things we"re
Julie mentioned network affect.
don®"t necessarily have a network
ovide a very technical platform
I want to build credit, debit and
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nature. And tha
MS. $

those two thingg

MR. G

MS. S

to find a place
MR. G

with VC"s, 1 n
understands how
And K

know, technical
that go behind Tt
affect. But for
MR. N
story 1 would t

smaller companig
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. So, that is very technical in
t"s what they"re leveraging.

AMUELS: But you can"t separate
, right? You can"t separate the
ARDNER:

Oh, yes. For sure.

AMUELS: Right. Somehow we have
wvhere 1t all works together.
ARDNER: Yes. So, when we meet
ran we meet with somebody who
the financial ecosystem works.
nows that there®s a lot of, you

inventions and code and things

hat. Not necessarily a network
sure.

AZER: One, sort of an anecdotal
ell.  The way that Alice helps

rs, IS we, they would -- NPE

activity was very active right around the time

Alice was deciddg

d In apps for restaurants.

So, Just providing menus and pretty

COUF
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And W
to us because th
was drying up.
clients were dg
they were -- the
hard by PAEs tha
they were getti
these services.
them.

And
washing the smal
And a lot of
subsequently hag
Alice.

And &
really encouragi

MR. K

great. 1"ve JU
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, you know, when you have a big

pretty big job to create these

> had small companies were coming
ey would -- suddenly their work
Because the clients, the larger
manding indemnification because

market was getting hit sort of
t no one wanted to do it unless
ng a giant company to provide
So that they could indemnify
it was just
ler companies out of that field.
PAEs have

those particular

their patents invalidated under

50 | think that was a real --

ng event for that ecosystem.

(RAUSE: Okay. This has been

st got -- we"ve got one minute
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each.

It sg
you was not 1in
this problem. T
clarity into thi

Did |
Julie.

MS. S

there are a lot ¢

system could ussg

think we need le
MR. K
MR. N

legislation.

table. So, I™m
MR. L
legislation. Pa
courts to have n
MR. G
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one question. Fifteen seconds

unded like every single one of

Ffavor of the legislative fTix to

b maybe codify Alice and put some
s aspect of the laws.

understand that correctly? To,
I think

AMUELS: With regard to,

T legislative Tixings the patent

. When 1t comes to 101, 1 don"t
gislation.

RAUSE: Daniel?

AZER: Yes. 1 don"t think the

would want 1is what"s on the
going to say no.

O: I generally would not favor
rticularly in order to allow the
pore time to work through Alice.
ARDNER: 1 would see it as a last

to get a legislative fix. But
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yes, 1T we coulq
all means.

MR.

much, all of youl

(Appl
MR.

minute break.

p.m. for Panel N

(Wher

went off the re(
3:01 p-m.)

MR.
seated, please,
second to last p
to be starting
Jennifer Kuhn.

MS. |
for staying thig
like to thank t
I"m Jen

today.

and Chief IP Cou
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work 1t out ourselves, then by

(RAUSE : Okay . Thank you very

ause)

(RAUSE : So we now have a ten

And then we®"ll be back at 3:00
umber Six.

eupon, the above-entitled matter

ord at 2:51 p.m. and resumed at

HANNON : IT everyone can be

ve would like to begin the final,

inel here. So first, we"re going

from Dallas, Texas with Ms.

UHN: Hello, and thank you all

late in the day. And 1 would

e PTO for inviting me to speak

Kuhn. I"m Vice President

nsel at a small software company
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called Mattersig
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Amicus Committed
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ht Corporation.
\lso one of the Chairs of the

for the Austin IPLA. The views

I*m presenting today are my views and they are

not Mattersight

views.

But t

the United Statgd
interpretation (
adopted in the

and that i1s when

»

)

1)

s views or the Austin IPLA"s

he Austin IPLA is on record with
s Supreme Court iIn advancing an
T Section 101 that was largely
supreme Court"s Bilski decision,

you"re interpreting Section 101,

you should interpret it the way you interpret any

section of any 9
Today,
we should apply
evaluation of h
Let"s advance tg
So th
he was a senio
confirmed with

speaks directly
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tatute of American law.
I would like to talk about how
that same consideration to our

w well Section 101 is working.
the next slide.

IS IS a quote from Ray Chen when

r PTO official, before he was

the federal circuit. But it

Fo the concerns that | have about
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That
the 1Innovation
currency availal

and not Tavorir

others when the
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Is being applied.

iIs iIT patents are the currency of
economy, are we making that
nle to all industries equitably

ig some iIndustries, disfavoring

re"s no basis In the statutory

language or that| favor or that disfavor.

So it
that kind of e
efficiency apprgq
support Americal
advance to the 1

You
obviously we sj
prosecution.
estimated that u
on US Patent apg

You
second point ¢

statistics that

throughout the
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1 we apply that kind of, we take
juitable approach, that kind of

pach, how well 1s 101 working to

1 Innovation. We may see that,

ext slide, please.

iill see that there is a lot of,
pent a lot of money on patent
Thompson Reuters recently

T to $2 billion is spent annually
lications that never issue.

also look at, and this 1i1s the

O

in the slide 1i1s, relates to

have been cited in different ways

day . But eight of the twenty
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innovations.

This
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art units relate to software

leads you to conclude that

perhaps the soffware industry is spending a lot

and not getting

Iinvestments iIn the patent economy.

on to the next g

So wh
rates, you also
evaluate what o
you"re a small
paying anybody ¢
your patents ar
You®re doing thg

So on
at Mattersight a
evaluate patentg
portfolio has be
in applications
other applicatigdg

And
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much for 1t when It comes to iIts
Now let"s go
lide, quickly.
en you end up with low allowance
end up hampering how well we can
Jr Issue patents are worth. It
software company, you are not
jutside your company to evaluate
d tell you what you"re worth.
It on your own.
> of the metrics that 1 have used
nd that I think is a solid way to
is to look at how many times my
en cited in 102 or 103 rejections
by other software companies,
ns, other patent examinations.
T you have a significant amount
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because they are

on 102 or 103 d
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nt applications that are getting
TO, 1T they"re never issuing, we
ive the visibility that we should
or not our patients are actually
1l having an impact 1in the
it is they are preventing other
getting applications.

never see those applications
getting stopped not necessarily

rounds, but they may be getting

stopped solely on 101 grounds that end up proving

intractable.

SO ¢
Software represg
this leaves me

software i1s trea

pnto the next slide, please.
aints $1 trillion GDP. Now what
to say i1s what we need iIs that

ted equitably. There is no basis

in the statute for favoring other solutions and

disfavoring a sdg

And ¢

pointed out this
friend i1In thig

Cou
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fFtware solution.
lear standards, as Sharon Israel
morning, clear standards are our

5 area. IT we had clearer
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'ry likely would have less of a

variance in the [low allowance rates versus higher

allowance rates |

the software i1nd

My rinal

discussions that
concerns that
themselves on th
lawsuits have.
percent of patey
like mine, the)

financing and at

And p
In 2014, KPMG
across i1ndustrig

industry has a ¥
patent licenses

So 1
litigation and |
the sole driver

evaluate how wel
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iInits as they relate to software,
ustry.

slide, a lot of the
today has focused rightly on the
companies that are behind
e defending patent entrenchments
less than one

But 1n truth,

1ts are litigated, or companies
y are largely used to secure
tract investors.

atents are frequently licensed.
analyzed patent royalty rates
s and found that the software
elatively high royalty rate for
relative to other industries.
ney do have value other than
itigation concerns should not be
for whether or not, for how we

I Section 101 is working. Thank
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MR.
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1
Kuhn. Our next

MS.

P—N

today, thank you
being here and f
today®s panel.
some research tf

diagnhostics Inng

_

And 1t
putting aside k
in focus, 1nnovaf
we are seeing a ¢
in the post-Mayd

And W
important for twg

importance of pa

A number of busj

patents. And s(
decision on thif
at.
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327

des my comments.

ANNON: Great. Thank you, Ms.
panelist will be Colleen Chien.

I"m going to present
so much to the Patent Office for
or inviting me to participate on
And I"m going to be presenting

at Arti Rai and 1 are doing on
vation.

his question of whether or not
nd of 101 policy and putting it
r1on policy more broadly, whether
ecline In diagnostics innovation
period.

e think this question i1s really
D reasons. One i1s because of the
tents to diagnostics innovation.
ness models are based on having
b naturally, the impact of this

5 Industry is important to look
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also because the importance of

novation to several national

in particular the precision medicine

uding those that were launched by

the president starting in the State of the Union

in 2015 and a lojt of the energy around the Cancer

Moonshot and trying to come up with different

types of targete

don"t have othe

d therapies that help people that

r options as well as healthcare

reform and thinking about the costs of medicines.

So 1f you go to the next slide, we

simply were 10g
these decisions
have these de
difficult to psg
decline In 1Inno\

And
analysis, priman
innovation only

metrics that I°

patent Tilings &

Cou
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king at this question of have
| Tocusing mostly on Mayo, but

cisions been making 11t more

itent diagnostics resulted iIn a

ration beginning around 2012.

le have a lot of caveats to this

i1ly that we can*t really measure
by looking at the different

m going to show today which are

Ind transactions.
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Therg
looking at as we
secret i1s someth
addition, I t
important is tha
going on in the

And w
hear about the
policy are thiy
Also,
Medicine
going to be Impg

Next
mind, we looked
hypotheses in te
happening. One
innovation as
declined. That
to test.

But

or not patent sc

Cou
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things |

1

l

Initiative,

(
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are other things that we"re
1, and obviously a shifted trade
ing that is hard to measure. In
nink something that®"s really
I there are a lot of other things
ccosystem.
nen we talk to companies, what we
most, and frankly in terms of
gs like reimbursement changes.
ike the President®s Precision
other TfTunding cycles are
rtant.
slide, please. With that 1in
and tried to test two types of
‘ms of trying to tease out what"s
Is the kind of overall sense that
proxy by patent Tfilings has
vas the assertion that we set out
e also wanted to look at whether

)pe had narrowed. And we thought
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shifts. Even 1if
that might help ¢
1T certain paten
certain businessg

So 1f
based business
biomarkers, well
from every singlg
because I don*"t

operate. 1 can
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in both of these cases, going to
osers to both of these types of
the patent scope has narrowed,
rertain types of innovators, even
s aren"t being issued, that make
models easier.
you"re trying to create an array
where you have a number of
ifT I don"t have to get licenses
> biomarker company out there now

have patents, then 1"m freer to

offer more tests on one kit and

that"s more benegeficial to the consumer.

But it might hurt those young startup

biomarker compar
myriad and can r
think about thos
slide, please.
And W

at the amount ¢

D]

apps. We looke
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ies who are going to be the next

0o longer be so. So we wanted to

e, both of those factors. Next

hat we did in particular is look

T 1nnovation looking at patent

'd at the scope of protection,
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innovation, and

And t
transactions. W
a transaction wh
and its future
securities and ¢

SO we
see what was
publically repor
a slice of the
they give us son

Next
to go too much
information wil
comments. What
before and afte
before looking t

and material tra

And
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t claims and how long they were,
)ked briefly at the market for
ve focused on transactions.
hese are primarily SEC reported
hen a public company enters into
ich might affect its stock price
ork, it has to report it to the
xCchange commission.

looked for those and tried to
happening iIn terms of those
ted transactions, which are just
entire transaction market, but
ething.
slide, please. So I"m not going
1 Iinto the details, but this
| be available i1n our public

we did 1s look at innovation

r Mayo. It s as | mentioned

hrough the lens of applications
nsactions.

e tried to create a control as
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well as look
diagnhostic i1nnoy
called core DX,
kit or content (¢
the biomarker bg

in this field.

And

_

that was looking
And 1T you look
that the enabli
but more upstrq
expressions.

And
activity in thij
these kind of t
on that particu
think this is a
some caveats to

Next

fine print about

approach.
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at what we considered to be
ation. So we focused on what we
what others 1 think are calling
fagnostics i1nnovation. That is
sed Innovation that is pervasive
hen we created a control group
more at enabling technologies.
at the next slide, you can see
1g technology group had similar
am analysis of gene and gene
50 It was a good indicator of
area, but not being at one of
chnologies that depended really
Jar type of protection. So we
good control group, but we have
that analysis.

slide, please. Here"s all the
some of the weaknesses of this
now, we don®"t actually know when

NEAL R. GROSS
T REPORTERS AND TRANSCRIBERS

1323 RHODE ISLAND AVE., N.W.

WASHINGTON, D.C. 20005-3701 www.nealrgross.com




10

11

12

13

14

15

16

17

18

19

20

21

once a decision (
reflected iIn a

exactly.

D]

SO WH
last year where
type of protect
where you couldn|]
And so we starte

But t
on. There"s all
based or class bg
we did. We stil
that"s available
that these are (g

And as we hq
goes on to get
another group.
analysis. Next
And s
let"s just look

figured out, ang
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comes out, how that®"s going to be
pbplications, what®"s the cycle
looked really at 2011 as the
you had the ability to get that
on, and 2012 was the Tfirst year
t, at least for most of the year.
d to look at that difference.
here might be more lagging going
kinds of issues with using CPC
ised i1dentification which 1s what
I think that®"s the best approach
but 1t"s, you know, hard to say
erfect groups.
card earlier, there®s gaming that
your application into one or
And so that"s going to cloud the
slide, please.
b with those caveats iIn mine, the
at these questions and what we
111 just kind of jump to the
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left.

So thq
could measure dg
looked at, i1f y(

filings through
that because you
that was kind off
were pretty conf

Even

though because yg
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n the amount of time that 1 have

> First question about whether we
cline or not. Next slide. We
U go to the next slide, patent
2014, the end of 2014. We chose
have this 18 month lag, and so
F the full last period where we
ident that we saw the patents.
that®"s a little bit problematic

u have non-publication requests.

So certain appljications that may never make it

out of the Paten
for a lot longern
a little bit deqg

But w
the left 1s the
do see that the
think that hit

granularly at tHQ

happen in the 13

COUF
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t Office or may not make i1t out
. So that number i1s going to be
ressed.

nat you see on your slide here on

core DX applications. And you

re was a decline iIn 2012. We

happened, we need to look more

e months. But we think it did

tter half of the year.
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applications stg
like they"ve fa
of 2014. But &
that is truncati

When
enabling applica
group, you do s
steady iIncrease
a little bit In

And g
both cases, Y
they"re growing|
diagnostic appl}
than the tech er

And

Lo
7

DI

1

percent since [
applications, th
have only grown

So i1f

see sort of our
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nen a bit of a recovery where the
rted to rise again. It looks
len off a little bit at the end
pjain, we don®"t know how much of
ON .

you look at the pure technology
tions in this space, our control
ee that they registered a more
pefore leveling off or declining
2014. Next slide, please.

o what you could say is that in
U know, applications are up,
but that the pure kind of core
cations have grown more slowly
abled applications.

o while one has increased eight
’011, that"s the tech enabled
e core diagnostics applications
at a rate of three percent.

you go to the next slide, you"ll

bottom line here which iIs that
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there i1s no real
111 go through

So go
of material tranjg
after that you~l
up dramatically
that"s evidence

Going
slide iIn terms off
we do find that
there. And the
length of the Ti

But
applications an
percent longer wyf

are only two pern

MR.

——

1
next panelist 1S

MS. K
1s Michelle Fish

Blaze Mobile. H
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clear decline due to Mayo. And
the rest of it In the comments.
ing to the next slide, iIn terms
sactions, and then the next slide
| see that transactions have gone
since 2011. So we think that
pf robust activity there.

on the next slide, and the next
- the actual scope of protection,
there has been some narrowing
slide before shows the kind of

rst claim.

the TFirst claims for core DX

e longer. They®"re about 12

lereas enabling tech applications

cent. Thank you.
ANNON: Great, thank you. Our
Michelle Fisher.
ISHER: Good afternoon. My name

er and I"m a CEO and Founder of

iIrst 1 wanted to thank the US PTO
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round table, for your spirit of

collaboration, and soliciting feedback from the

public, especial

compliment the
Washington, DC.

I als
refresh rate of
speed and quality
at least iIn our

I"m
inventor, small
I started my con
Its software ang

right in the mig

And m

ly having the Q&A this time to

session that you had 1in

b wanted to compliment you on the
the guidelines. I think the

/ has been impressive and helpful

case.
here to represent the small
pusiness perspective today. And

pany 11 years ago, Pre-Alice and
its payments. So we"re sort of
dle of the storm.

y experience and what some of the

challenges that We found iIs that examiners aren”t

reading the guif
examiner actuall
guidelines befon

And s

again as | mentj
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dlelines. And 1In one case, the

y didn"t read the past three

e making an examination.

D, you know, I think 1t"s awesome

oned that you guys are spending
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ources to hold these round tables

to solicit feedback, to publish new guidelines

which Incorporate new court cases.

And then all of us are here also, you

know,
to understand i
But when examing
well,
So as
have an
spending time
Justified spendi
opportunity cost
issuing a false

on an applicatigdg

Forr

baseless 101
implications, s

that may not be

First

of the expense fj

Cou
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soliciting|,

providing feedback and trying
t and apply it to our patents.

Brs aren”"t investing the time as

It hurts the process.

35 a result, these 101 rejections

impact for both the US PTO in terms of

Issuing rejections that aren®t
ng time or money, as well as iIn
s, that time that was spent on
rejection could have been spent
n that"s In queue for example.
inventors such as myself, the
rejections have a lot of
ome that are apparent and some
apparent.
, obviously 1t"s costly iIn terms
or filing response as well as the
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US PTO fees, ter
time consuming.
It"s an additio
file a respong
warranted.

It re
many levels for
lost revenue ass
that you can asg
lack of venture
not have the pat

And
women and peoplg
less than five ¢
of venture
even more unleve

For |
roughly 50 perd
about 120 millid

also have generd

since 1995.
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fundjing,
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s of thousands of dollars. 1It"s
And then for small businesses,
nal burden to actually have to
e to a rejection that"s not
presents an opportunity cost on
small business. First there®s
pciated with not having a patent
ert. There®s a direct impact to
funding because not only do you
ent, but you can®t assert it.

For companies that are led by
» of color who actually receive
ercent, 0.3 percent respectively
it makes the playing field
l.

small businesses who represent
ent of the working population,
n individuals. Small businesses

ted over 65 percent of new jobs
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burdened with addditional

getting patents
It"s actually b3
Last
challenging to
corporations wi
benefit from the
well as i1nnovat
other companies
the large corporn
So 1
mitigate this |
examinations for
the guidelines
and hard work
optional reading
And t
iIssuing a 101 reg

guidelines, thej
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so when small businesses are
costs associated with
and protecting their products,
id for the economy.

but It makes it

not Ileast,

stay competitive while large
th deep pockets continue to
innovation of small companies as
jon of not only my company but
who are in some cases eclipsed by
ations.

have several recommendations to
groblem. First obviously, the
101 shouldn®t be untethered from
yhich we all spend so much time
It"s

putting together. not

nen 1 feel like 1T an examiner is
Jection that doesn®"t incorporate

n 1t should be vacated. That"s

as plain and simple as that.

Cou
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Perha
the guidelines, [
half a dozen sir
document would mg
go through it.

Simil
the 101 rejectig
just a list of ¢
points to examin
drives sort of
penalizing exami
following their

And t
training examineg
hard costs assog
filing RCEs and
legal costs and
Patent Office.

So 1In
again thank you g

solicit feedback
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ps publishing a summary of all
‘here®s probably been about four,
ce Alice came down, maybe in one
hke 1t easier for the examiner to
ar to 103 rejections, and 102,
n should include reasoning, not
purt cases. Instead of awarding
ers for making rejections which
the wrong behavior, perhaps
ners who aren®t actually sort of
rules.
hen last but not least, perhaps
rs or exposing them to the real
1ated with filing applications,
both

appeals, in terms of the

the costs associated with the

summary, you know, | wanted to

wgain for providing this forum to

on what"s a very important issue
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MR.
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1
next panelist wi

MR. ¢
much. 1 am honorg
small entrepreng
that®"s had the |
number of patent
to that audience

us and what we t

forward.
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sses such as myself.

ANNON: Great, thank you. Our
Il be Patrick Giblin.

5IBLIN: Hi. Thank you very
>d to be here, and 1 truly am the
ur. We are a very small startup
fortune of being able to have a
s Issued, and I"m here to speak
on both ends of what 1t means to

hink is kind of important moving

So pllease go to the next slide. |

want to tell yol
five US Paten
artificial
natural language

In so
on all content a
recommendation,
very big compar

obviously are in
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inteflligence,

who I am. I"m an inventor with

ts. They*"re involved with

machine learning, and
processing.
rt, we read comments and reviews
nd create better search, content
and ad tech. So there"s some
1ies that everyone knows that
our footprint.
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I"m
computers and |
or computer eng
of a detriment
law school dropo
You know, I made
I*m out of here]

That
still wondering
artificial 1ntse
that®"s for commg
that.

I*m |
day, you know, &
that comes my wg
IT you™re an 1in
you .

I bu
that"s what you

what you do as

couches because
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n geek, 1 love databases and
have no formal computer science
That puts me at sort
At times to some people. I™m a
it, Flunk-out. So I get the law.

it through first year and I said

was something my parents are

about. Again, Tounder of an

Iligence and machine Hlearning

nts, and 1"ve already spoken to

roke. I"m raising funds every
nd trying to survive every storm

y. 1 owe $892,000 and counting.

vestor, 1 would like to talk to
Id as fast as | can. I mean,
do as an entrepreneur. That"s
an inventor. And 1 sleep on
sometimes that"s all | can do.
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My life sucks bu
1 dor
dream.
matters to disd
important about
1Is some failure
You
eligible subject
step one. You
it"s like okay,
reading this or
And
remembered was 1
black and white
there®s always
way . There®s
referencing herg
to the fact tha
those decisions,
I*m h

what we can do t
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t I love 1t.

"t work for the money, I build a

de. 1 think those are important

UIss because it"s really what"s

Fhe patent system and where there
I think.

‘tnow, we"re here to talk about

matters for patents which is the

know, and there®"s case law and

am 1 back 1in law school as | was

iIs this about theory.

what 1 really realized and

hat the law is really, i1t"s not

it"s gray. And inside of that

nterpretation that we had each
four cases that everyone®s
today, and 1*m going to default

t much wiser people are making

ere to help give understanding to

) make the process maybe a little
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bit better and n
of i1t because 1
that are influern

I do
Is 1t obvious, |
And 1 think 1t"§
people who are
slide, please.

I be
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Tfirst establish
office.
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many ways, big b
first major 1iss|
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civil war, you K
where there"s a

the American ecd
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pre aware to all spectrum inside
think there®s a number of people
cing and controlling this.
believe iIn the steps, you know,
s it unique, and i1s i1t useful.
5 time that we start protecting
doing very good things. Next
ieve iIn patents, and the reason
They protect inventors,
t the real purpose was when they
ed the patent and trademark
now, It"s David versus Goliath in
lIsinesses versus iInventors. The
e with patents was during the
and 1 kind of call it
now, It was the second civil war
lot of battleground going on iIn
nomy .

the

now we“re in technology
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inventions and f
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business. That?
Troll

That®"s who"s do

It s a bad platform. No

troll, I guarant
a dream. We"re
going.

So tr
of them, you Ki

|
(q

]

q

A
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is the third civil war of this

pF  ours that"s built around

reedoms and ability to do things.
redefining

subject matters,

new worlds. Protect them, honor

for i1nventors and not for big
s what"s important.
ing sucks. 1 mean, see lawyers.

ng this. This isn"t inventors.
inventor starts as a
re you that. We all are building

all struggling to get something

y and help protect them and think

ow? We"re beat down with bad

things and partners and this has got to stop.

Extend the rig
wrongdoing. Ma
patents or when

They

And cap money afj
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L
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hts maybe, i1ncrease fees for

Ke 1t hurt when people violate

trolls do wrong with patents.

know what they“re doing iIs wrong.

rer years rather than the life of
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much has been g
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Agair
invent. Next
believe this be
You know, a lawy

billable. 1It"s

You K

it. Can we cut
1It? Can we bea
does the logic
that really whg
about?
Inver
have &

good. I

Please help, |

framework, 1 neé
been lost iIn th
Next.
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347

f. Why does an inventor not be
at along iIn his lifetime when so
Ut into 1t? What"s wrong with
), let people have reasons to

5lide, please. You know, 1 do

comes lawyers versus inventors.
'er®s job 1s about cost and hours
a greed formula.

now, do we fight 1t or do we buy
around this without paying for
t them with our war chest. How
work here. Cost management, 1is

Ayt invention is supposed to be

But that's what i1t 1is.

jtors are usually doing it for the

\In i1dea. I want to build this.

need money, | need team, 1 need

dd a chance. And that®"s kind of

s whole process In my opinion.
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engineers and
things. And tha
be a startup in

And 1
Iinventors are tr
this pain iIs rea
venture capital|
already today ag
doesn®t really hg
things ahead of

That?
addressed i1nside
relevant and how
you know, the pn
but once you (¢
like, this celel
And t
1°ve

oh my God,
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gth and speech should not always

s focuses on that. They"ve got

, lots of lawyers, Ilots of

they just kind of work around

t*s tough. 1It"s really tough to
that ecosystem.
t does 1t too often. You know,
apped and held under water, and
I. The things that we hear from
sts which has been spoken of
well as big business that just
pnor the people who have invented
them.
s a real problem that needs to be
of this system of how things are
they"re approved. Once you get,
pcess 1s slow as I"ve spoken to,
>t your patent 1issued there's,
ration.
hen all of a sudden you realize

got to defend this. 1 need more
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that"s a terrible way for i1t to

kind of go. Apd that®"s part of the system I

think that has tp be addressed as well

what we"re try
regarding what 9
slide, please.

So th
consider. Dg
opportunity or ¢

intent of the

they"re trying tp create.

a litigator insi
working from g
forward.

It"s
why are we here.
iIT there 1iIs a
considered, we
the 1deas and th

the world has ch;

please.
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ing to accomplish here today
Ubject matter is relevant. Next
IS goes back to new questions to

s subject create a market

pndition? You know, what is the
owner within the subject that
What is the intent of
de of, like, why this is or isn"t
i case law standpoint moving
about who wrongs who, you know,

Is 1t good or is it greed? And
subject matter that should be
really have to start opening up
e parameters around that because

qjnged significantly. Next slide,
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a lot of what"s
at how much has
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software and othg
and they should
really be addreg
We mu
inventing. Thy
matters for pate
protect them. Y

and we have to (g

business allow {hemselves to stand

all this. Next
You K
new hardware. Tl
There®s Bitcoin
machine learning
engagement, all
define as subje(
there®s people
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That"s
been spoken about today. Look
been i1nvented via the web since
There"s a ton of content and
r things that are very important
be recognized and they should
sed.
st be protecting those that are
pse are new, eligible subject

nts. Discover them, label them,

ou know, speed causes more pain
hddress that. How does the big
in front of
slide, please.

now, software as a service is the
ne software is a modern goldmine.
there®s

, there®"s big data,

, artificial intelligence, human

of this is iImportant for us to

't matter and to recognize that

building very, very useful
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make sure that t
opinion.

It"s
property or we

there®s going Tt

financial unrest

Next slide.

Help |[the good, crush the evil.

you.
MR. H
panelist today i
MR.
Valley, the new
the world. Tod3

companies develo

on, guys, that
(Lau
MR.

thing as a soft

I have €

degree,
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ide of there that need to kind of
helr position Is protected In my
a new economy. Protect the

're going to have, you know,

D be a lot of civil suits and

that will begin to take over.
Thank
ANNON:  All right, so our final
s Kim Rubin.

Silicon

RUBIN: Welcome to

automotive innovation capital of

y In the Valley there are eight
ping a coal powered car. Come
as funny.

hter)

RUBIN: Though there®s no such

are patent, who am I? 1 have a

xperience, 1°ve done startups, I
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they are.

I hawu
no such thing as
to try to prove
half minutes, ]
scientists gener

There
patent. We"re \
PDFs. There we {
today in plain H

legalese. And
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nventions, I"m a patent agent, 1
od selling book on Amazon for a
aw. And 1 have a bookshelf for
have two fTile cabinets. There
> to keep track here. So there®s
a software patent which I*"m going
to you in the next seven and a

udges 1ssue opinions, computer
ate proofs.

"s no such thing as a rubber
aiting for slides. We®"re using
jo. So I"m going to speak to you
no Latin, no

nglish. No French,

|*m going to leave citations as

an exercise for (fourth year law students.

So W
Constitution.

fine, Nadine. N

thing as a sofgware patent.

thing as a rubbg
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We missed a slide, but that"s

btay there. So there"s no such

There®s no such

r patent, there®s no such thing
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about today is Tii
with the Constj
Sentence 8, "'To
and useful arts
for iInventors
discoveries."
Right
several times.
software. |If yq@
current than the
Congress said st
anything made b
consider narrow
that®"s what Lean
So ju
Okay, here is th
patentable subjeé

you find those t
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1t, there"s no such thing as an
nt. There are only patents.
verything that I"m going to talk
rmly rooted in the law, starting
tution, Article 1, Section 8,
promote the progress of science
by securing a for limited time
the exclusive right to their
. So I reread the Constitution
I cannot find the exemption for
u prefer your law a little more
Constitution, we have 1952 where
atutory subject matter includes
y man under the sun, which 1
ing of the Constitution, but
ned Hand said.

mping forward to 2011, the AIlA.
e only text in the AIA regarding
ct matter. Apparently none of

hings useful. All right.
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So 19
not tangible? (
that does not ow
a computer, rd
audience partici

All
Constitution.
You"ll notice thg
doesn"t even hay
to be useful.

So 1
call 1t a compu
word computer 1is
meaningless. (
everything from
your microwave,
the search fon
planet.

So a

placeholder. It

no actual signif
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software not a thing? Is data

Dkay, so everybody in this room

1 a cell phone and has never used

Ise your hand. Okay, great

pation.

right, SO back to the

The key word here 1is useful.

bre are no other limitations. It

e to be a thing. It only needs

used to tell my engineers don"t

ter. Okay, the meaning of the

so broad that the word i1tself is

Dkay, computer is directed to

an abacus, a loom, logic, and

control of a 787 Dream Liner to

life on an extraterrestrial

computer is just a grammatical

*s like the word device, 1t has

icance. But 1T you don"t have a
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computer and yoly don*t have a computer program,

what you do have

are method steps.

So wel"'re going to look briefly at the

contours of mgthod versus

process. Okay,

patentable, 1t S

So le

experts say abollt processes.

are process, tf
favorite,

professor. So ¢

On the

computer prografs,

algorithms for
Hellman, public
can"t 1Imagine

multiplying the

by the second prime number.

what Diffie Hell
But

algorithms, we w

1D}

algorithm versus
now we know that processes are
ays so right here in the MPAT.

t*s look at the experts, how the
So you know, here
a whole Ilife,

e love, and my

fighting monsters said by an old law

learly, a process i1s patentable.

other hand, algorithms,

software. So for example,

data encryption, DES, Diffie

key cryptography, RSA, okay, 1

anything less a thing than
First prime number you see there
But that"s exactly
man does.

mathematical

without these

puld not have the most important
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privacy.

So cl
software fail
Constitution, ri
prior art for eg
Ah, but you say
That worg

more.

So th

does a prime number have to be

significant? Ng
three by the thi
does is use larg
does a prime hav

So i
patentable, okay
so a little les
differences be
and §

processes,

fFluffy.

COUF

(202) 234-4433

356

pped in the past 40 years. There

no ecommerce, and no electronic

early, mathematics, numbers, and

the useful test under the

ght? Well, we can always us the
pmmerce, we can trade seashells.
we have to have significantly
s come up a lot today.
le question, exactly how Hlarge
In order to be
v most of you multiply two times
rd grade. So all Diffie Hellman
er numbers. So exactly how big
e to be before i1t"s significant?
fo summarize,

processes are

, and algorithms are not. Okay,

s sarcasm, but determining the

ptween methods, algorithms,

oftware is like parsing clouds,
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But 1
I can do that at
and the solutiorn
MPEP loves flow

First, 1is

It abstract.
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didn"t come here today to whine,

home. 1 have a solution. Okay,

is In the form of a flow chart.
so here®s mine.

charts. Okay,

And as every examiner

knows, and you®"rg going to find out in your first

office action, Yy
In T
just gave up ang

you"re a prosecy

it novel. |If nd
Next |
reject i1t. Okay

Oh, but what hi
right. Let"s |
full, clear, prg
it.

So
software patent g
clear, novel, af

patent, and this
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oS |
act, the recent district court
said assume abstract, which if
tor you"re there. Next step, IS
t, reject it.
step, Is 1t non-obvious? If not,
/, you"re done. It"s a patent.
appened to 1127 Okay, you"re
ook at the disclosure. Is it
cise, and exact? |If not, reject
lere you have it, examining a
application In three steps, is it
it's a

d non-obvious. If yes,

is how you examine all software
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oNsS.

In fact, this is how you examine all

patent applicati
happened to 101.
It patentable?
more to the art.
not add signifig
Okay,
paragraphs as it
way, this TfTlow
algorithm 1is tf
court opinions al
completely ignor
So tf
better, 102 and
determine 101.
seven and a half
All r
Software methods

in Claim 1. 1T )

you mute 112. |
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ons. Oh, but Kim, you say what
Okay, so back we go to 101. Is
Well then i1t adds significantly
IT 1t"s not patentable, it does
antly more to the art.
it"s simple, 101 is just form

ought to be. Okay. So by the

chart, this simple three step

ptally compatible with supreme

id Director Lee"s outstanding and

ed guidelines.

lere"s the court case, new and
103 are used by the court to
Okay, there"s no such thing 1iIn
minutes.

ight, one last point that"s key.
have code. 1 prefer to put it

you can execute Claim 1, probably

T you don"t have code, you have
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an i1dea, not an
Okay,

time, but I"m gg

L

Okay, how many §
on the head of 3
iIs you all know

ALl 1
we"re going to h

MR. H
1"11 start out w
independent i1nve
just ask how ha{
after, 1iIn the
shifted things T

MR. G
know, 1t"s more
with one of the |
the world, the D|
from their side |

both ends from t

as well as mine.
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invention.

too much detail. So I"m out of
ing to leave on a note of humor.
upreme Court Justices can dance
pin? All right, and the answer
IS an even number.

ight, 1 have one more joke, but
ave to leave that for Q&A.

ANNON : Great, thank you. So
ith a question, | guess, for the
ntors on the panel. And 1 would
‘e your Tiling practices changed
vake of Alice? How has that
Dr your businesses?

IBLIN:

I mean, I can begin. You

difficult for us today. 1 work
piggest and best firms I think In
A Piper, and there"s a hesitance

)ecause the investing it takes on

he legal side, the lawyer®s time
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Also
called the pick
become a little
I mean, there"s
means to me wit
challenged agair
slowed down, fon

MR. R
response to th
extensively the
I file almost th
Tirst office act

1"ve
mechanical devig
And so half the
and move on to
other half of th
Applicants argun
argument, and th
But
1somon

basically
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just kind of building what®s
et fencing around your IP has
bit less of a recognized ease.
a lot of ambiguity In what that
h that until our technology 1is
st 1t. Right? So we"ve kind of
lack of a better word or term.

UBIN: So I developed a 15 page

e Tirst office action using
guidelines and the case law that
e same argument on every single
1on.
gotten 101 rejections on
es iInside of vending machines.
time, the examiners just give up
substantive examination. The
e time they just say, you know,
ents are not compelling with no
ey go eat lunch.
] do now try to draft claims
phic to the patentable subject
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matter. You kng
substitute words§
then hopefully t

Not 4
the number of €
guidelines on on

MS.

the other panel
would at least,
work with here |
to limit disclos§

11 years ago bg

you"re putting [he secret sauce

application, Yo
blueprint for )
create products.

MR. R
whole point of 4§
and enablement.
code.

I prefer

1 so 1t"s executs
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v, 1 try to take those claims and
for my client"s invention and
hat®"s going to be compelling.

Ilways. You can probably count

xaminers that actually know the

e hand.

ISHER: Yes, 1 would just echo

Ists. You know, pre-Alice, we
I know in the law firms that 1

n Silicon Valley the advice was
ure In your patent applications

pcause otherwise, you know, 1if

in your patent

u“re pretty much creating a

your competitors to Tfollow to

RUBIN: Which 1711 say is the

patent is to disclose best way
So I1"m a big believer iIn having
python. 1 actually write Claim

ble. You know, maybe Amazon and
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Google could 1o

Office and the
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in some computers to the Patent

examiner can execute Claim 1 1

think 1t may meet 112.

MS. RJISHER: So as | was saying --

MR. RUBIN: Oh, sorry.

MS. HISHER: As I was saying, 11 years
ago the advice was to limit disclosure so that
your patent application doesn*t become a
blueprint for ||product development for your

competitors in t

a way to reengin

And s

to put more iInt

SO you risk, you

sauce. That"s Kk
MS.

Dallas. | just
MR. B

about examiners
would you say

should be a legi

Cou
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I

D

(

K

the problem more

q

N

[=

e best case. In the worst case,

cer around your idea.

0 obviously nowadays the idea is

D your patent application. And

know, spilling more of the secret

ind of the short answer.

(UHN: This 1s Sharon Kuhn 1in

vanted to speak --

AHR: 1 heard a lot of comments

not applying the guidance. So

iIs that there

slative or some sort of change to
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the law,

better job of (

guidance?
MS.
mean, obviously
effective and ti
those

get

guidelines.

I medan,

patents for the
the speed at whi

and incorporatii

been wonderful

If w

exda

(
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or that we really need to do just a

etting examiners to follow the

ISHER: 1 think the latter. I
the more elegant approach, cost
me efficient approach i1s just to
to follow the

miners great

I"ve been prosecuting my own
past five years. And so to see
h you®ve been issuing guidelines

g the court cases actually has

‘rom my perspective.

just had the examiners fTollow

that, that"s sufficient.

MR.
we need a legisl
sure like to se
litigation and 4
kind of broken o

we"re not going
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R

g

.
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UBIN: Yes, | don"t think that

ative solution to that. |1 would

e one on patent trolls and the
bunch of other things that are

1 the litigation side. You know,

to get any legislation anyway.
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really solve 1
training and

Examiners don"t
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think the Patent Office can

this problem 1 think between

motivating examiners properly.

even know now, you know, how many

of their rejected applications are appealed.

It"s not even a\

1"ve
they“"re prohib
examiners. |17ve

me that they-re

So 1 think do

railable information.
had supervisors tell me that

fted from supervising senior

had examiners whine bitterly to
not even in the right art unit.

Ing some vrestructuring of how

examiners are trained and motivated would go a

long way.
1 thi
think the examir
you know, the P
for the US Gove
standing in ling
their head.
Some
and vyet,

you |

Cou

(202) 234-4433

(now,

nk the guidelines are great. |
ers are just not examining. And
atent Office iIs a profit center

fnment, and you"ve got customers

¥ three years holding money over

of them are holding $4,500 spiffs

you"re not serving those
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customers. And [you could.

MR. HANNON: Thank you.

MR. @GIBLIN: 1 mean, just to add to
that --

MR. HANNON: 1"m sorry.

MR. GIBLIN: No, it"s okay. I was

very fortunate o be able to be represented by

someone who has

filed, you know, thousands upon

thousands of patents.

And n
much more streg
questions to as
the guidelines

able to navigatsg

And what 1

within the guide
hearing from Mi

transparency, ri

really what"s going on will

y Interview with the examiner was
amlined because she knew the
k, which was also, you know, so
were kind of there and she was

that.

guess I"m saying to you
ine issues, and what 1 think I™m
chelle as well i1s 1 think more
ght, and more just awareness of

add to a lot more

deal flow for Black of a better word because |1

don"t think the

Cou

(202) 234-4433

Patent and Trademark Office wants
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to get into deal

But Y
think that would
I don™t think ti
from outside but
inside the paten

MR. H

MR. K
know if you saw
bunch of life scii
of the world be;

being as patent
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flow counting.

ou know, that would matter. I
be very important and helpful.

at has to come with legislation
maybe just with the transition

t end to end result.

ANNON: Thank you.

RAUSE: Professor Chien, 1 don"t
put the panel before lunch was a
ences people saying it"s the end
cause of diagnostic methods not

ble as they were after Mayo.

What do you thirn
them are still

MS.

P—N

important and |
agree that any pg
based. 1t shoul
actually happent

Now W

whole scope of

COUF

(202) 234-4433

OHIEN:

k they would think, and some of
ere, of your presentation?
it's

Well, 1 think that

think that those folks would

) licy decision should be evidence

d be based on a state of what"s

ng -

nat 1 can see from looking at the
patents and transactions is
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different from
from their own ¢
they"re getting

But

Al

what was discusy
few folks as wel
What
there is still
areas right nowi
also a differer
because i1t"s so
patenters and
applying for pat
So 17
to, 1 show that
applied for by €
million. And a
like University
And

particularly |

overall they mig

COUF

(202) 234-4433
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pne individual company can see
ocket and the patent rejections
back .

did hear some consistencies in
bed, and I actually talked to a
I during the break.

Is that

I think 1Is consistent

innovation happening 1In these
And overall 1 think there is
ce i1n this sector particularly
heavily dominated by non-profit
patent applicant, people are
ent applications.

some of the slides I didn"t get
over 50 percent of patents are
ntities that make less than $10
lot of that i1s public entities
pf California or others.

folks not as

so those are

think dependent on patents. So

ht be increasing the numbers of
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worth teasing ou

at the data.

368

pns, you still might be seeing a
rtain sectors and 1 think that"s

L a bit further as we go and look

But another thing that we®ve seen 1s

not only are the
to some degree,
have 1In a di
protection Is na
well with what
especially the g

So th
consistent. Theg
beyond what we I
at what"s the sa)
companies, somet

interviews 1s thj

not going to be

mean that innovagion isn"t still happening.

just happening 1

And

COUF
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Fferent world,

then what we do with

patent applications still rising
maybe not as much as they would
but that the
rrower and that is consistent as
I heard earlier on the panel,
lestioner from the PTO.
ose things 1 think actually are
gquestion again is though looking
ave In this data and try to look
ying about the next generation of
hing we"ve also heard during our
At IP centric business models are
viable anymore but that doesn"t
It"s
n different ways.
that i1s a
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MR.
The question ab
want to point ol
the word disco

discoveries whid
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for all of us to consider.

RUBIN: Can 1 comment on that?

A

out life sciences, you know, 1

t the Constitution actually uses
inventors can have

very, that

h 1 think is directly related to

life science patentability.

But Y
really strongly
countries do,
particular. |
strong grasp or
discovery, the
patentable, but

And
essence, and so
at consistency

community deals

MS. €

that because |1

point that was b

Cou

(202) 234-4433

/ou know, on that topic, | would

encourage looking at what other

vou know, Korea, China, EPO 1in

think that they®"ve got a very

| the 1i1dea that i1f you have a

discovery itself Is not

1T you apply i1t then it is.
think that really captures the

I would really encourage looking

vith the way the international

vith life sciences.

HIEN: If I can just weigh In on

think 1t"s a really iImportant

rought up earlier as well several
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times with the

sure that, espe(

need to look 4
calibrate eventu

And
also measured a
were broader |
counterparts got

But

as a country 1is

there

370

jdea that we should really make
cially on a diagnostic side, we
t other countries and try to
ally to those standards.

Is a difference now. We
i d seeing that some EPO patents
than the ones that the US
think that the question for us

about i1nnovation and the price

that we"re pay)
happening. So i
It can get paten
may not be able
US, that innovat

And &

N

from the additig

patent productio

ng for 1t and whether that"s
F a company is iInnovating because
[s In Germany or in Europe but it
to get as much protection in the
fion is still happening.

o If our consumers can benefit

nal competition that a lack of

n provides and pay lower prices

here, but this, [the innovator can still get their

investments recd

elsewhere, 1 don

COUF
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uped by getting monopoly profits

't necessarily think that®s a bad
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deal for our consumers.

And

healthcare

of attention on. So 1

speaking, we ne
the perspective
preserving a pa

generally about

we know that the price of

IS sgmething that there"s been a lot

think that generally

2d to be thinking not only from
of an individual®s company and
rticular business model but more

this i1nnovation and making sure

we have the corrnect incentives.

MS. RERLMUTTER:

that point, so P

Just to follow up on

rofessor Chien, do you think, one

question I had as 1 was listening to some of the

discussion abaut

different count
made the point
other countries
the consequence

longer rely on t

in the US begause the disclosure 1in

countries would

different standards and

ries, on a prior panel someone

that i1f there®s protection in
but not iIn the US, that one of
s might be that you could no
rade secrets or patent protection
other

eliminate the possibility of

having trade segrets protection here.
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So or
there is any dan
standards inter]
businesses woull
protection leadi

MS. C
question. 1 thif

it would depend

for example, 1 w

372

e question | had 1s do you think
ger that the result of differing
nationally might be that US
1 rely more on trade secrets
ng to less disclosure.

HIEN: Yes, that"s a really good
nk that"s fairly complicated, and
on the situation. 1 would say,

As just in Utah where myriad has

been iIn the prag

understood that
it.

But b
they had a lot @
that kind of tf
market leader ar
woulld still buy
more expensive [
decision about Hh
to want the da
that ag

company

COUF

(202) 234-4433

ile think of all of us, we"ve

hey had protection and then lost

cause they were first to market,

data and they were able to use
rade secret protection to be a
d continue to have that. People
their product even though it was
ecause 1T you®"re going to make a
aving a mastectomy, you®re going
[a provider or the

diagnostics

tually has all the information
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about all the d
variations that

But |
will erode. So
way of saying i
don"t have the
depend on a part

MR. R
on life sciences
definitely a pro
friends that wd
know, 1t"s a ser|
aren*t protected
matters a lot.

MS. ¢
surprised us iIn
question of othsg
think one of thg
this earlier,

companies in ter

IS reimbursement

COUF
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ifferent mutations and all the

are out there.
think over time theilr advantage

this is probably a long winded

t*s a really good question. |

answer . I think it"s going to

icular business.

UBIN: Yes, lack of conformity

with other parts of the world is

blem Iin the US. I mean, 1 have

rk in that iIndustry. And you

ous issue to have companies that

in the US. So yes, 1t really

HIEN: 1 will say one thing that

terms of thinking about this
r countries and domestically. 1

> biggest, again | think 1 said

the biggest issue fTor these

ms of getting compensated really

rates right now that are very
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you can get a great product,

374

en 1T you can get a great patent,

if you can"t get

somebody to pay for 1t, that"s a big problem right

now for the iIndustry and |

there®s been a |

MR. H

comments from Dallas. Ms.

to make your way

your views with

MS. HKUHN:

wanted to speak

the iIndependent

think that®"s where
ot more focus, frankly.
ANNON: 1 understand we have some

Kuhn, i1f you®re able

to the microphone there and share
IS .

Well, 1 think the issue |
to 1Is one of the questions was to

investors, how has your practice

changed since Aljice.

I an

company as well

actually an 1inventor at my

as being their chief IP counsel

one of the ways fthat we have had a lot of success

i1Is we Tile as a
Track 1. And by
patents, we ha

Iincrease the spe

Cou

(202) 234-4433

small entity, and we have used
y both, by using Track 1 for our
ve been able to significantly
ed at which we"re getting patents
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to iIssue.

I think we started in,

started working

counsel iIn 2011
one about to iss|

And then since

375

when 1 Ffirst

for Mattersight as outside
they had one patent issued and
je the day I had my first meeting.

then we“ve had 29 more patents

iIssued, and we"rne, you know, looking to keep that

pace going.

1 thi
advantage for sdg
actually Track
everybody becaus
time that passej
you don"t have
process with the

The
really to look a
or her next st
application just
she will remembe

that just has bsg

Cou

(202) 234-4433

nk that Track 1 has a tremendous

Ftware companies because | think

1 has a tremendous advantage for

e 1T you have a shorter period of
5 In between each office action,
to go through this reeducation
examiner.

examiner only has so much time

Tt each office action and take his

Jo And 1f he worked on your
I a couple of months ago, he or
r everything that happened. And

en tremendously valuable to us.

NEAL R. GROSS
RT REPORTERS AND TRANSCRIBERS
1323 RHODE ISLAND AVE., N.W.

WASHINGTON, D.C. 20005-3701 www.nealrgross.com




10

11

12

13

14

15

16

17

18

19

20

21

So wsg
and 1 would say
you"re in an iIng
current product
cover 1s shorten
industry, you“re
SO you"re maybe
1.

But |
success under
highlighted the
art units versy
certain applicat
are having our
iIssued for paten

We wip
consider to be
innovative that
request for cont

So we

and 1 recommend

COUF

(202) 234-4433
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"ve had a lot of success in that,
iIT you"re struggling here and if
ustry where the lifespan of your
or the product you"re trying to
- 1 think a lot of the biotech
looking maybe a longer lifespan

not needing to file under Track

ike | said, we"ve had tremendous

Track 1, and it has really

differences that are in certain
s other art units where with
ions and certain art units, we
fourth or fifth set of claims
C.

Il have another patent that we
just as technical and just as
will be on its third or fourth
inuing examination.

"ve had both success for Track 1
Track 1, but 1 also say that it
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has really highl
the application

And q
whether or not
solution. 1 don
time for having

Keep

decision i1ssued,

you really can

377

ighted kind of the unevenness of
of the standards.

uickly 1 would like to speak to
there should be a legislative
"t think we"re currently at the
a legislative solution.

in mind that after KSR, the KSR
there were several years of what

only call churn where district

courts and the federal circuit were working out

how that standd
applied.

We"re
think for Alice|
iIs actually go
period, mostly b
case law for us

But |
were decades of

the business anfg

L

kind of prior cas

COUF

(202) 234-4433

ard was actually going to be

still in that churn period 1|

And I think the churn period
ng to be longer than the KSR
ecause there i1s less applicable
to kind of draw on for examples.
mean, with obviousness, there
case law analyzing components of
ilysis, we just don"t have that
e law to look back on for Section
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101. Those case;
far between prig

So 1
period. We"re g
know whether or
appropriate. THh

MR. R
IS great.
in line in front
that. And so
everyone. It ju
know, have more

MR.

agree with the ¢
sort of post-Ali
somewhat volati I
down?

MS. H

from my perspect
terms of trying
have. And

COUF

(202) 234-4433
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5 are very few, were very few and
r to Alice.

think we"re still iIn the churn
still not at the point where we
not legislative solutions can be
anks .

UBIN: I would like to add speed

But tihhe Track 1 people are all butting

of my clients that can"t afford

it doesn"t ultimately benefit

st benefits the people who, you
money .
ANNON: Do the other panelists

oncept that we might be iIn this
ce churn where things are still

> and they will eventually settle

ISHER: Yes. I mean, 1 think

Ive we"re in the next chapter in
to enforce the patents that we

so unfortunately, Alice Is
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retroactive, rig
patent ten,
sort of adhering

to limit disclos

You Kk

point out Impro\

And so to the eX

patent applicatgon that was written TfTive,

years ago, that?
you“"re penalized

In h
way to address 1
some of the pan
interesting to

companies talk |

five,

379

ht? So even i1t you filed your

ten years ago, and you were

to the advice of your attorney

lire ..
now, you"re still obligated to
yements to a technical problem.

tent that you have that in your
ten
5 great. But i1If you don"t, then
for that, right.

ndsight it*s 20/20 vision. One
hat problem, I was listening to
clists earlier today and what®s
both small and

hear large

about the fact that, you know,

they don"t like to be held accountable for paying

for patents fTroj

involved with in
And

should be eviden

companies that tf

COUF

(202) 234-4433

1 companies that really weren®t

venting the idea.

50 there was a comment there

ce, you know, provided by these

ey were actually involved in the
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invention. So 3§
come up 1 thoug
address that prg

And t
of is with regan
provide proof p
procedures in thg
practice which
product and test

well,
procedures to 1f(
to invent. Ar
information in Y

It was availabl

380

s 1 was sitting here waiting to
ht well what®"s one good way to
blem.

ne only parallel that 1 can think
ds to 102 or 103, if you have to
re AlIA, Tirst event, there are
> MPEP that call for reduction of

includes a business plan and

ing.

why not apply the same
)17 And so 1t"s pre-AlA, fTirst
d so if you didn"t have that

our patent application, perhaps

e 1In your product engineering

functional specifications, not a patent spec but

a functional sp€

inventor®s noteh
So s(

that you probably

14

company, or as |

you didn*"t put

COUF

(202) 234-4433

cification, or your engineering

pok or source code.

)rt of leverage all the things

y already have internally as your

your building your product that
into your patent application
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because you want
that as a vehig
because right

euphemism for b

for people who ften years ago saw a void

marketplace and

product to have

381

ed to protect your idea, and use
tle for mitigating abstractness
pw abstractness 1i1s basically a
oad claims, and that"s not fair
in the
created a product and wanted the

the broadest appeal to their

consumer base and decided to patent that. So

they shouldn®t Q4

MR.
position, we"re
mean, with what }§
were because our

We TE
looked at and bag
DLA that we"re
because of just

In regards to hg

or looked at and

L)

But 4

question was are

COUF

(202) 234-4433

e penalized as a result of iIt.

GIBLIN: I mean, from our
just waiting for the storm, |
Alice is going to mean to what we
patents were written pre-Alice.
el that based upon what we®ve
sed upon advice from counsel at
still in a very strong position
being forward thinking about it
w software really would be seen
what we really do.
sk you ask about, 1 think the
we In hesitation mode or we on
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pause. 1™m defj
cost of time,
really a prevent
to build what 1

MR. K

A

Wonderland 1s jujg
the very Tirst p
lot of other peg@
has no basis in

But |
going for 1t whid
tool to get rid ¢
never should ha
that"s a good th

But 3§
102 and 103 and
at that. 1 mear
behind the pieg
examiner had to [

to the back of

see things that

COUF
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nitely on pause. You know, the

effort, money, and mystery 1Iis

ative. So I"m going to continue
have to see what"s next.
UBIN: So, you know, Alice 1in
5t complete fantasy as, you know,
anelist we had here today and a
ple have pointed out, you know,
the Constitutional law.

mean, 1t has some good things
h 1s that 1t"s a fabulously blunt
) f 10,000 really bad patents that
ve been i1ssued. You know, so
ing.
Il those awful patents would fail
112 if anybody bothered to look
, the intel"s example of the cup
the

e of paper, | mean, all

jo Is clip a renaissance painting

the office action and you would

are hidden, aren"t presented.
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And Yy
having a flying
seagulls are pr

an ancient huma

can"t find an ex

It 1

_

why not just h
something and

exemption. ANg

patents that ang¢ out there,

would Hlike to

traditional rul

peter out under

giant dragon thg
MR .
that note, unle

We®l11 go ahead 4

up the next and

(Wher

went off the rec

recess.)

Cou
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¢

.

1

q

d

§
[

|

4

D

I

(

[=

attach
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bu know, Amazon®s complaint about

pbject deliver packages, 1 mean,

or art on that. If it"s really

1 activity, | mean, an examiner

ample? 1t"s just nuts.

*s all those easy things, then

ave the examiner come up with
it and generate a 102

so, you know, those huge bad

10,000 or more, 1

see those get rejected under

s and then sort of let Alice

ts own foolishness, this kind of

t It i1s.

ANNON : All right, 1 think on

s there"s another question, no?

id end this panel before we bring

last panel. So thank you.

eupon, the above-entitled matter

ord and resumed following a brief
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MS. §
panel of the da

first panelist,

384

PERLMUTTER: Welcome to our last
Y. We"re going to start as our

Bob Armitage speaking to us from

US PTO Headquarters in Alexandria.

MR.
good evening. A
MS. P
MR. A
opportunity to
session today.

skepticism on

ARMITAGE : Good afternoon, or

m 1 set to go?
ERLMUTTER: Yes, we can hear you.
RMITAGE: Well, thank you for the
open a discussion on the last
I must say, iIn spite of the

the need for legislation, I™m

actually going to focus on a possible role for

Congress to
particularly 1 1
industry.

As my/

to use the nexfg

question can w4

expansive, and (g

provide some remedial help,

think focused on the bio farming

opening slide suggests, | intend
seven minutes to address the
5 find a rational, principled,

plitically palatable approach to

statutorily defiping patent eligibility.

To ay

Cou

(202) 234-4433

yoid any suspense, my answer to
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this question 1§

L

Iin the patent (
Supreme Court J
conclusion that
policy justifica
two part test ¢
decisions of the

Inste
that the explig
patentability
articulated cong
rights that migh
natural law or
concepts.

These
suggest that any
the recent Supn
have as 1ts pr
abrogation of tH

and 1ts two part

It th
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going to be yes we can. Many
)rofession have analyzed recent
urisprudence have come to the
there is no Constitutionally or
tion for judicially imposing the
set out In the Mayo and Alice
Supreme Court.

ad, a strong case can be made
it statutory requirements for
suffice to address all the
rerns of the court over patent
t cover or otherwise relate to a

phenomenon or other abstract

two observations taken together
Congressional action to address
eme Court Jurisprudence should
inciple objective the outright
e so called implicit exception
implementing test.
IS premise Is accepted, then the
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only remaining ¢
should a new pat
In th
that any abroga
should not be
develop an
requirement limi
Congr
authority to def
and requirementg
and all patent g
Over
number of propos
limitation, or
approaches, aftg
appear to have (g
Among
end approaches
efforts. Propg
restate existing

new words. In
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lestion is what if anything more
ent eligibility statute require.
IS regard, | think 1t"s important
tion of the implicit exception
an invitation by Congress to
alternative extra statutory
ting patent eligibility.
eSS should exercise its
jne by statute all the conditions
for patentability including any
ligibility requirements.
the past two years, l"ve seen a
ed approaches for such remedial
legislation. Some of these
r careful vetting, unfortunately
roduced dead ends.

what 1 believe to be the dead
are the so called reappraising
psals of this ilk attempt to
patentability requirements in
a new Section 101 provision on
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patent eligibili
Court®s implicit

These
a human interve
embodiment or afg
101.

To t
proposals asse
substantively n
rather than mere
statutory requin
objective, prg
standard they wqg
patentable subj
under Section 1(

On N(
this year, 1 hag
in a Banbury C¢
Harbor. 1In a st

Patent Office

register notice
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ty designed to moot the Supreme
exception jurisprudence.

include proposals that would add
ntion or a practically useful

blication requirement to Section

ne extent proponents of these

rt that they instead add

ew patentability requirements
ly being duplicative of existing
ements, 1t remains unclear what
rdictable, or administrable

puld 1mpose to hold statutorily

ect matter, patent-ineligible
1.
vember 9th, 10th, and 11th of

the opportunity to participate
nter conference at Cold Spring
atement filed yesterday with the
1S a response to the federal
of today"s round table, a group
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of participants
one option Tg
requirement that
of the implicit

A n

participants, ''r
substitute re
eligibility to
inventions cont
arts. Such a me
set out In the
Bilski and fost
patent law and t

These
are not alone 1
Numerous scholg
constitutional
translated into
synonym for the

Indee

European standay
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from that conference described

r a new patent eligibility

might accompany the abrogation
exception.
uimber of Banbury Conference
ecommended that Congress enact a
quirement

limiting patent

technological inventions, 1i.e.
ributing to the technological
asure would codify the standards
concurring opinion in Kappos V.
er greater harmony between US
he patent law In Europe.™

Banbury Conference participants
n making such a recommendation.
that the

rs have suggested

reference to the useful arts

more contemporary language is a
technological arts.
d, there"s a possibility that the

'd for industrial applicability
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could be adapted
eligibility stan(
that contribute

How $

101 be crafted

I
Wi

objectives? )
assemble togethe
a fully codifieg

First
expressly overru
test iIn the
unambiguous stat

Secon
recodifying in
Section 101 reqy
Third, it could
provision that
statute iIn enact

In a

requirement exg

Constitutional
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into a Constitutionally constant
jard based on defining inventions
to the useful arts.

pecifically might a new Section
of these

to accomplish all

efinitely you would need to
r several moving parts to achieve
eligibility law.

, a new Section 101 could
le the Supreme Court®"s two part
exception through an
Utory provision.

d, it could then continue by
the new provision the existing
irement on statutory categories.
add back a clear right to patent

went missing from the patent

ing the AIlA.
ddition, 1t could add a new
ressly recognizing an i1mplied

limitation on patenting by
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patent-eligible inventions must

c useful arts.

Four

'h, a specific provision could be

added offering @ per se bar on the patenting of

a natural law ¢
concept as such
don"t contributs

Fifth

accompanied by &

r phenomenon or other abstract
since concepts by themselves

to the useful arts.
iIs last provision could be

further refinement that adds a

new safe harbor o prevent a relationship between

a claimed 1nvg
underlying con
eligibility.

As a
101, i1t could ogq

useful arts as t

with Justice St€g

sntion and an associated or

cept from negating patent
last piece of this new Section
erate to effectively define the
he technological arts consistent

vens® Bilski concurring opinion.

Over the years, {the patent laws have been saddled

with several prg

eliminate patengs on non-technological

matter.
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subject
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The p
would moot the
could justify
legislative pacK
could be paired
implementing th
National Academi

I wou
referenced earl
participants,
recommendation t

In s|
for any legis|
abrogation of th
part test used tf
be politically
threshold tests

While
short on both I
useful arts ag
perfect,

appears$
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roposed amendment to Section 101
need for such limitations and

the repeal. In a complete

age, the Section 101 amendment
with a research use exemption,
2 2006 recommendation of the
oS |

Id note that in the statement |1
jer by the Banbury Conference
it contains the specific
0 this effect.

Immary, the preemptive priority

ative effort should be the
e implicit exception and the two
p implement 1t. Doing so may not
ossible without some additional
limiting patent eligibility.

the reprising approaches fall

rgal and political grounds, the
broach, although by no means
highly promising. Indeed, 1t
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could be leveraged to justify removing the recent

patent limiting
laws.

For
let"s work tog

principle,

expansive,

provisions placed into the patent

the good of the patent systenm,
ether, let"s find a rational,

and politically palatable

approach for taking this effort before the new

Congress.
I of

that they might

fer these comments, and 1 hope

assist i1n identifying such a path

forward. Thank |you.

MS. RERLMUTTER: Thank you very much.
We"lIl now turn|/to our second panelist, David
Jones.

MR. JONES: That was very good. [I™m

not going to provide nearly as much content as

Bob which 1is a
going to try to
most of what |
people have alr

think we"re all

Imost always the case. So I™m
keep things fairly short because

had in my notes to talk about

pady addressed in the day and |1

probably tired.
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And §

N

what is the 1Impaq
line.

And M
you know, when
Iimagine how Mayg
brought up the
days where 1t (
your algorithm wg
computer, the
benefits technol

It w
Benson and Flook
And that was a I
Unlike some, Wwg
Alice. Alice s¢g

This
today regarding [t
set up at least

between

1

technology and ¢
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practical
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o the overall question here is

't of the changes and eligibility

icrosoft was very concerned when,
ve First saw Mayo and tried to
b would be applied to software
nightmares of the Benson Flook
1dn"t matter how technological

s, how 1t was implemented on the

practical i1mpact of that, the
pgically of that algorithm.
As just not, you know, under

It was just not patent-eligible.
eal problem and concern for us.
> were actually encouraged by
emed to introduce new concepts.

received a lot of discussion

'he advancement of technology and
the potential for a dichotomy

inventions that advance

Ibstract ideas. Right? If you
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gy you®"re not an abstract idea

That [seems to have been taking hold iIn

recent cases like McRO, Enfish, BASCOM, and we"re

actually quite ¢
at the federal ¢
the case law is

I meq
looked at Alice
literally iIn the
percent of our g

And T

ncouraged by that. So at least
ircuit level we actually believe
trending in the right direction.
n, the initial estimation when we
was 1T this were applied very
software area, we could lose 80
prtfolio.

ow, you know, I would place that

number much, mudgh lower and a lot of the negative

effects, at leas
be focusing on iy
consider softwal
methods where thQ
technology or rg

So th

the case law 1is

We"ve also becon

COUF
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t in the software area, seem to
wwventions that 1 would not really
‘e that are closer to business
ey don"t seem to have a lot of
search behind them.
at"s point number one. 1 think
trending in the right direction.
e much more comfortable with the
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examination progg
individually to
events before an(
the 101 rejectigd
We st
fewer actually
actually the rej
people, or at leg
we"re starting t
We ha
rejections. Ong
kind of an autg
virtual network
we got a certd
activity rejecti
So so
you know, i1t wal
focusing on th
explain. It ma
to these rejecti

That
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bss. | mean, 1"ve spoken I think
several of you but also at PTO
| expressed some frustration with
ns that we get.
iIll get a significant number, but
than we were post Bilski. So
ection numbers are not as bad as
st as | might have expected, and
0 see higher quality rejections.
d early on some fairly hilarious
involved a server algorithm for,
)imated algorithm for optimizing
topology on server farms. And
n methods of organizing human
on, unexplained. Right?
me of these rejections early on,
s clear the examiners were not
e guidelines and they didn"t
de communication and responding
pns very difficult.
seems to have gotten quite a bit
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better than 1t yas.

we go on poligy and the overall

question, 1 will
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In terms of kind of where
legislative

say software patents are very

important to Migrosoft.

I mea

year on researcfp and development which 1

rivals most pharma companies. I

products are ter
file a lot of p4g

and we do feel 1

n, we spend over $11 billion a
think
mean, our
ribly expensive to develop. We
tents. We care a lot about It,

ike the eligibility question has

harmed US innovagion in some ways.

Certa

Is patentable N

getting rejections on

inly, the uncertainty about what
as been challenging. We are

in some cases from the US

PTO where the patent®s allowed both in Europe and

in China which §
software per se

So 1

challenges, we pave had some uncertainty.

things are ver

direction. If t

COUF
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s slightly hilarious given that
iIs excluded i1n Europe.

think that we have had some

But
y much headed 1in the right
hat does not continue, we would
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certainly be ope
At tf
towards an
something similg
Bob mentioned a
the courts and
the very troubl
happened under E
to a certain ex

the courts 1igng

advance in
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n to legislative options.

1is point we believe that moving

technology notion,
iIr to the useful arts option that
ctually is already happening in
s very, very useful and avoids
e kind of claim dissection that
enson and Flook and has happened
tent under Mayo and Alice where

re what they considered to be

routine conventipnal steps and dissect the claim

down to an abstract

that they just
relevant.

But
invalidated unde
iIt"s really a |1
of how abstract
rather the «ca

technological ag

We t

Cou

(202) 234-4433

idea and a bunch of stuff
don"t consider to be all that

almost any ©patent can be
2r that rationale and, you know,
ne drawing problem and a question

things are. And we would much

urts and the PTO focus on
vancement.
nink that"s consistent with the
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atent system, and we think It"s

likely to lead o more predictable outcomes for

companies and wi
all 1 have and

questions.

MS. PERLMU[T

next panelist 1S

MR. M

pull up my slides,

everyone. This

historic opportuy

wide range of i
to learn from
pockets.

As a |

from a | would §

]

to look at a bi

L)

across the indu§
I"m inclined to |
in US history wh

least | certainl
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Il drive innovation. So that"s

I would be happy to answer any

TER: Thank you very much. The

Professor Peter Menell.

ENELL: Nadine, 1f you can just

thank you. Good afternoon,
Is a great, 1 think this is a
nity for all of us to share the
leas. | was especially pleased

the people 1In the different

scholar, 1 tend to look at things
ay higher altitude. 1"m trying
g picture historically and also
tries. And 1 have to say that
pelieve that we are at a juncture
ere it will be necessary, or at
/ hope Congress will take up this
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Issue.

My th
of the time on t
cases are deep
statutory
jurisprudence.

We tg
Court, but we h§
busy body.
expertise as one
Their law cl
technological T

And g
that we have son
our patent syste
about the impact
I want to close
the lines that By
role for PTO in

So le

did we get here?
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legislative history and

They don®"t have
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ree points, and 1°1l spend most

he first, iIs that the Mayo/Alice

ly flawed in terms of both

in terms of

nd to romanticize the Supreme
ve to recognize, they"re a very
technological

of theilr comparative advantages.

crks don"t come from the
clds.
s I*1l try to explain, 1 think

e major failings In that part of

m right now. 1711 briefly talk

of 101 on i1nnovation, and then

py calling for legislation along
b Armitage did, and for a bigger
that process.

t"s look at the Mayo case.

Why

I mean, 1t struck me and many
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scholars who had
that this was @
which we wouldn?

Many |
file in Bilski.

Court®s going to

400

been following the Supreme Court

situation following Bilski 1in
t get much of a big bang.
pf us didn"t file briefs. We did
Bilski seemed to say Supreme

take a cautious approach. But

what did we get [in Mayo? We got | think the most

radical departun
any case In hist

And v
It was driven I
trolls. There w
and 1 think the
101 lever could

So of
more recently iIs
Mayo case. Ther
there was exact
what the Supreme

There

to the Nielssen
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e from traditional principles of
Ory .
hy? Well, as we"ve heard today,
argely by concerns about patent
ASs concerns about nuisance sults
Supreme Court thought maybe the
be used.
e of the things that 1"ve done
to pull all of the briefs iIn the
e were several dozen filed, and
ly one brief that talked about
Court ultimately ruled.
was only one brief that refers
rase, that refers to this earlier
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era. And it
professor who 1
say | think Jos}
we"ve since spokl
he didn"t see al

So he
he says prior
discoveries and
are longstanding

well,
summarized here)|
those of you whg
some statements [

references the N

So

Y
Nz

telegraphy. Mog
the fTinal kickel
myself. I*m
electromagnetisn

And

rejected that.
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was TFTiled by Josh Sarnoff, a

know and 1 admire, but | have to

1 missed the boat on this. And
en and he has acknowledged that
I of the issues.
re in Section 1(a) of his brief
art treatment of excluded
creativity in their application
requirements of the Patent Act.
the basis for 1t which 1is
and this will be available for
) are going to look online, are
From the O"Reilly Morse case that
ielssen case.
"Reilly and Morse was about
t of the claims were granted, but
- was | don"t propose to limit

going to claim every use of

the Supreme Court promptly

And iIn so doing, they talked
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about this case
This was one of
the 1ndustrial
simple principlg

It we
into a furnace,
Now that seems
obvious then @
Innovation.

The §

But as i1t has b€

later Mayo decy
wrong in the mod
in the O"Reilly

They
a machine or apq
eligible whereas
he claimed 1t v¢g
methods of pre

apparatus was we

And |
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involving the hot blast furnace.
the most important inventions of

evolution and 1t involved a very

pre-heat the air that we inject
we can make the furnace hotter.
it wasn"t

pretty obvious, but

nd 1t was a very important
supreme Court talked about 1it.
en reexplained in the Flook and
sions, they got 1t completely
ern cases and it was completely
Morse case.
said that Morse did not provide
aratus, and therefore he was not
Neilssen had. And the fact that
ry broadly was fine because all
heating air worked, and the
11 known.
yhen you go back to the case,
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you"ll see therg
Baron Parke in
highlighted it i
It in detail.
we"re going to d

There
that this statemg
the Mayo decis
context, it doeg
be considered a

known, the pring

Okay,

I

concept. What"s
standpoint of
history? Well,
asked the quest

term discover 1ir

403

2"s an extensive quotation from

the Neilssen case. And [1"ve

n yellow. 1°"m not going to read

The highlighted language is what

ome back to.

Is a statement, and 111 say
2Nt taken out of context supports
learn the

jon. But when we

n"t. So we think the case must
s 1T the principle being well
iple of preheating.

so let"s come forward with this
;. wrong with this case from the
jurisprudence and legislative
had I filed a brief 1 would have
jon what is the purpose of the

our statutory history?

And 1F you go all the way back to the

beginning, 1It"s
Discoveries 1s
system. It"s
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been referenced earlier today.

a touchstone for our patent

always been there, there"s
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references throd
yet the Supreme
doesn®"t ask why
The
information in |
don"t talk a I
important act fj
Office. It creg
And
solved the prob

36 which 1s we

U

And 1 had studis
times before in
of claiming.

But |

main report, the senate report.

about the problg
how this leads tg
problems we hear

But t

that talks specif

COUF

(202) 234-4433

what
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ghout all of this case law. And
Court doesn"t give any credit or

iIt"s In the legislative history.

most important source of
Yy review iIs the 1836 Act. We
pt about 1t but it"s the most

or the purposes of the Patent
ted you.
did the Act do? Well, it
em that we had from 1793 update
only had a registration system.
d this legislative history many
trying to understand the history
went back and 1 looked at the
And it talks
'm of a registration system and
p nuisance claims in a lot of the
about today.
nere"s another portion of the Act
Fically about the notion that the
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patent system ex
of science. A
clearly that the
to reveal the my
This
you realize that
laboratories.
that"s all that
And t
this language.
one can come for
concept finds it

But

_

1
legislative hig]
notion of diSCOVE
we allowed proteq
are not things t

They
nearly a century

a critical and

405

tends to science and discoveries
nd it couldn"t be stated more
purpose of the patent system 1is
steries of nature.
iIs such beautiful

language when

that"s what i1s happening In the

And as long as you apply 1it,
you need.
he Supreme Court was unaware of

And I mean, say it"s old. Well
vard and see that this discovery
5 way throughout our history.

he Planned Patent Act and it"s
fory talked a Ilot about this
2ry. And we allowed discoveries,
ction for planned patents. These
hat are made by humans.

are discovered and protected for
I think,

now. And so this 1is,

underexplored office that the

Patent Office can really help in bring into the
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attention.

Now |
Mayo case goes b
It is, you can

quotation. Just

that this 1s 1In
he*s going to
requirement.
I"m a
I can. And so h
says that therg
And well, that
actual record in
in Neilssen, thi

was inventive af

He s
perfectly well
known. They did

our Supreme Cour

to raise the ¢

406

et"s go to the Mayo case. The

ack to the same language. Here
see that they have the same
ice Breyer pulls it out, he says
portant to him and this is how
pase the 1inventive application
Imost done. [I*1l go as quick as
e says In the opinion itself, he
was an inventive application.
statement as compared to the
Neilssen. Here"s what they said
5 IS the case that he says there
plication.
ays the mode of heating was
known . It was perfectly well
n"t read the case. Now this is
t, they"re busy. But they ought

ases they cite. That"s what

Neilssen says.
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What
was about wheth;
important line
prior to we thir

iIT the principleg

think that the ¢
principle but a
And t

to considering
because they werg
case, Minter v.
versus principle
And |

known . So

well

This 1s, like,

[alY

the case kind of
dealing with.

So wf
that the Supren
Ariosa case. Thg

case of a scient
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In this passage
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was Neilssen really about? It
er It was a machine. And the
IS the sentence
k the case must be considered as
being well known. It says we
laintiff does not merely claim a
machine.
ne reason they use this reference
the principles well-known is
> drawing reference to an earlier
Wells where there was a machine
Issue.
n that case, the principle was
they were merely postulating.
1L, you know, failure to read
problem. So that"s what we"re
at 1

had hoped, and many did,

> Court could fix that In the

2re we got I think a really clear

ific principle being applied, an
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important discoyery that"s important for all of

us. And yet, It

So mgny of

filed a briefs.

and we said just go back and fix it.

Supreme Court di
the world
the emperor has

well,
doesn"t.

can just say he

1J

know 1t. It"s §
that respect, whd
Supreme Court haj
used to be a lit
superiority.

In thq
decision. And t
us a lot of que

But even he says

to be patentabl¢
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was considered unpatentable.

us who fTiled briefs, |1
I filed a brief with Jeff Lefson
well, the

dn"t fix 1t. So now we live iIn

in whliich we all have to pretend that

clothes.

let me just tell vyou, It

And the PTO, without being provocative,

re"s the history, you ought to
iIn authoritative agency. And 1in
At 1 want to just say is that the
5 a history in this area and they

tle more shy about technological

> Benson case, they completed the

his 1s Justice Douglass who gave

stionable patent jurisprudence.
iT these computer programs are

, we need to have Congress look
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at this issue.
So 1
like the common
have a pretty
addressed. Now
wider and have
Congress look at
have been raisec

But ¢

iIssue stand as

what®"s the role [for the PTO here? Well,

the PTO can do
other areas lik¢
a report that tell
this kind of bag

legislators kng

1D}

lobbyists, the
authoritative ag

1°11
a similar thiy

recordings and tf
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don"t think that we should act
law can solve all ills here. We

clear 1ll. It ought to be
I would like to open up that box
the Supreme Court, 1 mean have
a variety of the questions that

ertainly, we shouldn®t let this

it"s currently presented. Now
I think
things that it"s doing iIn some

in the copyright area, produce
Is the full history and explains

kground information so that our

v they®"re not seeing it from
vy re seeing it from an
eNcy -

mention the Copyright Office did

1|g recently on pre-72 sound

1e making available right. These
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reports 1 think
legislative acti
I"m
consequences beg
we"re living thr
and as 1°ve tris
mistaken decisid
MS. B
Let"s turn to oy
MR.
Good afternoon,

patent agent and

years. I"m a

——
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can help Tfuel very positive
on -

not worried about unintended
ause as has already been said,
pugh very significant unintended,
d to illustrate, just completely
ns .
ERLMUTTER: Thank you very much.
r third panelist, Wayne

SOBON: Thank you very much.
I"m Wayne Sobon. I"ve been a
an attorney for the last 30-some

ast President of AIPLA and |

recently served
Committee of thg
But |

on behalf of myg

and Professor Menell, |1

also to some fir

Artic

on the Patent Public Advisory
US PTO.

"m here delivering these remarks
Ruben

ol alone. Similar to Mr.

would like to go back
st principles In history.
the

le and Section 8 of

Constitution neatly divided the promotion of on
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the one hand sci
1deas by securin
their writings,
charts.

And t
and i1deas are tf

in the world b

inventors of thdg

Basic

all. One of th
as we know, the
patents to any
discovered any |
machine, or devi

before known or

sufficiently ussg

1 thy

and understand
According to S

useful meant, '"'c

conducive or he

Cou
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U

(

(
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2nce, the fields of knowledge and
g exclusive rights to authors of

things like books and maps and

nen the useful arts where science
ansftormed into tools and actions
y securing exclusive rights to
iIr discoveries.

ideas in science remain free for
e first Congressional acts was,
Patent Act of 1790 which granted
invented or

bersons that, '"have

seful art, manufacture, engine,
ce or any Improvement therein not

used provided that it was deemed

ful and important."

nk iIt"s instructive to go back

vhat was meant by useful arts.

heridan®s Dictionary of 1780,

pnvenient, profitable to any end,

Ipful to any purpose,”™ and art
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meant.
by nature and
skill, dexterity

It"s
eras to know
technology was
simply meant art
or scientific
understanding.

Techr
current enginee
defined technica
in common or p
Webster 1n 1833
treatise on the
art.

The
framed iIn the (
first of our pjg

elegant and sen

people to advan
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"the pow

y

-
4

;

I

[=

¢
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er of doing something not taught

instinct, a trade, artfulness,
, cunning."
also interesting for us modern

that the original sense of

from the Greek technae which
or craft as opposed to episteme,

knowledge or systems of

plogy was much broader than its

ring focus meaning. Sheridan

I as, "belonging to the arts, not

ublic use, popular use.” And

defined technology as simply a

arts, an explanation of terms of

intellectual property system

onstitution and enacted iIn the

tent laws, and to my mind was

sical . Science was free to all

e. The work advancing science
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was protected
applied knowledg

And
extremely wide,
in the real worl
doing something
instinct.”

This
sufficed the US R
of 200 years. A
In certain cas
between abstract

useful art, tech

The

V
really instruct]
denied Morse"s $
mode of power O
which I call ele
for marketing
characters, sigr

The
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kthrough copyrighted works, and
2 was protected by patents.
the breadth of useful arts was

encompassing all that was useful
d and in commerce, "‘the power of
and

not taught by nature

elegant scaffolding 1 would say
Patent system for the better part
nd similar to Professor Menell,
the boundaries

s touched on

idea, episteme, and protectable

nae.
orse Telegraph case 1 think is
ve. There the Supreme Court

uper broad Claim 8, "the use of
T electric or galvanic current
ctromagnetism, however developed

or printing intelligible

s or letters at any distances.”

Jourt rejected this saying, "He
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claims an exclusg
process which he
not iInvented, a
when he obtained
opinion the clai
by law."

While
matter case, red
woulld now term §
written descript

It"s
instructive to n
Morse®s Claim F

system of signs [

horizontal lines

414

5ive right to use a manner and
has not described and indeed had
id therefore could not describe
his patent. The Court i1s of the

m 1S too broad and not warranted

often cited as an early subject
Ily the Court was making what we
112 indefiniteness and lack of
ion rejection.

also | think incredibly
ote that the same Court allowed
> which broadly claimed, "The
ronsisting of dots and spaces and

for numerals, letters, words, or

sentences substantially as set forth herein and

illustrated for

I

A sys
applied 1In the
Query whether th

Secti
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telegraphic purposes.™

tem of signs, but specifically

real world within telegraphy.

iIs would survive Alice.

on 101 patentability challenges
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of the "70s iIn Bf
Diamond vs. Dig
roughly contempo
1980 which set o}
on the advent g
revolutions.

Comin

of the Feder

[ahY

reinforced a vie¢
capable of broag
the sun that is
court quoted the
1952 Act.

The D
simply provides,
of subject matty
protection
requirements of

The m
whether a partid

102 and non-obv

COUF

(202) 234-4433

subjject to
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nson and Flook culminated in the
bhr decision of 1981 and the
raneous Chakrabarty decision of

It a broad ambit of patentability

T the digital and biotechnology

g as they did at the foundation

1| Circuit, these decisions

w that the US Patent system was
ly encompassing, "‘anything under

made by man," as the Chakrabarty

Senate Committee report on the

iehr Court noted that Section 101
"a general statement of the type
or that i1s eligible for patent

the conditions and

this title."
ore substantive requirements for
ular invention is novel, Section

ious, Section 103 stand wholly
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apart from whet
category of stat

Quoti
authored by Judg
author of the P@
Rich underscoreg
intended to be 3

The {
statute calls th

consistent wit

1D}

accompanying theg

Al

Section 101 setf
can be patented
requirements of |
112.

Of co
noted, every in
ideas given cof
world. Unfortu

Section 101 hag

machete for an 4
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ner the invention falls iInto a
tory subject matter.

ng the *"79 CCPA case In re Bergy
e Rich who we all know was a co-
tent Act of 1952. And as Judge
in Bergy, Section 101 was never

standard of patentability.

standards or conditions as the
em are in 102 and 103. This 1is
h the legislative history

1952 Act which explains that
5 forth the subject matter that
subject to the conditions and

Fhis title, that i1s 102, 103, and

urse, as a number of people have
novation is a set of abstract
crete application in the real
nately under current practice,
5 become a destructive rusted
rea of law that calls for sharp
NEAL R. GROSS
T REPORTERS AND TRANSCRIBERS

1323 RHODE ISLAND AVE., N.W.

WASHINGTON, D.C. 20005-3701 www.nealrgross.com




10

11

12

13

14

15

16

17

18

19

20

21

scalpels.

There
difficult for th
digital and big
easier today I wdg
one more gear of
clock than trying
new application

And
Europe and China
inventions. I
Supreme Court td
And as noted by
some evidence |

inventions 1S h;

funding and devsg

the US

417

seems to be something especially
e courts and the PTO in handling
logical innovations. It"s far
uld say to get a patent by adding
lever to an 18th Century cuckoo
) to protect an elaborately coded
bn a smartphone.
is now Talling behind
in the protectability of these
would say we have allowed the
craft our US industrial policy.
at least some today, there 1is
'hat fTailure to protect these

aving an effect on early stage

lopment.

Absent a strong turn by the federal

courts back to the Diehr and Chakrabarty vision

of patentability

need a legislati)

, I would argue we probably do

ye adjustment, one that should be

as elegant and bfrief as possible in line with the
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adjustment that
added the new b
judicial jurispr

I wou

Section 101, sonm
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happened iIn the 1952 Act that

rief Section 103 to, "'stabilize
udence about obviousness.'

Id suggest something similar for

ething along the lines of adding

at the end a simple sentence saying, for purposes

of this Section
invention or ar
otherwise unpate
or 112.

I bel
equivalent acco
history can help
jJurisprudence ths
of patentability
the minimal, sip
the useful arts
Thank you.

MS. P
So our

last paf

Underweiser.
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. 1t 1s 1i1rrelevant whether the

y of its claimed elements is
ntable under Sections 102, 103,

jeve something this simple or its

mpanied by clear legislative
undo so much of the new troubling
At Imports these other conditions
at the outset and restore 101 to
ple threshold for inventions of
to which 1t was always intended.
FRLMUTTER:

Thank you very much.

elist on this panel 1s Marion
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MS. |UNDERWEISER: Thank you very
much. Thank you| for the opportunity to speak
today. Subject)| matter eligibility law iIn the

United States 1

recent decision

s broken. The Supreme Court®s

and

‘ll

in Bilski, Mayo, Myriad,

Alice are the cause.

The
refused to defi
test,
community,
work properly r
sections causir
patentees and
enforceability ¢
and birotechnolog

This
be worked out @
basis over the ¢
problem that ung
success in the U

one that must L
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Court has unapologetically

me the metes and bounds of its

and has against the advice of the patent

inclyding the PTO, used 101 to do the

eserved for the other statutory

jJ great uncertainty for both

potential infringers about the
F a broad swath of both software
y patents.

IS not some minor issue that can
N a case by case, fact by fact
purse of years. It"s a critical
jermines innovation and economic
nited States, and it is therefore

e fixed In a holistic way that
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reflects a healthy

something only
legislation.
We at
important, and 1
the Patent OffTi
other patent own
But |
Subject matter
determine, addr¢
Subject matter ¢
matters that ¢
complain about
old, or overbrog
This
statutory requi
103, and 112. N
about whether
asserts its patg
The
patents

are,
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innovation policy which 1is
1 Congress can do  through
IBM agree that patent quality 1is
BM has for many years worked with
ce and with Congress and with
ers to improve patent quality.

ot me make this point very clear.

eligibility i1s not a way to

1D}

5SS, Oor 1mprove patent quality.

sligibility does not address the

oritics of the patent system

such as patents that are vague,
ToJ

is the work of the other

rements found 1iIn Sections 102,

or 1s subject matter eligibility

a patent owner irresponsibly

Nt rights.

inevitable reality that some

sorry, that subject matter
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eligibility is af
a Government
discourage.

The
patents are of
irresponsible pa
impossible for 4
they happen to bg
as many people h
metaphor.

This |
of throwing out
vague and narrow
does not help u
particular inven;
litigation behay

Inste
innovation polid
awarding enforce
are lucky enough

deemed to fall ¢
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pout the areas of innovation that
chooses to encourage or to

inevitable reality that some

poor quality or asserted by
rties is not a reason to make it
nyone to obtain patents because
2 1N a certain technological area

ave mentioned today use the same

pverreaction Is a classic example
the baby with the bathwater. A
scope of what is patent-eligible
s explore the specifics of any
Fion, nor does it address abusive
10r.
ad, 1t establishes a cramped
y that picks winners and losers,
able patent rights to those who
to work in a field arbitrarily
n the right side of the line.
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And W
Currently the I3

patent eligibili|

422

here is this line being drawn?
v creates uncertainty and narrow

Ly in the most cutting edge areas

of Innovatior including software and
biotechnology, ||[fields that are the Ileast
understood and most vulnerable to
misappropriatiorn|

Undermining the incentives for

investment and
discourages reseg
the availability

In
technology for e
between $50 and

experts of softw

nine to ten per
2012, nearly 5(
exports.

And
technology i1ndug

an economy that
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innovation in these Tields

arch and development and reduces
of innovative products.

IBM®s field of information

cample, software exports generate

$57 billion in 2012. Moreover,

are and related services grew by

cent per year between 2006 and

D) percent Tfaster than all US

the software and iInformation

tries have been a bright spot iIn

often struggles to create jobs,
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directly
Americans iIn 2
nearly 7.5 milli
Softy
modern innovati
such as automoti
to name a few.
It"s

damaging policy

one that undermipes R&D

But that"s exacg

narrow, uncerti
eligibility law.
1BM

cutting edge in

computing or artificial

the World Econor
top ten emerging

could unlock N

employing

423

more than 2.5 million

D14 and indirectly supporting
pn more jobs.

are has also become the medium of
pon, revolutionizing 1industries

ve, healthcare, and manufacturing

hard to conceive of a more
direction for our country than

investment iIn this area.

tly the result of the current
1in  state of subject matter
Is a software company. The

]

software development iIs cognitive
intelligence. This year
nic Forum named Al as one of its
technologies for 2016 because it

igher productivity and better

health and happiness for millions of people

within the next
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Few years.
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Leadi
significant 1N
example, cogniti)
categories of i
areas such as Ti

But i
these types oOf
innovation if th
perform their jof
investments iIn R

Irvin
leader and formg
said that one
progress in Al

intelligence.

Any §

1

able to perforn
domain of humal
advance. But t

law makes vulnerg

and oversimplify
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ng software companies are making

estments In Al. At IBM Tfor
ye computing is driving whole new
ndustry specific 1Innovation in
nance, healthcare, and security.
nnovators can only afford to make

paradigm changing Hleaps in
ey are certain that patents will

) of protecting their significant

€D .
g WIladawsky-Berger, a thought
2r strategist for IBM, recently

of the key ways of assessing

iIs to compare it to human

ictivity that computers are now

that was once the exclusive
s could be counted as an Al
ne current state of eligibility
able this new horizon, distorting

inventions, leading to a

ying
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determination th
Withg
construction, a
invention impl
something human
enabled on a ge
ineligible abstn
We he
point to recent
found patent-eli
are approaching
While
not all federal
decision as the
the fact that
decision, with

some judges T

inventions will

eligibility does
type of conferen

Thessd
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at many are patent-ineligible.

)ut any TFact Finding or claim
Judge can simply declare that an
software 1iIs

emented through

's have previously done, now
neric computer, and thus patent-
act idea.

Wwe heard some, many people today
cases where software is actually
gible, to argue that the courts
@ solution on patent eligibility.
2 we are certainly gratified that
circuit judges read the Alice
death knell for software patents,
pver two years after the Alice
invalidated,

over 12,000 claims

jced with clearly meritorious

work backwards to

Jjustify
not mean we should call off this
ce and head home.

2 cases use an ends justify the
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means analysis
with each other
that can be wu
forward.

This
jurisprudence.
applying the te
should be the p
test to suit t
becomes step oneg
doesn"t.

This
directly at gro\

clear rules gove
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and they are thus inconsistent
and provide no reliable rules
sed to predict outcomes going

is the hallmark of failed

Judges have no faith that
st will yield what they believe
roper outcome, so they bend the
neir desired result. Step two
preemption matters, and then it
aimed

is judicial anarchy

indbreaking technology. We need

rning patent eligibility both for

the benefit of Kphnovative firms and for society,

the ultimate ber
We c
failure of our
Even now while
ways to make it

patents, we cont

Cou

(202) 234-4433

eficiary of these i1nnovations.

annot afford to perpetuate the

]

subject matter eligibility laws.

China®"s Patent Office considers

pasier to obtain software related

hinue to flounder and meander in
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confusion, not g
or how to find 3
on the simple qug
systems should ¢
A si
subject matter
protect, sustail
Time and again,
do not know how
The 1
sweep away the
problem by find
ensures we prom

Iimportant to our

MS.

thank all off

presentations.

of the discussiq
unlike some of t
not necessarily|

legislative solJ

Cou

(202) 234-4433
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n whether to sanction bad actors
ind apply the best prior art, but
pstion of what we think our patent
rotect.

gnificant course correction 1In
eligibility law 1s required to
1, and grow US R&D iInvestments.
the courts have shown that they
to address this issue.

fime has come to ask Congress to
cases that have created this
ing a legislative solution that
pte i1nnovation iIn the fields so
economy. Thank you.
BERLMUTTER: So I would like to

the panelists for  their

And let me kick off the Q&A part
bn by noting that on this panel,
he others, the majority, although
everyone, seems to support a
tion.
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We hg
first speaker a
legislative appr
part judicial te
technological ag
And s

open to the four

thoughts or
recognizing that
Tirst time a few
MR. J
the purpose of {
technology and
sense. | mean,
who knows 1T 1t v
does seem to be @
Circuit decisio
software area.
Both
and

eligible

ineligible alreg

COUF

(202) 234-4433

reactions to
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pard from Bob Armitage as the
fairly detailed outline of a
bach which would overrule the two
st in favor of a useful arts or
vancement approach.
O | would like to throw the floor
other panelists for any views or
that proposal,
you may have heard it for the
minutes ago.
DNES: So we"ve long thought that
he patent system was to advance
that a useful arts test made
| think the, as I said, there 1is,
ill be sustained but there really
trend if you look at the Federal
in the

1s over the last year

the ones that hold patents

the ones that hold patents

idy seem to be focusing on the
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advance i1n techr

SO yg
very carefully
in Congress for
skeptical. 1 jus
go wrong iIn the
you"re stuck w
something®s acty
the language.

So I |
risks there to rg

to make things bg

a technological
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plogy language from Alice.

1 know, I think you would have to
eigh, and 1 apologize, 1 worked
a long time so maybe I*m overly
5t, a lot of different things can
Congressional debates and then

ith, you know, assuming that

ally enacted you®re stuck with

Fhink you would have to weigh the
rally believe something was going
rtter. But In principle, | think

arts, useful arts type of test,

or a technologiical effects type of test as 1Iis

applied by the
policy outcomes.
MR. M
have something t
line. So 1 thin

support for tha

earlier panels

COUF
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EPO actually will lead to good

ENELL: I think we probably all

D say, so we"ll just go down the

k 1it, I think we heard a lot of

t type of test, although some

thought that i1t can be done
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through the coun
I qug
the diagnostic
different kettle
some of the cong
I do
close to a part
Alice decision,

Alice which sed
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€s.

dstion that, especially in, well
Area Is a completely, you know,
of fish and 1t wouldn"t address
erns that exist there.

think that the courts have gotten
of the useful arts test iIn the

and certainly the concurrence iIn

ms to endorse Justice Stevens”®

opinion from Bilski.

And |
method path has
patent system.
pushing the 1in
writings. We c3
I wo

Issue addressed

the analysis. 1

frankly think that the business
been a very bad path for the
And I think even Judge Rich was
@ based on some of his earlier
In talk about that separately.

uld like to see the diagnostic

with some of the data and some of

can"t say that Professor Chien*s

preliminary resuyllts helped me that much because

we may have been

area.

Cou

(202) 234-4433

seeing a real expansion in that
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So eV
still might be Ig
doing is pushing
We"re doing a Ioj
risky 1f we
advancement of
systems.

On s(

long provided A&

What 1 question

Al

a verboten isf
scientific or
everything. And
the age of appry
today.

And &

L)

much longer ter
would have to do
the Patent Offid
towards more of
where we 1identi
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en 1T there®s modest growth, we
)sing. And the other thing we"re
a lot of It Into trade secrets.
[ of things that 1 think are very
disclosure and

vant to have

knowledge through patent type
pftware, 1 think machines have
basis for protecting software.
iIs 20 years, and that is sort of
But there 1is

sue . nothing

economic about 20 years for

that might have worked back iIn
it doesn"t work

enticeship, but

o what I would push for for a

m revision. Not something we

next year, but 1 would hope that

e could see that we want to move
a technological zoning system

Fy within pockets of technology
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ways of figuring

of just saying w¢g

Now |
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out how best to promote instead
have a one size fits all system.

still think we can do something

sooner to help the diagnostic industries and to

clear up some of
But for me, long
greater emphasig

There
Economist. We ¢
go beyond what hg
a truly sophistig

The o
say you have to (
know, software ¢
nothing to sugge
that enterprise.

The @

prospectively.

I

existing patentd
existing stakehg

generation of s
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the confusion that"s out there.

term, 1 would like to see a much

"s now an Office of the Chief
ught to be thinking about how to
s been a centuries old system to
cated and forward looking system.
ther thing is, you know, people
lo one size fits all because, you
an be used in anything. There"s
st that we can"t be creative In
ther thing iIs we can do things
So we don*t have to kill the
. We don®"t have to hurt the
Iders.

But we can help the next

rakeholders, some of the people
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perhaps that Jul
to bring them in
IBM who have alr
on the system th
MR.
things. One 1is
experience as
Accenture and w
the Bilski debat
spent hundreds
spend hundreds o
in the field of
not necessarily
technological an
But 3

comments, histo

was a much broadg

of today as techy

transistors and
And W
the Bilski cour
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§

q

§

§

(

1

y
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SOBON: 1
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je Samuels was talking about, try
without hurting the people like
rady made those investments based
At was there.

would say a couple
I am speaking also from my past
Chief for

I was IP Counsel

> were very heavily involved 1in
2 pbecause that company especially
pF millions, still continues to
F millions of dollars on research
industrial engineering which is
, might not Tfall within the
ts in a narrow sense.

s | tried to argue I think In my
rically understood, useful arts
2r thing than what we might think
1ology which I think gets seen as
gears and chemicals.

> were actually very pleased that
what

t ruled that, once again,
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they had alreag
Benson Flook and
had never said t
or transformatid
this.

And t
that

would say

actually spec

necessarily potentially patentable. |

that was a good

I thi
jurisprudence,
given what his cf
me and what 1 triji
the i1mportation

and/or obviousnej

101 analysis wi

And
defense side t
patent comple

discussion abou
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y ruled several times 1in the
Diehr decisions which was they
hat there was a specific machine

n test or a bright line test for

ney also had never said and never
a business method, absent any

Tic mechanism wouldn®t be
think
decision.
nk the key i1ll of the current 101
hich 1 think Professor Minell,
)mments would possibly agree with
ed to express is that the 1ll is
in the two part test of a novelty
5S test Imported into the initial
hout factual discussion on It.
t sounds great if you"re on the
have at the pleading stage a
ely without

destroyed any

whether 1t really truly was a
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novel or an
background usefu

That
that"s what 1 th
fix should try t

be able to do sd

Court™s decisions after Prometheus,

IS going to be v

I think is the pg
right now.

MS.
apologize. I hq
proposal, so I°nm
to that languagg
couple of cauti
technical arts d

We do
The EU doesn"t ¢
at the case law
oh, i1t"s stable

patentable In th

COUF
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unobvious improvement on the
I arts.
I think is the key 1ill. And

ink a very surgical legislative
o Fix 1If the courts seem not to
. And 1 think given the Supreme
I find that
ry hard to undo that gene, which
rnicious issue that we"re facing
UNDERWE I SER: So 1 have to
ave not studied carefully Bob“®s
not going to specifically speak
2. But 1 just wanted to say a
pnary words about a kind of a
r technical effect test.
not have a definition for that.
ither. And 1 know that looking
in the EU, we see this and say
There are inventions that are
e EU and they"re not patentable
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here.

But
through quite so
and 1t i1s my
define their con
or far away a p
exclusions.

And t
seen
software per se

or other things

made a policy de

Right

Congress about
subject matter a
something we-"ve
never served us
So |
how we define s
again, It soundg
But we

right?

Cou
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the truth i1s the EU has gone
ne time to get to where they are,
nderstanding that the way they

cept of technical 1s by how close

atent claim i1s from their stated

ne ones that 1 think you may have

in the sftatute to business methods or

Dr games or other gaming methods
of that nature which the EU has
cision to exclude.

, SO we can have a debate 1iIn
whether or not we think certain
reas should be excluded, but i1t"s
never done iIn the US, and it"s
to promote innovation.

think we have to be careful about
something like this. You know,
good, technical, non-technical,
know from

looking at, someone
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earlier today

method review
technical being
And
definition iIs 4
know, there isn*
there of what
something that
figure out whe

necessarily goir

us.
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referenced the cover business

statute and the concept of

introduced into the definition.

with all due respect, the

little circular. And so, you
t really a separate definition iIn
IS meant by that. So 1it"s
ye all kind of struggle with to
re is this going to be, not

g to be, you know, a panacea for

And we do have to ask ourselves much

as things are 1

the EU system o

Has the EU system promoted

that we think 1

n chaos in the US right now, 1is
ur goal. Is that what we want?
innovation in a way

s what we deserve i1n the United

States to promote iInnovation.

MR. KRAUSE:

on something Ma
kind of almost h

was talking.

Cou

(202) 234-4433

Well, just following up

rian just mentioned, and also |

eard a reference to it when Wayne

Marian mentioned the fact that
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Europe doesn"t
Iinstance.

Wayne
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allow patents on games, for

on the other hand endorsed the

definition of usgful arts based on the dictionary

definitions frof
apply to games,

MR. 3
patent in the =3
of games

useful and they]

why you can®"t p

iIs perfectly patentable.

the 1700s which 1 think would
am | correct on that?

OBON: You allowed the Monopoly
Os. 1 think gaming and systems
Those are
re creative and | see no reason

atent those. And when you 1in

fact, the Patent Office has routinely allowed
those sorts of things.

MR. KRAUSE: Okay, so that"s --

PARTICIPANT: Do the other panel
members --

MR. SOBON: I1t"s sort of like why not.
I mean, 1 don"t pUnderstand what the real harm is,

frankly. So i
game, get a dif

MR. Ki

COUF
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you want to have a different
erent game.

RAUSE: Well, the question i1s how
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much resources ghould patent examiners who are

trained 1n what e refer to as technology have to

devote to examirn

technological which other countries,

says, have excly

MR. MENELL:

we heard reference, |

representative,
principle. You

because

it"s ugeful

ing things that are clearly non-
as Marion
ded completely.

well, you know, earlier
It was the Amazon

think

to sort of the overarching
know, we shouldn"t just assume

art that Congress should

exercise the poWer that the Constitution gives

1t.

We should be continually evaluating

how to move forwgrd to promote progress, and that

changes over tie.

aspects of theg
working with 1is

intellectual

One of the really complex
e puzzles that we"re currently
that there are other methods of
trade

property, secrets,

copyrights, trademarks, that all come into play

as companies are

building these [

developing their portfolios and

Usinesses.
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because 1t"s 1

motivation.
advantage, therg
companies can g
ISsues.

So |
industries doesn
the patents beca
can be negative g
these rights, an

nuisance suit ga

And s

multiple ways qf approaching this.

agree that we ol
back on the g
applications of
that 1s | think [
know, deal wif
Important issues

Games
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Network
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ve shouldn"t assume that just
pt  patented there isn"t some

effects, Tfirst mover

> are a lot of ways 1iIn which

and do strategize about these
ust because these are large
"t mean that sort of pumping up
use we"ve also heard that there
pfFfects when we give out a lot of
d then we wind up playing these
mes.
50 | do think that there are
But 1 do
ight to try to at least push us
ath of protecting TfTundamental
scientific discoveries because
part and parcel of what does, you
issues and

'h  public health

, 1 don"t know. I would like to
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see a study.
know, the Sequer
may well not ha\
the i1dea that wq
diagnosis to be
seems, Yyou know
think the patent

D

MS.

-

sure that Bob Arf
he would like tg

MR.
couple of commeni
perhaps what thg
the patent staty
Supreme Court jy

And ||
with the one th
entire body of j
the statutory pn

do all the polid

needs to be dons
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But 1
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certainly feel that, you
om type patent was eligible. It
ye been patentable. But i1t was
> wouldn®"t allow a non-invasive
even within that pool 1i1s just
, completely outside of what |1
system should be about.

ERLMUTTER: I also want to make
nitage has a chance to respond if

ARMITAGE : Yes, maybe just a
Is.  You know, 1 know iIn my heart
» perfect amendment would be to
te to solve the problem with the
risprudence.

would have stopped my slides
at talked about abrogating the
urisprudence and just relying on

pvisions on the ground that they

y work the Supreme Court thinks
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But
program today,
perfect as that
doesn"t stand a

So th
going to do som
extreme point off

what do we dd

D]

palatable and ye
role of the patg

And t
that unless we
explicit what 1§
doesn"t contriby
there 1s one Ju
believes that thg
something that"g

So |

principle, my question

because 1 have

might be an 1mpe
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naving Qlistened to the entire
I"m fairly convinced that as
amendment 1is, 1t politically
chance of going anywhere.
en the question becomes i1f we"re
ething that from at least that
view Is not a perfect solution,
that"s still principled and
't has an expansive view on the
Nt system.
herein lies, at least my belief,
start thinking about making
implicit, that is 1T something
te to the useful arts 1 doubt
stice on the Supreme Court who
it type of subject matter defines

eligible for patenting.

f we Jjust start from that
IS can we make i1t work
A hunch that 1f we could, that

rfect solution. Imperfect, yes,
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but yes, a sol(
something you cdg

MR.
definition of us

iIt"s different t

MR. H4
very interesting
this out of |

everything else
to me like 1t
another.

I ca

carefully Justigce Stevens®

which has kind
ground but a mig

means.
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tion because it just might be

uld get through Congress.

KRAUSE : But what"s your

eful arts, Bob? It sounds like

han Wayne-®s.

\RMITAGE : Yes, you know, it"s
because 1 started working on
1 sense of desperation that

| saw being done just didn®"t look

made sense for one reason or

ne across and read again very
concurring opinion
pF a middle ground, not Wayne-®s

ldle ground on what useful arts

I togk another look at actually Tony

Dutra®s brief,
Alice,
again went throug

might distingui
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amicus brief

his own personal brief in the

in the Alice decision that

yh the history of how useful arts

sh - from other types of human
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endeavor that
patenting.

It vy
contemporary Vie
technology, you
the trips agreem
morning, patents

So 1
contemporary u
informed by what
necessarily do g
you adapt i1t to
limiting patents
arts for the pi
those arts.

MR. K
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Wwasn®"t considered eligible for
ou Tast forward and take the
2w of the term technological and

have basically what was done with
ent saying as Hans Sauer did this

are for fields of technology.

think basically you build on that
nderstanding. You have it
's going on in Europe. You don"t

xactly what the Europeans do, but
our Constitutional tradition of
5 to contributions to the useful
yrpose of promoting progress 1in

(RAUSE: Just one more quick one.

Wayne, you mentjoned that there®s evidence that

there®"s a defic

small businesses|

opposite iIn her

to us or can you

Cou
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it in early stage fTunding for
Julie Samuels kind of said the

remarks. Can you submit evidence

talk about 1t a little bit here?
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MR. $
to this, 1™ m ng
know, and 1 th

comments today
almost the oppog

There
Is at least ane
and some of us
capitalists and
funding on averg
invest iIn somet
are, especially
entrants who aln
company 1s doing

H

their network

technology.

That?
having something
with Stack Elect
for small and me

MR. K

COUF
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L an expert
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OBON: I have seen people refer

in that area. You
ink the Chamber of Commerce®s
were along the 1lines of just
ite.

iIs an effect and I think there
cdotal evidence that, you know,
have focused on that venture
others

investing iIn new stage

ige, on the margin would rather
hing that"s protected if there

iIT there"s existing market
cady could then see what the new
and rapidly take it on and use

ffects to just adopt the new

s obviously a very big danger, so
protectable like Microsoft found
ronics i1s actually very powerful
dium size enterprises.

RAUSE: Yes, what did you think
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of that case, Microsoft, Stack Electronics from

the 1990s?

MR. S
me .

MR.

caused Bill Gal

I i

patenting becaus
actually --

MR. J
award. So 1 gen
a large company.
we tend to be T3
tens of thousand;
most technology

So i1t
to go out there
you know, our gef
know 1T he still
are only two reaq

to get their peg

Right

COUF

(202) 234-4433

DBON: I"m sorry, but it predates

KRAUSE : It"s Tfamously what
fes to change his mind about
that

e 1t was a small company

ONES: And there a big damages
erally agree that it actually is
In some pays patents, although
irly pro-patent, 1 mean, we have
5 of engineers that can replicate
pnce we understand how 1t works.
"s very easy for large companies
and swamp the small guys. And
eral counsel used to say, | don"t
says 1t but he used to say there
sons for us to acquire a company,
ble or to get their IP.
, those are the two things that
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we can"t, you Kkn

need to get tf

brilliant or we
So

acquisition coni
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ow, build internally. We either
eir employees because they“re
need to get their IP.

do think that [IP, 1In the

fext, actually matters a Tair

amount to lots qgf companies.

MR. M
what"s been going
Congress took up
period after the
action was actua

We g€

series of cases|

Congress is the
administrative (g

But w
tier of problen
Supreme Court ju
have a problem wii
quibble about wh
least

eBay \

COUF

(202) 234-4433

ENELL: Well, if you think about
| on over the last decade, I mean,
these issues in the early 2000
bubble burst. And most of the
Ily in the courts.
I eBay, we get KSR, we got a whole
What we ultimately get from
AIA which sort of added a new
rocess and first to file.
2 now are facing sort of a second
s caused by one part of that
I don"t

risprudence. You know,

th eBay, KSR. 1 mean, one could

ether they were consistent or at

as consistent with equity
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jurisprudence.
But

and has helped

calling the troll

jurisprudence dij
the bathwater an
the Supreme Coy
situated to add

1 th
institution for
Congress 1i1s our
social decisions

In co
years. We haven
101 level, you Kk

MS. P
of time.
from the audiey
fascinating cony

apologize for n(g

them.

COUF

(202) 234-4433
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think it"s generally been good
to solve a lot of what we"re

problem. But the 101
1 throw out some of the baby with
d 1 think just illustrates that
rt is not institutionally well
ess these problems.

IS an

ink the PTO important

helping, and 1 think ultimately
main source Tor making the big
pyright we do it every 50 or 60
"t really done it, at least on a
now,

in recent history.

FRLMUTTER:  All right, we are out

I knowy there are still some questions

ce, and 1 think 1i1t"s been a

versation, so | would like to

pt being able to get to all of
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But 1|

the day has beegn

iIt"s been an @absolutely Tull

discussion | thi
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ot me just close by saying really

intense, 1t"s been long, but

and very rich

nk with a lot of illumination in

a lot of respects and also a tremendous amount of

food for thought|

1 wal
the participant
their time. An
thank the team

Office that G

nted to extend thanks to all of

s for sharing their 1i1deas and

d 1 also particularly wanted to

firom the US Patent and Trademark

ame out here to make this

complicated, mullti-city event work.

So
Elizabeth Shaw,
and Linda Taylon

thanks to everyg

(Wher

entitled matter

Cou

(202) 234-4433

jn  particular let me mention
Hollis Robinson, Nadine Herbert,
who are all here among you. So
ne.

eupon, the meeting in the above-

went off the record at 5:01 p.m.)
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