Alspcieeesed  Roundtable on Patent Subject Matter Eligibility
us p O Dec. 5, 2016 Stanford Law School

Comments on Patent Eligibility

Peter S. Menell
BerkeleylLaw Koret Professor of Law
Director, Berkeley Center for Law & Technology
University of California at Berkeley School of Law

“Invent or discover”

1. Mayo/Alice Flawed{° | REE
 Neilson misreading

e diagnostics
e algorithms

2. Impact of § 101 on Innovation{

3. Need for Leqislation/PTO Role



http://www.law.berkeley.edu/index.html
http://www.law.berkeley.edu/index.html

MAYO

PROMETHEUS® v CLINIC

Therapeutics & Diagnostics

uptreme Qourt

No. 10-1150

Iin the
Supreme Court of the Hnited States

No. 10-1150

No. 10-1150

Tt the Supreie Caure of te Wniced Siates In the Supreme Court of the Tnited States

No. 10-1150

MAYO COLLABORATIVE SERVICES (D/B/a MAYO

Mavo CoLLARORATIVE SERVICES (D/E/AMATO
o MEDICAL LABORATORIES) AND MAYO CLINIC

MEDICAL LARCRATORIES) AND Mavo CLRIC
R

OCHESTER, ROCHESTER, . 1 1150
Petitioners, X .
. v I HE
PROMETHEUS L ABORATORIES, INC., I the Husted States
Respondent. _
No_10-1150
v
e . F On Writ of Certiorari to the United States
ourt of Appeals for the Federal Circuit
3 € £ Appeals for the Federal Ci L v
4 ¥ asret af the Hniteh Simte
P, 101150 _
REPLY BRIEF FOR PETITIONERS No. 101150
) JONATHAN SINGER STEPHEN M. SHAPIRO In THE
No. 11150 JOEN DRAGSETE Counsel of Record - Aok ol Wzt ) Dkt
DEANNA REICHEL TIMOTHY S. BISHOP x
Fish & Richardson P.C.  JEFFREY W. SARLES No. 101150 = In The
3200 RBC Plaza Mayer Brown LLP 2. = 2
60 South 6ih Sirest 71 South Wacker Drive — Supreme Court of the Wnited States
- o 10-1150 AMinneapolis, MN 53402 Chicago, IL 60606 In the Supreme Court of the United States
= (612) 335-3070 (312) 782-0600
= e sshapiro@mayerbrown.com.
¥0 COLLABORATIVE SERVICES, DEA MaT0
upreme Court of the Enut MavaC s Mo
Counsel for Petitioners
B [Additional counsel listed inside cover]
N, 1061150
No. 10-1150
o
Iin the Supreme - r . -
Da Supreme Court of the Mnited States InTpe
b F - No. 10-1150
- ! —
BE No. 10-1150 g o MAYO UOLLABGIATIVE SERVICES {4/ MAYO MEDICAL
Sc INTHE
55 oner i
Ne Jn the Supreme Cowst of the United States L il 11 fouers, © yreme Court of the Wniteh States
@1 - % THE
No. 10-1150 ] ;B";E:Ft‘?"mo' ifent. Supreme Court of the nited States 1 mimt No. 10-1150
j itioners, v
———
INTHE Yespandent. i Ni 5
. 0. 10-1150
Supreme Court of the Enited States -
- D
i the
MAYO COLLABORATIVE SERVICES " eral Cireuit Y . AND f
(D/8/A MAYO MEDICAL L ABORATORIES) i RICA eyl
AND MAYO CLINIC ROCHESTER, oy I THE
Petitioners, 1 AE | 4 Buprems Teurrt of the Huiteh Stntes
v
] [?A%‘ION. AND £ i
! MAY0 COLLABORATIVE SERVICES. DBA MAYO
PROMETHEUS LABORATORIES, INC., I NERS ooaN MEDICAL LASORATORTES, ET AL
Respondent. 1 1 Pretstromers.
. . [ qumEART { 1 L
OnWrit of Certiorari : RO ) i . -
to the United States Court of Appeals © of Record | PROMETRELS LABORATORIES INC.,
for the Federal Circuit Whiaermn o Recpoadeat.
BRIEF OF VERIZON COMMUNICATIONS INC. gute | O Writ of Certsoran to the
AND HEWLETT-PACKARD COMPANY - Ave., N.W. | RrcHARD It ke IR €. SCHECITER United States Court of Appeals
AS AMICI CURIAE IN SUPPORT OF PETITIONERS 1 on, DC 20001 " Counsel of Record [ - Zor the Federal Carcuit
| .
0200 = TALMER o mal
JoE THORNE MicsarL K KELLOGG | cato.org e BRIEF OF FHARMACEUTICAL RESEARCH
GalL LvDE Counsel of Record | AND MANUFACTURERE OF AMERICA AS AMICUS
VERZON TIONSINC.  MicHAFL E. JOFFRE § AN | — CURIAETH SUPPORT OF RESPONDENT
1320 North Courthouse Boad - ReLzoi, Fugar, Haxsa,
Arlington, Virginia TDDD Evans & FIGEL gerprize Institute -
(703) 351-3000 . N.W_, 12 Floor Novembey
Counsel for Verizon 1616 Mstree[ NW. 1 on DC 20036
Communications Inc Suite 400 i 2265 !
Washingon, D.C. 20036 EESEARCH 7D Wabach Arenus
PAULH ROEDER (202) 326.7900 e e ared Indermat HUFACTURERS
HEWLETT PACKARD Co. 1 " Imictioerual Property (115) MAsEACTURSES OF g L fovat
3000 Hanover Street W)
Palo Alto, CA 543041112
(650) 857-5450
Counsel for Hewlett-
Puckard Co. Seprember 9, 2011

1056 New Vork Avenus, N.W.
Suite 300

Waskingion. D€ 20001
(2021 626-6000

Areorners for Amseus Curtae




MAYO
. CLINIC

H

PROMETHEUS®

Therapeutics & Diagnostics

)

No. 10-1150

No. 10-1150

Supreme Tonrt
——

In Whe

Supreme Court of the Hnited States

Iin the

No. 10-1150

Supreme Court of the United States

* ] e States
MAYO COLLABORATIVE SERVICES o uldiiz
(db'a MAYO MEDICAL LABORATORIES) -
and MAYO CLINIC ROCHESTER, o 5
Petitioners, ] o mmm
V.

No.10-1150
—

PROMETHEUS LABORATORIES. INC.. the Supreme Court of the United States

Maro COLLABORATIVE SERVICES, DE4 MaT0

Respondent.
N, 1061150
* 1 T
¢ Wourt of the nited States
GII' “rrit Of Cel-tiorari To Tlle LS LLAR -IL\TI\"‘*'-Y\:::t (v Mayo MEDICAL

United States Court Of Appeals

For The Federal Circuit ST i
a U Fthe united States o it
BRIEF OF NINE LAW PROFESSORS S
AS AMICI CURIAE 5‘ ﬂ-;.“-';.

IN SUPPORT OF PETITIONERS :
JosHUA D). SARNOFF I! E%I.n:‘

Counsel of Record for Amici Curiae [rom oF
DEPAUL UNIVERSITY P Seuin | B
COLLEGE OF Law ) b oy

25 E. Jackson 1
Chicago, IL 60604 ]
(312) 362-6326

jearnoff@depaul.edu

September 9, 2011

COCHLE LAW BRIEF PRINTING C0. (B00) 235 -5064
OB CALL COLLECT (402) 3422831

In The
Supreme Court of the Wnited States

No. 101150

No. 10-1150
—

IN THE
+ wweme Court of the Wniteh States

No. 10-1130

No. 10-1150

No_10-1150
—

DNTHE
Suprems Court of the Hreited Stutes
MATO COLLABORATIVE SERVICES, DBA MAYO

MEDICAL LABORATORTES, ET AL
Frstiomers

v
PROMETHEUS LABORATORIES [0
spoadent

O Writ of Certiorari to the
United States Court of Appeals
for the Federal Carcuit

BRIEF OF PHARMACEUTICAL RESEARCH
AND

MANUFACTURERE OF AMERICA AS AMICUS
CURIAETH SUPPORT OF RESPONDENT

Novembex




)

Therapeutics & Diagnostics

H

PROMETHEUS® é‘?ﬁ%

A. Prior Art Treatment of Excluded Discov-
eries and Creativity in Their Application
Are Long-Standing Requirements of the
Patent Act.

The requirement for prior art treatment of new
discoveries found its first explicit statement in Ameri-
tan patent law in 1854 in O'Reilly, relying on the
English precedent of Nielson v. Harford, 151 Eng.
Rep. 1266 (1841):

Neilson claimed no particular mode of con-
structing the receptacle, or of heating it. . . .
[Thhe court at first doubted, whether it was a
patent for any thing more than the discovery
that hot air would promote the ignition of
fuel better than cold. And if this had been
the construction, the court, it appears, would
have held his patent to be void; because the
discovery of a principle in natural philosophy
or physical science, is not patentable.

But after much cnnsl'deratinnl it was Enaﬂr
dectded that this principle must be regarded
as well known, and that the plaintiff had in-
vented a mechanical mode of applving it to
Jdirngees: and that his invention consisted in
interposing a heated receptacle, between the
blower and the furnace, and by this means

1)

Suprenre Tourt

— PR

heating the air after it left the blower, and
before it was thrown into the fire. . . .

Undoubtedly, the principle that hot air will
promote the ignition of fuel better than cold,
was embodied in this machine. Buf the pa-
tent was not supported because this principle
was embodied in if. . . .

... If the Court of Exchequer had =aid that

Neilson's patent was for the discovery, that
hot air would promote ignition better than
cold, and that he had an exclusive right to
use it for that purpose, there might, perhaps,
have been some reason to rely upon it. But '
the court emphatically denied this right to .
such a patent.

(FReilly, 56 U.5. (15 How.) at 115-16 {emphasis
added). One year earlier, the Court had explicitly
stated that scientific, natural, and abstract discover-
ies are ineligible for patent protection. See Le Roy v
Tatham, 55 U.S. (14 How.) 156, 175 (1853) (“[a]
principle, in the abstract, is a fundamental truth; an
original cause; a motive; these cannot be patented, as
no one can claim in either of them an exclusive
right.”). But these requirements had a long history,
predating the Constitution.




|O"Reilly v. Morse, 56 U.S. (15 How.) 62 (1854) |

Telegraph

Sauel F.B.. K/Iorse

Eighth. I do not propesete.limit myself to the
specific machinery, or parts of machinery,
described in the foregoing specifications and
claims; the essence of my invention being the
use of the motive power of the electric of
galvanic current, which | call electro-
magnetism, however developed, for making or
printing intelligible characters, letters, or signs,
at any distances. . . 1840 Patent




O’Reilly v. Morse, 56 U.S. (15 How.) 62, 114-15 (1854) ‘

Many cases have been referred to in the argument * * * We
shall speak of those only which seem to be considered as leading
ones. And those most relied on, and pressed upon the court, in
behalf of the patentee, are the cases which arose in England upon
Neilson’s patent for the introduction of heated alr between the
blowing apparatus and the furnace o

Neilson, in his specification,
described his invention as one for
the improved application of air to
produce heat in fires, forges, and
furnaces, where a blowing apparatus is required. And it was to be
applied as follows: The blast or current of air produced by the
blowing apparatus was to be passed from it into an air-vessel or
receptacle made sufficiently strong to endure the blast; and
through or from that vessel or receptacle by means of a tube, pipe,
or aperture into the fire, the receptacle be kept artificially heated
to a considerable temperture by heat externally applied.

Fig. 5.—Neilson’s original hot blast apparatus, 1829.



O’Reilly v. Morse, 56 U.S. (15 How.) 62, 114-15 (1854) ‘

the defendant among other defences insisted-
that [1] the machinery for heating the air and
throwing it hot into the furnace was not
sufficiently described in the specification, (n
and the patent void on that account-and { ] 1
also, [2] that a patent for throwing hot air into the ™ "7 ettt 15
furnace, instead of cold, and thereby increasing the intensity of the heat, was
a patent for a principle, and that a principle was not patentable.

[1] Upon the first of these defences, the jury found that a man of ordinary
skill and knowledge of the subject, looking at the specification alone, could
construct such an apparatus. . .



O’Reilly v. Morse, 56 U.S. (15 How.) 62, 115 (1854) |

[2] And upon the second ground of
defence, Baron Parke, who delivered the i
opinion of the court, said: ﬁ i

‘It is very difficult to distinguish it from the specification of a patent
for a principle, and this at first created in the minds of the court much
difficulty; but after full consideration we think that the plaintiff does
not merely claim a principle, but a machine, embodying a principle,
and a very valuable one. We think the case must be considered as if
the principle being well known, the plaintiff had first invented a mode
of applying it by a mechanical apparatus to furnaces, and his
Invention then consists in this: by interposing a receptacle for heated
air between the blowing apparatus and the furnace. In this receptacle
he directs the air to be heated by the application of heat externally to
the receptacle, and thus he accomplishes the object of applying the
blast, which was before cold air, in a heated state to the furnace.’



“Invents or discovers”

o 1790 Patent Act, § 1 )

grants patents to any person who
“invented or discovered any useful
art, manufacture, engine, machine,
or device . .. if they shall deem the
Invention or discovery sufficiently

G useful and important. . ..”
o 1793 Patent Act, 8§ 1, 3 )

grant patents to any person who
“Invented or discovered any . ..”

(o U.S. Constitution)

73 requires that “every inventor . . .
“Writings or shall swear . . . he is the true
Discoveries™ inventor or discoverer of the art,
achine, or improvement. . ..”

) @m
1787 1790 1793
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“Invents or discovers”

@ 1836 Patent Act )

8 1 establishes a Patent Office *““to superintend,
execute, and perform, all such acts and things
touching and respecting the granting and
Issuing of patents for new and useful
discoveries, inventions, and improvements.”

§ 6 authorizes “any person . . . having discovered
or invented any new and useful art, machine,
manufacture, or composition of matter” to seek
patent protection.

C )

T




Senate Report: 1836 Act

Whoever imagines that, because so many inventions and so
many improvements in machinery have been made, there
remains little else to be discovered, has but a feeble conception of
the infinitude and vastness of mechanical powers, or of the
unlimited reach of science. Much as has been discovered,
Infinitely more remains unrevealed. The ingenuity
of man Is exploring a region without limits, and delving in a mine
whose treasures are exhaustless. ‘Neither are all the mysteries of
nature unfolded, nor the mind tired in the pursuit of them.’

The first conceptions of ingenuity, like the first suggestions of
science, are theories which require something of experiment and
practical exemplification to perfect. . . .

SENATE REPORT ACCOMPANYING SENATE BILL NO. 239



“Invents or discovers”

@ 1870 Patent Act )

“any person who has invented or discovered any
new and useful art, machine, manufacture, or
composition of matter, or any new and useful
Improvement thereof. .. .” R.S. § 4886.

See also R.S. §§ 4884, 4887, 4888, 4890, 4891,
4892, 4893, 4895, 4896, 4897, 4899, 4902, 4908,
4916, 4917, 4920, 4922, 4923, 4924, 4926, 4927
(referring to “invention or discovery” and
“Inventor or discoverer” throughout the

G statute).
J

T




“Invents or discovers”

@ Plant Patent Act of 1930)

“Any person who has invented
or discovered any new and
useful art, machine,
manufacture, or composition
of matter, or who has invented
or discovered and asexually
reproduced any distinct and
new variety of plant . .. may,
upon payment of the fees
required by law, and other due
proceeding had, obtain a
patent therefor.”

J




“Invents or discovers”

6 1952 Patent Act )

§ 101 Whoever invents or discovers any new and
useful process, machine, manufacture, or
composition of matter. ..

§ 100 Definitions:

(a) The term “invention” means invention or
discovery.

(b) The term “process” means process, art, or
method, and includes a new use of a known
process, machine, manufacture, composition of
@ matter, or material.

J
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€ PROMETHEUS® |, e

Therapeutics & Diagnostics

1. A method of optimizing therapeutic efficacy for treatment of an
Immune-mediated gastrointestinal disorder, comprising:

(a) administering a drug providing 6-thioguanine to a subject having
said immune-mediated gastrointestinal disorder; and

(b) determining the level of 6-thioguanine in said subject having said
Immune-mediated gastrointestinal disorder,

wherein the level of 6-thioguanine less than about 230 pmol per 8x108 red
blood cells indicates a need to increase the amount of said drug
subsequently administered to said subject and

wherein the level of 6-thioguanine greater than about 400 pmol per 8x108
red blood cells indicates a need to decrease the amount of said drug
subsequently administered to said subject.



This Court has previously discussed in detail an English case,
Neilson, which involved a patent claim that posed a legal problem
very similar to the problem now before us. * * *

The English court concluded that the claimed process did
more than simply instruct users to use the principle that hot air
promotes ignition better than cold air, since it explained how the
principle could be implemented in an inventive way. Baron Parke
wrote (for the court):

‘It is very difficult to distinguish it from the specification of a patent
for a principle, and this at first created in the minds of the court much
difficulty; but after full consideration we think that the plaintiff does
not merely claim a principle, but a machine, embodying a principle,
and a very valuable one. We think the case must be considered as if
the principle being well known, the plaintiff had first invented a mode
of applying it by a mechanical apparatus to furnaces, and his
Invention then consists in this: by interposing a receptacle for heated
air between the blowing apparatus and the furnace. In this receptacle
he directs the air to be heated by the application of heat externally to
the receptacle, and thus he accomplishes the object of applying the
blast, which was before cold air, in a heated state to the furnace.’



What is Unconventional or Inventive beyond
the Scientific Principle?

Thus, the claimed process included not only a law of nature but
also several unconventional steps (such as inserting the receptacle
externally, and blowing the air into the furnace) that confined the
claims to a particular, useful application of the principle.

S . i B
T Blas

Seclion .




Thus, the claimed process included not only a law of
nature but also several unconventional steps (such as
Inserting the receptacle externally, and blowing the air into
the furnace) that confined the claims to a particular, useful
application of the principle.

N[CTINeoJsM the patentee argued that:

[t]he mode of heating air was perfectly well known; it
was no discovery of Mr. Neilson’s, every body knew
It. Air had been heated, and there had been different
shaped vessels employed for heating the air; for
heating the air economically, and for heating it to a
higher or lesser degree of temperature; all that was
perfectly well known.

Neilson, 1 Web. P.C. at 344.



Proper Interpretation of Mayo’s Quotation ‘

‘It is very difficult to distinguish it from the specification of a patent
for a principle, and this at first created in the minds of the court much

difficulty; but after full consideration we think that the plaintiff does
not merely claim a principle, but a machine, embodying a principle,
and a very valuable one. We think the case must be considered as if

the principle being well known, the plaintiff had first invented a mode
of applying it by a mechanical apparatus to furnaces, and his
Invention then consists in this: by interposing a receptacle for heated
air between the blowing apparatus and the furnace. In this receptacle
he directs the air to be heated by the application of heat externally to
the receptacle, and thus he accomplishes the object of applying the
blast, which was before cold air, in a heated state to the furnace.’

Is Neilson’s Invention a Machine?

Reference to Minter v. Wells



Minter v. Wells

[1]t was the application of a well-known principle, but for the
first time applied to a chair. . . . Lord Lyndhurst and the rest
of the court held, that this was not a claim to a principle, but
to the construction of a chair on this principle, in whatever
shape or form it may be constructed. Just so as to the hot
blast, only the principle is also new.

Househill Coal & Iron Co. v. Neilson, 1 Web. P.C. 673, 686 (1843) (emphasis added).
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#1058 v SEQUENOM

U.S. Patent No. 6,258,540 (Jul. 10, 2001)

1. A method for detecting a paternally inherited
nucleic acid of fetal origin performed on a
maternal serum or plasma sample from a
pregnant female, which method comprises

amplifying a paternally inherited nucleic
acid from the serum or plasma sample
and

detecting the presence of a paternally

Inherited nucleic acid of fetal origin in the
sample.
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MaterniT21 PLUS test #4>°

Sl detection rate/samples detected
Trisomy21 g o >99% (210 of 212)
. Edwards
Trisomy 18 S e >99% (59 of 59)
Trisomy 13 g aiome >91% (11 of 12)
Fetal sex aneuploidies >96% (25 of 26 combined)

Select microdeletions >94% (17 of 18)
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Gottschalk v. Benson, 409 U.S. 63 (1972) ‘

BCD Binary
53 = 0101 0011 110101

8. The method of converting signals from binary.ceded.decimal into binary which comprises the steps of

(1) storing the binary coded signals in a reentrant shift register,

(2) shifting the signals to the right at least three places, until there is a binary “1” in the second position
of said register,

(3) masking out said binary “1” in said register position of said register,

(4) adding a binary “1” to the first position of said register,

(5) shifting the signals to the left by two positions,

(6) adding a “1” to said first position, and

(7) shifting the signals to the right by at least.three positions in preparation for a succeeding binary “1”
in the second position of said register.

“Phenomena of nature, though just discovered, mental processes, and abstract
Intellectual concepts are not patentable, as they are the basic tools of scientific
and technological work.”

« “[T]he process claim is so abstract and sweeping as to cover both known
and unknown uses of the BCD to pure binary conversion.”

 “the patent would wholly pre-empt the mathematical formula and in
practical effect would be a patent on the algorithm itself.”




If these programs are to be patentable,
considerable problems are raised which only
committees of Congress can manage, for broad
powers of investigation are needed, including
hearings which canvass the wide variety of
views which those operating in this field
entertain. The technological problems tendered
In the many briefs before us indicate to us that
considered action by the Congress is needed.

Gottschalk v. Benson, 409 U.S. 63, 73 (1972)
(Douglas, J.) (footnotes omitted)
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