


Patent application common 
mistakes and post filing support 



Notice
This content is for informational purposes only and is not legal 
advice. Please consult with appropriate sources for legal authority 
and guidance on these matters.



Objectives

• Patent Basics
• Filing Requirements
• Common Mistakes
• Post Filing Procedure
• Support and Resources
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Patent basics



What is a patent?

A Property Right
• Right to exclude others from making, using, selling, 

offering for sale or importing the claimed invention
• Limited term
• Territorial: protection only in territory that granted 

patent; NO world-wide patent
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Types of patents

• Utility: any new and useful process, machine, article of 
manufacture, or composition of matter, or any new and useful 
improvement thereof
– Provisional patent application
– Non-provisional patent application

• Design: a new, original, and ornamental design for an article 
of manufacture

• Plant: any distinct and new variety of plant that is invented or 
discovered and asexually reproduced
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Provisional vs. Non-provisional

Provisional Non-provisional
• Not examined or published
• One-year time limit
• Available for utility and plant

patent applications
• A low-cost way to establish a US 

effective filing date (priority 
date) in a non-provisional 
patent application with few 
formalities

• Examined
• Published 18 months from 

earliest filing date (unless a 
request for a non-publication at 
filing)

• Can become a patent
• In general, patent protection is 

set by the filing date*
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Benefits of provisional utility 
applications
• Inventor given time to investigate market potential
• May file multiple provisional applications during the 1-

year pendency of the first filed provisional to include 
improvements

• Provides time to obtain counsel if desired
• Patent term measured from filing date of subsequent 

non-provisional application
• Term patent pending allowed to be used
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Utility patent applications
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The patent application roadmap 

Back and forth
with the USPTO

Filed Non-Provisional 
Utility Applications 
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Typical processing timeline

~14.7 3.7 1.6 3.5 0.4 2 1

0 5 10 15 20 25 30

 Typical
application
processing

time
breakdown

Months
First action  -  typical time to first action

Applicant responds to first action  - typical
applicant response time

Examiner prepares final rejection  -  typical
response time

Applicant responds to final rejection  -
typical applicant response time

Examiner considers after-final amendment
-  typical response time

Allowed awaiting issue fee  - typical
applicant issue fee paid time

Issue fee received  - typical issue fee
payment to patent printing

Application filed

*Based on FY 2019 data

Non-Provisional 
Application Filed
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Invention 
title

Inventor’s 
name

Publication Date

Filing date

Drawings

Abstract

Owner’s 
name

Written 
Description

Anatomy of a patent publication



• Title
• Inventorship/Ownership
• Dates
• Abstract

– A short summary of the invention.
• Written description

– How does it work? 
How is it made or used?

• Background
• Summary
• Specification

• Drawings
– What does it look like?

• Brief Description

• Claims
– The claim(s) define(s) the legal boundaries 

of the invention, similar to a deed to a 
property.

Claims
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Filing requirements of a non-
provisional utility patent 
application



Filing requirements

• A specification, including a description and at least one 
claim 

• Drawings, when necessary for an understanding of the 
invention 

• Inventor information including the legal name, residence, 
and mailing address of each inventor 

• Oath or declaration or an application data sheet 
• The prescribed filing, search, and examination fees 
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Check the filing receipt

Domestic Priority

Applicant(s)

Fee status

Inventor(s)
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Fees
• Filing fees paid in full (surcharge if submitted after 

filing date)
− Non-electronic filing fee for applications submitted in hard 

copy (mailed or hand-carried to the USPTO)
− Excess claims fees
− Application size fees
− Fees for large sequence listing submitted/transferred
− Other fees as applicable

• Fees paid according to the entity status established at 
the time of payment
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Micro entity status
Reduces most patent fees by 75%
Gross income - Use form SB/15A to certify:

1. The applicant qualifies as a small entity
2. No inventor and no other applicant (if any) has been named as an inventor on more than 4 

previously filed U.S. nonprovisional patent applications
3. No inventor and no other applicant (if any), in the calendar year preceding the calendar year in 

which the applicable fee is being paid, had a gross income exceeding 3 times the median 
household income most recently reported by the U.S. Census Bureau

4. No inventor and no other applicant (if any) has assigned, granted, or conveyed (and is not under 
obligation to do so) a license or other ownership interest in the application concerned to an 
entity that, in the calendar year preceding the calendar year in which the applicable fee is being 
paid, had a gross income exceeding 3 times the median household income most recently 
reported by the U.S. Census Bureau
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Helpful hints – micro entity
• Be sure to properly sign the form  
• Identifying Information

– First named inventor is a single name that will be the same on every micro 
entity certification form submitted in an application

– Title listed should match that in the ADS or specification
– If filed before an application number is assigned, the application must be 

identified with both the first named inventor AND the correct title of 
invention 
o Leave the application number section BLANK if no application number has 

been assigned 
• Each applicant must submit a separate form
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Surcharge

A surcharge (in addition to any other fees due) will be 
assessed for:
• Late submission of the basic filing, search or 

examination fee
• Late submission of inventor’s oath
• Filing an application that does not contain at least one 

claim on filing
• Submission of an application filed by reference to a 

previously filed application
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Office of Patent Application Processing 
(OPAP)
• Performs an initial review of the application papers for completeness 

and compliance with procedural requirements, including inspection 
of drawings to see if they can be effectively scanned and adequately 
reproduced 
– This is a separate standard from what the patent examiner will 

subsequently review during examination
• If deficiencies are found, OPAP will send an Official notice of the 

deficiencies and set forth a time period for response to avoid 
abandonment

• Once the application is accepted as complete by OPAP, it will be 
assigned for examination
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SAMPLE Notice to File Missing Parts
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Common mistakes made while 
filing



Common mistakes

• Specification Format
• Drawing Format
• Application Data Sheet (Form PTO/AIA/14)
• Signature Requirements
• Micro Entity Certification (Form PTO/SB/15A)
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Specification page format
• The specification, including the abstract and claims, must be written in 

English and have lines that are 1.5 or double-spaced in a single column of 
text

• Written on only one side in portrait orientation
• 8.5 by 11 inches with all margins of at least ¾ inches except for a left side 

margin of at least 1 inch
• Clearly typewritten in non-script font (e.g., Arial, Times New Roman, or 

Courier, preferably with a font size of 12), without shading, on white paper
• The application pages must be numbered consecutively (centrally located 

above or below the text) starting with page one
• Nonscript font (e.g., Arial, Times Roman, or Courier), preferably with a font 

size of 12
• Drawing figures should not be contained within the specification 
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Specification sections
• Title of the Invention (short and specific)
• Most common applicable sections

– Background of the Invention (e.g., state of the art before your 
invention)

– Brief Summary of the Invention
– Brief Description of the Drawings (list of all figures by number 

with brief statement of what the figure depicts)
– Detailed Description of the Invention 

• Claims (on a separate sheet)
• Abstract (less than 150 words, one paragraph, on separate sheet)
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How to file a substitute specification 

3 Required Parts of the Submissions
1. Marked-up copy with proper markings showing all the changes 

relative to the immediate prior version of the specification of 
record

2. Clean copy (without markings)
3. Signed statement that the substitute specification contains no new 

matter

The ENTIRE specification is required for the marked-up and 
clean copies, not just the amended portion.
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Marked up vs. clean copy

Marked up copy:
• A version that shows ALL changes to the most recent specification 

of record with markings.
• Additions of text are underlined.
• Deletions of text are shown by strike-through, except double 

brackets may be used to indicate deletion of [[five]] or [[fewer]] 
characters.

Clean copy:
• A version that includes ALL changes to the most recent specification 

of record without markings. 
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Substitute specification statement

The submission must be accompanied by a statement that 
the substitute specification includes no new matter.
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Drawings

Required if necessary to understand 
the subject matter to be patented

• A drawing necessary to 
understand the invention 
cannot be introduced after the 
filing date
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Drawing Requirements
• Black and white drawings; lines; numbers heavy enough to permit adequate 

reproduction 
• Use reference characters (in specification and drawings; numerals preferred)
• Each Figure must be labeled in English (e.g., FIG. 1) with a corresponding description in 

the Brief Description of the Figures
• Contain little or no text, and no non-English labeling or text
• Be on white, non-graph, 8.5 by 11 paper, with margins of at least ¾ inch and a left 

margin of at least 1 inch
• Be free of erasures, copy marks, overwriting, interlineations, folds, and alterations
• Numbering of the sheets of drawings should be numbered.  In the top-center of each 

sheet, the number should be shown by two Arabic numerals placed on either side of 
an oblique line, with the first being the sheet number and the second being the total 
number of sheets of drawings, with no other marking.
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Common mistakes found during 
OPAP drawing review
• Line quality that is too light to be reproduced
• Missing lead lines 
• Excessive text or text that is not in English
• Paper format (e.g., margins and paper size)
• Incorrectly labeled figures
• Photographs that are illegible after scanning
• Color drawings without a petition
• Each figure described in the brief description of the drawings must 

correspond to a separately-labeled drawing figure 
– Fig 1 described in the specification should not be labeled as Fig 1a
– Fig 1a-f described in the specification should not be labeled as Fig 1
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How to make amendments to the 
drawings 
• Each sheet must be labeled “Replacement Sheet” or 

“New Sheet” as applicable in the top margin
• Marked up copy is optional unless required by the 

examiner
– Must be labeled “Annotated Sheet” if submitted
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Application Data Sheet (ADS)

An ADS is required to:
• Identify applicants who are not inventors
• Set inventorship when an inventors oath is NOT being 

submitted until later in the prosecution
• Set inventorship where there are joint inventors and 

each joint inventor is executing a declaration that ONLY 
names that inventor and not all inventors

• Make benefit claims under 37 CFR 1.78 and foreign 
priority claims under 37 CFR 1.55
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Common Mistakes found in ADS
• Signature

– Every ADS must be signed by either a registered patent 
practitioner or the applicant.
o When a named applicant in the “Applicant Information” section is a juristic entity 

(e.g., a company), the ADS must be signed by a registered patent practitioner.

– An unsigned ADS will be treated only as a transmittal letter (37 
CFR 1.76) with limited information being made of record from it.

• Domestic benefit
– If an applicant wishes to claim the benefit of an earlier-filed U.S. 

application (e.g., a provisional application), the claim must be 
made in the “Domestic Benefit/National Stage Information” 
section of an ADS.
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Common Mistakes found in ADS
(cont.)
• File by reference

– In an overwhelming majority of filed applications, the “Filing by 
Reference” section of the ADS should be left BLANK. Overcoming 
a mistake in completing this section can be particularly costly 
and time consuming.

• Typographical errors
– Applicants should be sure to carefully check each entry in the 

ADS for typographical errors. Errors in the spelling of names, 
prior application numbers, addresses, etc. are not always easy to 
fix and can cost applicants money, time, and additional 
paperwork.

37



Updating the ADS
• All changes to the ADS must be properly marked up
• Information may be corrected or updated by filing a corrected ADS that 

contains all sections of the form or only the sections of the form 
containing changed or updated information

• Changes must be shown by underlining for insertions and strike-
through or [brackets] for deletions

• Each section containing changes or updated information must contain 
all of the information already of record with the changes shown by 
markings

• If the ADS is submitted after the submission of the application, even if it 
is the first submission of an ADS, any information being added or 
deleted relative to the information of record must be indicated by 
markings38



Example: correcting a benefit claim

This correction rectifies a situation in which the as-filed ADS did not make a 
benefit claim (or the benefit claim was not properly presented).  The 
underlining shows the benefit claim is being added.  The underlining is 
relative to the information of record shown on the filing receipt.
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Documents must be properly signed

• If you are working with a registered practitioner, the practitioner may 
sign documents, even if you have not appointed him or her to have 
power of attorney.

• If you are not working with a registered practitioner and there is no 
applicant named on an application data sheet (ADS), all inventors 
must sign each document/submission.

• If you are not working with a registered practitioner and there is no 
applicant named on an ADS, all inventors may appoint one or more 
of the inventors to prosecute the application on everyone’s behalf:
–Each inventor must sign the form, even the one being appointed.
–PTO/AIA/81 may be used.
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Signature requirement

• Handwritten 
• S-signature 

– Name between two single forward slashes
– Signature must be accompanied by printed/typed name of signer 

and be easily identifiable
• Graphic representation 

– For electronically submitted correspondence
– Graphic representation of handwritten signature or S-signature

Multiple Inventors: ALL inventors must sign UNLESS a power of 
attorney has been granted to one or more of the joint inventors
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Sample S-Signatures

https://www.uspto.gov/sites/default/files/documents/sigexamples_alt_text.pdf
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Online educational resources
• Nonprovisional (Utility) Patent Application Guide

www.uspto.gov/patents-getting-started/patent-basics/types-patent-
applications/nonprovisional-utility-patent

• Important Information for Completing an ADS
www.uspto.gov/patent/forms/important-information-completing-application-data-sheet-
ads

• ADS Instructions Document
www.uspto.gov/sites/default/files/ebc/portal/efs/ads_form_inst.doc

• Article on Common Pitfalls on USPTO Forms
www.uspto.gov/learning-and-resources/newsletter/inventors-eye/common-pitfalls-uspto-
forms
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Post filing procedure



What is a USPTO Office Action?
An office action sets forth the basis for any objections, rejections, and 
allowability.
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• Rejections are a normal 
part of the process.

• They help define what is patentable.
• Often due to existing prior art.

– The examiner must have a basis to believe 
someone else may have come up with what 
you invented before you.

• Can often be overcome.

What does a rejection mean?
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58%
42%

FY 2019 percentage 
allowed

Allowance
Other disposalFact: In FY 2019, 58% of examiner 

disposals were allowances. 

84%

16%

FY 2019 first actions
Rejection
AllowanceFact: In FY 2019, 84% of 

original filings received a first 
office action containing a 
rejection.

Receive a rejection? Don’t give up!
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• Read and understand 
the application

• Search for prior art
• Evaluate the specification 

and claim(s)
• Respond by office action(s) 

describing findings
• Hold interviews, as requested

Role of the USPTO examiner
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Power of the interview
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• File a complete application
• Disclose all known prior art
• In response to examiner 

office actions:
– Explain your position, and/or
– Make good faith changes 

to the application  

Role of the applicant
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After-final Practice
Even if you receive a final rejection, don’t panic.  If you 
still disagree, you may still have options:

• Request for continued examination (RCE),
• Appeal, or
• After-final response.
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Allowances

A notice of allowance indicates 
all objections and rejections 
have been overcome and your 
application is ready for issuance.

In FY 2019, 58% of examiner 
disposals were allowances. 
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Anatomy of a patent
• Title
• Inventorship/Ownership
• Dates
• Abstract

– A short summary of the invention.
• Written description

– How does it work? 
How is it made or used?

• Drawings
– What does it look like?

• Claims
– The claim(s) define(s) the legal 

boundaries of the invention, 
similar to a deed to a property.

Invention title

Inventors’ name

Issue date

Non-provisional 
application filing 

date

Drawings
Abstract

Prior art

Owner’s name

Provisional 
application filing 

date

Examiner’s 
name & 

Applicant’s 
representative
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Continuation, continuation-in-
part, and divisional applications



Nonprovisional 
Child #1 

Application Filed

Nonprovisional 
Parent 

Application Filed

January 28, 2011 August 31, 2012 May 19, 2014 February 6, 2015

Nonprovisional
Child #2

Application Filed
Patent Granted 

from Parent

Later-filed nonprovisional application may claim the benefit 
of earlier nonprovisional application (“parent” application) if 
the earlier application is still pending (not yet issued or 
abandoned).

Continuing Nonprovisional Applications

55



Application  
A1

Application  
A2

Continuation-in-Part:
(MPEP 201.08)
Disclosure includes additional 
subject matter not disclosed 
in parent

Application  
A1

Application  
A1

Continuation:
(MPEP 201.07)
Has same disclosure as 
“parent”

Continuation/Continuation-in-Part (CIP)

56



Application  
A1

Application  
B1

Has same disclosure as “parent,” but claims an 
invention independent or distinct from the 
invention claimed in the parent
(MPEP 201.06)

Divisional Application (DIV)
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Nonprovisional Parent 
Application Filed

June 8, 1985 June 8, 1995 June 8, 2005

ExpiredContinuing Application Filed

June 8, 1995 June 8, 2015

Patents issued from continuing applications filed on or after June 8, 1995: 
the patent term lasts 20 years from the filing date of the earliest parent 
(nonprovisional) application

ExpiredNonprovisional Patent 
Application Filed

Patents issued from nonprovisional applications filed on or after June 8, 1995: the 
patent term begins when the patent issues and ends on the date 20 years from the 
application filing date

Patent Application Filing Dates
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Support and resources



Resources in your area

uspto.gov

Additional resources:
- Inventors Assistance Center
- Patent Pro Bono Program
- Law school clinics
- Patent and Trademark 

Resource Centers

USPTO offices:
Headquarters

- Alexandria, VA
Regional offices

- Detroit
- Denver
- Silicon Valley
- Dallas
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Inventors Assistance Center (IAC)

The Inventors Assistance Center (IAC) 
provides patent information and 
services to the public. The IAC is 
staffed by former supervisory patent 
examiners and experienced former 
primary examiners who answer general 
questions concerning patent 
examining policy and procedure.

Monday – Friday, 
8:30 a.m. – 8 p.m. ET, 
except federal holidays

• 800-PTO-9199 
(800-786-9199)

• 571-272-1000

TTY customers can dial 
800-877-8339 for 
customer assistance
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USPTO Patent Pro Bono Program

A nationwide network that assists 
financially under-resourced 
independent inventors and small 
businesses
• Program participants must have 

income 300% below federal poverty 
guidelines

For more information, visit www.uspto.gov/probonopatents. 

ATTORNEY

AGENT

LAW FIRM
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Patent Pro Bono Program
File and prosecute patent 
applications
The program matches financially 
under-resourced inventors and small 
businesses with registered patent 
attorneys.
• 22 regional programs across the 

country provide matching services. 
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Nationwide network of public, 
state, and academic libraries that 
are designated by the USPTO to 
disseminate patent and trademark 
information and to support 
intellectual property needs of the 
public.
Visit www.uspto.gov/ptrc for more 
information.

Patent and Trademark
Resource Centers (PTRC)
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The USPTO’s Law School Clinic 
Certification Program allows law 
students enrolled in a 
participating law school’s clinic 
program to practice before the 
USPTO under the guidance of a 
law school faculty clinic 
supervisor.
For more information, visit 
www.uspto.gov/lawschoolclinic.
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Other USPTO resources

Resource Website
Utility patent application guide www.uspto.gov/patents/resources/types/utility.jsp

Patent process www.uspto.gov/patents/process

Patent search guide www.uspto.gov/patents/process/search

Inventor and entrepreneur resources www.uspto.gov/inventors

Pro Se assistance www.uspto.gov/ProSePatents

Micro entity information www.uspto.gov/PatentMicroentity

Helpline: 1-800-PTO-9199
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