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by Anne Shea Gaza

The USPTO Patent Pro Bono Program: Creating
New Opportunities for Helping Local Communities

Not only was the passage of the Leahy-Smith America
Invents Act (AIA)! in September 2011 a game changer for patent
practice in the United States, it heralded the beginning of a new
era in patent pro bono services. Section 32 of the AIA directs the
U.S. Patent and Trademark Office (USPTO) to “work with and sup-
port intellectual property law associations across the country in the
establishment of pro bono programs designed to assist financially
under-resourced independent inventors and small businesses.” The
revolutionary patent pro bono programs that have developed in the
wake of the AIA are helping to level the playing field for all financially
under-resourced entrepreneurs by providing eligible inventors and
small businesses throughout the nation equal access to the patent
system.

Brief History of the Patent Pro Bono Program

It has long been recognized that “[a] great idea is a great idea re-
gardless of it[s] source[,] and independent inventors by their creative
nature have an abundance of great ideas.” As such, the “number
one goal at the USPTO [has been] to keep America at the forefront
of technological innovation[,] and helping independent inventors get
their innovations from the drawing board to the marketplace is a
big part of that plan.” Before the AIA, the USPTO had endeavored
for years to promote the creation of pro bono programs, but those
endeavors resulted in little sustainable success.? It was only with
the passage of the AIA that consistent, nationwide progress became
possible in creating pro bono programs that are focused on obtain-
ing patent protection. According to Jennifer McDowell, Pro Bono
Coordinator of the USPTO Pro Bono Program, within three years of
the AIA’s passage, the USPTO successfully partnered with intellec-
tual property law practitioners and associations across the country
to create patent pro bono programs covering fewer than 20 states.

As focus on the patent system, particularly patent reform, has
continued, the ever-present need to incentivize and protect new
inventions has not been lost. To further encourage innovation and

improve the patent system, President Barack Obama issued various
executive actions in early 2014.° One such action called upon mem-
bers of the patent bar to provide individual inventors and small busi-
nesses legal assistance in navigating the patent system so that the
mandate of the AIA pro bono program could be expanded to cover
every state in the country.

To accomplish the congressional mandate set forth in the AIA
and respond to the President’s call to action, the USPTO formed a
patent pro bono team headed by McDowell. With an initial goal of
expanding coverage to every state by mid-2014,° the USPTO now
anticipates that patent pro bono services will be available in all 50
states by the end of 2015.7 With coverage already expanded to 45
states and the District of Columbia, the USPTO is well on its way to
meeting its goal.®

How the Patent Pro Bono Program Works

“The cost of hiring a patent attorney to properly write and pros-
ecute a patent application is the main barrier to getting a patent
for many inventors and small businesses.”™ Pro bono efforts in this
area, however, have historically been difficult to initiate due to (1)
a lack of administrative support, (2) the absence of liability cover-
age (particularly for in-house counsel), and (3) concerns about the
duration and scope of the representations. Through patent pro bono
programs, financially limited inventors and small businesses are now
able to obtain assistance navigating the patent process, while volun-
teer attorneys have the administrative support needed to screen and
facilitate engagement with potential clients.

Prospective clients apply for assistance through either the na-
tional clearinghouse administered by the Federal Circuit Bar Asso-
ciation or a regional patent pro bono program. The national clear-
inghouse serves as an omnibus point of contact, responsible for
collecting applications for inventors and small businesses and trans-
ferring those requests to the appropriate regional program.® The
regional programs adopt more of a grassroots approach and focus
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on local attorneys providing assistance to local inventors and small
businesses looking to innovate.!* This local approach provides for
more flexibility in tailoring a particular patent pro bono program to
the needs of the particular inventor community being served and the
legal community providing assistance.

Typically staffed with nonattorney administrators, individual el-
igibility requirements for each program vary, and small administra-
tive fees may be charged by the program.'? With respect to eligibility,
the patent pro bono programs generally require that prospective cli-
ents reside in the servicing state, meet financial eligibility require-
ments, demonstrate some minimal knowledge of the patent system,
and have actual inventions (versus ideas) that are potentially pat-
entable.’® Once an eligible client has been identified, the program
administrator matches the client with a volunteer attorney.'

With the support regional programs provide by screening poten-
tial clients and matching eligible clients with volunteer attorneys,
the administrative obstacles to providing patent prosecution assis-
tance by private practitioners are largely overcome. Those obstacles
have stymied pro bono efforts in the past. Another area of concern
for volunteer attorneys is the length and scope of the pro bono rep-
resentation. In that regard, it is not uncommon for the prosecution
of a patent application to take several years before the USPTO ex-
aminer issues a final decision on patentability. The administrative
screening and matching process can also address these concerns.

What specific services an individual volunteer attorney may
agree to provide, or the regional program may deem appropriate
to provide, are determined by the individual attorney within the
scope of the overall regional program. Typically, however, services
are generally limited to the filing or prosecution of a nonprovisional
application and may continue through allowance or final rejection.
Subject-based screening mechanisms may be implemented to pre-
vent potential conflicts with a volunteer attorney’s existing clients
or with activities undertaken by an in-house counsel, and can also
funnel pro bono clients with a potential invention in a particular
subject area to a volunteer attorney with experience in that area.

The last hurdle is professional liability coverage to protect the
volunteer attorney. For private practitioners, professional liability
coverage for pro bono work is typically covered by their existing
insurance plan. In-house counsel, however, rarely have profession-
al liability coverage for pro bono work. Regional patent pro bono
programs that provide professional liability coverage to their par-
ticipating corporate attorneys increase exponentially the number of
potential volunteers.'® According to McDowell, currently fewer than
half of the patent pro bono programs have insurance coverage for
participating in-house counsel. The Pro Bono Advisory Council, a
group of well-established patent practitioners and pro bono admin-
istrators who have committed to providing support and guidance
to patent pro bono programs across the country, has formed a sub-
committee to address the issue of professional liability coverage for
patent pro bono programs.!¢

Representative Types of Patent Pro Bono Programs

The first patent pro bono program was sponsored by Legal-
CORPS!'" in Minnesota in 2011. According to McDowell, volunteer
participation in patent pro bono programs vary widely, with some
of the more established programs having more than 100 volunteer
attorneys.'® One largely untapped resource for these programs is in-
house corporate counsel registered to practice before the USPTO.

Through a patent pro bono program, corporate attorneys registered
to practice before the USPTO now have a way to perform pro bono
work within their field. For corporate attorneys registered to prac-
tice before the USPTO but in a position that does not call upon those
skills on a daily basis, the patent pro bono program gives them a
vehicle through which they can develop experience in an area they
may wish to remain engaged.”

In 2015, Legal CORPS in Minnesota also led the way for the first
hybrid pairing of a patent pro bono program with a law school par-
ticipating in the USPTO Law School Clinic Certification Pilot Pro-
gram.?’ With this hybrid program, patent prosecution services were
expanded to Iowa, North Dakota, South Dakota, and Wisconsin
through a partnership between the USPTO Patent Pro Bono Pro-
gram, Legal CORPS, and William Mitchell College of Law. 2! While law
students participating in USPTO certified intellectual property clin-
ics, such as the one at William Mitchell College of Law, can practice
before the USPTO under the supervision of a professor, every step
is a new experience, not just to the inventor but to the law student
assisting the inventor as well.?? Under the hybrid model, however,
experienced patent practitioners are paired with law students to
work jointly with an eligible client. Thus, the hybrid programs have
the added benefit of pairing a law student with a practicing lawyer to
provide the maximum benefit to all participants; the inventor is ad-
vised by an experienced patent prosecutor, the student is mentored
by a seasoned patent prosecutor while gaining invaluable experience
about the process, and the volunteer attorney is able to take on a
case while sharing the workload with an eager student volunteer.
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As efforts continue in 2015 to complete the expansion of pat-
ent pro bono programs nationwide, the USPTO’s Patent Pro Bono
Program hopes to add additional programs, particularly for densely
populated areas or where a regional program covers more than one
state. One of the focuses of the additional programs is to encour-
age still more patent professionals (both in private practice and in-
house) to undertake patent pro bono work while bringing the ben-
efits of the hybrid approach to law students at schools that are not
part of the USPTO’s Law School Clinic Certification Pilot Program.
With appropriate engagement and confidentiality agreements, law
students at these schools can be paired with volunteer attorneys
registered to practice before the USPTO to experience substantive
patent prosecution through a patent pro bono program.

Discussions are already underway in two states to develop this
type of secondary hybrid program. The USPTO is evaluating several
laws schools in Illinois that are not part of the USPTO’s Law School
Clinic Certification Pilot Program, but under this contemplated hy-
brid arrangement, these law schools would have their law students
partner with registered volunteer patent attorneys to provide those
students exposure to the patent prosecution process. An opportuni-
ty in Delaware would pair law students with local patent prosecutors
in the Delaware legal community. Grant Corboy of the USPTO Patent
Pro Bono team notes that “with the support
of attorneys from large corporations and local
law firms partnering with academia to provide
pro bono assistance, the hybrid programs have
boundless potential to assist the inventive
community.” If successfully launched, the Del-
aware program would be the second such pro-
gram breaking away from the existing regional
hub approach to provide more direct service
by local practitioners and law students to local
inventors and small businesses.

Conclusion

While the endless cries for patent reform continue to spark de-
bate throughout the country, small businesses and independent in-
ventors continue to strive for innovation protection notwithstanding
financial hardships, technological delays, and global competition.
The USPTO’s and the patent bar’s focus on a collaborative approach
to supporting this heretofore underserved community makes the
patent system more accessible to the American public.** In the
words of David Kappos, former director of the USPTO, “[t]he Patent
Pro Bono Program showcases American ingenuity at its best—Ilever-
aging an immense reserve of legal talent in an arbitrage that brings
needed skills to those who can’t otherwise access them, to serve in-
ventors, innovation and economic growth.”? While the original man-
date of the AIA and President Obama’s call to action will soon be
accomplished, the USPTO’s Patent Pro Bono Program and regional
programs throughout the nation continue to strive for equal access
to the patent system. ®
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PRESIDENT’S MESSAGE continued from page 3

Dr. J. Clay Smith Jr. In 2001-02, the FBA elected its first Hispanic
national president, Russell A. Del Toro of Puerto Rico. In 2009-10,
the FBA was led by its first American Indian national president, Law-
rence Baca. In general, the FBA has maintained a strong presence
in Indian country, as the FBA Indian Law Section has hundreds of
members, and its Annual Indian Law Conference draws 500 to 600
attendees every year. This national gathering is the foremost-recog-
nized conference on Indian law in the country.

The FBA’s commitment to diversity has been particularly prom-
inent in recent years. In 2014, for instance, the FBA launched the
Women in the Law Conference as a premier national event. Also, the
recent national conventions have featured panel presentations on
topics from same-sex marriage to race and the law. This very edition
of The Federal Lawyer itself, focusing on diversity and the law, is
a testament to FBA’s firm commitment to promoting diversity and

inclusivity within the legal profession.

But more can be done. If you are interested in promoting diversi-
ty, I encourage you to become involved in the association. There are
so many ways to help—such as through your local chapter, a section
or division, or by submitting an article to The Federal Lawyer. If
you are passionate about a particular topic, I urge you to submit a
convention panel proposal for the 2016 convention. By virtue of its
national scope and local connections, there is room for everyone in
the FBA. By building a more diverse FBA, we will ensure the success
of the association and the legal profession far into the future. At
the same time, we serve our profession, our communities, and our

nation. ®
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