


Path to a Patent, Part I:

Intellectual property (IP) basics



This content is for informational purposes only and is 

not legal advice. Please consult with appropriate sources 

for legal authority and guidance on these matters.

Notice

References to particular products, patents, trademarks, 

service marks, services, companies and/or organizations in 

this presentation are for illustrative and educational 

purposes only and do not constitute or imply endorsement 

by the U.S. Government, the U.S. Department of Commerce, 

the U.S. Patent and Trademark Office, or any other federal 

agency.



• Overview of intellectual property (IP)
– Trade secrets

– Copyrights

– Trademarks

– Patents

• Outline of the patent process

• USPTO resources

• Frequently Asked Questions (FAQ)

• Key takeaways

Agenda
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Intellectual property (IP) is deeply rooted in 

our nation’s history.  

Historical foundation 

Historical foundation 
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U.S. Constitution Article 1, Section 8, Clause 8: 

“[The Congress shall have Power …] To promote 

the Progress of Science and useful Arts, by securing 

for limited Times to Authors and Inventors the 

exclusive Right to their respective Writings and 

Discoveries;”

U.S. Constitution Article 1, Section 8, Clause 8: 

“[The Congress shall have Power …] To promote 

the Progress of Science and useful Arts, by securing 

for limited Times to Authors and Inventors the 

exclusive Right to their respective Writings and 

Discoveries;”

U.S. Constitution Article 1, Section 8, Clause 8: 

“[The Congress shall have Power …] To promote 

the Progress of Science and useful Arts, by securing 

for limited Times to Authors and Inventors the 

exclusive Right to their respective Writings and 

Discoveries;”



Intellectual propertyReal property

What is intellectual property?
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Any information 
that is valuable & 
kept confidential 

Trade secret

Creative 
expression stored 
in a tangible form

Copyright

©
Identifies the 
origin of goods 
or services 

Trademark
®

New, inventive 
ideas

Patent

Types of intellectual property
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• Asset to generate revenue

• Protect your investments

• Gain entry to a market

• Exclude others from a market

• Use it as a marketing tool 

– To promote unique aspects of a product

– Build brand recognition

• Attract investors and partners

Benefits of IP
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• Onus is on the owner to enforce their IP rights

– Monitor marketplace and other areas for infringing 

products, counterfeit brands, unauthorized use, etc.

– Respond to infringement when detected

• Government enforcement resources

– STOPfakes.gov

– U.S. Customs and Border Protection (CBP)

Enforcement
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Trade Secrets



Protects commercially valuable proprietary information, 

e.g., formulas or business information, that gives a 

competitive advantage

• Not generally known or easily discovered

• Derives economic value due to its secrecy  

• Subject to reasonable efforts to preserve 

confidentiality 

• Never registered to any government agency

• May last forever as long as owner maintains secrecy

What is a trade secret?
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Trade secrets
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• Formulas 

• Business information 

• Recipes and processes

• Research

• Source codes

• Client lists

Trade secret examples
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• Failure to take adequate steps to prevent disclosure

• Owner or owner-authorized disclosure

• Reverse engineering

• Independent development by a third party

Common ways to lose
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What are some examples of trade secrets?

A. Colors, logos, and company names

B. Musical scores, choreography, and photos

C. Formulas, source codes, and client lists

Knowledge check
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Copyright ©



What is copyright?

Copyright is a form of legal 

protection provided to the 

authors of “original works of 

authorship fixed in any tangible 

medium of expression.” 

 

17 U.S.C. § 102(a)



What does copyright protect? 

Photos

Books Artwork

Television shows Sculptures

Music Movies

. . . plus many other 

forms of creative 

works, including: 

plays, choreography, 

architecture, software, 
and compilations 



• Not fixed in a tangible form of expression 

• Titles; names; familiar symbols or designs; 

mere variations of lettering; mere listings of 

ingredients or content

• Individual words and short phrases

• Ideas, procedures, concepts, principles

• Works of the U.S. Government

What works are not protected?
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• Copyright protection is secured 

automatically upon creation (fixation). A 

work is “created” when it is fixed in a copy 

for the first time.

• No publication or registration is required.  

(There are, however, certain advantages to 

registration.)

Securing protection
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Why register?

• Puts others on notice of copyright claim 

• Required to file suit in federal court (for works of U.S. origin)

• Provides prima facie evidence of validity of the copyright and facts in 

certificate (if made within five years of publication)

• Registration may be recorded with U.S. Customs and Border Protection 
(CBP) to help prevent importation of pirated products.

• Statutory damages and attorney’s fees may be available in litigation but only 

if registration is obtained within three months after publication of the work 

or prior to infringement of the work. 

• Easier to license work, collect royalties, and enforce rights outside of court
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• Registration is administered by the 
U.S. Copyright Office, which is part of 
the Library of Congress

• Registration may be made using 
paper forms or submitted online at 
www.copyright.gov

– Check out eCO tutorials at copyright.gov 
for single, standard, and supplementary 
applications

Registration
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http://www.copyright.gov/
http://www.copyright.gov/


• Forms of notice: ©, the word “Copyright,” or 

the abbreviation “Copr.”, year of publication, 

and name of the copyright owner

      ©  2024  Jane Doe.

• No notice is required (for works published 

on or after March 1, 1989).    

Notice
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For works created on or after 

January 1, 1978:

– Life + 70: In the U.S., copyright subsists 

from creation and lasts for the life of the 

author, plus 70 years after the author’s 

death.

– 95 years from publication: If the author is 

not a natural person, then copyright lasts 

95 years from publication or 120 years 

from creation, whichever expires first.

Term of copyright
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Image: https://www.copyright.gov/copyrightmatters/public-domain2019/



Ownership of copyright

• Vests initially in person who conceives the work 
and fixes its expression in a tangible medium

• Joint authors are co-owners of (i.e., they have an 
undivided interest in) the copyright in joint works.

• Under the work-made-for-hire doctrine, the 
employer is the owner of the copyright for certain 
works created within the scope of employment.

• Special rules apply to “commissioned works.”
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True or False?

You can file for copyright registration with 

the USPTO.

Knowledge check
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Trademarks ®



What is a trademark?

Any word, name, symbol or 

device (or any combination 

thereof) used to identify and 

distinguish goods and services 

and to indicate their source 

(15 U.S.C. § 1127)

TM SM ®



• Trademark that is used in commerce in connection 
with specified goods and services, but not 

registered

• Rights are limited to geographic area (based on use 
in that area)

• Optional symbols:  
TM   SM  

• U.S. is a first-to-use country

– most countries are first-to-file

Common law trademark



• Public notice of claim of ownership

• Legal presumption of ownership and exclusive right to use mark in 

U.S. on/in connection with the goods/services listed in registration

• Ability to bring an action in federal court 

• Use of U.S. registration as a basis to obtain registration in foreign 

countries 

• Right to use the federal registration symbol ® 

• Listing in the USPTO online databases

• Registration may be recorded with U.S. Customs and Border 

Protection to prevent importation of infringing foreign goods

Federal registration advantages



Trademarks can be DESIGNS

 

 

Trademarks can be WORDS

STARBUCKS

NIKE

 

TARGET

Examples of trademarks
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Examples of Trademarks

• A Trademark can be any word, slogan, symbol, design, 

or combination of these, including product packaging, 

product design and trade dress.  

• A Trademark can also be a sound, color, or smell.  



Co-existence examples

• Dove

• Delta
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Trademark fees

• Application fee: $250 per class (electronic 
filing using TEAS Plus) or $350 per class 
(using TEAS Standard)

• Post-registration fees
– Declaration of use $225 per class (after five years)

– Declaration of use and Application for Renewal $525 
per class (after nine years)

Fees are subject to change. Visit www.uspto.gov/fees 
for current fees.

34

http://www.uspto.gov/fees


Other trademark-related concepts

• Domain name registration

– Provides a web address for your website.

– Does not create a registered trademark.

• Trade name registration

– Allows you to do business in a particular state or 

jurisdiction.

– Does not create a registered trademark.
35



Which can be protected by a federal 

trademark?

A. Company name

B. Color

C. Logo

D. All of the above

Knowledge check

36



Patents



A U.S. patent is

• A property right granted by the United States 

government to an inventor

• To exclude others from making, using, offering for 

sale, or selling the invention throughout the 

United States or importing the invention into the 
United States

• For a limited time

• In exchange for public disclosure 

of the invention

Patents
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Utility
Protects how an invention 

works, functions or is made 

for 20 years from filing date

• Process 

• Machine

• Article of manufacture

• Composition of matter

Types of patents

Plant
Protects newly invented 

strains of asexually 
reproducing flowering 

plants, fruit trees, and 

other hybrid plants for 

20 years from filing date

Design
Protects the way a 

product or article looks, 
the ornamental 

expression for 15 years 

from the date of grant



Patent application process
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1. 

Determine 

if you need 

a patent

2. 

Determine 

if your 

invention is 

patentable

3. 

Determine 

what kind 

of patent 

you need

4.           

Get ready 

to apply

5.     

Prepare 

and submit 

your initial 

application

6.        

Work with 

your 

examiner

7.     

Receive 

your 

approval

8.   

Maintain 

your patent

Step 1: Determine if you need a 

patent
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• Gain entry to a market

• Exclude others from a market

• Use it as a marketing tool to promote 

unique aspects of a product

• Attract investors

• Sell or license, like other property

Why get a patent?
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Step 2: Determine if your invention 

is patentable 

1. 

Determine 

the type of 

IP 

protection 

you need

2. 

Determine 

if your 

invention is 

patentable

3. 

Determine 

what kind 

of patent 

you need

4.           

Get ready 

to apply

5.     

Prepare 

and submit 

your initial 

application

6.        

Work with 

your 

examiner

7.     

Receive 

your 

approval

8.   

Maintain 

your patent
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• Process

• Machine

• Article of manufacture

• Composition of matter

• Improvement of any of the above

• Ornamental design of an article of manufacture

• Asexually reproduced plant varieties

What is eligible?

44 35 U.S.C. 101



• Law of nature

• Physical phenomena

• Abstract ideas

• Literary, dramatic, musical, and artistic 

works

What is not eligible?
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Patentability

Inventions that are new, useful, non-obvious, and  

accompanied by a written description disclosing  

how to make and use the invention may be  

patented.

• New

• Useful

• Non-obvious 
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How do I know if my invention is 

new and non-obvious?

• Search
– U.S. patents

– Foreign patents

– Printed publications

– The internet

• Part III of this Path to a Patent series is 
focused on patent searching
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Step 3: What kind of patent do 

you need?

1. 

Determine 

the type of 

IP 

protection 

you need

2. 

Determine 

if your 

invention is 

patentable

3. 

Determine 

what kind 

of patent 

you need

4.           

Get ready 

to apply

5.     

Prepare 

and submit 

your initial 

application

6.        

Work with 

your 

examiner

7.     

Receive 

your 

approval

8.   

Maintain 

your patent
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Utility
Protects how an invention 

works, functions or is made 

for 20 years from filing date

• Process 

• Machine

• Article of manufacture

• Composition of matter

Types of patents

Plant
Protects newly invented 

strains of asexually 
reproducing flowering 

plants, fruit trees, and 

other hybrid plants for 

20 years from filing date

Design
Protects the way a 

product or article looks, 
the ornamental 

expression for 15 years 

from the date of grant



1. 

Determine 

the type of 

IP 

protection 

you need

2. 

Determine 

if your 

invention is 

patentable

3. 

Determine 

what kind 

of patent 

you need

4.           

Get ready 

to apply

5.     

Prepare 

and submit 

your initial 

application

6.        

Work with 

your 

examiner

7.     

Receive 

your 

approval

8.   

Maintain 

your patent

Step 4: Get ready to apply
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What are the risks of disclosure?

• What can I say before 
filing?

• When do I know I’ve said 
too much?

• Offer for sale

– Crowdfunding campaigns

• Can’t I just keep it 
secret?

Examples of public disclosure:

• displaying your invention 
at a trade show

• posting your invention 
on the internet

• offering to sell your invention

• a description of your invention 
in a newspaper or journal article 

• publicly demonstrating 
your invention



Provisional vs. nonprovisional

Provisional application

• Fewer formal filing 

requirements

• Inexpensive

• Not published or examined

• Establishes earlier filing date

• Up to one year to pursue 

nonprovisional

Nonprovisional application

• Additional formal filing 

requirements

• More expensive

• Published and examined

• Can result in a patent
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1. 

Determine 

the type of 

IP 

protection 

you need

2. 

Determine 

if your 

invention is 

patentable

3. 

Determine 

what kind 

of patent 

you need

4.           

Get ready 

to apply

5.     

Prepare 

and submit 

your initial 

application

6.        

Work with 

your 

examiner

7.     

Receive 

your 

approval

8.   

Maintain 

your patent

Step 5: Prepare and submit your 

initial application
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• Abstract: Short summary of the invention

• Written description: How does it work? How is it 

made or used?

• Drawings: What does it look like?

• Claims: One or more claims

Parts of a patent application
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• Submit online using Patent Center

– Upload all necessary documents

– Payment of required fees

• Receive an application number and filing date

Filing your application
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1. 

Determine 

the type of 

IP 

protection 

you need

2. 

Determine 

if your 

invention is 

patentable

3. 

Determine 

what kind 

of patent 

you need

4.           

Get ready 

to apply

5.     

Prepare 

and submit 

your initial 

application

6.        

Work with 

your 

examiner

7.     

Receive 

your 

approval

8.   

Maintain 

your patent

Step 6: Work with your examiner
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USPTO grants patent

Notice of 

allowance Abandonment

Appeal

Applicant

Amendment and/or argument

Rejection and/or objection

Examiner

USPTO 

pre-exam

Application is filed by 

inventor or assignee

Patent examination
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1. 

Determine 

the type of 

IP 

protection 

you need

2. 

Determine 

if your 

invention is 

patentable

3. 

Determine 

what kind 

of patent 

you need

4.           

Get ready 

to apply

5.     

Prepare 

and submit 

your initial 

application

6.        

Work with 

your 

examiner

7.     

Receive 

your 

approval

8.   

Maintain 

your patent

Step 7: Receive your approval
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Issued patent
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1. 

Determine 

the type of 

IP 

protection 

you need

2. 

Determine 

if your 

invention is 

patentable

3. 

Determine 

what kind 

of patent 

you need

4.           

Get ready 

to apply

5.     

Prepare 

and submit 

your initial 

application

6.        

Work with 

your 

examiner

7.     

Receive 

your 

approval

8.   

Maintain 

your patent

Step 8: Maintain your patent
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Overview of intellectual property

What’s protected? Examples Protection lasts for

Utility patent Inventions
iPhone, pharmaceuticals, process of 

manipulating genetic traits in mice

20 years from the date of filing 

utility patent application

Design patent
Ornamental (non functional) 

designs

Unique shape of electric guitar, 

design for a lamp
15 years

Plant patent
Asexually reproducing hybrid 

plants

Flowering plants, Cosmic crisp apples, 

Cuties oranges

20 years from the date of filing 

plant patent application

Copyright
Books, photos, music, fine art, 

graphic images, videos, films, 
architecture, computer programs

Super Mario Bros. (movies and video 

games), Windows operating system

The life of the author plus 70 years 

(or some works, 95 years from pub., 
and others 120 years from creation)

Trade secret

Formulas, methods, devices or 

compilations of information 
which is confidential and gives a 

business an advantage

Coca-Cola formula, survey methods 

used by a pollster, new invention for 
which patent application has not 

been filed

As long as information remains 

confidential and functions as a 
trade secret

Trademark

Words, symbols, logos, designs, 

or slogans that identify and 
distinguish products or services

Starbucks name and distinctive logo, 

Pillsbury doughboy character

As long as mark is in continuous 

use in connection with goods or 
services – renew by year 6, then at 

year 10, then every 10 years 



Resources



www.uspto.gov/freeservices

Access our free services
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www.uspto.gov/patent

www.uspto.gov/patent 
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Patents 

http://www.uspto.gov/patent
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www.uspto.gov/utilitypatentguide 

Patent process overview

http://www.uspto.gov/utilitypatentguide


What’s next on your IP Journey? 

Use the IP Identifier to: 

• Identify your type of IP assets by 

answering six brief questions

• Learn basic information about your 

identified IP

• Save the information from your 
session and a tailored list of 

resources in a PDF format

• Access links to other helpful 

information and resources

• https://IPIdentifier.uspto.gov 

https://ipidentifier.uspto.gov/
https://ipidentifier.uspto.gov/


Contact Info

Hours: Monday – Friday, 9 a.m. to  

6 p.m. ET, except federal holidays

Telephone Numbers

• 800-PTO-9199 

(800-786-9199)

• 571-272-1000

TTY customers can dial 

800-877-8339 for customer 

assistance

• Provides patent information and 

services to the public

• Staffed by former supervisory 

patent examiners and 

experienced former primary 

examiners

• Answers general questions 

concerning patent examining 

policy and procedure

Inventors Assistance Center (IAC)
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www.uspto.gov/ptrc

www.uspto.gov/ptrc

Nationwide network of public, 

state, and academic libraries that 

are designated by the USPTO to 

disseminate patent and trademark 

information and to support 
intellectual property needs of the 

public.

Patent and Trademark

Resource Centers (PTRC)
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http://www.uspto.gov/ptrc


www.uspto.gov/probonopatents

For more information, visit 

www.uspto.gov/probonopatents.

PA
TENT

P

RO BONO

ATTORNEY

PA
TENT

P
RO BONO

AGENT

PA
TENT

P

RO BONO

LAW FIRM

A nationwide network that assists 

financially under-resourced 

independent inventors and small 

businesses

• Program participants must have 

income below 300% federal poverty 

guidelines

USPTO Patent Pro Bono Program

USPTO Patent Pro Bono Program

http://www.uspto.gov/probonopatents


Pro Bono Program organizations

Pro Bono Program organizations



www.uspto.gov/lawschoolclinic

For more information, visit www.uspto.gov/lawschoolclinic.

Law school clinics

Law school clinics

The USPTO’s Law School Clinic 

Certification Program allows law students 

enrolled in a participating law school’s 

clinic program to practice before the 

USPTO under the guidance of a law 

school faculty clinic supervisor.

http://www.uspto.gov/lawschoolclinic


STOPfakes.gov

• The International Trade Administration (ITA), U.S. 

Department of Commerce, manages STOPfakes.gov to 

assist U.S. businesses in protecting and enforcing their 

intellectual property rights against counterfeits and 

pirated goods in the global marketplace

• Provides information, guidance, and trainings for 

businesses and consumers by both industry and country 

of interest
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U.S. Customs and Border Protection

• Customs and Border Protection (CBP) can detain 

and seize imported goods which violate 

intellectual property rights in the United States

• Intellectual Property Rights (IPR) e-recordation

– Copyrights and trademarks

– https://iprr.cbp.gov 
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https://iprr.cbp.gov/
https://iprr.cbp.gov/


• Main types of intellectual property (IP)

– Trade secrets

– Copyrights

– Trademarks

– Patents

• If you have questions, get free assistance at 

www.uspto.gov/freeservices

Take-aways
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Thank You
www.uspto.gov/SiliconValley

www.facebook.com/uspto.gov

www.youtube.com/USPTOvideo/
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