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TRADEMARK
Case No. 13439-364

INTRODUCTION

Applicant, Chicago Mercantile Exchange Inc., (“Applicant” or “CME”") by its attorneys,
hereby submits this supplemental reply brief in further support of its application to register mark
CHI (the "Mark” or “CHI Mark”) in connection with “investment services, namely, providing
futures, options contracts related to hurricanes for trading on an exchange” in International
Class 36 (“Investment Services”). The remaining issue in this appeal is whether Applicant’s
specimens of record sufficiently show CHI Mark functioning as a service mark to identify and
distinguish Applicant’'s Investment Services from those of others and to indicate the source of
those services. Applicant respectfully submits that they do and the Examining Attorney’s
arguments to the contrary are in error.

Applicant will not repeat the detailed prosecution history for this Application. Instead, the

record is clear that:

1. Applicant properly submitted Substitute Specimens on December 9, 2013 (with
supporting information on August 8, 2014) and with the required affidavit and the
Examining Attorney does not object to the submission of the Substitute Specimens.

2. The Substitute Specimens included various chapters from CME Rulebook —
Applicant’s Rulebook - which provides a common regulatory framework for market
users — Applicant’s customers - and show Applicant’s Mark as used in rendering
Applicant’s Investment Services.

In sum, the Board should accept the specimens of record and reverse the refusal to

register because the Examining Attorney’s arguments and characterizations are unsupported
and contrary to the record.

l. ARGUMENT

A. Applicant’'s Consumers Include Members of CME Exchanges and Various
Other Market Participants.

It should be obvious to the Board that Substitute Specimens consisting of CME
Rulebook show direct association between the offer of Applicant’s Investment Services and
Applicant’'s Mark and, therefore, are acceptable specimens showing the use of Applicant’s Mark.
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However, to support her position, the Examining Attorney attacks Substitute Specimens on the
ground that they are not available to Applicant’'s “primary or end consumers.” Applicant’s
consumers encompass a diverse range of individuals, as established by Applicant’s evidence
and evidence offered by the Examining Attorney. See Exhibits 1 (submitted by Applicant on
Feb. 7, 2012) and Exhibit 2 (submitted by the Examining Attorney on October 6, 2014. These
consumers include “Insurance and reinsurance companies, Hedge funds, Energy companies,
Pension funds, State governments, Utility companies,” local distribution companies, construction
companies, manufacturers, agriculture companies, retailers, transportation companies, oil
refinery consumers, ski resorts, and golf courses. See Exhibits 1 & 2. The Examining Attorney
characterizes the above consumers of Applicant’s Investment Services as "persons and entities
with hurricane exposure.” Ex. Supp. Brief. p.6.

Without citing any specific statement in the record, the Examining Attorney claims that
Applicant “asserted that the Members of the Chicago Mercantile Exchange are the consumers
for the services, and that Members use the CME (Chicago Mercantile Exchange) Rulebook that
were provided as the substitute specimens.” Id. at 4. The Examining Attorney further states that
nothing in the record provides a nexus between "persons and entities with hurricane exposure”
to whom CME advertising materials are targeted and the CME Members who use the CME
Rulebook. Id. at 6. In the Examining Attorneys’ opinion, CME Exchange Members are brokers
and not the primary or end consumer of Applicant. Id. The Examining Attorney then concludes
that because Applicant’s Substitute Specimens are used only by CME Exchange Members and
not by Applicant’'s primary or end consumers Substitute Specimens are not acceptable
specimens to show the use of the CHI Mark in connection with Investment Services. Id.

First, Applicant did not make this claimed assertion. Instead, the record shows that
Applicant asserted the primary customers of Applicant's Investments Services are various
market participants such as insurance and reinsurance companies, hedge funds, energy

3
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companies, pension funds, state governments, utility companies, local distribution companies,
construction companies, manufacturers, agriculture companies, retailers, transportation
companies, oil refinery consumers, ski resorts, and golf courses. All of these customers use the
Substitute Specimen. Therefore, the Examining Attorney’s statements to the contrary are
unsupported and wrong. To further illustrate this point, Applicant points to its December 9, 2013,
Request for Reconsideration (partially reproduced below), which contains language that directly
contradicts the arguments espoused by the Examining Attorney:

e “The Rulebook provides detailed information regarding each of the different financial products
traded through Applicant's exchange, such as the CHI futures and options contracts.
Individual looking to trade any to the Applicant’s products will likely consult the Rulebook.”
Applicant’s Request for Reconsideration, Dec. 9, 2013, p. 2.

e “The Substitute Specimens are select portions from Applicant's Rulebook and specifically
govern the trading of hurricane futures and options under the CHI trademark. The information
in this Rulebook is a critical component regarding the trading of these contracts. For
example, the Rulebook provides information to Applicant’s customers, such as traders and
institutions, regarding the terms of the specific CHI futures and options contract, settlement
positions, etc.” Id. at 3.

e “Specifically, Exhibit 1 consists of select excerpts from the “CME Rulebook,” which provide a
common regulatory framework for Applicant's customers and more importantly directly
associate Applicant's CHI Mark with Applicant’s Investment Services.” Id. at 5.

e “For example, a customer looking to trade a CHI futures or options contract must know the

trading unit, minimum price fluctuation and other regulations and would likely consult the
Substitute Specimens to identify this information.” Id. at 6.

Accordingly, Applicant’s Substitute Specimens are available to and used by Applicant’s
primary and end customers that include both "persons and entities with hurricane exposure”
looking to invest into Applicant's CHI Futures and CHI Options and CME Exchange Members.
Therefore, Substitute Specimens are acceptable specimens showing the use of Applicant’s
Mark in connection with Investment Services.

B. Substitute Specimens Are Available to all Consumers of Applicant’s
Investment Services.

In a further attempt to save the refusal to register, the Examining Attorney, for the first

time in her most recent brief analyzes a disclaimer from the February 7, 2012 specimen. The
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Examining Attorney concludes that because the disclaimer includes a warning that “futures
trading is not suitable for all investors,” Applicant recognizes that not all consumers for ifs
futures and options contracts are sophisticated financial product consumers. See Ex. Supp.
Brief. p.4. The Examining Attorney further notes that the above warning to the consumers is
accompanied by a reference to the CME Group rules without specifying where those rules,
referring to CME Rulebook, can be found. Id. However, the Examining Attorney notes in the
same paragraph that the “warning to consumers is followed by .... a statement that further

information about CME Group and its products can be found at www.cmegroup.com.” Id.

First, the U.S. Commodity Futures Trading Commission requires use of certain
disclaimers regarding futures trading. 17 CFR 4.41. Second, this is a general statement
regarding all futures trading and is not specific to Investment Services at issue in this
Application. The record establishes, and the Examining Attorney admits in her October 6" brief,
that sophisticated parties are customers for these Investment Services. These sophisticated
customers likely understand the rules and limits associated with Applicant’s financial products
and are likely to conduct research and carefully evaluate the risk, trading unit, price increments,
and settlement procedures prior to purchasing CHI futures or options contracts. Applicant
provides various resources, including its Rulebook, at its website to assist Applicant’s customers
in making purchasing decisions. Applicant’'s Substitute Specimens from its Rulebook are

available at consumers to Applicant's website at www.cmegroup.com, the very site identified in

the disclaimer of the brochure contained in February 7, 2012. Applicant’s Rulebook also has a
built-in search engine so Applicant’'s consumers can easily search the Rulebook for rules
applicable to CHI futures or CHI options.

The Examining Attorney further states that none of Applicant’s “materials purport to offer
the CME Rulebook as additional marketing information or as a user reference for making a
purchasing decision or for managing futures and options contracts.” First, Applicant notes that
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its CME Rulebook is not marketing information but rather material provided in the course of
rendering Applicant’s Investment Services. As already explained above, most of Applicant’s
consumers are sophisticated market participants who are aware that detailed information
regarding each financial product offered by Applicant is provided in Applicant’s Rulebook. If a
customer wanted to understand the calculation for these specific Investment Services (to
calculate the hedging against a hurricane loss), the customer will consult the CME Rulebook.
Accordingly, Applicant does not need to advertise its Rulebook as a user reference for
Applicant’s consumers who will know to consult CME Rulebook before investing in Applicant’s
financial products.
C. The Use of CHI Mark Is Not Buried in Substitute Specimens.

As already stated above, Applicant’s Substitute Specimens are available on its website

www.cmegroup.com in electronic format with built-in search engine. Therefore, it is easy for
Applicant’s consumers to locate the information within Rulebook on Applicant’'s CHI futures and
CHI options. In addition, Applicant’s Investment Services provided under the CHI Mark are part
of the general hurricane futures and options contracts traded at Applicant’s exchange. This is
why the relevant chapters in Applicant’s Rule book include the broader terms “CME Hurricane
Index Futures” in their names. The Examining Attorney’s characterization that use of the CHI
Mark is buried in the Substitute Specimens is inaccurate and irrelevant. The Substitute
Specimens show use of the CHI Mark in connection with Investment Services and the
Substitute Specimens are used in connection with the rendering of such services.
D. The Fact that Particular Evidence Selected by the Examining Attorney
References Applicant’s Investment Services only by their Descriptive Name
is Irrelevant.
Finally, the Examining Attorney attempts to argue that Applicant is not entitled to a

registration for the CHI Mark because the print-outs from Applicant's website which the

Examining Attorney attached to her Supplemental Brief use descriptive names to refer to the
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specific Investment Services. Such an assertion is irrelevant. Applicant submitted acceptable
specimens that show use of the CHI Mark in connection with the Investments Services, namely
as CHI futures or CHI options contracts. Therefore, Applicant is entitled to a registration for the
CHI Mark.
Il. CONCLUSION

Based on the foregoing, Applicant’s Substitute Specimens show the use of the CHI Mark
as a source identifier for Applicant’'s Investment Services. Because Applicant's CHI Mark is
used in the specimens of record as the source identifier for the provision of the Applicant’s
Investment Services, Applicant respectfully requests that the Board reverse the Examining
Attorney’s refusal to register the CHI Mark, accept the specimens submitted by Applicant and

allow the Application to proceed to the registration.

Respectfully Submitted,

CHICAGO MERCANTILE
EXCHANGE INC

Dated: _October 27, 2014 By: [Tatyana V. Gilles/
Joseph T. Kucala, Jr.
Tatyana V. Gilles
NORVELL IP LLC
P.O. Box 2461
Chicago, IL 60690
Tel: 888-315-0732
Fax: 312-268-5063
officeactions@norvellip.com

Attorneys for Applicant



Exhibit 1



{3 CME Group

WEATHER PRODUCTS

CME Hurricane Index Futures and Options

Three types of contracts for Hurricane futures and options —

covering specific regional locations and actual named hurricanes.

Overview Market Participants

Following the devastating 2005 hurricane + Insurance and reinsurance companies Benefits

season that caused an estimated $79 billion + Hedge funds + An additional way to help insurers

in damage, it became apparent there was not + Energy companies and others transfer risk to the
unlimited capacity in the insurance industry to + Pension funds capital markets

insure customer claims. CME Group listened + State governments * Mitigate exposures for actual named
to the marketplace and developed three types + Utility companies hurricanes and specific regional

of contracts for Hurricane futures and options. locations

The underlying indexes for Hurricane futures Contract Types * Increase insurance capacity in order to
and options on futures are calculated by MDA + Hurricane futures and options insure customers or hedge businesses
Information Systems, Inc., the leading authority + Hurricane Seasonal futures and options

on extreme-risk modeling. + Hurricane Seasonal Maximum futures

and options

About the Index

CME Hurricane Index” (CHI") determines a numerical measure of the potential for damage from a hurricane, using publicly available data from the
National Hurricane Center of the National Weather Service. The CHI incorporates sustained wind speed and the radius of hurricane force winds and is a

continuous measurement.

The commonly used Saffir-Simpson Hurricane Scale (SSHS) classifies hurricanes in categories from 1 to 5; however there are a number of features which
make the scale less than optimal for use by the insurance community and the public at large. For example, meteorologists have had to quantify SSHS
categories as either ‘strong’ or ‘weak’ in order to make a proper distinction of a storm. As a case in point, Katrina was described as a weak category 4 storm
at the time of its landfall but this did not provide a real estimate to the actual physical impact. And Hurricane Wilma in 2005 was at one point in its life
the strongest storm on record. However, the CHI highlights that at its strongest, Hurricane Katrina had more potential for damage than Wilma, despite its

lower wind speed, since Katrina was a far wider storm. The Saffir-Simpson scale would be unable to make this distinction clear.



CME HURRICANE INDEX FUTURES AND OPTIONS CONTRACTS

HURRICANE INDEX FUTURES OPTIONS ON HURRICANE INDEX FUTURES

Contract Size $1,000 times the respective CHI

Quotation CHI Index Points

Tick Size 0.1 CHI Index Point

Tick Value 0.1 CHI Index Point = $100 x 10 = 1 tick/$1,000

Contracts At the beginning of each season storm names are used from a list, starting with A and ending with Z, maintained by the World Meteorological
Traded Organization. In the event that more than 21 named events occur in a season, additional storms will take names from the Greek alphabet:

Alpha, Beta, Gamma, Delta, and so on

Locations Named hurricanes making landfall in the Eastern U.S. (Brownsville, TX to Eastport, ME)

Named hurricanes occurring within the CHI-Cat-In-A-Box — Galveston-Mobile
(area bounded by 95°30°0”W on the West, 87°30°0”W on the East, 27°30°0”N on the South, and the corresponding segment of the U.S. coastline on the North)

Ticker Symbols Events begin with a one and ends with a zero (0 represents 10)

HX1-HX0 = CHI Hurricane Index storms beginning with the letters A-J
HGI-HGO = CHI Hurricane Index storms beginning with the letters K-V
HF1-HFO = CHI Hurricane Index storms beginning with the letters W-Iota

HP1-HPO = CHI Cat-In-A-Box — Galveston-Mobile storms A-J
HS1-HSO = CHI Cat-In-A-Box — Galveston-Mobile storms K-V
HN1-HNO = CHI Cat-In-A-Box — Galveston-Mobile storms W-Iota

Termination of Futures trading shall terminate at 9:00 A.M. on the first Exchange business day that is at least five calendar days following the last forecast/advi-

Trading sory issued by the National Hurricane Center (NHC) for the named storm, provided that both the NHC and the Hydrometeorological Prediction

Center have stopped issuing advisories for that named storm, but in no event shall trading terminate prior to the first Exchange business day that

is at least five calendar days following January 1, or later than the first business day that is at least five calendar days following December 31. If a

particular named storm is unused (i.e. that storm has not formed), trading shall terminate at 9:00 A.M. on the first Exchange business day that is
at least five calendar days following December 31.

Futures trading shall terminate at 9:00 A.M. on the first Exchange business day that is at least five calendar days following the dissipation or exit
from the designated area of a named storm, provided that both the NHC and the Hydrometeorological Prediction Center have stopped issuing
advisories for that named storm, but in no event shall trading terminate prior to the first Exchange business day that is at least five calendar days
following January 1, or later than the first business day that is at least five calendar days following December 31. If a particular named storm is
unused (i.e. that storm has not formed), trading shall terminate at 9:00 A.M. on the first Exchange business day that is at least five calendar days
following December 31.

Strike Price N/A 1 Index Point (e.g., 10, 11, 12, etc.)

Interval

Exercise N/A American-style (exercised any time up to and including last trading
day (LTD))

Settlement All futures contracts remaining open at the termination of trading N/A

shall be settled using the respective CHI final value reported by
MDA Information Systems, Inc. for that named event

All futures contracts remaining open at the termination of trading
shall be settled using the respective CHI-Cat-In-A-Box final value
reported by MDA Information Systems, Inc. for that named event,
using the maximum calculated CHI value while the hurricane is
within the designated area

Position Limits Position accountability for positions exceeding 10,000 contracts in Position accountability for positions exceeding 10,000
any contract month futures-equivalent contracts net on the same side of the market in
any contract month

Trading Hours Offered exclusively on the CME Globex electronic trading platform Traded via open outcry in the NASDAQ-100 pit on Mondays
on Sundays through Thursdays, 5:00 p.m. - 3:15 p.m. CT the through Fridays, 8:30 a.m. — 3:15 p.m. CT (9:00 a.m. CT LTD)
following day (9:00 a.m. CT LTD)

Futures trading is not suitable for all investors, and involves the risk of loss. Futures are a leveraged investment, and because only a percentage of a contract's value is required to trade, it is possible to lose more than the amount of money
deposited for a futures position. Therefore, traders should only use funds that they can afford to lose without affecting their lifestyles. And only a portion of those funds should be devoted to anyone trade because they cannot expect to profit
on every trade. All references to options refer to options on futures.

CME Group is a trademark of CME Group Inc. The Globe logo, CME, Chicago Mercantile Exchange, E-mini and Globex are trademarks of Chicago Mercantile Exchange Inc. CBOT and Chicago Board of Trade are trademarks of the Board of Trade
of the City of Chicago. NYMEX, New York Mercantile Exchange and ClearPort are trademarks of New York Mercantile Exchange Inc. COMEX is a trademark of Commodity Exchange Inc. All other trademarks are the property of their respective
owners.

The information within this brochure has been compiled by CME Group for general purposes only. CME Group assumes no responsibility for any errors or omissions. Additionally, all examples in this brochure are hypothetical situations, used for
explanation purposes only, and should not be considered investment advice or the results of actual market experience.

All contracts herein are listed with, and subject to the rules and regulations of, Chicago Mercantile Exchange, Inc.
All matters pertaining to rules and specifications herein are made subject to and are superseded by official CME, CBOT and NYMEX rules. Current rules should be consulted in all cases concerning contract specifications.

Copyright © 2012 CME Group. All rights reserved.



CME HURRICANE INDEX SEASONAL FUTURES AND OPTIONS CONTRACTS

HURRICANE SEASONAL FUTURES OPTIONS ON HURRICANE SEASONAL FUTURES

Contract Size

$1,000 times the seasonal total for the respective CHI

Quotation CHI Index Points
Tick Size 0.1 CHI Index Point
Tick Value 0.1 CHI Index Point = $100
Contracts Expressed in terms of the accumulated CHI for all hurricanes that occur within a specific location between January 1 and December 31
Traded inclusive of a calendar year
Expressed in terms of the accumulated CHI-Cat-In-A-Box values for all hurricanes that occur within a specific geographic area between January 1
and December 31 inclusive of a calendar year
Locations Gulf Coast Gulf Coast and Florida
(Brownsville, TX to AL/FL Border) (Brownsville, TX to Fernandina Beach, FL)
Florida Florida Gold Coast
(AL/FL Border to Fernandina Beach, FL) (Card Sound Bridge, FL to Jupiter Inlet, FL)
Southern Atlantic Coast Florida + Southern Atlantic + Northern Atlantic
(Fernandina Beach, FL to NC/VA Border) (AL/FL Border to Eastport, ME)
Northern Atlantic Coast CHI-Cat-In-A-Box — Galveston-Mobile
(NC/VA Border to Eastport, ME) (area bounded by 95°30°0”"W on the West, 87°30°0”W on the East,
27°30°0”N on the South, and the
Eastern U.S. di T
(Brownsville, TX to Eastport, ME) corresponding segment of the U.S. coastline on the Nor
Ticker Symbols HGA = Gulf Coast OGA = Gulf Coast

HFA = Florida
HSA = Southern Atlantic Coast
HNA = Northern Atlantic Coast
HXA = Eastern U.S.
FGM = Gulf Coast and Florida
HDA = Florida Gold Coast
HAA = Florida + Southern Atlantic + Northern Atlantic
HPA = CHI-Cat-In-A-Box — Galveston-Mobile

OFA = Florida
OSA = Southern Atlantic Coast
ONA = Northern Atlantic Coast
OXA = Eastern U.S.
FGM = Gulf Coast and Florida
HDA = Florida Gold Coast
AHA = Florida + Southern Atlantic + Northern Atlantic
OPA = CHI-Cat-In-A-Box — Galveston-Mobile

Termination of

Futures trading shall terminate at 9:00 A.M. on the first Exchange business day that is at

Trading least five calendar days following December 31.

Strike Price N/A 1 Index Point (e.g., 10, 11, 12, etc.)

Interval

Exercise N/A American-style (exercised any time up to and including LTD)
Settlement All futures contracts remaining open at the termination of trading N/A

shall be settled using the respective CHI final value reported by
MDA Information Systems, Inc. for that numbered event

All futures contracts remaining open at the termination of trading
shall be settled using the respective CHI-Cat-In-A-Box final value
reported by MDA Information Systems, Inc. for that numbered
event, using the maximum calculated CHI value while the hur-
ricane is within the designated area

Position Limits

Position accountability for positions exceeding 10,000 contracts in
any contract month

Position accountability for positions exceeding 10,000
futures-equivalent contracts net on the same side of the market in
any contract month

Trading Hours

Offered exclusively on the CME Globex electronic trading platform
on Sundays through Thursdays, 5:00 p.m. — 3:15 p.m. CT the
following day (9:00 a.m. CT LTD)

Traded via open outcry in the NASDAQ-100 pit on Mondays
through Fridays, 8:30 a.m. — 3:15 p.m. CT (9:00 a.m. CT LTD)

For more information on CME Hurricane Index futures and options,
visit www.cmegroup.com/hurricane.

For real-time prices on CME Hurricane Index futures, visit www.cmegroup.com/weatherquotes.



CME HURRICANE INDEX SEASONAL MAXIMUM
FUTURES AND OPTIONS CONTRACTS

_ HURRICANE SEASONAL MAXIMUM FUTURES OPTIONS ON HURRICANE SEASONAL MAXIMUM FUTURES

Contract Size

$1,000 times the

respective CHI

Quotation CHI Index Points
Tick Size 0.1 CHI Index Point
Tick Value 0.1 CHI Index Point = $100
Contracts Expressed in terms of the CHI for the largest hurricane to make landfall within a specific location between January 1 and December 31
Traded inclusive of a calendar year
Expressed in terms of the largest CHI-Cat-In-A-Box value for all hurricanes that occur within a specific geographic area between January 1
and December 31 inclusive of a calendar year
Locations Gulf Coast Gulf Coast and Florida
(Brownsville, TX to AL/FL Border) (Brownsville, TX to Fernandina Beach, FL)
Florida Florida Gold Coast
(AL/FL Border to Fernandina Beach, FL) (Card Sound Bridge, FL to Jupiter Inlet, FL)
Southern Atlantic Coast Florida + Southern Atlantic + Northern Atlantic
(Fernandina Beach, FL to NC/VA Border) (AL/FL Border to Eastport, ME)
Northern Atlantic Coast CHI-Cat-In-A-Box — Galveston-Mobile
(NC/VA Border to Eastport, ME) (area bounded by 95°30°0”W on the West, 87°30°0”W on the East,
27°30°0”N on the South, and the
Eastern US. di t of the U.S. tli the North,
(Brownsville, TX to Eastport, ME) corresponding segment of the U.S. coastline on the North)
Ticker Symbols HGM = Gulf Coast OGM = Gulf Coast

HFM =Florida
HSS = Southern Atlantic Coast
HNM = Northern Atlantic Coast
HXM = Eastern U.S.
GFM = Gulf Coast and Florida
HDM =Florida Gold Coast
HAM = Florida + Southern Atlantic + Northern Atlantic
HPM = CHI-Cat-In-A-Box — Galveston-Mobile

OFM = Florida
OSM = Southern Atlantic Coast
ONM = Northern Atlantic Coast
OXM = Eastern U.S.
GFM = Gulf Coast and Florida
HDM = Florida Gold Coast
MHA = Florida + Southern Atlantic + Northern Atlantic
OPM = CHI-Cat-In-A-Box — Galveston-Mobile

Termination of

Futures trading shall terminate at 9:00 A.M.

. on the first Exchange business day that is

Trading at least five calendar days following December 31.

Strike Price N/A 1 Index Point (e.g. 10, 11, 12, etc.)

Interval

Exercise N/A American-style (exercised any time up to and including LTD)
Settlement All futures contracts remaining open at the termination of trading N/A

shall be settled using the respective CHI seasonal maximum final
value reported by MDA Information Systems, Inc.

All futures contracts remaining open at the termination of trading
shall be settled using the respective CHI seasonal maximum
Cat-In-A-Box final value reported by MDA Information Systems, Inc.

Position Limits

Position accountability for positions exceeding 10,000 contracts in
any contract month

Position accountability for positions exceeding 10,000
futures-equivalent contracts net on the same side of the market in
any contract month

Trading Hours

Offered exclusively on the CME Globex electronic trading platform
on Sundays through Thursdays, 5:00 p.m. - 3:15 p.m. CT the
following day (9:00 a.m. CT LTD)

Traded via open outcry in the NASDAQ-100 pit on Mondays
through Fridays, 8:30 a.m. — 3:15 p.m. CT the following day
(9:00 a.m. CT LTD)

For more information on Weather futures and options, visit www.cmegroup.com/weather.

CME GROUP HEADQUARTERS

CME GROUP REGIONAL OFFICES

20 South Wacker Drive info@cmegroup.com New York 212 299 2000 London +44 20 7796 7100 Singapore +65 6593 5555

Chicago, lllinois 60606 8003313332

cmegroup.com 3129301000 Calgary 4034446876 Houston 713 658 9292 Sao Paulo +55 11 2565 5999
Tokyo +81 35403 4828 Washington D.C. 202 638 3838

WT106/50/0512
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{3 CME Group

WEATHER PRODUCTS

CME Group launched the first weather derivative contracts in 1999 to

help businesses manage their exposure to temperature-based risk. Benebits

Weather's overall impact on the United States Gross Domestic Product + Manage weather-related

(GDP) is $5.3 billion annually. To help manage that impact on consumers price risk —
and corporations, CME Group's product slate has grown to meet + Stabilized cash flow

customer needs by offering multiple risk management opportunities
related to temperature, snowfall, frost, rainfall and hurricanes in more
than 50 cities worldwide.

+ Transparent prices on CME
Globex-listed electronic

futures products
Weather futures and options are available for block trading, which are

privately negotiated futures, options, or combination transactions.
Futures contracts are also available to be traded on CME Globex, and
options contracts are available via open outcry on the CME trading floor.

+ Opportunity to hedge risk
associated with weather
uncertainty

+ Centralized clearing
Cross-Sector Opportunities and counterparty credit

Utilities and energy companies were the main users of our weather guaranteed by CME Clearing

futures and options when CME Group first introduced weather
derivatives, but the expanded product slate has captured the interest
of a diverse set of market participants across several sectors:

 Energy Companies + Insurance and Reinsurance
+ Local Distribution Companies
Companies (LDC) + Manufacturing
- Construction + Agriculture
+ Utility Companies + Retailers

+ Hedge Funds + Transportation
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WEATHER PRODUCTS SLATE

TEMPERATURE-BASED PRODUCTS

Used —

United States HDD cbD Weekly, Monthly. Seasonal Strip: A customized season of two to seven consecutive
months within the same general season = October through April for Winter, April through
October for Summer

Canada HDD CAT, CDD Monthly, Seasonal Strip: Same as U.S. contracts

Europe HDD CAT Monthly, Seasonal Strip: Same as U.S. contracts

Asia Pacific CAT* CAT* Monthly. Seasonal Strip: A customized season of two to seven consecutive months within
the same general season - October through April for Winter, April through October for
Summer

Australia HDD cobp Monthly, Seasonal Strip: Same as U.S. contracts

HURRICANE-BASED PRODUCTS
CME OFFERS SEVERAL HURRICANE-BASED CONTRACTS TO MEET YOUR RISK MANAGEMENT NEEDS:
- Hurricane futures, options and binary options — Cover actual named hurricanes making landfall in the
United States Atlantic basin

- Hurricane Seasonal futures, options and binary options — Focusing on the total number of hurricanes
that occur within a specific location or geographic area between January 1 and December 31

* Hurricane Seasonal Maximum futures, options and binary options — Focusing on the largest hurricane
to make landfall within a specific location or geographic region between January 1and December 31

Eastport, ME

NINE REGIONS

— CH)-Cat-In-A-Bov -
Galveston-Mobile

s Florida

L] — Flotida Gold Coast
CHI-Cat-In-A-Box —
Galveston-Mobile s Gulf Coast
Brownsville, TX r s Gulf Coast and Florida

s Morthern Atlantic
Coast

s Southern Atlantic
Coaxl

Florida + Southern
Atlantic + Northern
Atlantic
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CME to Launch Hurricane Futures and Options on Futures Contract

CME-Carvill Hurricane Index to be Available for 2007 Hurricane Season

CEmD s+

CHICAGD and LONDOM, Feb. 14 /PRNewswire/ -- CME, the world's largest and most diverse fin Journalists and Bloggers
ancial exchange, announced todsy that it will expand its weather derivatives product line wit
h @ scheduled launch of CME-Carwill Hurricane Index futures and options on futures contracts
March 12. The underlying indexes will be calculated by Carvill, a leading independent reinsur k ‘Y’%BD
ance intermediary in specislty reinsurance that tracks and calculates hurricane activity. e
"These new CME Hurricane contracts will provide an additional way to help address the needs o Visit PR Newswire for
£ the insurance industry and other markets,” said Felix Carabello, CME Director of Alternativ Joumnalists for releases,

= Investm?nt.Plso_t:Jucts‘ "Fn_llnﬂ_irjg the dt:a\q;astati.n'g.zcie_‘} nu_rﬁ_:_ar.i.e' .'seasé_n that :aq_s»?d a.n estuna photos, ProfMat experts, and
ted £79 billion in damoge, it beeav_ue. apparent that there was I_ul_ite=d capacity to insure custo customized feeds just for
mer claims. With t_hese hurricane contracts, insurers and others will be able to transfer thei Media.

r risk to the capital markets and thereby increase their capacity te insure customers.” I

n addition to insurers, other customers such as energy companies, pension funds, state govern

ments and utility companies will be able to hedge their risk of hurricanes striking in the Un

ited States in five areas defined as the Gulf Coast, Florida, the Southern Atlantic Coast, th

e Morthern Atlantic Coast and the Eastern U.5. "We are excited about our joint venture wi

th CME," said John Cavanagh, Joint CEO of the Carvill Group. “CME is the clear market leader

in weather derivatives and we believe this new product will offer a wider range of catastroph

e solutions to our customers. The convergence of the insurance markets and the broader financ

ial community continues at & rapid pace, and our products, particularly in the catastrophe ar

ea, are becoming more commoditized in order to appeal to a more diverse range of capital prov

diders. An exchange traded derivative product for catastrophic hurricane risk is a natural pro

gression to this trend.” Dr. Steve Smith, Senior Vice President of ReAdvisory, the analyt

ical arm of Carvill said, "The challenge was to develop an index that met the needs of both t

he derivative trading community and the insurance market. We needed an index that is easily u
nderstood, simple to calculate and based on publicly verifiable data -- in short, an index wh

h is transparent. Most importantly for the trading community was the requirement that the i

ndex could be calculated and settled within hours of an event taking place.” Using public
1y available data from the National Hurricane Center of the National Weather Service, the Car
vill Hurricane Index (CHI{TM)) uses the maximum wind velocity and size (radius) of each offic
ial storm to calculate the potential for damage. The front contract expires when a hurricane
makes landfall with the expiration pegged to the CHI. The contract tick size is 8.1 CHI poin
t, which is eguivalent to $1@@. Hurricane futures will trade on CME Globex(R) from 5:00

p.m. to 3:15 p.m. the following day Chicago time and options on hurricane futures will be ava
ilable for trading 8:38 a.m. to 3:15 p.m. Chicago time on the CME trading floor. CHE curr
ently lists weather contracts based on aggregate temperatures on 35 cities around the world a
< well as snowfall and frost indexes. (ME introduced weather derivatives in 1959. In 2066, tr
aded CME Weather derivatives had @ notional value of 322 billion. For more information on the
hurricane contracts, please go to http://wew.CHE.com/hurricane. CHME (http://www.cme.com)

is the world's largest and most diverse financial exchange. As an international marketplace,

CME brings together buyers and sellers on the CME Globex{R) electronic trading platform and o
n its trading floors. CME offers futures and options on futures in these preduct areas: inter
est rates, stock indexes, foreign exchange, agricultural commodities, energy, and alternative
vestment products such as weather, real estate and economic derivatives. CME is a wholly-ow
ned subsidiary of Chicago Mercantile Exchange Holdings Inc. (NYSE, Nasdag: {ME), which is p
art of the Russell 1088(R) Index and the S&P 58@(R) Index. Statements in this news releas
e that are not historical facts are forward-looking statements. These statements are not guar
antees of future performance and involve risks, uncertainties and assumptions that are diffic
ult to predict. Therefore, actual outcomes and results may differ materially from what is exp

ressed or implied in any forward-locking statements. More detailed information about factors
that may affect our performance may be found in our filings with the Securities and Exchange
Commission, including our most recent Quarterly Report on Form 18-Q, which can be cbtained at
its Web site at hitp://www.sec.gov. We undertake no obligation to publicly update any forward
-looking statements, whether as a result of new information, future events or otherwise.
Chicago Mercantile Exchange, CME, the globe logo, CME Globex and E-mini are trademarks of Chi
cago Mercantile Exchange Inc. CLEARING 21 is a registered trademark of CME and New York Merca
ntile Exchange, Inc. S&P, S&F 588, NASDAQ-188, Wikkei 225, Russell 1808, Russell 2088, TRAKR
5, Total Return Asset Contracts and other trade names, service marks, trademarks and register
ed trademarks that are not proprietary to Chicago Mercantile Exchange Inc. are the property o
F their respective owners, and are used herein under license. Further information about CME &
nd its products is available on the CME Web site at http://www.cme.com. Carvill is a lead
ing independent reinsurance intermediary in specialty reinsurance. Carvill's success since it
s foundation in 1977 has been achieved through an unwavering commitment to independence, inte
grity snd service. Carvill's tailored specialty products cover the needs of the cliants,
and include Medical Malpractice, Directors & Officers, Errors & Omissions lisbilities, Majer

Property Catastrophe, and Financisl Products including Retrocéssional businéss. For further i

nformation visit http://www.Carvill.com. CHE-G
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Exchange Member
A person, normally a broker, who has membership on a stock exchange. This means that
hefshe is allowed to make trades on the floor of that exchange. Most exchanges do not
allow firms to be members, so the membership for 2 member firm formally belongs to one or
more of its employees. Memberships are bought and sold at market price because most
exchanges have a finite number. See also: Seat.

Member Firm
A broker-dealer firm in which at least one of the principal officers is allowed to trade on the
fioor of an exchange. To become a member, one needs to purchase a membership or a
seat on the exchange, which can be very expensive. There are usually a set number of
memberships fo an exchange; for example. on the New York Stock Exchange, there are
1,366 seats, which may cost up to $1 million each, and which may be bought or sold to
different firms. Most exchanges do not recognize member firms, only individual members;
that is, they consider members to be the brokers or dealers on the floor, rather than the
firms they represent.
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UNITED STATESPATENT AND TRADEMARK OFFICE (USPTO)

U.S. APPLICATION SERIAL NO. 77199918

MARK: CHI

CORRESPONDENT ADDRESS:
TATYANA V GILLES

NORVELL IP LLC

1776 ASH STREET

NORTHFIELD, IL 60093

GENERAL TRADEMARK INFORMATION:

http://www.uspto.gov/trademarks/index.jsp

TTAB INFORMATION:

http://www.uspto.gov/trademarks/process/appeal/index.is
B

APPLICANT: CHICAGO MERCANTILE EXCHANGE INC.

CORRESPONDENT’S REFERENCE/DOCKET NO:
13271-364
CORRESPONDENT E-MAIL ADDRESS:

officeactions@norvellip.com

The trademark examining attorney has carefully reviewed applicant's 4th request for reconsideration
issuing from a request for remanded and is denying the request for the reasons stated below. See 37
C.F.R. §2.64(b); TMEP §§715.03(a)(2)(B), (a)(2)(E), 715.04(a). The refusal made final in the Office
action dated October 5, 2012 and last refused reconsideration on July 14, 2014 and is maintained and
continued as FINAL. See TMEP §§715.03(a)(2)(B), (a)(2)(E), 715.04(a).

In the present case, applicant's request for remand of August 8, 2014 has not resolved all the
outstanding issues, nor does it raise a new issue or provide any new or compelling evidence with
regard to the outstanding issues in the final Office action. Accordingly, the request is denied.




EXAMINING ATTORNEY’S SUPPLEMENTAL APPEAL BRIEF

Final refusal of the applicant’s specimens of use issued on October 5, 2012 because the specimens failed
to function as a service mark for the services recited in the application. Trademark Act Sections 1, 2, 3
and 45, 15 U.S.C. §§1051-1053, 1127. The following addresses materials provided by the applicant with

a request for remand filed August 8, 2014.

FACTS

The applicant seeks registration of the mark, CHI, for use in connection with “Investment services,

namely, providing futures, options contracts related to hurricanes for trading on an exchange.”

The specimens provided for reconsideration on December 9, 2013 were regarded by the examiner as
untimely; however, the Trademark Trial and Appeal Board accepted the specimens and has deemed the
materials to be part of the record. The examiner asserted that the evidence was not properly
submitted. The issue is obviated by the applicant’s provision of a verified statement regarding use of

the specimens in commerce in the materials submitted in this request for remand.

The specimens provided on December 9, 2013, several Chapters from the CME Rulebook, were found
objectionable because they were not understood to be acceptable to show use of the mark in

advertising or marketing materials or other material provided to consumers for the services that shows



the mark used in the actual sale, rendering or advertising of the services. TMEP §1301.04 et seq. The
applicant’s statements regarding who are the consumers for the applicant’s services and statements

regarding how the substitute specimens are used by the consumers for the services remain at issue.

ARGUMENTS

The originally provided specimens, submitted on February 7, 2012, comprised advertising for the
services, and established the consumers for the applicant’s services. In the first page of the marketing
material specimens, “Market Participants” were described as “Insurance and reinsurance companies,
Hedge funds, Energy companies, Pension funds, State Governments, Utility companies.” The examiner
attaches additional marketing material from the applicant’s website, found at

http://www.cmegroup.com/trading/weather/files/weather-products-brochure.pdf, that further

describes other main users of the applicant’s weather futures and options contracts and that expands
the users of the services to include “Local Distribution Companies, Construction, Manufacturing,
Agriculture, Retailers and “Transportation” sectors. See the attached marketing material from CME
GROUP entitled WEATHER PRODUCTS (in two pages) used to show who are the consumers for the
services. Note that the services are not characterized as CHI Futures or CHI Options contracts in any of
these materials. See also an attached additional article by a third party, Can You Get Rich Betting on the
Weather, that explains weather futures for the layman and describes who participates in the weather

futures markets, found at http://mentalfloss.com.

At the bottom of the second page of the specimens submitted by the applicant on February 7, 2012, a
page entitled “CME HURRICANE INDEX FUTURES AND OPTIONS CONTRACTS,” the applicant provided the

following guidance in very small lettering:



Futures trading is not suitable for all investors, and involves the risk of loss. Futures are a
leveraged investment, and because only a percentage of a contract’s value is required to trade,
it is possible to lose more than the amount of money deposited for a futures position.
Therefore, traders should only use funds that they can afford to lose without affecting their
lifestyles. And only a portion of those funds should be devoted to any one trade because they
cannot expect to profit on every trade.

This guidance that appears in very small print at the bottom of the page, while accompanied by a
reference to the CME Group rules, does not specify where those rules (The CME Rulebook) can be
found. The text also suggests that the applicant recognizes that all consumers for these contracts are
not necessarily sophisticated financial product consumers. This warning to consumers is followed by the
equally small claim of trademarks and a statement that further information about CME Group and its

products can be found at www.cmegroup.com. Following that statement is copyright protection

information.

None of these materials purport to offer the CME Rulebook as additional marketing information or as a
user reference for making a purchasing decision or for managing futures and options contracts. The

examiner does not find such a reference in any of the marketing materials.

In the request for reconsideration of December 9, 2013, the applicant has asserted that the Members of
the Chicago Mercantile Exchange are the consumers for the services, and that Members use the CME
(Chicago Mercantile Exchange) Rulebook that were provided as the substitute specimens. This

statement was not verified or supported by evidence, and nothing in the record provides a nexus



between the consumers described in the advertising materials, and the CME Members who use the CME
Rulebook specimens. The CME Rulebook, Chapter 4 Rules of Enforcement, 400, General Provisions,
defines the term Members, and explains that Members are deemed to know, consent to and be bound
by all Exchange Rules. It is not indicative of the Members being the primary consumers for the
applicant’s futures and options contracts. While it may be that Members are allowed to buy and sell for
their own benefit (this is not addressed in the materials provided by the applicant), the applicant’s
marketing materials suggest that the primary consumers for the futures and options contracts are those

noted above in the marketing materials, and not the CME Members.

Attached find a definition of “Exchange Members,” from The Free Dictionary by Farlex, Farlex Financial

Dictionary. © 2012 Farlex, Inc. that defines EXCHANGE MEMBERS as “a person, normally a broker, who

has membership on a stock exchange. This means that he/she is allowed to make trades on the floor of
that exchange. Most exchanges do not allow firms to be members, so the membership for a member

firm formally belongs to one or more of its employees.”

The applicant’s Rulebook allows for Member Firms. A MEMBER FIRM is a broker-dealer firm in which at
least one of the principal officers is allowed to trade on the floor of an exchange. To become a member
one needs to purchase a membership or a seat on the exchange. The Free Dictionary by Farlex, Farlex

Financial Dictionary. © 2012 Farlex, Inc. The American Heritage Dictionary of the English Language, 4th
Ed., ©2000 by Houghton Mifflin Co., Updated 2009, defines a “Member Firm” as “A securities firm with

officers or partners who are members of an organized exchange.”



The advertising materials provided by the applicant do not invite membership on the CME, but appear to
be directed to persons and entities with hurricane exposure who may be interested in investing in the
futures and options contracts to hedge against weather induced financial losses in the conduct of their
businesses. The examiner has not found, and the applicant has not shown, that these two groups (those
with hurricane exposure and Members of the CME) are the same consumers, or that Members are the
primary or end consumers for the applicant’s futures and options contracts. The definitions of
“exchange members” and “member firms” indicate that the role of exchange members is that of a
broker, and not that of the end consumer. It is for this reason that the applicant’s specimens from the
CME Rulebook, submitted December 9, 2013 in a Motion to Suspend and provided with this most recent
Request for Remand on August 8, 2014 are not viewed as acceptable to show use of the mark in
advertising or marketing materials or other material that shows the mark used in the actual sale,
rendering or advertising of the services in a manner that the consumers for the services would
encounter the mark and understand the mark to identify the source of the applicant’s services. TMEP

§1301.04, et seq.

The Examiner asserted that the chapters from its CME Rulebook, provided as substitute specimens on
December 9, 2013 and again August 8, 2014, Chapters 423, 423A, 427 and 428, appear in the CME
Rulebook that has, when printed, a seven to eight page index of chapters. This index was made available
for consideration with this request for remand. The examiner characterized the material as “buried”.
Finding use of the mark in this information, particularly as the chapters do not appear to be referenced
in the marketing materials, is tedious. It is also noted that the chapter titles do not reference CHI

Futures or CHI Options, but rather: Chapter 423 CME Hurricane Index Futures, Chapter 423A Options on



CME Hurricane Index Futures, Chapter 427 CME Hurricane Index Seasonal Futures, and Chapter 428

CME Hurricane Index Seasonal Maximum Futures.

As stated previously in brief, while the proposed mark CHI appears to identify the source of the index
services used for establishing the value of the applicant’s futures and options contracts, the proposed
mark does not serve to identify the source of the investment services for which the applicant seeks
registration in this application. Again, it is noted that this mark has subsequently been registered for
“Compiling, providing and updating a financial index measuring potential damage from a hurricane,”
U.S. Registration No. 4315763. The specimens accepted for registration of the mark for the indexing

services are some of the same specimens submitted for consideration in this application.

CONCLUSION

For these reasons, and in view of the evidence, refusal to register the mark is CONTINUED and
MAINTAINED as FINAL because the specimens fail to function as a service mark for the services recited in

the application. Trademark Act Sections 1, 2, 3, and 45, 15 U.S.C. §§1051-1053, 1127.

Resumption of the Appeal

The applicant has already filed a timely notice of appeal with the Board, and briefs have been filed. The
Board will be notified to resume the appeal. See TMEP §715.04(a).



Respectfully submitted,

/Linda A. Powell/

Linda A. Powell

Examining Attorney

L.O. 106 United States Patent and Trademark Office
571-272-9327

linda.powelll@uspto.gov

Mary I. Sparrow
Managing Attorney

Law Office 106
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WEATHER PRODUCTS
CME Group launched the first weather derivative contracts in 1999 to i
Benefits

help businesses manage their exposure to temperature-based risk.
Weather's overall impact on the United States Gross Domestic Product
(GDP)is $5.3 billion annually. To help manage that impact on consumers
and corporations, CME Group's product slate has grown to meet
customer needs by offering multiple risk management opportunities
related to temperature, snowfall, frost, rainfall and hurricanes in more
than 50 cities worldwide.

Weather futures and options are available for block trading, which are
privately negotiated futures, options, or combination transactions.
Futures contracts are also available to be traded on CME Globex, and

Cross-Sector Opportunities

Utilities and energy companies were the main users of our weather
futures and options when CME Group first introduced weather
derivatives, but the expanded product slate has captured the interest
of a diverse set of market participants across several sectors:

* Insurance and Reinsurance
Companies

* Energy Companies

* Local Distribution
Companies (LDC)

« Construction

« Manufacturing
« Agriculture
« Utility Companies « Retailers

+ Hedge Funds « Transportation

options contracts are available via open outcry on the CME trading floor.

* Manage weather-related
price risk

« Stabilized cash flow

« Transparent prices on CME
Globex-listed electronic
futures products

« Opportunity to hedge risk
associated with weather
uncertainty

» Centralized clearing

and counterparty credit
guaranteed by CME Clearing
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WEATHER PRODUCTS SLATE

TEMPERATURE-BASED PRODUCTS

Irl:hx Used -
City Locati Time Frames for Contracts

United States Weekly, Monthly, Seasonal Strip: A customized season of two to seven consecutive
months within the same general season = October through April for Winter, April through
October for Summer

Canada HDD CAT.CDD Monthly, Seasonal Strip: Same as U.S. contracts

Europe HDD CAT Monthly, Seasonal Strip: Same as U.S. contracts

Asia Pacific CAT* CAT* Monthly, Seasonal Strip: A customized season of two to seven consecutive months within
the same general season — October through April for Winter, April through October for
Summer

Australia HDD CDD Monthly, Seasonal Strip: Same as U.S. contracts

HURRICANE-BASED PRODUCTS

CME OFFERS SEVERAL HURRICANE-BASED CONTRACTS TO MEET YOUR RISK MANAGEMENT NEEDS:

= Hurricane futures, options and binary options — Cover actual named hurricanes making landfall in the
United States Atlantic basin

= Hurricane Seasonal futures, options and binary options — Focusing on the total number of hurricanes
that occur within a specific location or geographic area between January 1 and December 31

= Hurricane Seasonal Maximum futures, options and binary options — Focusing on the largest hurricane
to make landfall within a specific location or geographic region between January 1and December 31

NINE REGIONS

ALSFL Fernandin —CH)-Cat-In-A-Box —
Border Beach, FL ﬂalmtnn-unhlls

[ Eastern U.5.
s Florida
L — Florida Gold Coast
CHI-Cat-In-A-Box —
Galveston-Mobile ) — Gulf Coast
Brownsville, TX s Gulf Coast and Flerida
s Morthern Atlantic
Coast
— Snuﬂlﬂ Atlantic

e Florida + Southe
Mlunhc + Northam
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CME to Launch Hurricane Futures and Options on Futures Contract
CME-Carvill Hurricane Index to be Available for 2007 Hurricane Season

51 K

CHICAGO and LONDON, Feb. 14 /PRNewswire/ -- CME, the world's largest and most diverse fin Journalists and Bloggers
ancial exchange, announced today that it will expand its weather derivatives product line wit
h a scheduled launch of CME-Carvill Hurricane Index futures and options on futures contracts
March 12. The underlying indexes will be calculated by Carvill, a leading independent reinsur w‘@o
ance intermediary in specialty reinsurance that tracks and calculates hurricane activity. Dol
“These new CME Hurricane contracts will provide an additional way to help address the needs o Visit PR Newswire for
£ the insurance industry and other markets," said Felix Carabello, CME Director of Alternativ Journalists for releases,
e Investment Products. "Following the devastating 2005 hurricane season that caused an estima photos, ProfNet experts, and
ted $79 billion in damage, it became apparent that there was limited capacity to insure custo customized feeds just for
mer claims. With these hurricane contracts, insurers and others will be able to transfer thei Media.
r risk to the capital markets and thereby increase their capacity to insure customers.® I

n addition to insurers, other customers such as energy companies, pension funds
ments and utility companies will be able to hedge their risk of hurricanes striking in the Un
ited States in five areas defined as the Gulf Coast, Florida, the Southern Atlantic Coast, th
e Northern Atlantic Coast and the Eastern U.S. “We are excited about our joint venture wi
th CME," said John Cavanagh, Joint CEO of the Carvill Group. "CME is the clear market leader
in weather derivatives and we believe this new product will offer a wider range of catastroph
e solutions to our customers. The convergence of the insurance markets and the broader financ

state govern

ial community continues at a rapid pace, and our products, particularly in the catastrophe ar
ea, are becoming more commoditized in order to appeal to a more diverse range of capital prov
iders. An exchange traded derivative product for catastrophic hurricane risk is a natural pro
gression to this trend.” Dr. Steve Smith, Senior Vice President of ReAdvisory, the analyt
ical arm of Carvill said, "The challenge was to develop an index that met the needs of both t
he derivative trading community and the insurance market. Me needed an index that is easily u
nderstood, simple to calculate and based on publicly verifisble data -- in short, an index wh
ich is transparent. Most importantly for the trading community was the requirement that the i
ndex could be calculated and settled within hours of an event taking place.” Using public
1y available data from the National Hurricane Center of the National Meather Service, the Car
vill Hurricane Index (CHI(TM)) uses the maximum wind velocity and size (radius) of each offic
ial storm to calculate the potential for damage. The front contract expires when a hurricane
makes landfall with the expiration pegged to the CHI. The contract tick size is 8.1 CHI poin
t, which is equivalent to $100. Hurricane futures will trade on CHE Globex(R) from 5:08
p.m. to 3:15 p.m. the following day Chicago time and options on hurricane futures will be ava
ilable for trading 8:32 a.m. to 3:15 p.m. Chicago time on the CME trading floor. CHE curr
ently lists weather contracts based on aggregate temperatures on 35 cities around the world a
s well as snowfall and frost indexes. CME introduced weather derivatives in 1999. In 2086, tr
aded CME Weather derivatives had a notional value of $22 billion. For more information on the
hurricane contracts, please go to http://waw.CHE.com/hurricane. CME (nttp://wwa.cme.com)
is the world's largest and most diverse financial exchange. As an international marketplace,
CME brings together buyers and sellers on the CME Globex(R) electronic trading platform and o
n its trading floors. CME offers futures and options on futures in these product areas: inter
est rates, stock indexes, foreign exchange, agricultural commodities, emergy, and alternative
investment products such as weather, real estate and economic derivatives. CME is a wholly-ow
ned subsidiary of Chicago Mercantile Exchange Holdings Inc. (NYSE, Nasdaq: CME), which is p
art of the Russell 1880(R) Index and the S&P S56B(R) Index. Statements in this news releas
e that are not historical facts are forward-looking statements. These statements are not guar
antees of future performance and involve risks, uncertainties and assumptions that are diffic
ult to predict. Therefore, actual outcomes and results may differ materially from what is exp
ressed or implied in any forward-looking statements. More detailed informstion about factors
that may affect our performance may be found in our filings with the Securities and Exchange
Commission, including our most recent Quarterly Report on Form 18-Q, which can be obtained at
its Web site at http://wwe.sec.gov. We undertake no obligation to publicly update any forward
-looking statements, whether as a result of new information, future events or otherwise.
Chicago Mercantile Exchange, CME, the globe logo, CME Globex and E-mini are trademarks of Chi
cago Mercantile Exchange Inc. CLEARING 21 is a registered trademark of CME and New York Merca
ntile Exchange, Inc. S&°, S&P 508, NASDAQ-10@, Nikkei 225, Russell 1090, Russell 2000, TRAKR
5, Total Return Asset Contracts and other trade names, service marks, trademarks and register
ed trademarks that are not proprietary to Chicago Mercantile Exchange Inc. are the property o
 their respective owners, and are used herein under license. Further information about CME a
nd its products is available on the CME Web site at http://www.cme.com. Carvill is a lead
ing independent reinsurance intermediary in specialty reinsurance. Carvill's success since it
5 foundation in 1977 has been achieved through an unwavering commitment to independence, inte
grity and service. Carvill's tailored specialty products cover the needs of the clients,
and include Medical Malpractice, Directors & Officers, Errors & Omissions liabilities, Major
Property Catastrophe, and Financial Products including Retrocessional business. For further i

nformation visit http://www.Carvill.com. HE-G
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A person, normally a broker, who has membership on a stock exchange. This means that
he/she is allowed to make trades on the floor of that exchange. Most exchanges do not

* On th allow firms to be members, so the membership for 2 member firm formally belongs to one or
more of its employees. Memberships are bought and sold at market price because most

£ Word Browser exchanges have a finite number. See also: Seal.

Member Firm
A broker-dealer firm in which at least one of the principal officers is allowed to trade on the
floor of an exchange. To become a member, one needs to purchase a membership or 2
seat on the exchange, which can be very expensive There are usually a set number of
memberships to an exchange; for example, on the New York Stock Exchange, there are
1,366 seats, which may cost up to $1 million each, and which may be bought or sold to
different firms. Most exchanges do not recognize member firms, only individual members;
that is, they consider members to be the brokers or dealers on the floor, rather than the
firms they represent.
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L INTRODUCTION

This appeal boils down to one question: Do the specimens in the record show use of the
CHI trademark in connection with the “investment services, namely, providing futures, options
contracts related to hurricanes for trading on an exchange?” The answer is Yes. Therefore, the
Board should reverse the Examining Attorney’s refusal to register and allow the application to
proceed to registration.

Il BACKGROUND

Because the Examining Attorney brief withdrew one of the prior refusals to register,

the remaining issue on appeal is whether Applicant’s specimen sufficiently shows the mark CHI
(“CHI Mark”) functioning as a service mark to identify and distinguish Applicant’s investment
services, namely, providing futures, options contracts related to hurricanes for trading on an
exchange” (“Investment Services”) from those of others and to indicate the source of those
services. A detailed summary of the prosecution history is set forth in Applicant’s main brief. In
the Examining Attorney’s opinion, the CHI Mark is not used in the specimens of record to
identify the source of Applicant’s Investment Services. Applicant respectfully disagrees.

To address the new issues raised by the Examining Attorney and simplify the appeal,
Applicant moved to remand the application for consideration of additional evidence in support of
registration of the CHI mark, and the Board granted the motion. Specifically, Applicant
submitted substitute specimens (“Substitute Specimens”) in its Request for Further Examination
and Consideration to the Examining Attorney and provided supporting information on the use
and function of the Substitute Specimens. See Dec. 9, 2013 Req. for Further Examination and
Consideration. Ultimately, the Examining Attorney refused to accept this evidence and raised
new issues regarding the submitted evidence. However, the record clearly shows use of the
CHI Mark in connection with Investment Services and Examining Attorney’s arguments to the

contrary are unsupported. Moreover, Examining Attorneys’ new objections to the evidence are



being addressed in a Request for Remand and Request for Further Consideration filed
concurrently herewith.
Ml ARGUMENT

A. Applicant’s Substitute Specimens Clearly Show Use of the CHI Mark In
Connection with the Identified Investment Services.

1. Applicant’s Specimens Support Registration of the CHI Mark In Connection
With Investment Services.

The standard of review for service mark specimens is simple: there must be an
association between the service mark and the services. TMEP § 1301.04. There are no
stringent requirements for service mark specimens. In the present case, the specimens need
only show use of the CHI mark in connection with the Investment Services, namely, hurricane
futures or options contracts. A specimen that shows the mark as used in the course of
rendering or performing the services is also generally acceptable. Where the record shows that
the mark is used in performing (as opposed to advertising) the services, a reference to the
services on the specimen itself may not be necessary. In re Metriplex Inc., 23 USPQ2d 1315
(TTAB 1992); TMEP § 1301.04. Based on the evidence contained in the record, the Examining
Attorney acknowledges that the CHI mark “is used in connection with the applicant’s futures and
options contracts . . . .” Ex. Brief p.4. Therefore, the Board should find the specimens of record
acceptable.

The Examining Attorney’s substantive objection to the Substitute Specimens (attached
hereto as Exhibit A) relates to whether the material constitutes advertising for the services or
would be used by consumers in making purchasing decisions. “The Board has observed that
use in the ‘rendition’ of services should be viewed as an element of the ‘sale’ of services under
Section 45 of the [Trademark] Act.” In re ICE Futures U.S., Inc., 85 USPQ2d 1664, 2008 WL
162813 (TTAB), at *5 (quoting In re Red Robin Enterprises, Inc., 222 USPQ 911, 913 (TTAB
1984). See also In re Metriplex, supra at 1316; In re Eagle Fence Rentals, Inc., 231 USPQ 228,

330 (TTAB 1986). “Also, the Board has recognized that the service need not be referenced



explicitly even in a specimen which purports to show use of a mark in the advertisement of
promotion of the services.” Id. “The context of use and the history of applicant’s exclusive use
in the industry reflected in the record” may be sufficient to show an applicant’s use of its marks
in connection with the identified services. /d.

Applicant’s specimens and Substitute Specimens clearly show Applicant's CHI Mark
used in the rendition of Applicant’s Investment Services, and immediately next to descriptions of
Applicant’s Investment Services, namely, futures and options contracts, e.g. “CHI futures and
options,” “CHI contract,” “CHI contracts,” and “CHI future.” The commercial impression created
by each specimen is that CHI is an investment service, namely futures or options contracts.
The fact that Applicant’s specimens do not feature the words “investment services” adjacent to
the CHI mark in every specimen does not render every specimen insufficient. “In the case of a
specimen intended to show use of the mark in the sale or ‘rendering’ of the services, the
specimen need not and often will not include an explicit reference to the service. Id. (quoting In
re Metriplex at 1316). See also In re Int'l Envtl. Corp., 230 USPQ 688, 691 (TTAB
1986)(specimen showing use of mark in surveys used to promote service with no mention of
“distributorship services” found acceptable). The following excerpt from Applicant’s Substitute

Specimen definitively shows why the specimen is acceptable:

Exercise prices shall be stated in terms of the respective ICHI futures contract.l Eligible exercise
prices shall be at intervals of 1 index point (e.g., 10, 11, 12, etc.).

chapter,|CHI futures|shall be subject to the general rules and regulations of the Exchange insofar

This chapter is limited in application to CME Hurricane Index™ I(“CHI””‘") futures.l In addition to this
as appliéa;ie.

2. Applicant’s Mark Can Cover Different Services.
The Examining Attorney misplaces focus on Applicant’s registration of the CHI mark in
connection with certain index services, as identified in U.S. Reg. No. 4315763. Because of this
registration, the Examining Attorney believes all use of the CHI mark refers to the index and

ignores the other Investment Services. However, Applicant submits that its specimens show



the mark identifying both the services in this application and the services in Registration No.
4315763. As demonstrated in the record, Applicant uses the CHI Mark in connection with both
types of services which are not mutually exclusive.

3. Examining Attorney’s Case Law Fails to Support Her Position

The Examining Attorney’s reliance on In re Moody’s Investors Services, Inc. also is
misplaced. 13 USPQ2d 2043 (TTAB 1989). Moody’s sought to register “Aaa” as a service
mark in connection with “providing ratings of fixed interest rate obligations.” Id. at 2044. The
Board found that “the symbol ‘Aaa’ would be perceived only as certifying that a particular bond
is a safe investment,” and not “as indicating the source of rating services.” Id. at 2048. Further,
the Board found that “Moody’s’ provides rating services,” and “Aaa” is merely “a rating assigned
to a particular fixed interest rate obligation.” Id. The present facts are distinguishable.

The Examining Attorney misunderstands Applicant’s specimens and services
because the following statement is incorrect: “the mark, ‘CHI’, is used in connection with the
applicant’s futures and options contracts in that the mark is used on indexes used for valuation
of futures and options contracts.” Ex. Brief p.4 (emphasis in original). When traded on financial
exchanges, the CHI mark signals Applicant’s two services; 1) compiling, providing, and updating
a financial index measuring potential damage from a hurricane (the subject of U.S. Reg. No.
4315763), and 2) providing futures, options contracts related to hurricanes for trading on an
exchange (the subject of this application). Simply put, CHI Mark is used to measure potential
risk, and to offer contracts to willing buyers based on those risks.

Moreover, the Board’s decision in In re Moody’s shows that Applicant’s CHI Mark is
capable of registration as a service mark. The applicant in In re Moody’s submitted a booklet
including a list of its goods and services, and the goods and services appeared under “a
subheading consisting of the mark ‘Moody’s’ and matter describing that particular item (i.e.,
‘Moody’s Manuals,’ ‘Moody’s Trust and Estate Services,’ etc.).” In re Moody’s at 2046. Clearly,

the mark Moody'’s functioned as a service mark. In that case, the Board found that the applicant



only used the mark “Aaa” as a rating symbol in the booklet, and not as a service mark. In
contrast, Applicant’s use of the CHI mark, as shown in the prosecution history, more closely
resembles use of the mark “Moody’s” than the mark “Aaa” because Applicant’s Rulebook
contains numerous references to “CHI futures,” “CHI futures contracts,” and “CHI Seasonal
Futures,” see Examiner’s Reconsideration Letter of July 14, 2014 (Exhibits). The specific use of
“CHI-Cat-In-A-Box — Galveston-Mobile” is merely one category of contracts offered under the
CHI mark. Applicant’s Specimen, April 5, 2013.

B. The Evidence Is Properly Before the Board for Consideration.

1. Applicant’s Evidence Is Proper.

The Examining Attorney found the substitute specimens unacceptable, and without
further explanation, declared that the substitute specimens were “not information of the kind
believed to be used by consumers for the futures and options contracts in making a purchasing
decision.” Req. for Recon. Denied p.3. Furthermore, rather than provide any justification for the
refusal, the Examining Attorney attacked Applicant’s attorney’s experience dealing in the affairs
of the Applicant, claiming:

“The applicant’s attorney has made statements regarding the consumers for

the applicant’s services and statements regarding how the substitute

specimens are used by consumers. There is no actual proof to support these

statements in the record, and there is no showing that the applicant’s attorney

has expertise in this field.”
Id. at p.4. To support her position, the Examining Attorney relies upon the Board’s decision in /n
re U.S. Tsubaki, Inc., 109 U.S.P.Q.2d 2002 (TTAB 2014); however, this decision is inapposite
here. The U.S. Tsubaki case involved an attorney’s opinion of whether certain specimens
showed a mark used in association with goods at the point-of-sale. /d. Here, Applicant, through
its counsel, can certainly provide information regarding the operation of Applicant and the use of
a Rulebook published by Applicant. Moreover, the actual documents submitted in the record

describe the use of the CHI mark in Applicant’s Rulebook. These are not mere arguments

before the Board, but Applicant’s own evidence submitted during the prosecution of the



application during remand of the application. Moreover, Applicant seeks to further clarify this
information in its Request for Remand filed herewith.

More importantly, the U.S. trademark laws do not require submission of advertising
specimens for service marks. Instead, there is a great deal of flexibility for service marks. One
of the specimens provided is Applicant’s Rulebook, which is used in connection with the
rendering of services. Therefore, Examining Attorney’s argument is unsupported.

2. Applicant Satisfied the Requisite Good Cause Requirement.

The Examining Attorney claims that Applicant’s submission of the Substitute Specimen
was untimely because Applicant did not show good cause to remand the application. Req. for
Recon. Denied, p.3. To the contrary, Applicant demonstrated good cause for remanding the
application in Applicant’s Motion to Suspend of December 9, 2013. Applicant pointed out that
the Examining Attorney raised a new issue in the Examiner’s Brief regarding the specimen, and
that a substitute specimen could address this issue while conserving the Board’s resources.
The Board agreed and granted the motion to remand on December 13, 2013. See Jurisdiction
Restored / Remanded to Examiner.

3. Applicant Supports the Substitute Specimens.

The Examining Attorney rejected the Substitute Specimens because the Request for
Further Examination lacked a declaration. In Applicant’s Request for Further Examination,
Applicant clearly stated that the “substitute specimens were in use in commerce prior to the
expiration of the filing deadline for the Statement of Use.” Examining Attorney’s objection can
be easily addressed and Applicant has submitted such a declaration via a Request for Remand
and Request for Further Examination. If the Examining Attorney had a concern about such a
declaration, she could have easily telephoned Applicant’s counsel or issued an office action.
This is a non-issue and should not be used to deny registration of the CHI Mark.

C. Doubt As To The Sufficiency Of The Substitute Specimen Should Be Resolved
In Favor Of Applicant.



On remand, Applicant submitted substitute specimens showing use of the CHI mark
in close proximity with the descriptive modifiers characterizing Applicant’s Investments Services,
namely “futures” and “options,” e.g., “CHI futures,” “CHI futures contract,” and “CHI options.”
These specimens reflect a clear association between the CHI Mark and Applicant’s Investment
Services, namely, providing futures, options contracts related to hurricanes for trading on an
exchange. The Substitute Specimens are select portions from Applicant’s Rulebook, which
governs the trading of hurricane futures and options under the CHI trademark. The information
in this Rulebook is a critical component regarding the trading of these contracts. For example,
the Rulebook provides information to Applicant’s customers, such as traders and institutions,
regarding the terms of the specific CHI futures or options contract, settlement positions, etc.

CHI futures and options contracts are purchased and traded by sophisticated individuals and
entities and are not traded on a whim. Instead, CHI futures and options contracts typically form
an important component of a customer’s overall risk management requiring the customer to
consider the risk, trading unit, price increments, and settlement procedures prior to purchasing
any such CHI futures or options contracts.

As Applicant pointed out in its Appeal Brief, “the Board [has] demonstrated its flexible
approach as to service marks because of the inherent difficulty of proving use of a service mark.
See, e.g., In re Ralph Mantia, 54 U.S.P.Q.2d 1284 (TTAB 2000). Moreover, to the extent that
the Board has any doubt on the question of whether the specimens of record are acceptable to
show Applicant’s use of the CHI mark, this doubt will be resolved in favor of Applicant. See In
Re Btio, Ser. No. 75/712,224, 2001 WL 873280 (TTAB 2001).

V. CONCLUSION

Concurrently herewith, Applicant has filed a further Request for Remand. In her
denial of Applicant’s Request for Further Examination, Examining Attorney identified new issues
regarding acceptability of the specimens and Applicant has fully complied with these issues in

the Request for Remand.



Because Applicant’s CHI Mark is used in the specimens of record as the source
identifier for the provision of the Applicant’s Investment Services, Applicant respectfully requests
that the Board reverse the Examining Attorney’s refusal to register the CHI Mark, accept the

specimens submitted by Applicant and allow the Application to proceed to the registration.

Respectfully submitted,

CHICAGO MERCANTILE
EXCHANGE INC.

Dated: August 8, 2014 By: /J. Ryan Hinshaw/
Joseph T. Kucala, Jr.
J. Ryan Hinshaw
Norvell IP lic
1776 Ash Street
Northfield, IL 60093
Tel: 888.315.0732
Fax: 312.268.5063
officeactions@norvellip.com

ATTORNEYS FOR APPLICANT
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42300.

42301.

42302.

Chapter 423
CME Hurricane Index Futures

SCOPE OF CHAPTER
This cha?ter is limited in application to CME Hurricane Index™ |(“CHI”T'V') futures.l In addition to this

chapter, [CHI futures|shall be subject to the general rules and regulations of the Exchange insofar
as applicable.

For purposes of this chapter, unless otherwise specified, times referred herein shall refer to and
indicate Chicago time.

CONTRACT SPECIFICATIONS

CHI values will be calculated by MDA Information Systems, Inc., using the methods described in
the CME Hurricane Index: “Scope and Definitions” document, for hurricanes making landfall in the
following locations:

e Eastern US (Brownsville, TX to Eastport, ME)

Separate futures contracts will be listed for trading on named hurricanes that make landfall in a
specific location (e.g., Eastern US between January 1 and December 31 inclusive of a calendar
year. At the beginning of each season storm names are used from a list, starting with A and ending
with Z, maintained by the World Meteorological Organization. In the event that more than 21
named storms occur in a season, additional storms will take names from the Greek alphabet:
Alpha, Beta, Gamma, Delta, and so on.

TRADING SPECIFICATIONS

42302.A. Trading Schedule

Futures contracts shall be scheduled for trading during such hours in such months as may be
determined by the Exchange.

42302.B. Trading Unit

The size of the unit of trading shall be $1,000 times the respective CHI.

42302.C. Price Increments

The minimum price fluctuation on the respective [CHI futures shall be 0.1 index point, and have a
value of $100.

42302.D. Position Limits, Exemptions, Position Accountability and Reportable Levels
The applicable position limits and/or accountability levels, in addition to the reportable levels, are
set forth in the Position Limit, Position Accountability and Reportable Level Table in the
Interpretations & Special Notices Section of Chapter 5.

A Person seeking an exemption from position limits for bona fide commercial purposes shall apply

to the Market Regulation Department on forms provided by the Exchange, and the Market
Regulation Department may grant qualified exemptions in its sole discretion.

Refer to Rule 559 for requirements concerning the aggregation of positions and allowable
exemptions from the specified position limits.

42302.E. [Reserved]
42302.F. [Reserved]
42302.G. Termination of Trading

Futures trading shall terminate at 9:00 a.m. on the first Exchange Business Day that is at least five
calendar days following the last forecast/advisory issued by the National Hurricane Center (“NHC”)
for the named storm, provided that both the NHC and the Hydrometeorological Prediction Center
have stopped issuing advisories for that named storm, but in no event shall trading terminate prior
to the first Exchange Business Day that is at least five calendar days following January 1, or later
than the first Business Day that is at least five calendar days following December 31. If a particular
named storm is unused (i.e. that storm has not formed), trading shall terminate at 9:00 a.m. on the
first Exchange Business Day that is at least five calendar days following December 31.

42302.H. [Reserved]
42302.1 [Reserved]

© Copyright Chicago Mercantile Exchange, Inc. All rights reserved. Page 1 of 2



cmee

CME Rulebook Chicago Mercantile Exchange

42303. SETTLEMENT PROCEDURES

42303.A. Final Settlement Price

All futures contracts remaining open at the termination of trading shall be settled using the
respective CHI final value reported by MDA Information Systems, Inc. for that named storm, using
the methodology in effect on that date and the NHC data from the Public Advisories issued through
the life of the named storm.

For example, on August 30, 2005, the last NHC Advisory on Hurricane Katrina was issued;
therefore on September 6, 2005, the Eastern US contract for Hurricane Katrina would have been
settled at 20.4 CHI index points, using data from the NHC’s Hurricane Katrina Advisories Number
9 (Florida landfall, CHI = 1.4) and Number 26A (Louisiana landfall, CHI = 19.0).

42303.B. Final Settlement

Clearing members holding open positions in a |CHI futures contract ]at the termination of trading in
that contract shall make payment to or receive payment from the Clearing House in accordance
with normal variation performance bond procedures based on a settlement price equal to the final
settlement price.

42304. [RESERVED]
42305.-06. [RESERVED]
(End Chapter 423)

INTERPRETATIONS AND SPECIAL NOTICES
RELATING TO CHAPTER 423

LIMITATION OF LIABILITY AND DISCLAIMER

MDA Information Systems, Inc. (“MDA”, formerly “Earth Sat”) makes no warranty, express or implied, as
to the results to be obtained by any person or any entity from the use of the Data in connection with the
trading of futures contracts, options on futures contracts or any other use. MDA makes no express or
implied warranties, and expressly disclaims all warranties of merchantability or fitness for a particular
purpose or use with respect to the CHI. Without limiting any of the foregoing, in no event shall MDA
have any liability for any special, punitive, indirect, or consequential damages (including lost profits),
even if notified of the possibility of such damages.

© Copyright Chicago Mercantile Exchange, Inc. All rights reserved. Page 2 of 2
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423A00.

423A01.

423A02.

Chapter 423A
Options on CME Hurricane Index Futures

SCOPE OF CHAPTER

This chapter is limited in application to trading in put and _call options on CME Hurricane Index™
(“CHI"™) futures.| In addition to this chapter, options on |CHI futures|shall be subject to the general
rules and regulations of the Exchange insofar as applicable.

For purposes of this chapter, unless otherwise specified, times referred herein shall refer to and
indicate Chicago time.

OPTIONS CHARACTERISTICS

423A01.A. Contract Months and Trading Hours

Options contracts shall be listed for such contract months and scheduled for trading during such
hours as may be determined by the Exchange.

423A01.B. Trading Unit

The trading unit shall be an option to buy, in the case of the call, or to sell, in the case of the put,
one respective|CHI futures contract|as specified in Chapter 423.

423A01.C. Minimum Fluctuations

The price of an option shall be quoted in terms of the respective CHI. Each index point represents
$1,000. For example, a quote of 2 index points represents $2,000. The minimum fluctuation shall
be 0.1 CHI (also known as one tick), equal to $100.

423A01.D. [Reserved]
423A01.E. Exercise Prices

Exercise prices shall be stated in terms of the respective|CHI futures contract.| Eligible exercise
prices shall be at intervals of 1 index point (e.g., 10, 11, 12, etc.).

At the commencement of option trading in a contract month, the eligible put and call options are at
intervals of 1 index point in a range of 0 to 30 index points. New options may be listed for trading
up to and including the termination of trading.

The Exchange may modify the provisions governing the establishment of exercise prices as it
deems appropriate.

423A01.F. Position Limits, Exemptions, Position Accountability and Reportable Levels

The applicable position limits and/or accountability levels, in addition to the reportable levels, are
set forth in the Position Limit, Position Accountability and Reportable Level Table in the
Interpretations & Special Notices Section of Chapter 5.

A Person seeking an exemption from position limits for bona fide commercial purposes shall apply
to the Market Regulation Department on forms provided by the Exchange, and the Market
Regulation Department may grant qualified exemptions in its sole discretion.

Refer to Rule 559 for requirements concerning the aggregation of positions and allowable
exemptions from the specified position limits.

423A01.G. [Reserved]

423A01.H. [Reserved]

423A01.1. Termination of Trading

Options trading shall terminate on the same date and time as the underlying futures contract.
423A01.J. [Reserved]

EXERCISE AND ASSIGNMENT

In addition to the applicable procedures and requirements of Chapter 7, the following shall apply to
the exercise of[CHI options.

423A02.A. Exercise of Option by Buyer

An option may be exercised by the buyer on any Business Day the option is traded. Exercise of an
option is accomplished by the clearing member representing the buyer presenting an Exercise
Notice to the Clearing House by 7:00 p.m. on the day of exercise.

© Copyright Chicago Mercantile Exchange, Inc. All rights reserved. Page 1 of 2
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423A03.

An option that is in the money and has not been liquidated prior to the termination of trading shall,
in the absence of contrary instructions delivered to the Clearing House by 7:00 p.m. on the day of
expiration by the clearing member representing the option buyer, be exercised automatically.

423A02.B. Assignment

Exercise notices accepted by the Clearing House shall be assigned through a process of random
selection to clearing members with open short positions in the same series. A clearing member to
which an exercise notice is assigned shall be notified thereof as soon as practicable after such
notice is assigned by the Clearing House, but not later than 45 minutes before the opening of
Regular Trading Hours in the underlying futures contract on the following Business Day.

The clearing member assigned an exercise notice shall be assigned a short position in the
underlying futures contract if a call is exercised or a long position if a put is exercised. The clearing
member representing the option buyer shall be assigned a long position in the underlying futures
contract if a call is exercised and a short position if a put is exercised.

All such futures positions shall be assigned at a price equal to the exercise price of the option and
shall be marked to market in accordance with Rule 814 on the Trading Day of acceptance by the
Clearing House of the exercise notice.

[RESERVED]
(End Chapter 423A)

INTERPRETATIONS AND SPECIAL NOTICES
RELATING TO CHAPTER 423A

LIMITATION OF LIABILITY AND DISCLAIMER

MDA Information Systems, Inc. (“MDA”, formerly “Earth Sat”’) makes no warranty, express or implied, as
to the results to be obtained by any person or any entity from the use of the Data in connection with the
trading of futures contracts, options on futures contracts or any other use. MDA makes no express or
implied warranties, and expressly disclaims all warranties of merchantability or fitness for a particular
purpose or use with respect to the CHI. Without limiting any of the foregoing, in no event shall MDA have
any liability for any special, punitive, indirect, or consequential damages (including lost profits), even if
notified of the possibility of such damages.

© Copyright Chicago Mercantile Exchange, Inc. All rights reserved. Page 2 of 2
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42700.

42701.

42702.

Chapter 427
CME Hurricane Index Seasonal Futures

SCOPE OF CHAPTER

This chapter is limited in application to CME Hurricane IndexTMI(“CHI”TM) Seasonal futures.l
In addition to this chapter, [CHI Seasonal futures|shall be subject to the general rules and
regulations of the Exchange insofar as applicable.

For purposes of this chapter, unless otherwise specified, times referred herein shall refer to
and indicate Chicago time.
CONTRACT SPECIFICATIONS

CHI Seasonal values will be calculated by MDA Information Systems, Inc., using the methods
described in the “CME Hurricane Index: Scope and Definitions” document, for hurricanes
making landfall in the following locations:

e  Gulf Coast (Brownsville, TX to AL/FL Border)

e Florida (AL/FL Border to Fernandina Beach, FL)

e Southern Atlantic Coast (Fernandina Beach, FL to NC/VA Border)

¢ Northern Atlantic Coast (NC/VA Border to Eastport, ME)

e Eastern US (Brownsville, TX to Eastport, ME)

e  Gulf + Florida (Brownsville, TX to Fernandina Beach, FL)

e Florida Gold Coast (Card Sound Bridge, FL to Jupiter Inlet, FL)

e  Florida + Southern Atlantic + Northern Atlantic (AL/FL Border to Eastport, ME)

Separate futures contracts will be listed for trading on the accumulated CHI final settlement
values for all hurricanes that make landfall in a specific location (e.g., Gulf Coast) between
January 1 and December 31 inclusive of a calendar year.

TRADING SPECIFICATIONS

42702.A. Trading Schedule

Futures contracts shall be scheduled for trading during such hours in such months as may be
determined by the Exchange.

42702.B. Trading Unit
The size of the unit of trading shall be $1,000 times the respective CHI Seasonal total.
42702.C. Price Increments

The minimum price fluctuation on the respective ICHI Seasonal futureslshall be 0.1 index point,

and have a value of $100.

42702.D. Position Limits, Exemptions, Position Accountability and Reportable
Levels

The applicable position limits and/or accountability levels, in addition to the reportable levels,
are set forth in the Position Limit, Position Accountability and Reportable Level Table in the
Interpretations & Special Notices Section of Chapter 5.

A Person seeking an exemption from position limits for bona fide commercial purposes shall
apply to the Market Regulation Department on forms provided by the Exchange, and the
Market Regulation Department may grant qualified exemptions in its sole discretion.

Refer to Rule 559 for requirements concerning the aggregation of positions and allowable
exemptions from the specified position limits.

42702.E. [Reserved]
42702.F. [Reserved]
42702.G. Termination of Trading

Futures trading shall terminate at 9:00 a.m. on the first Exchange Business Day that is at least
five calendar days following December 31.

42702.H. [Reserved]
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42702.1. [Reserved]
42703. SETTLEMENT PROCEDURES

42703.A. Final Settlement Price

All futures contracts remaining open at the termination of trading shall be settled using the
respective CHI Seasonal final value reported by MDA Information Systems, Inc.,, using the
methodology in effect on that date. For example, on January 5, 2006, the 2005 Gulf Coast
Seasonal contract would have been settled at 28.9 CHI index points.

42703.B. Final Settlement

Clearing members holding open positions in a|CHI Seasonal futures contract|at the termination
of trading in that contract shall make payment to or receive payment from the Clearing House
in accordance with normal variation performance bond procedures based on a settlement price
equal to the final settlement price.

42704. [RESERVED]
42705.-06. [RESERVED]
(End Chapter 427)

INTERPRETATIONS AND SPECIAL NOTICES
RELATING TO CHAPTER 427

LIMITATION OF LIABILITY AND DISCLAIMER

MDA Information Systems, Inc. (“MDA”, formerly “Earth Sat”) makes no warranty, express or
implied, as to the results to be obtained by any person or any entity from the use of the Data in
connection with the trading of futures contracts, options on futures contracts or any other use.
MDA makes no express or implied warranties, and expressly disclaims all warranties of
merchantability or fitness for a particular purpose or use with respect to the CHI. Without limiting
any of the foregoing, in no event shall MDA have any liability for any special, punitive, indirect, or
consequential damages (including lost profits), even if notified of the possibility of such damages.
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Chapter 428
CME Hurricane Index Seasonal Maximum Futures

42800. SCOPE OF CHAPTER

This chapter is limited in application to CME Hurricane Index TMI(“CHI”T"") Seasonal Maximum I
In addition to this chapter, [CHI Seasonal Maximum futures [shall be subject to the
general rules and regulations of the Exchange insofar as applicable.

For purposes of this chapter, unless otherwise specified, times referred herein shall refer to
and indicate Chicago time.
42801. CONTRACT SPECIFICATIONS

CHI Seasonal Maximum values will be calculated by MDA Information Systems,

Inc., using the methods described in the “CME Hurricane Index: Scope and Definitions”
document, for hurricanes making landfall in the following locations:

e  Gulf Coast (Brownsville, TX to AL/FL Border)

e Florida (AL/FL Border to Fernandina Beach, FL)

e Southern Atlantic Coast (Fernandina Beach, FL to NC/VA Border)

¢ Northern Atlantic Coast (NC/VA Border to Eastport, ME)

e Eastern US (Brownsville, TX to Eastport, ME)

e  Gulf + Florida (Brownsville, TX to Fernandina Beach, FL)

e Florida Gold Coast (Card Sound Bridge, FL to Jupiter Inlet, FL)

e  Florida + Southern Atlantic + Northern Atlantic (AL/FL Border to Eastport, ME)

Separate futures contracts will be listed for trading on the maximum CHI final settlement value
for hurricanes that make landfall in a specific location (e.g., Gulf Coast) between January 1
and December 31 inclusive of a calendar year.

42802. TRADING SPECIFICATIONS

42802.A. Trading Schedule

Futures contracts shall be scheduled for trading during such hours in such months as may be
determined by the Exchange.

42802.B. Trading Unit
The size of the unit of trading shall be $1,000 times the respective CHI.
42802.C. Price Increments

The minimum price fluctuation on the respective ICHI seasonal maximum futureslshall be 0.1

index point, and have a value of $100.

42802.D. Position Limits, Exemptions, Position Accountability and Reportable
Levels

The applicable position limits and/or accountability levels, in addition to the reportable levels,
are set forth in the Position Limit, Position Accountability and Reportable Level Table in the
Interpretations & Special Notices Section of Chapter 5.

A Person seeking an exemption from position limits for bona fide commercial purposes shall
apply to the Market Regulation Department on forms provided by the Exchange, and the
Market Regulation Department may grant qualified exemptions in its sole discretion.

Refer to Rule 559 for requirements concerning the aggregation of positions and allowable
exemptions from the specified position limits.

42802.E. [Reserved]
42802.F. [Reserved]
42802.G. Termination of Trading

Futures trading shall terminate at 9:00 a.m. on the first Exchange Business Day that is at least
five calendar days following December 31.
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42802.H. [Reserved]
42802.1. [Reserved]

42803. SETTLEMENT PROCEDURES

42803.A. Final Settlement Price

All futures contracts remaining open at the termination of trading shall be settled using the
respective CHI Seasonal Maximum final value reported by MDA Information Systems, Inc.,,
using the methodology in effect on that date. For example, on January 5, 2006, the 2005 Gulf
Coast Seasonal Maximum contract would have been settled at 19.0 CHI index points.
42803.B. Final Settlement

Clearing members holding open positions in aICHI Seasonal Maximum futures contractlat the
termination of trading in that contract shall make payment to or receive payment from the
Clearing House in accordance with normal variation performance bond procedures based on a
settlement price equal to the final settlement price.

42804. [RESERVED]
42805.-06. [RESERVED]
(End Chapter 428)

INTERPRETATIONS AND SPECIAL NOTICES
RELATING TO CHAPTER 428

LIMITATION OF LIABILITY AND DISCLAIMER

MDA Information Systems, Inc. (“MDA”, formerly “Earth Sat”) makes no warranty, express or
implied, as to the results to be obtained by any person or any entity from the use of the Data in
connection with the trading of futures contracts, options on futures contracts or any other use.
MDA makes no express or implied warranties, and expressly disclaims all warranties of
merchantability or fitness for a particular purpose or use with respect to the CHI. Without limiting
any of the foregoing, in no event shall MDA have any liability for any special, punitive, indirect, or
consequential damages (including lost profits), even if notified of the possibility of such damages.
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UNITED STATESPATENT AND TRADEMARK OFFICE (USPTO)

U.S. APPLICATION SERIAL NO. 77199918

MARK: CHI

CORRESPONDENT ADDRESS:
TATYANA'V GILLES

NORVELL IP LLC
1776 ASH STREET

NORTHFIELD, IL 60093

APPLICANT: CHICAGO MERCANTILE EXCHANGE INC.

CORRESPONDENT’S REFERENCE/DOCKET NO:
13271-364
CORRESPONDENT E-MAIL ADDRESS:

officeactions@norvellip.com

GENERAL TRADEMARK INFORMATION:

http://www.uspto.gov/trademarks/index.js

TTAB INFORMATION:

http://www.uspto.gov/trademarks/process/appeal/index.jsp

EXAMINING ATTORNEY’S APPEAL BRIEF

The applicant has appealed the trademark examining attorney’s refusal to register the service mark

“CHI” on the grounds that it identifies a process or system, and that it does not function as a service

mark to identify and distinguish applicant’s recited services from those of others and indicate the source



of those services. Trademark Act Sections 1, 2, 3, and 45, 15 U.S.C. §§10510-1053, 1127. The refusal on
the ground that the mark identifies a process or system is withdrawn. The remaining issue on appeal is
that the mark fails to function as a service mark to identify and distinguish applicant’s recited services

from those of others and indicate the source of those services.

FACTS

Following a refusal under Section 2d of the Trademark Act that the applicant has overcome, the mark
was published for opposition, and a statement of use provided. The statement of use was refused on
the ground that the mark identifies a process or system, and it does not function as a service mark to
identify and distinguish applicant’s services from those of others and indicate the source of those
services. Trademark Act Sections 1, 2, 3, and 45, 15 U.S.C. §§10510-1053, 1127. Request for
reconsideration was denied because the request failed to provide specimens that showed use of the
mark as a source identifier for the services in the application, and because the mark was used to identify
a system or process. The refusal based on use of the mark to identify a process or system is withdrawn
in deference to the applicant’s registration of the same mark for indexing services. The issue remaining
on appeal is whether the mark serves as a service mark to identify and distinguish the applicant’s service

from those of others and to indicate the source of those services.

ARGUMENT

FAILURE TO FUNCTION AS SERVICE MARK FOR RECITED SERVICES



Registration was refused because the applied-for mark, as used on the specimen of record, does not
function as a service mark to identify and distinguish applicant’s services from those of others and to
indicate the source of applicant’s recited services. Trademark Act Sections 1, 2, 3 and 45, 15 U.S.C.
§8§1051-1053, 1127; see In re Moody’s Investors Serv., Inc., 13 USPQ2d 2043 (TTAB 1989); In re The
Signal Cos., 228 USPQ 956 (TTAB 1986); In re Hughes Aircraft Co., 222 USPQ 263 (TTAB 1984); TMEP
§8§904.07(b), 1301.02 et seq. The specimen of record, along with any other relevant evidence of record,
is reviewed to determine whether an applied-for mark is being used as a service mark. See In re Volvo
Cars of N. Am., Inc., 46 USPQ2d 1455, 1458 (TTAB 1998). A designation cannot be registered unless
purchasers would be likely to regard it as a source-indicator for the services. Id.; see In re Moody’s

Investors Serv. Inc., 13 USPQ2d 2043, 2047-49 (TTAB 1989).

The applicant characterizes the issue as whether the specimens show use of the proposed “CHI” mark in
connection with the futures and options contracts related to hurricanes. The examiner would agree that
the mark, “CHI”, is used in connection with the applicant's futures and options contracts in that the mark
is used on indexes used for valuation of futures and option contracts. This is not the issue for which

registration was refused.

The mark is not used in the specimens of record to identify the source of the applicant's “investment
services, namely, providing futures, option contracts related to hurricanes for trading on an exchange”

(emphasis added) and distinguish the services from those of others. The characterization of the services



and whether the mark used on the specimens is used to indicate the source of the services recited in the

application is at issue in this case.

The “CHI” mark is consistently used in the specimens of record to identify an index used in the valuation
of investment contracts. In telephonic conversations with the applicant, the examining attorney noted
that the applicant's use of the acronym CME (a different mark from the mark at issue) on the applicant’s
specimens is consistent with a mark used as a source identifier for the applicant's investment services.
The examiner encouraged the applicant to seek examples of the “CHI” mark used in a similar manner to
identify the source of the investment services rather than used to specifically reference the index used in
valuation of the applicant’s investment contracts. It is noted that during the prosecution of this
application, the applicant sought registration for “CHI” used with the indexing services referenced by the
examining attorney in telephonic conversations. It is also noted that the “CHI” mark registered in the
later filed application for the services of “compiling, proving and updating a financial index measuring
potential damage from a hurricane" (emphasis added). It is also noted that the specimens provided for
the “CHI” registered mark are identical to the specimens provided in this application in which the
specimens are refused for failing to serve as source identifying indicia for the applicant's investment

services.

The applicant argues that use of the ™ symbol signals to third parties that the applicant claims use of
the term “CHI” as a mark. That is not at issue. The issue is whether the mark is used to identify the
source of the particular services recited in this application. The applicant argues that its activities
function as a service. The examining attorney is in agreement that the recited activities are services, and

that the record supports the provision of these services in trade, and has not raised this as an issue in



the prosecution of this application. Clearly, the specimens reflect that the applicant is rendering the
services in the application. Atissue is whether the “CHI” mark serves to indicate the source of the
investment services. The examiner does not dispute that a mark may be used to identify a process as
well as a service, and this is evidenced by the applicant’s U.S. Registration No. 4315763 for use with

indexing services.

The specimens of record (and discussed in the applicant’s Brief) include a reference to “CHI-Cat-In-A-Box
- Galveston-Mobile” followed by a geographic reference. In this case, the proposed mark, “CHI” does
not match the term CHI-Cat-In-A-Box, and for that reason is not acceptable to show use of the mark in
connection with the services. Furthermore, it is not clear that the “CHI-Cat-In-A-Box - Galveston-
Mobile” is the name of a futures or futures option contract. 37 C.F.R. §2.51(a); TMEP §807.12(a). The
second specimen referenced in the applicant’s brief (and earlier made of record) states “The CME
Hurricane Index (CHI) was developed to provide a quick and easy—to calculate estimate of hurricane
damage and is used by all of our Hurricane futures and option on futures contracts.” This is a reference
to the indexing services used to establish the value of the futures and options” (emphasis added by the
examiner). The third specimen referenced in the applicant’s brief states “This high level of detail and
responsiveness, plus the ability to update frequently using publicly available data, make the CHI an ideal
choice as the basis for the suite of hurricane futures, options, and binary contracts traded at CME.”
Again, the reference to “the basis” is a reference to the means of determining the risk related value of
the hurricane related contracts. The applicant’s specimens of record are all found unacceptable for the

same reasons as those referenced herein.



While the examiner does not dispute that the “CHI” mark is used to identify both a process and a
service, it is used to identify the indexing process and services, and not to identify the source of the
investment services. The mark in this application appears to be properly registered for the services with
which it is used in U.S. Registration No. 4315763. In summation, the specimens of record do not show
use of the mark to identify the source of the applicant’s investment services, namely providing futures

[and] options contracts related to hurricanes for trading on an exchange.

CONCLUSION

For the foregoing reasons, the refusal to register on the basis of Sections 1, 2, 3, and 45 of the
Trademark Act, 15 U.S.C. §§10510-1053, 1127, for the reason that the specimens of record fail to
function to identify the source of the applicant’s services for which registration is sought, should be

affirmed.

Respectfully submitted,



/Linda A. Powell/

Linda A. Powell

Examining Attorney

L.O. 106 United States Patent and Trademark Office
571-272-9327

linda.powelll@uspto.gov

Mary I. Sparrow
Managing Attorney

Law Office 106
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l. INTRODUCTION

Applicant, Chicago Mercantile Exchange Inc., by its attorneys, hereby appeals the final
decision of the USPTO Examining Attorney refusing registration of the mark CHI (the “Mark” or
“CHI Mark”). This sole issue in dispute in this appeal is whether the specimens provided by
Applicant show use of CHI Mark in connection with the futures and options contracts related to
hurricanes. The Examining Attorney wrongly believes the specimens do not support registration
because the specimens merely identify a process or system and do not show use of a service
mark to identify and distinguish Applicant’s services from those of others. The record does not
support this conclusion. The specimens provided during prosecution of this application show
use of the CHI Mark in connection with an investment service, namely futures and options
contracts related to hurricanes. To illustrate this point, below is an excerpt from Applicant's
specimen submitted on April 5, 2013 that shows use of the CHI mark in connection with a

specific futures contract related to hurricanes. There is no better specimen.

Binary hurricane contracts are offered on Index {(named storm). Seasonal
(aggregate), Seasonal Max (largest storm of the season) and Second Event
seasonal Max Binary futures contracts:

«  CHI-Cat-In-A-Box — Galveston-Mobile (area bounded by 853070 on the west, 87°30°0"W
on the east, 27°30°0"M on the south, and the corresponding segment of the 15, coastline

on the north)

For the following reasons, the Examining Attorney’s refusal is improper and unsupported by the
record:

First, it is undisputed that the Applicant is actually rendering services, namely, futures
and options contracts related to hurricanes.

Second, Examining Attorney’s claimed process is an index that is already the subject of
a U.S. registration, specifically, the CHI Mark is registered in connection with a hurricane index,

which confirms that the mark functions as a service mark. See Reg. No. 4,315,763.



Third, the CHI Mark is clearly used in connection with a specific futures contract and
Applicant supplied sufficient specimens to evidence such use.

Fourth, the Trademark Trial and Appeal Board (“TTAB” or “Board”) has repeatedly held
that the standards for specimens for service marks are relaxed and any doubt on the issue of
acceptability of specimens should be resolved in favor of applicant.

Fifth, the Examining Attorneys’ own case law fails to support her position and mandates
reversal of the refusal.

Accordingly, the mark is registrable as a service mark and Applicant requests that the
Board reverse the Examining Attorney’s decision, accept the specimens submitted by Applicant,
and allow the Mark to proceed to the registration.

Il. BACKGROUND FACTS
A. Procedural History for Applicant’'s Mark.

Applicant filed its application to register the mark CHI on June 7, 2007, based on an
intent to use the Mark in commerce under Section 1(b) in connection with “investment services,
namely, providing futures, options contracts related to hurricanes for trading on an exchange,”
as amended, in International Class 36 (“Services”). On August 16, 2011, the application was
allowed and on February 7, 2012, Applicant filed its Statement of Use attaching a specimen
showing use of the CHI Mark. On March 8, 2012, the Examining Attorney issued an office
action refusing registration of the Mark arguing that the mark, as used on the specimen of
record, merely identified a process or system, and did not function as a service mark to identify
and distinguish Applicant's Services from those of others and to indicate the source of
Applicant’s Services. 15 U.S.C. §81051-1053, 1127.

In response, Applicant submitted a substitute specimen showing the use of the CHI Mark
in connection with the applied-for Services on September 7, 2012. The Examining Attorney,
however, issued her Final Refusal on October 5, 2012, maintaining her original refusal on the
basis that the second specimen also showed use of the Mark only to identify a process or
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system and not as a source identifier for the Services. On April 5, 2013, Applicant filed a
Request for Reconsideration with the Examining Attorney submitting several substitute
specimens. Also, on April 5, 2013, Applicant filed its Notice of Appeal and requested that this
proceeding be suspended while the Request for Reconsideration was pending. Ultimately, the
Request for Reconsideration was denied on May 22, 2013 for the same reasons, and the
present appeal was resumed. Subsequently, Applicant filed several requests for extensions of
time to file its appeal brief, which were approved by the Board. Applicant now submits its
substantive arguments in support of this appeal.
B. Basis for the Examining Attorney’s Position.

The Examining Attorney has refused registration of the CHI Mark because, in her
opinion, the Mark, “as used on the specimen of record, merely identifies a process or system”
and “does not also function as a service mark to identify and distinguish Applicant’s services
from those of others and to indicate the source of those services.” Office Action of Oct. 5, 2012.
Instead, the Examining Attorney believes that the Mark is used to reference a numerical
measure of potential damage from a hurricane, an index of that measure, and not to identify the
source of the provision of investment services. Examining Attorney further stated that while the
index appears to be used to calculate the value of futures and options contracts, it is not used in
the provided specimens as the source identifier for the provision of the investment contracts.
The Examining Attorney ignores the fact that Applicant already owns a U.S. registration for the
CHI mark covering “compiling, providing and updating a financial index measuring potential
damage from a hurricane,” which establishes that the mark functions as a service mark and is
more than just a process, but the index itself is a separate service. Despite Applicant submitting
multiple substitute specimens showing use of the Mark in connection with investment contracts
such as futures contracts, the Examining Attorney maintained her refusal and ignored the
evidence of use of the Mark as a source identifier on the specimens of record. This conclusion

is flawed.



[l ARGUMENT
A. Background Information Regarding Applicant’s Services.

As the Examining Attorney properly noted, Trademark Manual of Examining Procedure
(“TMEP”) 81301.02(e) provides that “[iln determining whether a specimen is acceptable
evidence of service mark use, the examining attorney may consider applicant’s explanations as
to how the specimen is used, along with any other available evidence in the record that shows
how the mark is actually used.” TMEP 81301.02(e). In its Request for Reconsideration,
Applicant supplied this information to assist the Examining Attorney in understanding Applicant’s
business and the nature of the services offered. This background information is particularly
relevant because it explains that Applicant provides two core types of services, among others,
() financial trading services; and (2) financial information services. Both of these categories
are at issue in this issue because the CHI Mark is used for both financial trading services and
financial information services. Applicant briefly summarizes this information below

Applicant is a worldwide leader in the financial industry and part of CME Group Inc.,
which is the world’'s largest and most diverse financial derivatives marketplace. Req. for
Reconsideration, April 5, 2013. Customers rely upon Applicant’s services for their financial
exchange trading, investment, risk management, and financial information services. Applicant’s
services are defined into two core investment services: financial trading services and financial
information services. Financial trading services relate to the trading of financial products
through an exchange or over-the-counter platform, including the matching, processing and
clearing of those trades. Financial information services involve the provision of financial market
data services and analysis, including real-time and historical information and financial indexes.
These are separate and distinct services offered by Applicant and may be used by different
customers for different reasons.

The key financial products traded on Applicant's exchange are futures and options

contracts and these contracts are offered in a wide range of asset classes, such as metals,
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commodities, foreign exchange, energy, equity indexes and weather products. For example,
Applicant’'s weather futures and options contracts allow customers to transfer risk associated
with adverse weather events to the capital markets and increase their overall capacity to
recover from the damage. The services provided under the CHI Mark at issue in this appeal are
actually part of the hurricane futures and options contracts traded at Applicant’s exchange.
These contracts are based, in part, on numerical measures of the destructive potential of a
hurricane. Simply put, Applicant provides investment services, namely, the futures and options
contracts related to hurricanes, and Applicant uses the CHI Mark as a source identifier for these
services. Applicant’s target customers include hedge funds, insurers and reinsurers, energy
companies, utility companies, hotel corporations and other commercial enterprises that might be
affected by hurricanes. This service can be a critical component of a customer's risk
management in the investment process.

Finally, Applicant regularly uses the TM symbol next to the CHI Mark, which signals to
third parties that Applicant claims trademark rights in the mark. An example of such usage is
shown in Exhibit A, which was submitted on April 5, 2013 in connection with Applicant’s
Request for Reconsideration after Final Action.

B. Applicant’s Activities Function As A Service.

Section 1301.01(a) of the TMEP states that to function as a service, an activity must be:
(1) a real activity and not a mere idea, process or concept; (2) performed to the order of, or for
the benefit of someone other than the applicant; and (3) qualitatively differ from anything
necessarily done in connection with the sale of the applicant’s goods or performance of another
services, i.e., not merely incidental or necessary to the applicant’s larger business. See TMEP

§1301.01(a). In Re Renaissance Energy, LLC, Ser. No. 78084358, 2007 WL 1580019 (T.T.A.B.



2007)%: In re Betz Paperchem, Inc., 222 USPQ 89, 90 (T.T.A.B. 1984). The Examining Attorney
cannot and does not dispute Applicant is rendering services.

As part of this analysis, the Board examines the specimens to show some direct
association between the offer of services and the mark sought to be registered, i.e., that the
mark is used in such a manner that it would be readily perceived as identifying the source of
such services. For example, in In re Renaissance Energy, the Board reversed the Examining
Attorney’s refusal of the specimen because the original specimen submitted by the applicant
showed service mark use of the mark LINK AND SYNC based upon the position, prominence
and size of the mark and use of the mark LINK AND SYNC in connection with the word
“operation,” which denotes an activity. In Re Renaissance Energy, LLC, 2007 WL 1580019, at
*2. (emphasis added). See also In re Betz Paperchem, Inc., 222 USPQ at 91 (the Board found
specimens showed the term sought to be registered used to identify the applicant’s activities;
thus, the use of the term as a service mark has been demonstrated). Similarly, the Board in In
re Printco found the specimen of record created a direct association between applicant's
ENKLAVVOICE mark and the services specified in the application and reversed the Examining
Attorney’s refusal. In Re Printco., Inc., Ser. No. 78155673, 2006 WL 2066578 (T.T.A.B 2006).
A sufficient reference to the services in the specimen will create this association. Id.

In the instant case, there is no dispute that Applicant is rendering investment services.
Applicant’'s specimens of record all relate to investment services, namely futures and options
contracts related to hurricanes that are traded on a financial exchange. First, these are real
financial products traded by third parties to manage risk. For example, hotel companies may
purchase these contracts to manage the risk of a hurricane destroying one of their properties.

Second, Applicant’s Services are performed for the benefit of customers seeking to manage risk

! All cases cited in Applicant’s Appeal Brief are attached as Exhibit B.



by trading these investment contracts, again, these services are utilized by companies as part of
their overall risk management. Finally, Applicant’s Services are qualitatively different from and
not merely incidental to Applicant’s larger business of providing financial trading services.
Applicant could operate the exchange without these specific products.

The specimens establish that is rendering services and this cannot be disputed by the
Examining Attorney. As argued below, the specimens further show an association between
these services and use of the CHI Mark.

C. Applicant’'s Mark Is the Subject of a U.S. Registration Covering Index
Services

Examining Attorney’s own case law establishes that if a term is used to identify services,
or to identify both process and services rendered under the process, it constitutes a service
mark. Ligwacon Corp. v. Browning-Ferris Industries, Inc., 203 USPQ 305, 318 (T.T.A.B. 1979).
The words used on the specimen are not determinative. There is no black letter rule that a term
can be the name of a process and not function as a mark for services. In Re Caldwell Tanks,
Inc., Ser. No. 75/672,03, 2002 WL 376688, *2 (T.T.A.B. 2002). The Board has previously stated
the fact that “the term ‘process’ is used on the specimen does not ipso facto mean that an
arbitrary mark used in connection therewith designates a process and not more.” In Re
Caldwell Tanks, Inc., 2002 WL 376688 at *2; In re Stafford Printers, Inc., 153 USPQ 428, 429
(T.T.A.B. 1967). When a process is such an intrinsic part of a service, consumers will view the
name of the process, not merely as the name of the process or system, but as a mark for the
service. In Re Caldwell Tanks, Inc., 2002 WL 376688, at *2. In the present case, the Examining
Attorney argued the process is the index calculation, which is actually a separate service offered
by Applicant and the subject of a U.S. Reg. No. 4,315,763. This proves that the CHI mark

functions as a service mark.



D. Applicant’'s Mark is Used In Connection With a Specific Futures Contract

In the instant case, the CHI Mark is registrable because the services provided under the
CHI Mark constitute a service and are not just a process or system. The Examining Attorney
does not dispute that a mark may be used for both a process and as a source identifier. Oct. 5,
2012 Office Action. Moreover, the “process” claimed by the Examining Attorney is an actually
index used in calculating hurricane damage, and is the subject of U.S. trademark registration
(Reg. No. 4315763). Therefore, The CHI Mark constitutes a service mark and is registrable
despite the fact that the term “index” is used in conjunction with the Mark on the specimens of
record.

a. The Specimens Of Record Show Use Of The Mark As A Service Mark
And Not As A Process or System.

“To focus on applicant’s use of the word ‘process’ in lieu of the word ‘service’ incorrectly
places form over substance.” In Re Solutions Now, 1999 WL 670730, *1 (T.T.A.B. 1999).
Applicant’'s Services provided under the CHI Mark constitute a service and are not a mere
process or system despite use of the word “index.” As explained above, Applicant actually offers
a CHI futures contract and the CHI service is embedded in and part of the hurricane futures and
options contracts. The mere fact that Applicant also uses the word “index” on the specimens
does not mean that the CHI service is simply a process or system for estimating hurricane
damage as opposed to an investment service. As fully explained in the preceding section, CHI
services allow customers to offset risk associated with potential damage arising from a
hurricane by trading futures or options contracts related to hurricanes on Applicant’s exchange.
Applicant could have used the term “CHI service” instead of the term “CHI index” in the
specimens, which would not have changed the essence of the Services provided under the CHI
Mark. Furthermore, the CHI service is such an intrinsic part of Applicant's Services that

consumers view CHI, as used on the specimens, not as the name of an index used to estimate



hurricane damage, but as a mark for the service. This reinforces the fact that Applicant
identifies futures contract by the mark CHI.

Even if the CHI Mark identifies the system or process for estimating hurricane damage,
the CHI Mark is still registrable as a service mark because the CHI Mark, as clearly shown on
the specimens of record, identifies both the system or process and Applicant’s investment
services rendered by means of such system or process. The CHI Mark is used in the context of
providing investment services, including as the name of a particular futures contract. See
Exhibit C. Accordingly, the CHI Mark is used in connection with and as part of providing the
investment services and is registrable as a service mark. Applicant submitted ample evidence
showing such use. Applicant details below its specimens of record.

The most relevant specimen attached as Exhibit C and submitted to the USPTO by
Applicant on April 5, 2013 is a brochure regarding Applicant’'s hurricane contracts. Most
importantly, very first page of the specimen identifies list of “Seasonal Max Binary futures
contracts” and the very the first contract is a CHI branded futures contract showing clear use of

the CHI mark in connection with a specific futures contract:

Binary hurricane contracts are offered on Index {(named storm), Seasonal

(aggregate), Seasonal Max (largest storm of the season) and Second Event

Seasonal Max Binary futures contracts:

»  CHI-Cat-In-A-Box — Galveston-Mobile {area bounded by 95“30°0"W on the west, 87" 30°0"W
omn the east, 27*30'0"N on the south, and the cormesponding segment of the UL5. coastline

on the north)

The specimen attached as Exhibit D entitled “Hurricane Product Center” is a print-out
from Applicant’s website that consists of an advertisement for the CHI Mark in connection with
providing Applicant’s investment services. This second specimen states in part:

The CME Hurricane Index (CHI) was developed to provide a quick and easy-to calculate

estimate of hurricane damage and is used by all of our Hurricane futures and options on
futures contracts. (emphasis added)



The specimen entitled “A Detailed Overview of the CME Hurricane Index™ (CHI™)" is a
brochure describing the CHI Index. See Exhibit A. This specimen states in part:

This high level of detail and responsiveness, plus the ability to update frequently using

publicly available data, make the CHI an ideal choice as the basis for the suite of

hurricane futures, options, and binary contracts traded at CME. (emphasis added)
To emphasize this point, the specimen states the CHI Mark is the basis for the actual
investments services covered by the present Application. All of these specimens establish a
direct association between the CHI Mark and Applicant’s Services.
The specimens entitled “Weather Products CME Hurricane Index Futures and Options” and
“CME Hurricane Index (CHI) Overview” further demonstrate use of the CHI Mark in connection
with services related to “futures and options” or “futures and options contracts.” See Exhibits E
and F.

The review of Applicant’s specimens prove (1) there is a futures hurricane contract by
the name CHI, and (2) the remaining specimens of record show a direct association between
use of the Mark and the identified services.

There can be no clearer specimen or evidence of record showing use of the CHI Mark

as a source identifier for the provision of Applicant’s Services, specifically, investment services.

b. The Board's Precedent Supports Reversal of Examining Attorney’s
Refusal

The Board should not place undue emphasis on wording used in the Applicant’s
specimens. The Board’s decision in In Re Caldwell Tanks, Inc., is instructive. 2002 WL 376688
at *2. Specifically, the Board found that “[a]lthough the specimens use the mark, in part, in
conjunction with the phrase “jump form system,” the word “system,” like “process,” does not
automatically prevent a term from functioning as a mark. Because “the construction system is
such an intrinsic part of the construction service that consumers will view STAC-4 and design,

as used on the specimens, not merely as the name of the system, but as a mark for the
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service.” Id. The Board also stated that this is a very fact intensive process, so whether or not
a particular specimen shows use of a service mark is case specific. Id. at *2.

The Board in In Re Solutions Now, found that “applicant could have just as easily used
the word ‘service’ in lieu of the word ‘process,” therefore applicant’s use of the word “process”
in the specimens did not mean that the mark identified a process as opposed to a service. 1999
WL 670730, at *1. This decision confirms that the Board should consider the entirety of the
record, as mere words on the specimens are not determinative.

Similarly, in this case, the CHI Mark is functioning as a mark and is registrable despite
the fact that the term “index” is used in conjunction with the Mark on the specimens of record.
Because Applicant’'s CHI service is such an intrinsic part of its investment services, consumers
view the CHI Mark, as used on the specimens of record, not merely as the name of an index
used to calculate the value of futures and options contracts, but as a mark for Applicant’s
Services. Customers could easily trade these investment contracts by referring to them as a
CHI hurricane future. Using the CHI source designation, third parties would understand the
specific futures contract. Therefore, the CHI Mark refers to a service and not simply a process
or system, and is used as a source identifier. As a result, the Examining Attorney’s refusal to
register the CHI Mark should be reversed.

“A process, inter alia, is a particular method or system of doing something...By its very
meaning, the term “process” can encompass a service.” In re Stafford Printers, Inc., 153 USPQ
at 429. The key to understanding whether a term identifies only a process and is thus not
registrable, or identifies a service and a process and is thus registrable must be determined by
reviewing applicant’s specimens of use. In Re Solutions Now, 1999 WL 670730, at *1. Further,
if “applicant’s services are offered to a specialized audience, we must consider the specimens
and other literature in light of this audience.” In Re Caldwell Tanks, Inc., 2002 WL 376688, at *1.

Applicant has made of record ample evidence that demonstrates that Applicant is

rendering specific services under the Mark to a specialized audience. As explained above,
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Applicant’'s Services provided under the Mark consist of assisting its customers to offset risk
associated with potential damage arising from a hurricane by trading futures or options
contracts related to hurricanes on Applicant's exchange. Accordingly, at a minimum, the Mark
identifies both a process or system and a service.

E. The Specimens Of Record Show Direct Association Between The Offer Of
Applicant’s Services And The Mark.

The Specimens submitted by Applicant show direct association between the offer of
Applicant’'s Services and the Mark, i.e., the Mark is used in such a manner that it would be
readily perceived as identifying the source of Applicant’s Services. In Re Renaissance Energy,
LLC, 2007 WL 1580019; In re PrintCo, Inc., 2006 WL 2066578.

First, the commercial impression created by the specimens is that CHI is an activity or
service. For example, if Applicant used the term “CHI service” instead of the term “CHI index” in
the specimens, the commercial impression created by the CHI Mark would be the same. In
addition, because the Mark is used either with the designation ™, in bold font or capital letters,
the CHI Mark will be perceived as a service mark by relevant consumers. See In Re
Renaissance Energy, LLC, 2007 WL 1580019, at *2 (“[i]f we substituted the word “Services” for
“Operation” (i.e., “Link and Sync (tm) Services”), the commercial impression engendered by the
mark would be the same (i.e., Link and Sync Business or Link and Sync Activity”). In addition,
because of the position, prominence, and size of “Link and Sync,” it will be understood to be a
service mark.”)

Second, the specimens show the Mark with reference to, or association with, Applicant’s
Services. For example, the specimens consist of advertisements that show the Mark
immediately next to the description of Applicant's specific investment services. See, e.g.,
Exhibits C, D, E.

Therefore, the specimens of record show direct association between the offer of

Services and the Mark. See, e.g., In re PrintCo, Inc., 2006 WL 2066578, at *4 (the Board found
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that the screen print from the applicant’'s website showing the applied-for mark immediately
followed by the description of the applied-for services did not merely describe features of a
system, but described the applied-for services available by means of the applicant’'s website
under the applied-for mark; thus, the specimen of record was adequate to support the use of the
mark in connection with the identified services).

A consumer viewing Applicant's specimens would readily perceive the CHI Mark as
identifying the source of Applicant's investment services that allows consumers to engage the
described investment services. As a result, Applicant's specimens create a direct association
between the CHI Mark and Applicant’'s Services and the CHI Mark is registrable based on the
specimens of record.

F. Board Should Defer to Applicant on Submission of Specimens and Any
Doubt on the Issue of Acceptability of Specimens Should Be Resolved in
Favor of Applicant

The Board’s precedent is clear. “[T]he Board has been fairly flexible in accepting service
mark specimens.” In re PrintCo, Inc., 2006 WL 2066578, at *3. The reason for this approach is
simple. Service marks are intangible and not easily susceptible to proving use of a mark by
requirements of specimens. In Re Metriplex Inc., 23 U.S.P.Q.2d 1315, 1992 WL 169149, *2
(T.T.A.B. 1992). This reality is expressed by the relaxed standards set forth in the TMEP for
service marks. Id.; TMEP 81301.04. Unlike goods, applicants cannot readily tag services with
their marks. To deny registration on this basis would effectively give less protection to service
marks over trademarks, which is contrary to the law. By this reason, the Board is very flexible in
accepting service mark specimens in cases where the specimens do not refer explicitly to the
services identified in the respective applications. There are ample Board's decisions that
demonstrate such flexibility. See, e.g., In re Ralph Mantia Inc., 54 USPQ2d 1284 (T.T.A.B.
2000) (applicant’s specimen of letterhead stationery was found acceptable even though it only
stated the word “design” and did not indicate the specific nature of applicant’'s services,

commercial art design); In Re Metriplex Inc., 1992 WL 169149, at *2 (an example of a computer
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screen display that appeared on a computer terminal in the course of applicant’s rendering of its
services was found to be an acceptable specimen even though it did not refer to the services
identified in the application); In re Red Robin Enterprises, Inc., 222 USPQ 911 (T.T.A.B. 1984)
(a photograph of a person wearing a bird costume, where asserted mark was a design of that
bird costume, for entertainment services, namely personal appearances, clowning, antics,
dance routines and charity benefits, was an acceptable specimen showing the use of the mark
in connection with the applied-for services).

Moreover, to the extent that the Board has any doubt on the question of whether the
specimens of record are acceptable to show Applicant’s use of the CHI Mark, this doubt should
be resolved in favor of Applicant. In Re Btio, Ser. No. 75/712,224, 2001 WL 873280 (T.T.A.B.
2001). As a result, the Examining Attorney’s refusal should be withdrawn.

G. The Examining Attorney’s Case Law Fails to Support Her Position.

In support of her refusal, the Examining Attorney relies upon decisions in In re Universal
Oil Prods. Co., 476 F.2d 653 (C.C.P.A. 1973), In re Hughes Aircraft Co., 222 USPQ 263
(T.T.A.B. 1984) and Ligwacon Corp., 203 USPQ 305. The decisions in In re Universal Oil Prods.
Co. and In re Hughes Aircraft Co. are clearly distinguishable from the present record and
therefore do not support the Examining Attorney’s position. Furthermore, the decision in
Ligwacon Corp. supports Applicant’s position, and not the Examining Attorney’s position.

Unlike the present situation, the applicant In re Universal Oil Prods. Co. submitted
brochures as specimens that completely failed to show any use of the PACOL and PENEX
marks in reference to PACOL or PENEX services. 476 F.2d at 654. Specifically, the Court of
Customs and Patent Appeals found no association between the marks and the offer of services.
Instead, the marks were simply used in a brochure offering to license or install certain chemical
processes. and the specimen merely described some general services and referenced a dozen
or more different names. In In re Hughes Aircraft Co., the specimens and other materials
introduced by the applicant used the term “PHOTOX” only in connection with applicant’s
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photochemical vapor deposition process or method, and not any specific services. 222 USPQ at
265. The Board found that there was no association between applicant’s offering of services of
treating the products of others by means of photochemical vapor and the term “PHOTOX.” Id.
Neither of these situations is present here.

Unlike In re Universal Oil Prods. Co., all specimens provided by Applicant prominently
use the CHI Mark and detail Applicant’'s investment services, namely, futures and options
contracts related to hurricanes for trading on an exchange. These specimens are used by
customers to understand the specific financial products offered by Applicant and evaluate these
services. In fact, these specimens are not broad company brochures, but specifically focused
on the CHI mark and Applicant’s futures and options contracts for hurricanes. As a result, there
is a direct association between the offer of services (futures or options contracts related to
hurricanes) and the CHI mark. On this basis alone, the specimens should be accepted and
refusal withdrawn.

Finally, the Board’s decision in Ligwacon Corp. supports Applicant’s position because,
similar to the present case, the mark in Ligwacon Corp. identified both a waste treatment and
disposal service and a chemical solidification process, and thus was registrable as a service.
203 USPQ at 318. The Board came to this conclusion despite the fact that a number of
applicant’s exhibits contained reference to the mark with the word “process,” i.e., “LIQWACON
PROCESS,” “Disposal via LIQ-WA-CON Process” and similar expressions.

As argued above, Applicant has provided ample evidence and arguments to show that
the mark CHI Mark identifies both a process or system, i.e., an index, and investment services.
Examining Attorney’s focus on the word “index” is misplaced and irrelevant. The law does not
require use of the word “service” to secure a registration for service marks. Therefore, the
Examining Attorney’s case law fails to support her position and the refusal to register the CHI

Mark should be reversed.
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V. CONCLUSION

Because Applicant's CHI Mark is used in the specimens of record as the source
identifier for the provision of the Applicant’s Services, Applicant respectfully requests that the
Board reverse the Examining Attorney’s refusal to register the CHI Mark, accept the specimens

submitted by Applicant and allow the Application to proceed to the registration.

Respectfully Submitted, CHICAGO MERCANTILE EXCHANGE INC

Dated: _October 1, 2013 By: [Tatyana V. Gilles/
Joseph T. Kucala, Jr.
Tatyana V. Gilles
NORVELL IP LLC
1776 Ash Street
Northfield, lllinois 60093
Tel: 888-315-0732
Fax: 312-268-5063
officeactions@norvellip.com

Attorneys for Applicant
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Mark: CHI
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D Specimen entitled “Hurricane Product Center”

E Specimen entitled “Weather Products CME Hurricane Index Futures and
Options” submitted on February 7, 2012
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A DETAILED OVERVIEW OF THE CME HURRICANE INDEXT™ (CHIT

The CME Hurricane Index™ (CHI™) was developed to provide a quick and easy-to-calculate
estimate of hurricane damage. Losses may be caused by high winds that result in property
damage, as well as by wind-driven coastal waters known as “storm surge” which can cause
flooding and other water-related damage. Determining the dollar value of insured losses from a
hurricane may take months — and sometimes years — as claims are filed by policy holders and
payments are made to settle those claims.

By definition, a hurricane must have a maximum sustained 1-minute wind speed of at least 74
mph. Tropical cyclones with sustained wind speeds of 39 to 73 mph are referred to as “tropical
storms” and those with sustained wind speeds less than 39 mph are called “tropical depressions.”

Popular measures of storm intensity such as the Saffir-Simpson Hurricane Scale (SSHS) are not
highly correlated to hurricane damage. The SSHS, developed in 1969 by Herbert Satfir, a civil
engineer on commission from the United Nations and Robert Simpson, the then-director of the
National Hurricane Center, 1s used in the Atlantic and Northeast Pacific basins to estimate the
potential for flooding and property damage, given a hurricane's intensity. Modeled after the
Richter scale for earthquakes, the SSHS ranges from one to five, based on a combination of wind
speed (used as a measure of damage to structures) and storm surge (used as a measure of
flooding).

Safford-Simpson Maximum Sustained Storm Surge Damage Description
Hurricane Scale 1-Minute Wind (in feet)
(SSHS) Speed (in mph)
Category 1 74 to 95 4105 Minimal
Category 2 9610 110 6to8 Moderate
Category 3 11110130 9to 12 Extensive
Category 4 131 to 155 13 to 18 Extreme
Category 5 Over 155 Over 19 Catastrophic

Despite its popularity and frequent use by the news media, the SSHS contains a number of
inherent design flaws that limit its usefulness as a measurement tool. First, the SSHS is limited
to five categories, with no allowance for sub-categories or smaller increments to provide more
granular measurements. As a result, a storm with a wind speed of 110 mph 1s classified as a
Category 2 storm, while a storm with a wind speed of 111 mph 1s classified as a Category 3.
While meteorologists may qualify such storms as a “strong Category 27 or a “weak Category 3,”
respectively, the practical application of the SSHS is severely limited by its discrete, rather than
continuous, nature. In contrast, the Richter scale for earthquakes, which provided the inspiration
for the SSHS, is measured on a continuous scale.

A second, related shortcoming of SSHS 1s that all storms with wind speeds over 155 miles per
hour are classified as Category 5 hurricanes. While damage from winds at this level would
certainly be catastrophic, wind speeds have been measured far in excess of 155 mph. For




example, Hurricane Camille in 1969 had sustained winds of 190 mph at landfall with gusts up to
213 mph, and several other hurricanes since that time have approached those levels.

A third 1ssue with SSHS is that it does not consider the size, or diameter, of the storm. Size can
vary considerably, and larger storms with a wider area have the potential to create greater
damage. all else being the same.

To address these shortcomings, the CME Hurricane Index was developed by Dr. Steve Smith of
Willis Re. building on recent work by Lakshmi Kantha at the Department of Aerospace Sciences
at the University of Colorado at Boulder. Kantha’s Hurricane Intensity Index and Hurricane
Surge Index were combined nto a single equation:

CHI = (V/Vo)® + 32)R/Ro)(V/Vo)?

where: V = maximum sustained 1-minute wind speed (in mph), and V is at least 74 mph
Vo =74 mph
R = radius of hurricane-force winds (in statute miles)

Ry = 60 miles

Values for V and R are obtained from National Hurricane Center (NHC) Public Advisories,
available at:

http://www.nhc.noaa.gov/archive/201 1/index.shtml

Public Advisories are typically issued at intervals of three hours or less until a storm moves
inland or dissipates. The text of NHC Public Advisory 48B for Hurricane ke, just prior to
landfall on September 13, 2008, is shown below.

ZCZC MIATCPAT4 ALL

TTAADD KNHC DDHHMM

BULLETIN

HURRICANE IKE INTERMEDIATE ADVISORY NUMBER 48B

NWS TPC/NATIONAL HURRICANE CENTER MIAMI FL ALOSZ008
200 AM CDT SAT SEP 13 2008

..EYE OF IKE MOVING ONTO THE TEXAS COAST NEAR GALVESTON....LANDFALL
EXPECTED IN THE NEXT HOUR OR TWO...

A HURRICANE WARNING REMAINS IN EFFECT FROM MORGAN CITY LOUISIANA TO
NORTH OF PORT ARANSAS TEXAS. HURRICANE CONDITIONS ARE EXPECTED TO
REACH THE COAST IN THE WARNING AREA LATER TODAY.

AT 2 AM CDT...0700 UTC...THE TRCPICAL STOEM WARNING IS DISCONTINUED
FROM PORT ARANSAS SOUTHWARD. A TROPICAL STCOEM WARNING REMAINS IN
EFFECT FRCM EAST OF MORGAN CITY TO THE MISSTISSTIPPTI-ALABAMA
BORDER. . .INCLUDING THE CITY OF NEW ORLEANS AND LAKE PONTCHARTERAIN.

FOR STOEM INFORMATION SPECIFIC TO YOUR AREA...INCLUDING POSSIBLE
INLAND WATCHES AND WARNINGS...PLEASE MONITOR PRODUCTS ISSUED



BY YOUR LOCAL WEATHER OFFICE.

AT 200 AM CDT...0700Z...THE CENTER OF HURRICANE IKE WAS LOCATED
NEAR LATITUDE 29.2 NORTH...LONGITUDE 94.7 WEST OR ABOUT 10 MILES...
15 KM...SOUTHEAST OF GALVESTON TEXAS AND ABOUT 60 MILES...100
KM...SOUTHWEST OF PORT ARTHUR TEXAS.

IKE IS MOVING TOWARD THE NORTHWEST NEAR 10 MPH...16 KM/HR. A
NORTHWEST TO NORTH-NORTHWESTWARD MOTION IS FORECAST TO CONTINUE
THIS MORNING...WITH A TURN TOWARD THE NORTH EXPECTED SATURDAY
AFTERNOON. THE CENTER OF IKE SHOULD CROSS THE TEXAS COAST NEAR
GALVESTON IN THE NEXT HOUR OR TWO...THEN MOVE OVER SOUTHEASTERN
TEXAS THE REMAINDER OF SATURDAY MORNING.

DATA FROM NOAA DOPPLER WEATHER RADARS AND RECONNAISSANCE AIRCRAFT
INDICATE MAXIMUM SUSTAINED WINDS REMAIN NEAR 110 MPH...175 KM/HR...
WITH HIGHER GUSTS. IKE IS A STRONG CATEGORY TWO HURRICANE ON THE
SAFFIR-SIMPSON SCALE AND COULD REACH THE TEXAS COAST A5 A CATEGORY
THREE...MAJOR HURRICANE...AT THE TIME OF LANDFALL. STRONGER
WINDS...AS MUCH AS 30 MPH HIGHER THAN AT THE SURFACE...COULD OCCUR
ON HIGH RISE BUILDINGS.

IKE REMAINS A VERY LARGE HURRICANE AND HURRICANE FORCE WINDS EXTEND
OUTWARD UP TO 120 MILES...195 KM...FROM THE CENTER...AND TROPICAL
STORM FORCE WINDS EXTEND OUTWARD UP TO 275 MILES...445 KM.
HURRICANE CONDITIONS ARE OCCURRING ON THE TEXAS COAST BETWEEN
FREEPORT AND SABINE PASS. THE NOAA AUTOMATED STATION AT SEA RIM
STATE PARK TEXAS RECENTLY REPORTED 10-MINUTE AVERAGE WINDS OF 76
MPH...122 KM/HR...AND A WIND GUST OF 99 MPH...159 KM/HR.

THE MINIMUM CENTRAL PRESSURE JUST REPORTED BY AN AIR FORCE RESERVE
HURRICANE HUNTER AIRCRAFT IS 953 MB...28.14 INCHES.

COASTAL STORM SURGE FLOODING OF UP TO 20 FEET...WITH NEAR 25 FEET
IN SOME AREAS...ABOVE NORMAL TIDES ALONG WITH LARGE AND DANGEROUS
BATTERING WAVES...CAN BE EXPECTED NEAR AND TO THE EAST OF WHERE THE
CENTER OF IKE MAKES LANDFALL. THE SURGE EXTENDS A GREATER THAN
USUAL DISTANCE FROM THE CENTER DUE TO THE LARGE SIZE OF THE
CYCLONE. WATER LEVELS HAVE ALREADY INCREASED TO 9 TO 12 FEET ABOVE
NORMAL TIDE LEVELS ALONG MUCH OF THE NORTHWESTERN GULF COAST.

DO NOT VENTURE OUTSIDE IN THE EYE. THE STRONGEST WINDS AND HIGHEST
SURGE WILL LIKELY OCCUR NEAR OR JUST AFTER THE EYE MAKES LANDFALL.

IKE IS EXPECTED TO PRODUCE RAINFALL AMOUNTS OF 5 TO 10 INCHES OVER
EASTERN TEXAS AND EXTREME SOUTHWESTERN LOUISIANA...WITH ISOLATED
AMOUNTS OF 15 INCHES POSSIBLE.

ISOLATED TORNADOES ARE POSSIBLE TODAY OVER PORTIONS OF EASTERN AND
SOUTHEASTERN TEXAS...AND SOUTHERN AND WESTERN LOUISIANA.

REPEATING THE 200 AM CDT POSITION...29.2 N...94.7 W. MOVEMENT
TOWARD. ..NORTHWEST NEAR 10 MPH. MAXIMUM SUSTAINED WINDS...110 MPH.
MINTMUM CENTRAL PRESSURE...953 MB.

THE NEXT ADVISORY WILL BE ISSUED BY THE NATIONAL
HURRICANE CENTER AT 400 AM CDT.
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From this Public Advisory, “...maximum sustained winds remain near 110 mph...” (Paragraph
7) and “*...hurricane force winds extend outward up to 120 miles...” (Paragraph 8). Therefore,
the CHI value for Hurricane Ike, using the data from NHC Public Advisory 48B, 1s:
CHI = (110/74)° + (3/2)(120/60)(110/74)*
3.2846 + (1.5)(2.0)(2.2096)
=3.2846 + 06.6289
=9.9135

=9.9 (rounding to 1 decimal place)

The CHI values for all landfalling hurricanes from 1998 through 2010 are summarized in the
following table:

Name Year Landfall NHC Vv R Saffir- CHI
Advisory | (in mph) | (in statue | Simpson Value
Number miles) | Category

Bonnie 1998 North 31B 115 115 3 10.7
Carolina

Earl 1998 Florida 11 80 115 | 4.6

Georges 1998 Mississippi 51B 105 45 2 5.1

Bret 1999 Texas 17 140 40 4 10.4

Floyd 1999 North 34A 110 115 2 9.6
Carolina

Irene 1999 Florida 9 75 30 1 1.8

Lili 2002 Louisiana 48A 100 60 2 5.2

Claudette 2003 Texas 27A 75 30 1 1.8

Isabel 2003 North 49A 100 IS 2 7.7
Carolina

Charley 2004 Florida 18 145 30 4 104

Frances 2004 Florida 44A 105 75 2 6.6

Ivan 2004 Flonida 558 130 105 3 13.5

Jeanne 2004 Florida 49B 115 70 3 8.0

Dennis 2005 Florida 25B 120 40 3 6.9

Katrina 2005 Florida 9 75 15 1 1.4

Katrina 2005 Louisiana 26A 145 120 4 19.0




Rita 2005 Texas/ 26B 120 85 3 9.9
Louisiana

Wilma 2005 Flonda 36 125 90 3 11.2

Humberto | 2007 Texas + 80 15 1 1.7

Tke 2008 Texas 48B 110 120 2 9.9

Notice that Katrina in 2005 made landfall twice: once in Florida, and once again in Louisiana.

Using 20 years of historical data, the CHI immediately preceding landfall and industry insured
losses adjusted to 2005 constant dollars using the Consumer Price Index (CPI) had a correlation
of 0.72. In contrast, the correlation between insured losses and the SSHS was just 0.54.

Because a CHI value can be calculated each time a NHC Public Advisory is issued, the CHI is
highly responsive to changing conditions, and can be used to monitor a storm’s damage potential
prior to and immediately following landfall. To demonstrate this point. recall that the Gulf Coast

experienced three major hurricanes in the 2005 season: Katrina, Rita and Wilma.
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Several points should be emphasized. First, CHI values for an individual storm vary widely as
the result of changing wind speeds and radius of hurricane-force winds. Second, the pattern of
CHI values over time varies widely for different storms. Third, using CHI as a proxy for damage
potential, Katrina’s destructive power was far greater than Rita’s or Wilma’s, due to Katrina’s
combination of high winds and large size.

This high level of detail and responsiveness, plus the ability to update frequently using publicly-
available data, make the CHI an 1deal choice as the basis for the suite of hurricane futures,
options, and binary contracts traded at CME.
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<2 CME Group

WEATHER PRODUCTS

CME Hurricane Index Binary Options

Overview

Binary Hurricane options are the newest
additions to the family of CME Hurricane Index™
futures and options products. They are similar

in many respects to standard options on futures,
with strike (exercise) prices on a wide range of
CME Hurricane Index values, but with a number
of important differences,

Binary hurricane contracts:

+  Provide the option holder with a fixed
dollar payout upon exercise. This is unlike
standard options, which provide the option
holder with a position in the underlying
futures contract, and the value of that
underlying futures contract may vary
widely depending on market conditions.

+  Are offered only as “calls” (options to buy),

since “puts” (options to sell) would result
in a payout on an event that failed to occur.

Based on the CME
Hurricane Index

Like all of CME Group's hurricane offerings, binary
hurricane options are based on the CME Hurricane
Index (CHI™), a proprietary index that provides a
numerical measure of the potential damage arising
from a hurricane. Using publicly available data from
the National Hurricane Center of the National
Weather Service, the CHI calculates the potential
for damage for each official storm by reference to
its maximum wind velocity and size (radius). The
CHI tracks storms in designated areas in the Gulf
of Mexico and the eastern seaboard of the United
States, from their origin until finality.

Far more information about the CME
Hurricane Index, visit www.cmegroup.
com/binaryhurricanes.

Binaries can be used in the same way as the
popular Industry Loss Warranties (ILWs). An ILW
is an index-based reinsurance contract covering

specific territories, attachment points, perils and

time periods. Unlike a traditional ultimate net
loss catastrophe cover, an independent index
determines whether a particular event triggers an
ILW and whether a recovery can be made,

Binary hurricane options based on the CHI,
however, provide more transparent pricing than
ILWs, rapid payouts following a triggering event,
and counterparty performance guaranteed by
CME Clearing.

Benefits

+  Simplified hedging process for anyone with
hurricane exposure

+  Substitute for creating complex call option
spreads

+ Convenient contract multiples and small
pricing increment — precisely match
dollar exposure to a specific number of
binary contracts, in $10,000 increments

= Greater pricing precision, since premiums
can be traded in §1 increments

Binary hurricane contracts are offered on Index (named storm), Seasonal
(aggregate), Seasonal Max (largest storm of the season) and Second Event

Seasonal Max Binary futures contracts:

CHI-Cat-In-A-Box — Galveston-Mobile (area bounded by 95°30°0"W on the west, 87°30°0"W
on the east, 27°30°0”N on the south, and the corresponding segment of the U.S. coastline

on the north)

+  Eastern U.S. (Brownsville, TX to Eastport, ME)
+  Florida (AL/FL Border to Fernandina Beach, FL)

+  Florida Gold Coast (Card Sound Bridge, FL to Jupiter Inlet, FL)

+ Gulf Coast (Brownsville, TX to AL/FL Border)

Gulf Coast and Florida (Brownsville, TX to Fernandina Beach, FL)

Northern Atlantic Coast (NC/VA Border to Eastport, ME)
Southern Atlantic Coast (Fernandina Beach, FL to NC/VA Border)
+ Florida + Southern Atlantic + Northern Atlantic (AL/FL Border to Eastport, ME)

REGIONS
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CME HURRICANE INDEX BINARY CONTRACT

Contract Size $10,000

Quote Points (percent of $10,000)

Minimum Price 0.01 point

Increment

Tick Value 0.01 point = §1

Contracts Traded Binary contract in which buyer receives $10,000 if the respective CHI value is equal to or greater than strike

price; buyer receives nothing if the respective CHI value is less than strike price. Separate binary contracts
will be listed for trading on named hurricanes making landfall in a specific geographic location (e.g., Eastern
U.S.) between January 1 and December 31 inclusive of a calendar year. At the beginning of each season storm
names are used from a list, starting with A and ending with Z, maintained by the World Meteorological
Orpanization. In the event that more than 21 named events occur in a season, additional storms will take
names from the Greek alphabet: Alpha, Beta, Gamma, Delta, and so on.

Locations Named hurricanes making landfall in the Eastern U.S. (Brownsville, TX to Eastport, ME)
Named hurricanes occurring within the CHI-Cat-In-A-Box - Galveston-Mabile

(area bounded by 95°30°0"W on the West, 87°30°0"W on the East, 27#30°0"N on the South and
the corresponding segment of the U.S, coastline on the North)

Termination of Trading Trading shall terminate at 9:00 A.M. on the first Exchange business day that is at least five calendar days
following the last forecast/advisory issued by the National Hurricane Center (NHC) for the named storm,
provided that both the NHC and the Hydrometeorological Prediction Center have stopped issuing advisories
for that named storm, but in no event shall trading terminate prior to the first Exchange business day that is
at least five calendar days following January 1, or later than the first business day that is at least five calendar
days following December 31. If a particular named storm isunused (i.e. that storm has not formed), trading
shall terminate at 9:00 A.M. on the first Exchange business day that is at least five calendar days following

December 31.
Strike Price Interval 1 CHI Index Point (e.g., 10, 11, 12, etc.)
Exercise American-style (exercised any time up to and including LTD)
Position Limits Position accountability for pesitions exceeding 10,000 futures-equivalent contracts net on the same side of

the market in any contract month.

Trading Hours 8:30 a.m. to 3:15 p.m. CT (9:00 a.m. on LTD)

For more information on CME Hurricane Index Binary options,
visit www.cmegroup.com/binaryhurricanes.



CME HURRICANE INDEX CAT-IN-A-BOX BINARY CONTRACT

Contract Size $10,000

Quote Points (percent of $10,000)

Minimum Price 0.01 point

Increment

Tick Value 0.01 point = §1

Contracts Traded Binary contract in which buyer receives $10,000 if the respective CHI Cat-In-A-Box value is equal to or greater
than strike price; buyer receives nothing if the respective CHI Cat-In-A-Box value is less than strike price.
Separate binary contracts will be listed for trading on named hurricanes entering a specific geographic area
(e.g.. Galveston-Mabile) between January 1 and December 31 inclusive of a calendar year. At the beginning
of each season storm names are used from a list, starting with A and ending with Z, maintained by the World
Meteorological Organization. In the event that more than 21 named events occur in a season, additional
storms will take names from the Greek alphabet: Alpha, Beta, Gamma, Delta, and so on.

Locations Galveston-Mobile (area bounded by 95°30°0"W on the west, 87°30°0"W on the east, 27°30°0”N on the south,

and the corresponding segment of the U.S. coastline on the north)

Termination of Trading

Trading shall terminate at 9:00 A.M. on the first Exchange business day that is at least five calendar days
following the dissipation or exit from the designated area of a named storm, provided that both the NHC
and the Hydrometeorological Prediction Center have stopped issuing advisoriesfor that named storm, but

in no event shall trading terminate prior to the first Exchange business day that is at least five calendar days
following January 1, or later than the first business day that is at least five calendar days following December
31. If a particular named storm is unused (i.e. that storm has not formed), trading shall terminate at 9:00
A.M. on the first Exchange business day that is at least five calendar days following December 31.

Strike Price Interval

1 CHI Index Point (e.g., 10,11, 12, etc.)

Exercise American-style (exercised any time up to and including LTD)

Pasition Limits Position accountability for positions exceeding 10,000 futures-equivalent contracts net on the same side of
the market in any contract month,

Trading Hours 8:30 a.m. to 3:15 p.m. CT (9:00 a.m. on LTD)

For more information on Weather futures and options, visit www.cmegroup.com/weather.



CME HURRICANE INDEX SEASONAL BINARY OPTIONS

Contract Size $10,000.

Quote Points (percent of $10,000)

Minimum Price 0.01 point

Increment

Tick Value 001 point = $1

Contracts Traded Binary contract in which buyer receives $10,000 if the respective CHI seasonal value is equal to or greater

than strike price; buyer receives nothing if the respective CHI seasonal value is less than strike price.
Separate binary contracts will be listed for trading on the aceumulated CHI final settlement values for all
hurricanes that make landfall in a specific location (e.g., Gulf Coast) between January 1 and December 31
inclusive of a calendar year

Locations *  Gulf Coast (Brownsville, TX to AL/FL Border)

»  Florida (AL/FL Border to Fernandina Beach, FL)

+  Gulf Coast and Florida (Brownsville, TX to Fernandina Beach, FL)

+  Florida Gold Coast (Card Sound Bridge, FL to Jupiter Inlet, FL)

+  Southern Atlantic Coast (Fernandina Beach, FL to NC/VA Border)

»  Northern Atlantic Coast (NC/VA Border to Eastport, ME)

+  Eastern U.S. (Brownsville, TX to Eastport, ME)

«  Florida + Southern Atlantic + Northern Atlantic (AL/FL Border to Eastport, ME)

Termination of Trading Trading shall terminate at 9:00 A.M. on the first Exchange business day that is at least five calendar days
following December 31.

Strike Price Interval 1 CHI Index Point (e.g., 10,11, 12, etc.)

Exercise American-style (exercised any time up to and including LTD)

Position Limits Position accountability for positions exceeding 10,000 futures-equivalent contracts net on the same side of

the market in any contract month.

Trading Hours 8:30 am. to 3:15 p.m. CT (9:00 a.m. on LTD)

For more information on CME Hurricane Index Binary options,
visit www.cmegroup.com/binaryhurricanes.



CME HURRICANE INDEX SEASONAL CAT-IN-A-BOX BINARY OPTIONS

Contract Size $10,000

Quote Points (percent of $10,000)

Minimum Price 0.01 point

Increment

Tick Value 0.01 point = $1

Contracts Traded Binary contract in which buyer receives $10,000 if the respective CHI seasonal Cat-In-A-Box value is equal to or
greater tha_n strike price; b_uyer receives nothing if the respective CHI seasonal Cat-In-A-Box value is less than
strike price. Separate binary contracts will be listed for trading on the accumulated CHI Cat-In-A-Box final
settlement values for all hurricanes that enter a specific geographic area (e.g., Galveston-Mobile ) between
January 1 and December 31 inclusive of a calendar year.

Locations Galveston-Mobile (area bounded by 95°30°0"W on the west, 87°30'0"W on the east, 27°30°0”N on the

south, and the corresponding segment of the U.S. coastline on the north)

Termination of Trading

Trading shall terminate at 9:00 A.M. on the first Exchange business day that is at least five calendar days
tollowing December 31,

Strike Price Interval

1 CHI Index Point (e.g., 10, 11, 12, etc.)

Exercise American-style (exercised any time up to and including LTD)

Position Limits Position accountability for positions exceeding 10,000 futures-equivalent contracts net on the same side of
the market in any contract month.

Trading Hours 8:30 a.m. to 3:15 p.m. CT (9:00 a.m. on LTD)

For more information on Weather futures and options, visit www.cmegroup.com/weather.



CME HURRICANE INDEX SEASONAL MAXIMUM BINARY OPTIONS

Contract Size $10,000

Quote Points (percent of $10,000)

Minimum Price 0.01 point

Increment

Tick Value 0.01 point = §1

Contracts Traded Binary contract in which buyer receives $10,000 if the respective CHI seasonal maximum value is equal to or

greater than strike price; buyer receives nothing if the respective CHI seasonal maximum value is less than
strike price. Separate binary contracts will be listed for trading on the accumulated CHI final settlement
values for all hurricanes that make landfall in a specific location (e.g., Gulf Coast) between January 1 and
December 31 inclusive of a calendar year.

Locations +  Gulf Coast (Brownsville, TX to AL/FL Border)

+  Gulf Coast and Florida (Brownsville, TX to Fernandina Beach, FL)

«  Florida (AL/FL Border to Fernandina Beach, FL)

+  Florida Gold Coast (Card Sound Bridge, FL to Jupiter Inlet, FL)

*  Southern Atlantic Coast (Fernandina Beach, FL to NC/VA Border)

+  Northern Atlantic Coast (NC/VA Border to Eastport, ME)

= Eastern U.S. (Brownsville, TX to Eastport, ME)

= Florida + Southern Atlantic + Northern Atlantic (AL/FL Border to Eastport, ME)

Termination of Trading Trading shall terminate at 9:00 A.M. on the first Exchange business day that is at least five calendar days
following December 31.

Strike Price Interval 1 CHI Index Point (e.g., 10, 11, 12, etc.)

Exercise American-style (exercised any time up to and including LTD)

Position Limits Position accountability for positions exceeding 10,000 futures-equivalent contracts net on the same side of

the market in any contract month.

Trading Hours 8:30 a.m. to 3:15 p.m. CT'(9:00 a.m. on LTD)

For more information on CME Hurricane Index Binary options,
visit www.cmegroup.com/binaryhurricanes.



CME HURRICANE INDEX SEASONAL MAXIMUM
CAT-IN-A-BOX BINARY OPTIONS

Contract Size

$10,000

Quote

Points (percent of $10.000)

Minimum Price 0.01 point

Increment

Tick Value 0.01 point = §1

Contracts Traded Binary contract in which buyer receives $10,000 if the respective CHI seasonal maximum Cat-In-A-Box
value is equal to or greater than strike price; buyer receives nothing if the respective CHI seasonal maximum
Cat-In-A-Box value is less than strike price. Separate binary contracts will be listed for trading on the
accumulated CHI Cat-In-A-Box final settlement values for all hurricanes that enter a specific geographic area
(e.g.,, Galveston-Mobile) between January 1 and December 31 inclusive of a calendar year.

Locations Galveston-Mobile (area bounded by 95°30°0"W on the west, 87°30°0"W on the east, 27°30°0"N on the

south, and the corresponding segment of the U.S. coastline on the north)

Termination of Trading

Trading shall terminate at 9:00 A.M. on the first Exchange business day that is at least five calendar days
tollowing December 31.

Strike Price Interval

1 CHI Index Point (e.g.. 10, 11, 12, etc.)

Exercise American-style (exercised any time up to and including LTD)

Position Limits Position accountability for positions exceeding 10,000 futures-equivalent contracts net on the same side of
the market in any contract month.

Trading Hours 8:30 a.m. to 3:15 p.m. CT (9:00 a.m. on LTD)

For more information on Weather futures and options, visit www.cmegroup.com/weather.



CME HURRICANE INDEX SECOND EVENT SEASONAL
MAXIMUM BINARY OPTIONS

Contract Size $10,000.

Quote Points (percent of $10,000)

Minimum Price 0.01 point

Increment

Tick Value 0.01 point = §1

Contracts Traded Binary contract in which buyer receives $10,000 if the respective CHI seasonal maximum value is equal to or

greater than strike price; buyer receives nothing if the respective CHI seasonal maximum value is less than
strike price. Separate binary contracts will be listed for trading on the second hurricane to make landfall in
a specific location (e.g., Gulf Coast) between January 1 and December 31 inclusive of a calendar year witha
particular maximum CHI value.

Locations +  Gulf Coast (Brownsville, TX to AL/FL Border)

= GulfCoast and Florida (Brownsville, TX to Fernandina Beach, FL)

+  Florida (AL/FL Border to Fernandina Beach, FL)

*  Florida Gold Coast (Card Sound Bridge, FL to Jupiter Inlet, FL)

+  Southern Atlantic Coast (Fernandina Beach, FL to NC/VA Border)

= Northern Atlantic Coast (NC/VA Border to Eastport, ME)

= Eastern U.S. (Brownsville, TX to Eastport, ME)

= Florida + Southern Atlantic + Northern Atlantic (AL/FL Border to Eastport, ME)

Termination of Trading Trading shall terminate at 9:00 A.M. on the first Exchange business day that is at least five calendar days
following December 31.

Strike Price Interval 1 CHI Index Point (e.g., 10, 11, 12, etc.)

Exercise American-style (exercised any time up to and including LTD)

Position Limits Position accountability for positions exceeding 10,000 futures-equivalent contracts net on the same side of

the market in any contract month.

Trading Hours 8:30a.m. to 3:15 p.m. CT (9:00 a.m. on LTD)

For more information on CME Hurricane Index Binary options,
visit www.cmegroup.com/binaryhurricanes.



CME HURRICANE INDEX SECOND EVENT SEASONAL MAXIMUM
CAT-IN-A-BOX BINARY OPTIONS

Contract Size

$10,000

Quote

Points (percent of $10.000)

Minimum Price 0.01 point

Increment

Tick Value 0.01 point = §1

Contracts Traded Binary contract in which buyer receives $10,000 if the respective CHI seasonal maximum value is equal to or
greater than strike price; buyer receives nothing if the respective CHI seasonal maximum value is less than
strike price. Separate binary contracts will be listed for trading on the second hurricane to enter a specific
geographic area (e.g., Galveston-Mobile) between January 1and December 31 inclusive of a calendar year
with a particular maximum CHI value.

Locations Galveston-Mobile (area bounded by 95°30°0"W on the west, 87°30°0"W on the east, 27°30°0"N on the

south, and the corresponding segment of the U.S. coastline on the north)

Termination of Trading

Trading shall terminate at 9:00 A.M. on the first Exchange business day that is at least five calendar days
following December 31.

Strike Price Interval

1 CHI Index Point (e.g., 10, 11, 12, etc.)

Exercise American-style (exercised any time up to and including LTD)

Position Limits Position accountability for positions exceeding 10,000 futures-equivalent contracts net on the same side of
the market in any contract month.

Trading Hours 8:30 a.m. to 3:15 p.m. CT (9:00 a.m. on LTD)

For more information on Weather futures and options, visit www.cmegroup.com/weather.



HURRICANE BINARY OPTIONS

CAT-IN-A-BOX GALVESTON-MOBILE EASTERNU.S.
BINARY OPTIONS BINARY OPTIONS
A P2 X12 .
B P2 x22 |
c P32 X32
D P42 X42 ‘
E P52 X52
F P62 X62 ‘
G P72 X7
H P82 x82 ‘
I P92 X92 '
5 P02 x02 |
K 812 GIB '
L 522 G2B ‘
M 832 G3B
0 552 GSB
P 862 G6B ‘
R 872 G7B |
s s82 GB |
T 592 G9B |
v 502 GoB ‘
w MNHL F12
Aiphe 2 2 |
Beta NH3 F32
Gamma NH4 F42 ‘
Delta NH5 F52
Epsilon NH6 F62 ‘
Zeta NH7 F72 '
Eta NHS 2 ‘
Theta NHO F92
lota NHO Fo2 |

For more information on CME Hurricane Index Binary options,
visit www.cmegroup.com/binaryhurricanes.



HURRICANE SEASONAL BINARY OPTIONS

REGION BINARY OPTIONS

| Gulf Coast BHG |

‘ Florida BHF |
Southern Atlantic Coast BHS |
Northern Atlantic Coast BHR |
Florida + Southern Atlantic + BFA

Northern Atlantic

Eastern U.S. BHX ‘
Cat-In-A-Box — Galveston-Mobile BHB

‘- Gulf Coast and Florida BFG

' Florida Gold Coast BMF |

HURRICANE SEASONAL MAXIMUM BINARY OPTIONS

REGION BINARY OPTIONS

Gulf Coast MHG
‘ Florida MHF
Southern Atlantic Coast MHS
‘ Northern Atlantic Coast MHR
Florida + Southern Atlantic + AOA
Northern Atlantic
| EasternUSS. MHX
Cat-In-A-Box — Galveston-Mobile MHE
| Guif Goast and Florida BGF
Florida Gold Coast MEM

HURRICANE SECOND EVENT SEASONAL
MAXIMUM BINARY OPTIONS

REGION EINARY OPTICNS

Gulf Coast MG2 |
 Florida ME2 |
Southern Atlantic Coast HM2
‘ Northern Atlantic Coast MR2
Flarida + Southern Atlantic + OMA
Northern Atlantic
‘ Eastern U.S. MX2
Cat-In-A-Box MB2
‘ Gulf Coast and Florida GF2 ‘
Florida Gold Coast FM2 |

For more information on Weather futures and options, visit www.cmegroup.com/weather.
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Hurricane Fumres & Options Product Center - CME Group

<2 CME Group

I Geoog » Wisathor » Humicane Product Centor

Hurricane Product Center

Hurricane Product Center

You can't predict the weather, but you can prepare for it,
Manage af of your hurricane risk in ane place using CME Sroup's Humricane index futures,

optiens and binary oplions

Foliwwing the devastating 2005 hurricane season that caused on estimated $78 billian in

damage, it became apparant there was not unimited capacity in the insurance industry fo
insure custorer clgims. CME Group listenad to the marketplace and developed a suite of

Hurricana futures and options to help you mitigate your risk regardless of your reglon,

Benefits

» Mitigate axposure for actual narmed hurricanes and specific regional locations
= Increase insurance capacity in order 1o insure custamers or hedge businesses

= Transfer risk 1o the capital markats

Menu | Login
Q
=80

Contract Types
» Hurricane futures and options
= Hurricane Seasonsl futures and options
= Hurricars Sesscnal Maximum futures and splions
In the News
» A Different Kind of Hurricane Preparedness
» A Hurmcens Index To Address industry Needs.
Waeather Derivatives. Hodging on Mather Nature
The Federal Agency That's Shaping Weather Markats

» MDA EarthSal to Provide Settiement Values for CHME
Husricans ndex

.
-

The CME Hurrlcane Index (CHI)

ktrema-rigk modaling.

Tha CME Hurricane Index {CHI) was developed to provide a quick and easy-to-caicufate
estimate of hurncane damage and is used by all of our Hurricane futures and options on
futures contracts. |t ks calculated by MDA Information Systems, Inc., the leading authority an

View Block Tra »

The CME Hurricane Index [CHI)

The CME Humcane ingex (CHIj = a
propretary index that provides & rumerical
misasure of the potential damage arising

wind vedacity and size (radius). The CHI
tracks storms n designated areas in the
Gult of Mexico and the esstem seaboard of
the United Sistes, from thedr onigin untl
firity.

Weather Block Trades

Weather Resources

CME Husricans indas Futures and
Opticrrs: Fact Card

CME Husricane Indax Binary Optichs.
Fact Card & Speciicetions

CME Hurricane Index {CHI) Ovenview
Hurricane index: Scopa and Definiion
History of Hurricanes and Commodities
Daily Exchange Vosume and Opan
interest
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Regions ‘Weather Products
» Guf Coast » Cooling Degree Days
» Florica « Heating Degres Cays
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= Morthem Atlantic. Const = Raints
= Esstem U5, = Frost
* G Coast and Florida = Wiaathar Main
» Flarida Gold Coast
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Atlantic
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Chicago
Heidi Cantola
| @ Heip Manager, Weather and Alemative Investment
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Hurricane Fumres & Options Product Center - CME Groop

Download our
maobile apps

Interacl with CME Group
Lol Foliow us on Twifter

B3 oo us on Facencek

View RESS Fesds

. Subscription Center

Idea Exchange

Igea Exchange is your direct ink 10 the product managers, marketers, and the development leams who create emegroup.cam and will aliow you to review functionality, participate In focus groups and provide fesdback on Upcoming

Wb inttiatives
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Contact Us
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Locak +1 312 930 1000 Phone: +1 312 530 2316
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{2 CME Group

A CME/Chicago Board of Trade/NYMEX Company

CME Hurricane Index Futures and Options

Three types of contracts for Hurricane futures and options —
covering specific regional locations and actual named hurricanes.

Following the devastating 2005 hurricane + Insurance and reinsurance companies

season that caused an estimated $79 billion + Hedge funds + An additional way to help insurers

in damage, it became apparent there was not + Energy companies and others transfer risk to the
unlimited capacity in the insurance industry to + Pension funds capital markets

insure customer claims. CME Group listened to + State governments * Mitigate exposures for actual named
the marketplace and developed three types of + Utility companies hurricanes and specific regional
contracts for Hurricane futures and options. The locations

underlying indexes for Hurricane futures and + Increase insurance capacity in order to
options on futures are calculated by EQECAT, the  + Hurricane futures and options insure customers or hedge businesses
leading authority on extreme-risk modeling. + Hurricane Seasonal futures and options

« Hurricane Seasonal Maximum futures

and options

CME Hurricane Index” (CHI") determines a numerical measure of the potential for damage from a hurricane, using publicly available data from the
National Hurricane Center of the National Weather Service. The CHI incorporates sustained wind speed and the radius of hurricane force winds and is a

continuous measurement.

The commonly used Saffir-Simpson Hurricane Scale (SSHS) classifies hurricanes in categories from 1 to 5; however there are a number of features which
make the scale less than optimal for use by the insurance community and the public at large. For example, meteorologists have had to quantify SSHS
categories as either ‘strong’ or ‘weak’ in order to make a proper distinction of a storm. As a case in point, Katrina was described as a weak category 4 storm
at the time of its landfall but this did not provide a real estimate to the actual physical impact. And Hurricane Wilma in 2005 was at one point in its life
the strongest storm on record. However, the CHI highlights that at its strongest, Hurricane Katrina had more potential for damage than Wilma, despite its

lower wind speed, since Katrina was a far wider storm. The Saffir-Simpson scale would be unable to make this distinction clear.



CME HURRICANE INDEX FUTURES AND OPTIONS CONTRACTS

Contract Size $1,000 times the respective CHI

Quotation CHI Index Points
Tick Size 0.1 CHI Index Point
Tick Value 0.1 CHI Index Point = $100 x 10 = 1 tick/$1,000

Contracts Traded At the beginning of each season storm names are used from a list, starting with A and ending with Z, maintained by the World Meteorological
Organization. In the event that more than 21 named events occur in a season, additional storms will take names from the Greek alphabet:
Alpha, Beta, Gamma, Delta, and so on

Locations Named hurricanes making landfall in the Eastern U.S. (Brownsville, TX to Eastport, ME)
Named hurricanes occurring within the CHI-Cat-In-A-Box — Galveston-Mobile
(area bounded by 95°30°0”W on the West, 87°30°0”W on the East, 27°30°0”N on the South, and the corresponding segment of the U.S. coastline on the North)
Ticker Symbols Events begin with a one and ends with a zero (0 represents 10)
HX1-HX0 = CHI Hurricane Index storms beginning with the letters A-J
HGI1-HGO = CHI Hurricane Index storms beginning with the letters K-V
HF1-HFO = CHI Hurricane Index storms beginning with the letters W-Iota

HP1-HPO = CHI Cat-In-A-Box — Galveston-Mobile storms A-J
HS1-HSO = CHI Cat-In-A-Box — Galveston-Mobile storms K-V
HN1-HNO = CHI Cat-In-A-Box — Galveston-Mobile storms W-Iota

Termination of Trading shall terminate at 9:00 a.m. Central Time (CT) on the first Exchange business day that is at least two calendar days following the last
Trading forecast/advisory issued by the NHC for the named storm, but in no event shall trading terminate prior to the first Exchange business day that is
at least two calendar days following the beginning of the hurricane season on January 1. If a particular named storm is unused (i.e., that storm has
not formed), trading shall terminate at 9:00 a.m. CT on the first Exchange business day that is at least two calendar days following the end of the
hurricane season on December 31.

Trading shall terminate at 9:00 a.m. CT on the first Exchange business day that is at least two calendar days following the dissipation or exit from
the designated area of a named hurricane, but in no event shall trading terminate prior to the First Exchange business day that is at least two
calendar days following the beginning of the hurricane season on January 1 or later than the first business day that is at least two calendar days
following December 31. If a particular named storm is unused (i.e., that storm had not formed), trading shall terminate at 9:00 a.m. CT on the
first Exchange business day that is at least two calendar days following the end of the hurricane season on December 31.

Strike Price N/A 1 Index Point (e.g., 10, 11, 12, etc.)

Interval

Exercise N/A American-style (exercised any time up to and including last trading
day (LTD))

Settlement All futures contracts remaining open at the termination of trading N/A

shall be settled using the respective CHI final value reported by
EQECAT for that named event

All futures contracts remaining open at the termination of trading
shall be settled using the respective CHI-Cat-In-A-Box final value
reported by EQECAT for that named event, using the

maximum calculated CHI value while the hurricane is within the
designated area

Position Limits

Trading Hours

Position accountability for positions exceeding 10,000 contracts in
any contract month

Offered exclusively on the CME Globex electronic trading platform
on Sundays through Thursdays, 5:00 p.m. — 3:15 p.m. CT the

Position accountability for positions exceeding 10,000
futures-equivalent contracts net on the same side of the market in
any contract month

Traded via open outcry in the NASDAQ-100 pit on Mondays
through Fridays, 8:30 a.m. - 3:15 p.m. CT (9:00 a.m. CT LTD)

following day (9:00 a.m. CT LTD)

Futures trading is not suitable for all investors, and involves the risk of loss. Futures are a leveraged investment, and because only a percentage of a contract’s value is required to trade, it is possible to lose more than the amount of money
deposited for a futures position. Therefore, traders should only use funds that they can afford to lose without affecting their lifestyles. And only a portion of those funds should be devoted to any one trade because they cannot expect to
profit on every trade.

All references to options refer to options on futures.

The information within this brochure has been compiled by CME Group for general purposes only. CME Group assumes no responsibility for any errors or omissions. Although every attempt has been made to ensure the accuracy of the
information within this brochure, CME Group assumes no responsibility for any errors or omissions. Additionally, all examples in this brochure are hypothetical situations, used for explanation purposes only, and should not be considered
investment advice or the results of actual market experience.

All matters pertaining to rules and specifications herein are made subject to and are superseded by official CME, CBOT and CME Group rules. Current rules should be consulted in all cases concerning contract specifications.

CME Group is a trademark of CME Group Inc. The Globe logo, CME, Chicago Mercantile Exchange and Globex are trademarks of Chicago Mercantile Exchange Inc. CBOT and Chicago Board of Trade are trademarks of the Board of Trade of
the City of Chicago. NYMEX, New York Mercantile Exchange and ClearPort are trademarks of New York Mercantile Exchange Inc. COMEX is a trademark of Commodity Exchange Inc. All other trademarks are the property of their respective

owners. Further information about CME Group and its products can be found at www.cmegroup.com.

Copyright © 2009 CME Group Inc. All rights reserved.



CME HURRICANE INDEX SEASONAL FUTURES AND OPTIONS CONTRACTS

HURRICANE SEASONAL FUTURES OPTIONS ON HURRICANE SEASONAL FUTURES

Contract Size

$1,000 times the seasonal total for the respective CHI

Quotation

CHI Index Points

Tick Size

0.1 CHI Index Point

Tick Value

0.1 CHI Index Point = $100

Contracts Traded

Expressed in terms of the accumulated CHI for all hurricanes that occur within a specific location between January 1 and December 31
inclusive of a calendar year

Expressed in terms of the accumulated CHI-Cat-In-A-Box values for all hurricanes that occur within a specific geographic area between January 1
and December 31 inclusive of a calendar year

Locations

Gulf Coast
(Brownsville, TX to AL/FL Border)

Florida

(AL/FL Border to Fernandina Beach, FL)

Southern Atlantic Coast
(Fernandina Beach, FL to NC/VA Border)

Northern Atlantic Coast
(NC/VA Border to Eastport, ME)

Eastern U.S.
(Brownsville, TX to Eastport, ME)

CHI-Cat-In-A-Box — Galveston-Mobile
(area bounded by 95°30°0”W on the West, 87°30°0”W on the East, 27°30°0”N on the South, and the corresponding segment of the U.S. coastline on the North)

Ticker Symbols

HGA = Gulf Coast
HFA = Florida

HSA = Southern Atlantic Coast
HNA = Northern Atlantic Coast
HXA = Eastern U.S.
HPA = CHI-Cat-In-A-Box — Galveston-Mobile

Termination of

Trading shall terminate at 9:00 a.m. CT on the first Exchange

Trading business day that is at least two calendar days following the end of the hurricane season on December 31

Strike Price N/A 1 Index Point (e.g, 10, 11, 12, etc.)

Interval

Exercise N/A American-style (exercised any time up to and including LTD)
Settlement All futures contracts remaining open at the termination of trading N/A

shall be settled using the respective CHI final value reported by
EQECAT for that numbered event

All futures contracts remaining open at the termination of trading
shall be settled using the respective CHI-Cat-In-A-Box final value
reported by EQECAT for that numbered event, using the
maximum calculated CHI value while the hurricane is within the
designated area

Position Limits

Position accountability for positions exceeding 10,000 contracts in
any contract month

Position accountability for positions exceeding 10,000
futures-equivalent contracts net on the same side of the market in
any contract month

Trading Hours

Offered exclusively on the CME Globex electronic trading platform
on Sundays through Thursdays, 5:00 p.m. - 3:15 p.m. CT the
following day (9:00 a.m. CT LTD)

Traded via open outcry in the NASDAQ-100 pit on Mondays
through Fridays, 8:30 a.m. — 3:15 p.m. CT (9:00 a.m. CT LTD)

For more information on CME Hurricane Index futures and options,
visit www.cmegroup.com/hurricane.

For real-time prices on CME Hurricane Index futures, visit www.cmegroup.com/weatherquotes.



CME HURRICANE INDEX SEASONAL MAXIMUM
FUTURES AND OPTIONS CONTRACTS

_ HURRICANE SEASONAL MAXIMUM FUTURES OPTIONS ON HURRICANE SEASONAL MAXIMUM FUTURES

Contract Size

$1,000 times the respective CHI

Quotation CHI Index Points
Tick Size 0.1 CHI Index Point
Tick Value 0.1 CHI Index Point = $100
Contracts Traded Expressed in terms of the CHI for the largest hurricane to make landfall within a specific location between January 1 and December 31

inclusive of a calendar year

Expressed in terms of the largest CHI-Cat-In-A-Box value for all hurricanes that occur within a specific geographic area between January 1
and December 31 inclusive of a calendar year
Locations Gulf Coast
(Brownsville, TX to AL/FL Border)
Florida

(AL/FL Border to Fernandina Beach, FL)

Southern Atlantic Coast
(Fernandina Beach, FL to NC/VA Border)

Northern Atlantic Coast
(NC/VA Border to Eastport, ME)

Eastern U.S.
(Brownsville, TX to Eastport, ME)

CHI-Cat-In-A-Box — Galveston-Mobile
(area bounded by 95°30°0”W on the West, 87°30°0”W on the East, 27°30°0”N on the South, and the corresponding segment of the U.S. coastline on the North)

Ticker Symbols

HGM = Gulf Coast
HFM = Florida
HSS = Southern Atlantic Coast
HNM = Northern Atlantic Coast
HXM = Eastern U.S.
HPM = CHI-Cat-In-A-Box — Galveston-Mobile

Termination of

Trading shall terminate at 9:00 a.m. CT on the first Exchange

Trading business day that is at least two calendar days following the end of the hurricane season on December 31

Strike Price N/A 1 Index Point (e.g. 10, 11, 12, etc.)

Interval

Exercise N/A American-style (exercised any time up to and including LTD)
Settlement All futures contracts remaining open at the termination of trading N/A

shall be settled using the respective CHI seasonal maximum final
value reported by EQECAT

All futures contracts remaining open at the termination of trading
shall be settled using the respective CHI seasonal maximum
Cat-In-A-Box final value reported by EQECAT

Position Limits

Position accountability for positions exceeding 10,000 contracts in
any contract month

Position accountability for positions exceeding 10,000
futures-equivalent contracts net on the same side of the market in
any contract month

Trading Hours

Offered exclusively on the CME Globex electronic trading platform
on Sundays through Thursdays, 5:00 p.m. - 3:15 p.m. CT the
following day (9:00 a.m. CT LTD)

Traded via open outcry in the NASDAQ-100 pit on Mondays
through Fridays, 8:30 a.m. — 3:15 p.m. CT the following day
(9:00 a.m. CT LTD)

For more information on Weather futures and options, visit www.cmegroup.com/weather.
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IN RE BTIO, 2001 WL 873280 (2001)

2001 WL 873280 (Trademark Tr. & App. Bd.)
THIS DISPOSITION ISNOT CITABLE AS PRECEDENT OF THE T.T.A.B.
Trademark Trial and Appeal Board

Patent and Trademark Office (P.T.O.)

IN RE BTIO EDUCATIONAL PRODUCTS, INC., BY CHANGE OF NAME FROM BABY THINK IT OVER, INC."

Seria No. 75/712,224
August 1, 2001
*1 Michael S. Sherrill of Sherrill Law Officesfor BTIO Educational Products, Inc., by change of name from Baby Think It
Over, Inc.
Florentina Blandu, Trademark Examining Attorney
Law Office 112
(Janice O'Lear, Managing Attorney).

Before Simms, Chapman and Rogers
Administrative Trademark Judges.
Opinion by Chapman
Administrative Trademark Judge:

Applicant filed, on May 17, 1999, an application to register the mark SOME DECISIONS LAST A LIFETIME on the Principal
Register for “educational dolls and printed instructional materials for use with the dolls, al sold as a unit” in International
Class 28. Applicant bases its application on Section 1(a) of the Trademark Act, claiming a date of first use in commerce of

August 14, 1996.°2

Registration has been finally refused in the application because applicant has failed to submit specimens acceptable to the
Examining Attorney. Specifically, the Examining Attorney asserts that the specimens submitted by applicant do not show use

of the mark on or in connection with the identified goods as required by Trademark Rule 2.56. s
Applicant has appealed, and briefs have been filed. Applicant did not request an oral hearing.
The specimens submitted by applicant are photocopies of the front page and the back page of applicant's February 1999 catalog,

themark SOME DECISIONSLAST A LIFETIME appearson the back page. A photocopy of applicant's specimenisreproduced
below (in reduced form):
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IN RE BTIO, 2001 WL 873280 (2001)

Applicant has not submitted any substitute specimens.

However, with its brief on appeal, applicant submitted a photocopy of its entire February 1999 catal og, stating that it was “to
provide complete information in this case” and “to assist the Board's understanding of the case.” (Brief, p. 4). The Examining
Attorney objected to the additional evidence submitted with applicant's brief, and she requested that the evidence be excluded.

The record in an application should be complete prior to the filing of an appeal, and additional evidence filed after appeal
will be given no consideration by the Board. See Trademark Rule 2.142(d), and TBMP §1207.01. Inasmuch as the additional
material was filed after the appeal, and the Examining Attorney objected thereto, applicant's additional evidence is untimely
pursuant to Trademark Rule 2.142(d). Accordingly, the catalog (other than the front and back pages which were previously

made of record) attached to applicant's appeal brief does not form part of the record on appeal and has not been considered

in making our decision. 4

Turning to the merits of the appeal, the sole issue before us is whether the specimens submitted with the application are
acceptable specimens of use of the mark SOME DECISIONS LAST A LIFETIME for the goods set forth in the application.

*2 The dissent disagrees with our statement of the issue on appeal, and construes the issue as whether applicant's slogan

functions as, or would be perceived as, a mark, not whether the specimens are acceptable proof of trademark use. We note,
however, that the Examining Attorney and applicant discuss sufficiency of specimen cases at length, not cases dealing with
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IN RE BTIO, 2001 WL 873280 (2001)

the question whether a slogan would be perceived as a mark. Moreover, we note that the Examining Attorney accepted the
specimens in the file for applicant's services but refused those for applicant's goods. If, as the dissent argues, the Examining
Attorney's position is that applicant's slogan does not function as a mark, the specimens for the services would not have been
accepted, for they present the slogan in avirtualy identical display as the specimens for the goods. The dissent urges that we
presume a certain correctness of Examining Attorney decision-making. In fact, we do exactly that by considering only the basis

for refusal the Examining Attorney has chosen to articulate. 5

Applicant contends that pursuant to the case of Lands End Inc. v. Manbeck, 797 F. Supp. 511, 24 USPQ2d 1314 (E.D. Va
1992), and TMEP 8905.06(a), the Examining Attorney should accept as a proper specimen any catalog (a display associated
with the goods), provided that it includes (i) a picture of the goods, (ii) the mark sufficiently near the picture of the goods to
associate the mark with the goods, and (iii) information necessary to order the goods. Applicant concludes that applying this
criteria, the back page of its catalog is an acceptable specimen.

While agreeing with applicant's statement of the law in the Lands End case, the Examining Attorney disagrees that applicant's
specimens meet those requirements. Specifically, the Examining Attorney contends that applicant's use of its mark “ appearsto
be a slogan that the applicant is using in advertisements and not as wording to identify the goods in question (the doll)” (Final
Office action, p. 2); that the specimen does not clearly indicate that applicant offers dolls for sale under the mark SOME
DECISIONSLAST A LIFETIME, but rather the manner of use of the applied-for mark isthat “ of aslogan and the doll appears
asavisual aid intended to give greater weight to theslogan in question” (brief, p. 4); that thereis much verbiage appearing onthe
page, all of it in close proximity to the slogan SOME DECISIONS LAST A LIFETIME; and that consumers will not perceive
the wording SOME DECISIONS LAST A LIFETIME as a source indicator for dolls. Further, while the specimens include a

telephone number for ordering the goods, the Examining Attorney finds the lack of information on the cost of the doll 6 orthe
page number where specific information on the pi ctured goods could be found inside the catal og unacceptabl e. In conclusion, the
Examining Attorney finds this situation more analogousto the case of In re MediaShare Corp., 43 USPQ2d 1304 (TTAB 1997)
(wherein asserted “fact sheet” brochures or “catalog pages’ were found to be mere advertising and unacceptable specimens).

*3 We emphasize that, despite referencesin the file which might suggest otherwise, the Examining Attorney has not refused

registration on the basis that the applied-for mark fails to function as a trademark under the Trademark Act. 7 Rather, the sole
issue before us on appeal is whether the specimens submitted with the application are acceptable under the Court's decisionin
Lands End interpreting the Trademark Act, as applicant contends, or are unacceptable advertising asin the Board's decision in
the MediaShare case. Cf., for example, In re Walker-Home Petroleum, Inc., 229 USPQ 773 (TTAB 1985).

Section 1 of the Trademark Act, aswell as Trademark Rule 2.56, require that prior to registration applicant submit a specimen
showing the mark as used on or in connection with the goods in commerce. Trademark Rule 2.56(a) reads as follows:

An application under section 1(a) of the Act, an amendment to allege use under §2.76, and a statement of
use under §2.88 must each include one specimen showing the mark as used on or in connection with the
goods, or in the sale of advertising of the services in commerce.

Following the 1992 decision of the United States District Court for the Eastern District of Virginiain the Lands End case, supra,
the USPTO revised the section of the Trademark Manual of Examining Procedure (TMEP) dealing with catal ogs as specimens.

TMEP 8905.06(a) reads, in relevant part, as follows: 8

In accordance with this [the Lands End] decision, examining attorneys should accept any catalog or similar specimen as a
display associated with the goods, provided that (1) it includesapicture of therelevant goods, (2) it includesthe mark sufficiently
near the picture of the goods to associate the mark with the goods, and (3) it includes information necessary to order the goods.
Any form of advertising which satisfies these criteria should be construed as a display associated with the goods.

Mext


http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1992153278&pubNum=345&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.Search)
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1992153278&pubNum=345&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.Search)
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1997156920&pubNum=1013&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.Search)
http://www.westlaw.com/Link/Document/FullText?findType=Y&serNum=1985028062&pubNum=867&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.Search)
http://www.westlaw.com/Link/Document/FullText?findType=L&pubNum=1000547&cite=37CFRS2.56&originatingDoc=Id0a792d19c3e11dbb38df5bc58c34d92&refType=LQ&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.Search)
http://www.westlaw.com/Link/Document/FullText?findType=L&pubNum=1000547&cite=37CFRS2.56&originatingDoc=Id0a792d19c3e11dbb38df5bc58c34d92&refType=LQ&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.Search)

IN RE BTIO, 2001 WL 873280 (2001)

We agree with applicant that the last page from its catalog showing the mark SOME DECISIONS LAST A LIFETIME meets
the criteria set forth above. The specimen clearly picturesadoll being held by ateenage boy. We believe the purchasing public
would certainly notice the doll, and thereis no requirement in the Lands End case or the TMEP that the specimen must picture
every separate doll offered for sale. That is, even if applicant offers several different types or models of dolls, each separate one

need not be pictured in order for the specimen to be an acceptable display associated with the goods. 9

The mark appears sufficiently near the pictured doll to associate the mark with the goods. The Examining Attorney
acknowledgesin her brief (p. 4) that the specimens would be acceptable if the question were the proximity of the marks BABY
THINK IT OVER and/or GENERATION 4 for dolls. The applied for mark SOME DECISIONS LAST A LIFETIME appears
in very large type on the left side of the page approximately one inch from the doll's head, whereas, GENERATION 4 appears
in smaller type approximately 2 inches from the doll's head. Applicant has achieved sufficient proximity of the mark and the
picture of the goods for the purchasing public to associate the mark with the goods.

*4 The specimen clearly includes a telephone number for ordering applicant's products. The Examining Attorney's concern
that the specimen sets forth the cost of only one model of the doll, and does not set forth the page number inside the catalog
where the specific models and associated price information may be found is ssimply not required by the Trademark Act or the
Lands End case.

We readily acknowledge that the facts of this case are not precisely the same as those in the Lands End case. For example, in
the Court case, the catal og displayed several different goods per page, each with a picture and a description of the item, whereas
in the case now before us, applicant's mark is depicted on the back page with only one featured item for sale appearing on the
same page. However, as explained earlier herein, the only refusal before this Board is based on the requirement for acceptable
specimens, not an assertion that the applied-for mark fails to function as a trademark, as used on the specimen. If our decision
is an extension of the Lands' End decision at all, it is not a dramatic extension, but rather is a slight extension which is clearly
in keeping with the spirit of the Lands End case, and the policy stated in the TMEP regarding catal og pages as specimens for
goods. See In re Hydron Technologies Inc., 51 USPQ2d 1531 (TTAB 1999).

The MediaShare case, where applicant's goods were identified as“ computer software for publishing information on acomputer
network and instructional manualstherefor, sold together asaunit,” and the specimenswere held to be mere advertising material
is distinguishable from the case now before us. For example, in that case applicant's “fact sheet” showed three computer screen
displays, yet the Board found none of these “appears to constitute or include a picture of applicant's ‘PB.WEB’ computer
software, whether in use or otherwise.” MediaShare, supra at 1306. Thus, the specimens in that case failed to meet the second
requirement of the Lands End case.

Tothe extent we have any doubt on the question of whether applicant'suse of themark SOME DECISIONSLAST A LIFETIME
on the back page of its catalog constitutes an acceptable display associated with the goods, we resolve that doubt in favor of

applicant.

Decision: The refusal to register based on a requirement for acceptable specimensis reversed.

DISSENTING OPINION

*5 Simms
Administrative Trademark Judge

Because | agree with the Examining Attorney that applicant has not demonstrated trademark use of the slogan sought to
be registered and that customers will not view applicant's slogan as a means of identifying and distinguishing the source of
applicant's dolls, | would affirm the requirement for specimens which show use of the asserted mark as a trademark.
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A copy of the last page of applicant's mail-order catalog is reproduced on page 3 of the majority's opinion. For illustrative
purposes, other pages, beginning with the front page of applicant's catalog, are reproduced (in reduced form) below.

| believe the Lands End case cited by the magjority is distinguishable. In that case, the obvious trademark KETCH appeared
with a picture of a purse along with a description of the goods. The court concluded the consumers can associate the product
with the mark in applicant's mail-order catalog, and that the catalog could be considered a display associated with the goods.
The mark KETCH and the description of the goods, the court noted, also distinguished that product shown in the catalog from
others shown in the catalog. That case should not be read as holding that any word or slogan prominently used with a picture of
the goods and ordering information is acceptable trademark use such that the catalog always acts as a display associated with
those goods. Lands' End should not be mechanistically applied to permit registration as amark of such an informational slogan
merely because such slogan is prominently displayed next to a picture of the goods with ordering information.

While the Examining Attorney acknowledges that catalogs used as displays associated with the goods may be acceptable
specimens showing trademark use, in this case the Examining Attorney has refused registration because the specimens of record
do not show use of the asserted mark in connection with applicant's educational dolls. It is the Examining Attorney's position
that the manner in which the specimens show the asserted mark to be used is simply as a slogan used in promoting applicant's
goods and not as a trademark for applicant's dolls. In other words, the question here is not whether these specimens would be
acceptable if applicant were using a mark to identify and distinguish its goods from those of others. The Examining Attorney
does not contend that applicant's mail-order catalogs would be unacceptable if applicant were in fact using a mark to identify
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and distinguish its goods, asin the Lands' End case. The magjority parses the Examining Attorney'srefusal here to state that the
Examining Attorney is not arguing that the slogan presented for registration does not function as a mark. However, | believe
that is precisely what the Examining Attorney is saying. The Examining Attorney states that the asserted mark is merely a
dogan that applicant is using in its catalog and is not wording which identifies and distinguishes applicant's dolls. See Final
Refusal, 2. The Examining Attorney contends, in my view correctly, that consumerswill not perceive the slogan as atrademark
for applicant's dolls. It is difficult for me to believe that consumers would perceive the informational or promotiona phrase
“Some decisions last alifetime” on the last page of applicant's mail-order catalog as atrademark identifying and distinguishing
applicant's dolls, especialy in view of the use of applicant's obvioustrademark BABY THINK IT OVER and itstrade name on
the same page. Cf., for example, Hoover Co. v. Royal Appliance Mg. Co., 238 F.3d 1357, 57 USPQ2d 1720 (Fed. Cir. 2001)
(slogan used in close proximity to party's principal trademark not likely to be perceived as a trademark). One wonders if the
majority would reach the same decision it does here if, instead of the asserted mark SOME DECISIONS LAST A LIFETIME,
applicant instead were using simply the statement “ORDER THISDOLL TODAY.”

*6 Under the guise of the Lands End case, the mgjority here sanctions the registration of a slogan which is not used as a
trademark. Applicant's dogan is hot obviously atrademark but is more in the nature of an informational or advertising phrase.
While shown in relatively close proximity to one of applicant's dolls, this slogan is on the last page of applicant's mail-order
catalog and is, significantly, used nowhere else in the catalog. In addition, as shown above, other slogans of a similar nature
are used on other pages in the catalog. Therefore, | agree with the Examining Attorney that consumers would not perceive the

slogan shown on only one page of applicant's catalog as a mark for the doll pictured on that page. 10

Finally, the majority, citing no authority, states that on the issue of acceptable specimens, doubt should be resolved in favor
of applicant. It isto be noted that the court in the Lands' End case indicated that the issue of whether displays associated with
the goods are acceptable as trademark use is a factual question. Where questions of fact have been presented, the Board has
on occasion entertained a presumption of correctness of an Examining Attorney's judgment. See, for example, In re Tilcon
Warren, Inc., 221 USPQ 86 (TTAB 1984) (whether matter presented for registration functioned as amark was aquestion of fact
concerning which the judgment of the Examining Attorney is entitled to a presumption of correctness); and In re Keyes Fiber
Company, 217 USPQ 730, 734 (TTAB 1983) (where the asserted mark consisted of subject matter not ordinarily perceived as
a trademark, the Examining Attorney's evaluation that it was not entitled to registration was a presumption which had to be
overcome by persuasive evidence to the contrary) and cases cited therein.

We should only register slogans that perform the function of a mark, and not pretend that other informational or promotional
dogans function as marks when they are used prominently with the goods with which they are sought to be registered. | would
affirm the refusal that the specimens do not show use of the slogan as a mark for dolls.

Footnotes
1 Applicant's change of name was recorded with the Assignment Branch of this Office in January 2001 at Reel 2219, Frame 0195.
2 The application also included services, specifically, “providing information in the fields of infant care simulation programs and

pregnancy deterrence by means of a global computer network” in International Class 42. Registration was initially refused for both
classes based on the Examining Attorney's requirement for acceptable specimens. However, the Examining Attorney withdrew the
refusal asto the International Class 42 services. Applicant then filed arequest to divide out that class and Serial No. 75/980,029 was
created for International Class 42. (Serial No. 75/980,029 was published for opposition on March 27, 2001.)

3 In her brief on the case the Examining Attorney cited Trademark Rule 2.58 and TM EP §1301.04, both of which refer to specimens of
use for service marks. Moreover, Trademark Rule 2.58 was removed and reserved by Final Rule notice appearing in the September
28, 1999 Official Gazette, with an effective date of October 30, 1999. The relevant provision of the Trademark Rules of Practiceis
found in Trademark Rule 2.56. (The Examining Attorney had cited Trademark Rule 2.56 and TMEP 8905 in the first Office action.)

4 To the extent applicant's purpose in filing the complete catalog was to prove that its specimen truly is the back cover of its catalog,
the submission was not necessary, as the Examining Attorney has not disputed this point.
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10

Likewise, we have acknowledged the correctness of the Examining Attorney's argument for exclusion of applicant's catalog as the
subject of an untimely proffer. The dissent, without pointing to any error in the Examining Attorney's position, nonetheless freely
considers this untimely evidence.
In fact, the specimen clearly indicates that at |east one model of applicant'sdollsisavailable at a“specia” price of $199. It isunclear
whether the pictured model isthe particular model available at this price.
Thus, we do not wonder, as does the dissent, about whether applicant's slogan, or other slogans, could properly be refused registration
asfailing to function as marks.
The Court specifically stated “[t]he question for determination here iswhether Lands' End's use of the term ‘KETCH’ in the manner
described aboveinitsretail catalog constitutes ause of ‘ displays associated’ with the goods satisfying the usein commerce provision
in 15 U.S.C. 81127,” and the Court found that it did.
Wedo not, asthe dissent implies, countenance registration under Lands' End of amark for widely varying goods appearing anywhere
in a catalog. Rather, we simply acknowledge that an item in a catalog may be available in different colors or sizes or with slight
variations not significant enough to utilize a photograph of every variation, when these differences can be noted in the catalog's
description of the goods.
Without authority, the majority states that applicant's specimens need not picture every doll offered for sale under its asserted mark.
Aside from the fact that this issue does not appear to be raised by the arguments of the attorneys, this statement would appear to be at
oddswith Lands' End, which held that the catalog presented a display associated with the goods by the use of the mark KETCH next
to apicture and the description of the goods. The court did not state or imply that this mark functioned as atrademark for other goods
not pictured near the mark. In fact, the clear implication isto the contrary, the court stating that the mark KETCH helped distinguish
the product next to which it was pictured from others.

2001 WL 873280 (Trademark Tr. & App. Bd.)

End of Document © 2013 Thomson Reuters. No claim to original U.S. Government Works.


http://www.westlaw.com/Link/Document/FullText?findType=L&pubNum=1000546&cite=15USCAS1127&originatingDoc=Id0a792d19c3e11dbb38df5bc58c34d92&refType=LQ&originationContext=document&vr=3.0&rs=cblt1.0&transitionType=DocumentItem&contextData=(sc.Search)

In re Caldwell Tanks, Inc., 2002 WL 376688 (2002)

2002 WL 376688 (Trademark Tr. & App. Bd.)
THISDISPOSITION ISNOT CITABLE ASPRECEDENT OF THET.T.A.B
Trademark Trial and Appeal Board
Patent and Trademark Office (P.T.O.)

IN RE CALDWELL TANKS, INC.

Serial No. 75/672,039
March 8, 2002
*1 Jack A. Wheat and Jamie K. Neal of Stites & Harbison for Caldwell Tanks, Inc.
Megan Sweeney, Trademark Examining Attorney
Law Office 115

(Tomas Vlcek, Managing Attorney) L

Before Seeherman, Bottorff and Rogers
Administrative Trademark Judges
Opinion by Seeherman

Administrative Trademark Judge

Caldwell Tanks, Inc. has appealed from the final refusal of the Trademark Examining Attorney to register STAC-4 and design,

as shown below, as a service mark for “construction of elevated tanks.” 2

1 9IAC-4

Registration has been refused pursuant to Sections 1, 2, 3 and 45 of the Trademark Act, 15 U.S.C. 1051, 1052, 1053 and 1127,
on the ground that the proposed mark identifies a system, rather than being used as a service mark to identify the source of
the identified services.

The appeal has been fully briefed; an oral hearing was not requested.

In order to determine whether STAC-4 and design functions as a mark for applicant's identified services of “construction of
elevated tanks,” we must look at the specimensand other advertising material submitted by applicant. I n reProduitsChimiques
Ugine Kuhlmann Societe Anonyme, 190 USPQ 305 (TTAB 1976). Further, because applicant's services are offered to a
specialized audience, we must consider the specimens and other literature in light of this audience.

Applicant has explained that itsidentified services, “ construction of elevated tanks,” refer to the construction of water towers.
These water towers are acomposite elevated tank in which ametal water tank is placed atop a cement silo type tower. Applicant
has explained that construction of thewater tower isits service, and the referencesin the specimensto the manner of construction
identify not only a process, but the service as well.
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In re Caldwell Tanks, Inc., 2002 WL 376688 (2002)

The specimens prominently feature the trademark STAC-4 and design, under which isthe explanation “ Specified Tolerancefor
Architectural Construction.” A caption under the words “STAC-4 by Caldwell Tanks’ states “A Superior Jump Form System
for the Construction of Composite Elevated Water Tanks’ and the text below that heading includes the following:

Designed to meet construction tolerances for plumb, roundness, and leveling in composite elevated tank shafts, STAC-4 allows
Caldwell's construction personnel control of the concrete pour by limiting the form height to four feet. ...

STAC-4'sdiameter specific forms utilize reusable wall spacers, eliminating potential bulging of forms aswell asthe plug holes
cause by alternative systems ties. ... Finaly, STAC-4's unique rustication pattern hides all horizontal and vertical construction
joints, further enhancing the appearance of the tank shaft.

*2 On the obverse side of the brochure specimen, under a prominent display of STAC-4 and design, is the following text:

Caldwell's STAC-4 jump form system provides greater control of concrete construction tolerances in the
erection of composite elevated tank shafts. Utilizing three, four-foot high, steel forms, STAC-4 meets or
exceeds al ACI 371R-97 guiddlines for the analysis, design and construction of concrete pedestal water
towers while delivering a smooth geometric appearance.

This page of the brochure also has a column captioned “Advantages of the STAC-4 system” which lists various benefits,
including, “unique rustication pattern hides vertical and horizontal form joints’; “designed specifically for composite el evated
tanks’; and “constructed solely by Caldwell personnel.”

Although both applicant and the Examining Attorney have cited various cases dealing with whether the name of a process can
function as a mark, these cases are so fact specific, in terms of whether the particular specimens show trademark or service
mark use, that they are of little help in our analysis herein. They do, however, stand for the following legal propositions: if a
term is used only as the name of a processit does not function as a mark, In re Universal Oil Products Company, 476 F.2d
653, 177 USPQ 456 (CCPA 1973); aterm can be the name of a process and still function asamark for services, In re Produits
Chimiques Ugine Kuhlmann, supra; and the fact that the word “process’ is used in connection with the term does not ipso
facto mean that it designates a process and not more. In re Stafford Printers, Inc., 153 USPQ 428 (TTAB 1967).

After reviewing the applicant's specimens we find that STAC-4 and design is used as a service mark for the construction of
elevated tanks. Although the specimens use the mark, in part, in conjunction with the phrase “jump form system,” the word
“system,” like “process,” does not automatically prevent a term from functioning as a mark. Here, the construction system is
such anintrinsic part of the construction service that consumers will view STAC-4 and design, as used on the specimens, not
merely as the name of the system, but as a mark for the service.

Decision: Therefusal of registration is reversed.

Footnotes

1 The Examining Attorney who wrote the brief was not the attorney who examined the application.

2 Application Serial No. 75/672,039, filed March 29, 1999, and asserting first use and first use in commerce December 3, 1998.
2002 WL 376688 (Trademark Tr. & App. Bd.)

End of Document © 2013 Thomson Reuters. No claim to original U.S. Government Works.
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23 U.S.P.Q.2d 1315 (Trademark Tr. & App. Bd.), 1992 WL 169149
Trademark Trial and Appeal Board
Patent and Trademark Office (P.T.O.)
IN RE METRIPLEX, INC.

Seria No. 73/836, 597
May 5, 1992
*1 Jerry Cohen of Perkins Smith and Cohen for applicant.
Craig D. Taylor, Senior Examining Attorney
Law Office 12
(Déeborah S. Cohn, Managing Attorney)

Before Rice, Seeherman and Hanak
Members

Opinion by Seeherman

Member

Metriplex, Inc. has applied to register the mark GLOBAL GATEWAY for the service of “transmission of datain variousfields
(commercial aswell as personal) to subscribersto the service by means of information entry software, radio data transmission

and portable terminal interface with such subscribers.” 1 Registration has been refused by the Examining Attorney on the basis
that the specimens submitted by applicant are unacceptable as evidence of actual service-mark use because they do not refer
to the services identified in the application.

Applicant has appealed.

The specimens at issue (reproduced below) are, according to applicant's declaration, an example of a computer screen display
that appears on a computer terminal in the course of applicant's rendering of the service. Applicant states that this screen is
observed by potential subscribersin the course of demonstrations of applicant's services, and by customers who encounter the
screen on the terminal as the service is being rendered.

TABULAR OR GRAPHIC MATERIAL SET FORTH AT THISPOINT ISNOT DISPLAYABLE

Wereversetherefusal to register. The gravamen of the Examining Attorney's complaint about the specimensisthat they do not
make reference to the service identified in the application, specifically, they do not indicate that GLOBAL GATEWAY isused
in connection with the transmission of datato subscribers. The only authority the Examining Attorney has cited in support of his
position is Intermed Communication, Inc. v. Chaney, 197 USPQ 501, 507 (TTAB 1977). However, that inter partes proceeding
involved the question of whether the applicant had made use of its service mark prior to filing its application, and the Board
found that use of the mark in a progress report which, in effect, announced future plansto use amark, did not constitute service
mark use. Thus, we do not view the language in that case--“A specimen which shows an aleged mark but which makes no
reference to the services offered or performed thereunder is not evidence of service mark use”--as requiring that specimens
must, in al cases, contain a statement as to the nature of the servicesin order to be acceptable.

The Trademark Manual of Examining Procedure, Section 1301.04, makes clear that, because by its very nature a service mark
can be used in awide variety of ways, the types of specimens which may be submitted as evidence of use are varied. Some of
the specimens which the Board has found to be acceptable are a photograph of chain-link fences, where the mark sought to be
registered consisted of aternately colored strands of wire arranged in the fencing, for the service of renting chain-link fences,
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In re Metriplex Inc., 23 U.S.P.Q.2d 1315 (1992)

In re Eagle Fence Rentals, Inc., 231 USPQ 228 (TTAB 1986); and a photograph of a person wearing a bird costume, where the
asserted mark was a design of that bird costume, for entertainment services, namely persona appearances, clowning, antics,
dance routines and charity benefits, In re Red Robin Enterprises, Inc., 222 USPQ 911 (TTAB 1984). Although the specimens
in these cases did not refer explicitly to the services identified in the respective applications, they were found to show use of
the mark in the rendering, i.e., sale, of the services.

*2 In the same way, the specimens herein show use of the mark in the sale of the services. As applicant explained in its
declaration, the specimens show the mark as it appears on a computer terminal in the course of applicant's rendering of the
service. There is no question that purchasers and users of the service would recognize GLOBAL GATEWAY, as it appears
on the computer screen specimens, as a mark identifying the data transmission services which are accessed via the computer
terminal. Thus, the printouts constitute specimens of the mark as used in the sale of the services. Trademark Rule 2.58(a).

It appears to us that the Examining Attorney may have been misled by the language in the Trademark Manual of Examining
Procedure that “letterhead stationery or business cards bearing the mark may be accepted if the services are clearly indicated
thereon.” Section 1301.04. Normally, because of the intangible nature of services, it is not possible to affix a mark to them, as
can be done in the case of goods. As aresult, Section 45 of the Trademark Act defines service mark use as occurring when a
mark “is used or displayed in the sale or advertising of services and the services are rendered in commerce....” In most cases,
the specimens submitted to evidence service mark use are advertising materials. Letterhead stationery and business cards are
deemed to fall into the category of advertising matter if they contain areference to the services.

Here, however, asin the cases noted above, we have a situation where the services are rendered through the means of atangible
item, namely, a computer terminal, so that the mark can appear on the computer screen, and the specimens show such use.
Because the specimens show use of the mark in the rendering or selling of applicant's services, not in the advertising thereof,
the requirements specific to specimens which are advertising are not applicable.

Decision: Therefusal of registration is reversed.
J. E.Rice

E. J. Seeherman

E. W. Hanak

Members, Trademark Trial and Appeal Board

Footnotes
1 Application Serial No. 73/836, 597, filed November 6, 1989 and asserting first use and first use in commerce as early as July 31,
1989. It is noted that, in the Examining Attorney's brief, he has recited the identification of services somewhat differently from the
language quoted above. However, since the quoted |anguageistaken from applicant'sresponsefiled May 16, 1991, and the Examining
Attorney's Office Action following that response stated that “the amended recitation of servicesis acceptable,” we have treated this
as the actual identification.
23 U.S.P.Q.2d 1315 (Trademark Tr. & App. Bd.), 1992 WL 169149

End of Document © 2013 Thomson Reuters. No claim to original U.S. Government Works.
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THIS OPINION IS NOT
CITABLE AS PRECEDENT
OF THE TTAB

Mai |l ed: July 14, 2006

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re PrintCo., Inc.

Serial No. 78155673

MriamD. Trudell of Sheridan Ross P.C. for PrintCo., Inc.

Paul Fahrenkopf, Trademark Exam ning Attorney,
Law O fice 101 (Ronald R Sussman, Managi ng Attorney).

Before Grendel, Wal sh and Catal do, Adm nistrative Trademark
Judges.

Opi nion by Catal do, Admi nistrative Trademark Judge:

An application was filed by PrintCo., Inc. to register
t he mark ENKLAWO CE in standard character formon the
Principal Register for the foll ow ng services, as anended:

advertising and marketing services for others,
namely providing a website which permts users to
create, popul ate, authorize and nanage dat abases
of sales data and information, marketing data and
i nformation, product specifications; product
pricing, catalog data, and rel ated sal es and

mar keti ng content; providing a website that
al l ows users to organi ze, aggregate and sunmari ze
dat abases of sal es and marketing dat a,
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advertising text and advertising i nages and
graphi cs and adni ni ster content approval.”?!

The trademark exam ning attorney initially rejected
the specimen submtted with applicant’s statenment of use on
the ground that it fails to indicate use of the mark as a
service mark in connection with the recited services.

When the exami ning attorney nmade final the requirenent
that applicant submt an acceptabl e speci nen of use,
appl i cant appeal ed. Applicant and the exam ning attorney
filed main briefs and applicant filed a reply brief.? An
oral hearing was not request ed.

Applicant asserts that its specinmen of use “consists
of two pages from Applicant’s website, which advertises and
descri bes Applicant’s services;” (Applicant’s brief, p. 1)
that, specifically, applicant’s specinen displays its
ENKLAVWO CE mark and indicates that the services my be
used to “[c]reate, popul ate, approve and manage a digital
war ehouse of sales and marketing information. ENCLAWO CE
aggregates all forns of text, data, and imges and

adm ni sters content approvals.” (Applicant’s brief, p. 2,

1 Application Serial No. 78155673, filed August 19, 2002, based
on applicant’s allegation of a bona fide intent to use the mark
in commerce under Section 1(b) of the Trademark Act.

2 The instant application was reassigned to the above noted
exam ni ng attorney subsequent to the briefing of the matter
currently under consideration on appeal.
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guoting from specinen) Applicant explains that it provides
access to its Internet website to allow custoners to
subscribe to the ENKLAWO CE service to create their own
advertisenments; but that applicant does not provide its
custoners with software in any form Applicant argues that
its specinen provides information about its recited
services; that it is not necessary for its specinmens to
specifically indicate that its services are web based;

that, nonetheless its specinen infornms potential custoners
that its services are provided via an Internet website; and
that, as a result of the foregoing, its specinen is
sufficient to indicate use of its ENKLAWO CE nark as a
service mark in connection with its recited services.
Applicant argues in addition that the sanme adverti senent
submitted with its statement of use previously has been
accepted as a specinen of use for applicant’s other narks
appearing thereupon.

The exam ning attorney naintains that applicant’s
speci nen di splays its proposed mark “in a list of features
of an ‘enterprise content managenent and cross-nedi a
publ i shing systenmi dubbed ‘enklavTDW'” (Exam ning
attorney’s brief, p. 3) that each of the “enklav” prefixed
terms listed in applicant’s specinen, including

“enklavVO CE,” nerely identifies a feature of the
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“enkl avTDW system that “use of the mark to distinguish
this feature of the applicant’s overall system from ot her
features does not serve to identify and distinguish the

provision of a website..;,” (Examining attorney’s brief, p.
4) and that, as a result, applicant’s nark appears to
identify a featured el ement of a publishing system The
exam ning attorney argues that it is unclear fromits
speci nen whet her applicant is offering a product or a
service; that it is further unclear how a consunmer woul d
engage applicant in the provision of any service; that in
addition, there appears to be no explanation of applicant’s
services beyond the information featured on its Internet
website; and that potential custoners would need to
undert ake additional actions, such as contacting applicant
or downl oading a brochure, in order to understand the
services offered by applicant. The exam ning attorney
argues that, as a result, even though the submtted
speci nen di spl ays applicant’s proposed mark, it fails to
denonstrate use of ENKLAVWO CE as a service mark in
connection with the recited services.

Applicant contends in reply that its specinmens clearly
indicate that a potential custoner can contact applicant
for a denonstration of the services; that its specinen is

an Internet advertisenment, visible to anyone with Internet
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access; and that the specinmen indicates that applicant’s
services are avail able through a hosted, secure Internet
portal. Finally, applicant argues that its specinens offer
a description of the services imediately following its
mark; and that, as a result, its specinmens offer a direct
associ ation between its ENKLAVWO CE mark and the services
identified thereby.

Trademark Rule 2.88 provides, in part, that a
statenment of use nust include one specinmen show ng the mark
as used on or in connection with the sale or advertising of
t he goods or services in commerce. See 37 C.F.R
§2.88(b)(2). Trademark Rule 2.56(b)(2) specifies that a
"service mark speci nen nust show the mark as actually used
in the sale or advertising of the services." See 37 C.F.R
82.56(b)(2). Section 45 of the Trademark Act provides, in
part, that a service mark is used in commerce "when it is
used or displayed in the sale or advertising of services
and the services are rendered in commerce...." See 15
U S C 81127.

To be an acceptabl e speci men of use of the mark in the
sal e or advertising of the identified services, there nust
be a direct association between the mark sought to be
regi stered and the services specified in the application,

and there nust be sufficient reference to the services in
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the specinmens to create this association. See In re
Monograns Anerica Inc., 51 USPQ 1317 (TTAB 1999). It is
not enough that the termalleged to constitute the mark be
used in the sale or advertising; there nust also be a
direct association between the termand the services. See
In re Conpagni e Nationale Air France, 265 F.2d 938, 121
USPQ 460 (CCPA 1959); In re Johnson Controls Inc., 33
USPd 1318 (TTAB 1994); and Peopl eware Systens, Inc. v.
Peopl eware, Inc., 226 USPQ 320 (TTAB 1985). See also In re
Adair, 45 USPQ2d 1211 (TTAB 1997). The mark must be used
in such a manner that it would be readily perceived as
identifying the source of such services. 1In re Advertising
& Marketing Devel opnent, Inc., 821 F.2d 614 2 USPQ@d 2010
(Fed. GCr. 1987); and In re Metrotech, 33 USPQ2d 1049
(Comir Pats. 1993). See also TMEP 8§1301.04 (4th ed. Rev.
2005) .

Thus, the issue before us is whether the specinen of
record creates a direct association between applicant’s
ENKLAWO CE mark and the services specified in the
application. The determ nation of whether applicant's
speci nen shows the ENKLAWWO CE mark in connection with the
sal e or advertising of these services necessarily requires
a consideration of the specinen.

The original specinmen submtted for applicant's
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services, reproduced below, is a web page fromapplicant's

website on the Internet.
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Qur primary reviewi ng court has held that a "service"
is "the performance of |abor for the benefit of another."”
See In re Canadian Pacific Ltd., 754 F.2d 992, 224 USPQ 971
(Fed. Cir. 1985). The recited services involved herein
clearly are a "service" under this definition, and we w ||
presune that applicant in fact renders such services.
However, the issue in this case is not whether applicant’s

activities constitute "services," or whether applicant in
fact provides those services. Rather, the issue is whether
t he speci mens of record denonstrate use of the mark as a
service mark for those services.

As noted above, Trademark Rule 2.56(b)(2) provides
that "[a] service mark speci nen nust show the mark as
actually used in the sale or advertising of the services."
When appropriate, the Board has been fairly flexible in
accepting service mark specinens. See In re Ral ph Mantia
Inc., 54 USPQ2d 1284 (TTAB 2000); and In re Metriplex Inc.,
23 USPQ2d 1315 (TTAB 1992).

In this case, we first find that the specinmen
submtted by applicant with its statenent of use displays
its ENKLAVWO CE mark. Inasnuch as applicant applied for

its mark in standard character form the mark as it appears

in stylized formin its specinen of use is considered to
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agree with the mark as it appears in its drawing.® See 37
C.F.R 8252(a). See TBMP also TBMP 8807.03(e). We further
find that applicant's specinens are adverti senents because
they show the requisite direct association between the mark
and the activities described thereafter. C. In re Adair,
supra; and In re Johnson Controls, Inc., supra.
Specifically, the specinen indicates in a paragraph

i medi ately following the mark that a custonmer nmay utilize
ENKLAWO CE to “[c]reate, popul ate, approve and nanage a

di gital warehouse of sales and marketing information,” and,
further, that ENKLAVWO CE “aggregates all forns of text,
data, and images and adm ni sters content approvals.” As
not ed above, applicant’s recited services include
advertising and marketing services for others, nanely,
providing a website that permts or allows users to perform
many of the activities described in its specinmen. A
custonmer or potential custoner view ng applicant’s specinen
woul d readily perceive the ENKLAWO CE nark as identifying
the source of applicant’s website that allows users to
engage the advertising and marketing services described

therein. As a result, applicant’s specinmen creates a

3 Effective Novenber 2, 2003, subsequent to the filing date of

the involved application, Trademark Rule 2.52, 37 CF. R 82.52,
was amended to replace the term"typed" drawing with "standard
character" draw ng.
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di rect association between the ENKLAVVO CE mark and
applicant’s recited services. Contrary to the exam ning
attorney's contentions, we find that the website does not
nmerely describe features of a larger system but rather
describes, inter alia, the recited services avail abl e by
means of its website under the applied-for mark. Thus, we
conclude that the specinen of record is adequate to support
the use of the mark in connection with the identified
servi ces.

Decision: The refusal to register on the ground that
t he speci nmen i s unaccept abl e evi dence of service mark use

in connection with the identified services is reversed.

10
























IN RE RENAISSANCE ENERGY, LLC, 2007 WL 1580019 (2007)

2007 WL 1580019 (Trademark Tr. & App. Bd.)
THISOPINION ISNOT A PRECEDENT OF THE TTAB
Trademark Trial and Appeal Board
Patent and Trademark Office (P.T.O.)

IN RE RENAISSANCE ENERGY, LLC

SERIAL 78084358
May 25, 2007
*1 Garrett M. Weber of Lindquist & Vennum P.L.L.P. for Renaissance Energy, LLC
Laura G. Kovalsky, Trademark Examining Attorney
Law Office 110
(Chris A. F. Pedersen, Managing Attorney)

Before Drost, Taylor and Bergsman
Administrative Trademark Judges
Opinion by Bergsman
Administrative Trademark Judge:

Renaissance Energy, LL C filed anintent-to-use application for themark LINK & SYNC, in standard character form, for services

ultimately identified as “energy usage management, namely, monitoring of load and generation of electricity.” L on June 10,
2005, applicant filed a Statement of Use, claiming March 16, 2004 as its date of first use anywhere and first use in commerce.
Asits specimen of use, applicant submitted the following excerpt from a sales presentation:
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IN RE RENAISSANCE ENERGY, LLC, 2007 WL 1580019 (2007)

Registration was refused on the ground that LINK & SYNC fails to function as a service mark. Sections 1, 2, 3, and 45 of the
Lanham Act, 15 U.S.C. § 81051, 1052, 1053 and 1127. The examining attorney contends that as displayed on the specimen,
LINK AND SYNC merely identifies a process or system, and would not be perceived as a service mark. In addition, the
examining attorney noted that the mark sought to be registered, LINK & SYNC, differed from the mark as shown on the
specimen, LINK AND SYNC.

In response to the refusal, applicant submitted a substitute specimen comprising an excerpt from an Executive Summary from
what appears to be a business plan or sales presentation. The substitute specimen references the “LINK & SYNC technology”
andthe“LINK & SYNC solution.”

When the refusal was made final, applicant appealed. Both applicant and the examining attorney filed briefs. For the reasons
set forth below, we reverse the refusal to register contingent upon the receipt of a substitute drawing displaying the mark as

LINK AND SYNC.?

Section 1 of the Lanham Act, 15 U.S.C. 81051, provides that “The owner of a trademark used in commerce may request
registration of its trademark on the principal register hereby established ...”

Section 45 of the Lanham Act, 15 U.S.C. 81127, defines a service mark as “any word, name, symbol, or device, or any
combination thereof ... to identify and distinguish the services or one person, including a unique service, from the services of
others and to indicate the source of the services, even if that source is unknown.”

While the Lanham Act does not define a service, the following criteria have evolved for determining what constitutes a service:
(1) aservice must be area activity; (2) a service must be performed to the order of, or for the benefit of, someone other than
the applicant; and (3) the activity performed must be qualitatively different from anything necessarily donein connection with

the sale of the applicant's goods or the performance of another service. TMEP §1301.01(a)(4th ed. April 2005). See also In
re Canadian Pacific Limited, 754 F.2d 992, 224 USPQ 971, 973 (Fed. Cir. 1985); In re Betz Paperchem, Inc., 222 USPQ 89,
90 (TTAB 1984).

*2 Inthe case sub judice, thereis no issue that applicant isrendering energy usage management. The examining attorney does
not contest this. The examining attorney argues that the specimens do not show LINK AND SYNC or LINK & SYNC used
as aservice mark. The first specimen merely “diagrams the process of the ‘Link and Sync Control Center”’ and the substitute
specimen references the “Link & Sync Technology.” The examining attorney contends that in neither case, do the specimens
show LINK & SYNC or LINK AND SYNC used to identify a service.

To determine whether LINK AND SYNC or LINK & SYNC function as service marks, we must examine the specimens. Inre
Hughes Aircraft Co., 222 USPQ 265, 264 (TTAB 1984); In re Betz Paperchem, Inc., supra. In thisregard, the CCPA devel oped
the following approach for determining whether aterm used as the name of a process a so functions as a service mark:

The requirement [of the Lanham Act] that a mark must be “used in the sale or advertising of services’ to be registered as a
service mark is clear and specific. Wethink it is not met by evidence which only shows use of the mark as the name of aprocess
and that the company is in the business of rendering services generally, even though the advertising of services appearsin the
same brochure in which the name of the process is used. The minimum requirement is some direct association between the
offer of services and the mark sought to be registered therefore.

Inre Universal Oil Products Company, 476 F.2d 653, 177 USPQ 456, 457 (CCPA 1973).

With reference to the original specimen (shown above), LINK AND SYNC is displayed as“Link and Sync (;m) Operation” in

a sales presentation. The word “Operation” means “the state of being operative or functional,” 3 “abusiness” 4 or “acourse
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IN RE RENAISSANCE ENERGY, LLC, 2007 WL 1580019 (2007)

or procedure of productive or industrial activity.” 5 The commercial impression created by the specimenisa*“Link and Sync”
activity or service. If we substituted the word “ Services” for “Operation” (i.e., “Link and Sync (im) Services’), the commercial
impression engendered by the mark would be the same (i.e., Link and Sync Business or Link and Sync Activity”). In addition,
because of the position, prominence, and size of “Link and Sync,” it will be understood to be a service mark.

“Link and Sync” is directly associated with the energy management services as evidenced by the text in the lower right-hand
side of the specimen. That text reads as follows:

To monitor and contral ... both wind plant production and loads, Link and Sync [services] uses the following communication
mediums:

A. Power Systems Carrier

B. Copper and fiber leased telephone lines
*3 C. Microwave

D. Radio

Inview of the foregoing, we find that the original specimen shows service mark use of “Link and Sync.” On the other hand, the
Executive Summary submitted as a substitute specimen does not evidence service mark use. In the Executive Summary, “Link
& Sync” identifies the method or process for energy management as shown by the use of the term “Link & Sync technology.”
The relevant portion of the Executive Summary is set forth below (emphasis added):

The Company's core objective is to optimize the amount of generation that can be interconnected to the delivery system, that
generation will bereliably scheduled and delivered to the target customer using the newly developed Link & Sync technology.
Renaissance Energy developed Link & Sync technology.

By using Link & Synctechnology, whichisacertified and tested application, Renai ssance Energy can reliably maintain linkage
of dedicated generation to dedicated load ...

Renaissance Energy's unique devel opment and integration of Link & Sync technology bringsto realization the core objectives
with aminimal amount of added infrastructure.... With Link & Sync technology, Renaissance Energy providesits customersa
competitive advantage in linking wind generation through the transmission and distribution system to the point of wind energy
use.

By providing the Link & Sync solution for power producers, utilities, and most importantly consumers, Renaissance Energy
makes wind generation appear dispacthable (sic). This dispatchability is at the core of the Link & Sync technology and will
be areal breakthrough for the electrical and energy industry.

Asused in the Executive Summary, clients and prospective clientswould not perceive“Link & Sync” to be aservice mark. The

word “technology” means “atechnological process, invention, method, or the like.” 6 When applicant usesthe phrase “Link &

Sync technology,” it engenders the commercial impression of the“Link & Sync process.” The same holds true with respect to
the use of “Link & Sync solution.” The word “solution” means “a particular instance or method of solving; an explanation or

answer”  or “the method or process of solving a problem.” 8 When applicant uses the phrase “Link & Sync solution,” it, too,

engenders the commercial impression of the“Link & Sync process.” Accordingly, the Executive Summary isnot an acceptable
specimen of service mark use.

Mext
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Decision: The refusal to register the mark is reversed contingent upon applicant filing a new drawing to amend the mark to
conform to the mark shown in the origina specimen (i.e., LINK AND SYNC). Applicant is alowed thirty days from the
mailing date of this decision to file an amended drawing which conformsto the mark as used on the specimen found to display
acceptable service mark use.

Footnotes

1
2

0 N O 01 b~

Application Serial No. 78084358, filed September 18, 2001.

Because an ampersand (&) isasymbol for theword “and,” “Link and Sync” and “Link & Sync” are interchangeable. See InreFinlay
Fine Jewelry Corp., 41 USPQ2d 1152, 1154 (TTAB 1996)(“NY” and “New Y ork” areinterchangeable as having identical meaning).
Accord In re Strathmore Products, Inc., 136 USPQ 81, 82 (TTAB 1962)(GLISTEN and GLISSN have the same meaning because
GLISSN ismerely a contraction of the word GLISTEN).

American Heritage Dictionary of the English Language (4th ed. 2006). The Board may take judicial notice of dictionary definitions.
University of Notre Dame du Lac v. J.C. Gourmet Food |mports Co., 213 USPQ 594 (TTAB 1982), aff'd, 703 F.2d 1372, 217 USPQ
505 (Fed. Cir. 1983).

Dictionary.com Unabridged (V 1.1) from the Random House Unabridged Dictionary (2006).

Id.

Dictionary.com Unabridged (V 1.1) from the Random House Unabridged Dictionary (2006).

Id.

American Heritage Dictionary of the English Language (4th ed. 2006).
2007 WL 1580019 (Trademark Tr. & App. Bd.)

End of Document © 2013 Thomson Reuters. No claim to original U.S. Government Works.
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IN RE SOLUTIONS NOW, 1999 WL 670730 (1999)

1999 WL 670730 (P.T.O.)
THIS DISPOSITION ISNOT CITABLE AS PRECEDENT OF THE T.T.A.B.
Trademark Trial and Appeal Board
Patent and Trademark Office (P.T.O.)
IN RE SOLUTIONS NOW

Serial No. 74/645,035
August 27,1999
*1 Donald R. Piper, Jr. of Dann, Dorfman, Herrell and Skillman, P.C. for Solutions NOW.
Angela Lykos, Trademark Examining Attorney
Law Office 102
(Thomas Shaw, Managing Attorney).

Before Hanak, Hohein and Wendel
Administrative Trademark Judges.
Opinion by Hanak

Administrative Trademark Judge:

Solutions NOW (applicant) seeks to register UNBUNDLING for “technical consultation and research in the fields of
engineering and product development.” The intent-to-use application wasfiled on March 7, 1995. Subsequently, applicant filed
a statement of use alleging afirst use date of January 28, 1996 and submitting three specimens of use.

The Examining Attorney refused registration pursuant to Sections 1, 2, 3 and 45 of the Trademark Act “on the basis that the
proposed mark merely identifies a process.” (Examining Attorney's brief page 1). When the refusal to register was made final,
applicant appealed to this Board. Applicant and the Examining Attorney filed briefs. Applicant did not request a hearing.

As the Examining Attorney acknowledges, if “the name of the process is used to identify both the process and the services
rendered by means of the process by the proprietor thereof, the designation may be registrable as a service mark.” (Examining
Attorney's brief page 3). Thislegal proposition was fully explained in In re Universal Qil Products, 476 F.2d 653, 177 USPQ
456 (CCPA 1973).

The key to understanding whether the term UNBUNDLING identifies (1) only a process and is thus not registrable, or (2)
identifies a service or a service and a process and is thus registrable must be determined by reviewing applicant's specimens
of use. In pertinent part, applicant's specimens read as follows:

SolutionsNOW ... hasdesigned and devel oped anew processto help military scientistsusetheir knowledge
and experience to create new strength in the commercial economy. ... Thefirst of these heretofore missing
linksis away to identify the know-how of the individual military technologist ... The interview uncovers
the individual subject'sway of knowing ... rather than the components of an invention or the military task
on which the person worked. In this way the process of UNBUNDLING (SM) focuses on the individual
technologist.

Applicant has made of record evidence showing that it has marketed its services to private corporations as well as to various
components of the United States military, such as the Office of Naval Research.
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IN RE SOLUTIONS NOW, 1999 WL 670730 (1999)

We find that the specimens of use demonstrate that applicant is rendering a specific service under the mark UNBUNDLING.
Put quite simply, applicant's services consist of assisting military personnel in transferring their technical knowledge to the
civilian field.

We recognize that in its specimens of use, applicant itself has used the word “process.” However, applicant could have just as
easily used theword “service” inlieu of theword “process.” Thus, applicant could have stated in its specimen of usethat it “has
designed and developed a hew service to help military scientists use their knowledge and experience to create new strength in
the commercia economy.” Likewise, applicant could have said that “in this way the service of UNBUNDLING (SM) focuses
on the individual technologist.” To focus on applicant's use of the word “process’ in lieu of the word “service” incorrectly
places form over substance. In any event, we believe that, at a minimum, applicant's mark UNBUNDLING identifies both a
process and a service, and thus pursuant to Universal Oil Products is registrable as a service mark.

*2 Decision: Therefusal to register isreversed.

E. W. Hanak

G. D. Hohein

H. R. Wendel

Administrative Trademark Judges, Trademark Trial and Appeal Board

1999 WL 670730 (P.T.O.)

End of Document © 2013 Thomson Reuters. No claim to original U.S. Government Works.
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Application of Universal Oil Products Co., 476 F.2d 653 (1973)

177 U.S.P.Q. 456

476 F.2d 653
United States Court of Customs and Patent Appeals.

Application of UNTVERSAL
OIL PRODUCTS COMPANY.

Patent Appeal Nos. 8906
and 8933. | April 19, 1973.

Consolidated appeals from decisions of Patent Office
Trademark Trial and Appeal Board affirming examiner's
refusal to register marks PACOL and PENEX for services.
The Court of Customs and Patent Appeals, Rich, J., held that
requirement that a mark must be used in sale or advertising
of services to be registered as a service mark is not met by
evidence which only shows use of mark as name of a process
and that the company is in business of rendering services
generaly, even though the advertising of the services appears
inthe same brochure in which the name of the processisused.

Affirmed.

West Headnotes (7)

[1 Trademarks
&= Weight and Sufficiency

Record on consolidated appeals from decisions
of Patent Office Trademark Trial and Appeal
Board affirming examiner's refusal to register
marks PACOL and PENEX for servicesfailed to
show that these marks had been used in sale or
advertising of services. Lanham Trade-Mark Act,
88 3, 45, 15 U.S.C.A. 88 1053, 1127.

1 Cases that cite this headnote

[2] Trademarks
&= Particular Cases

Requirement that a mark must be used in sae
or advertising of services to be registered as a
service mark is not met by evidence which only
shows use of mark as name of a process and that
the company isin business of rendering services
generally, even though the advertising of the
services appears in the same brochure in which
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(3]

[4]

(5]

(6]

[7]

the name of the process is used. Lanham Trade-
Mark Act, 88 3, 45, 15 U.S.C.A. §§ 1053, 1127.

Trademarks
= Services and Service Marksin Generd

Minimum requirement for registration of a
service mark is some direct association between
the offer of services and the mark sought to be
registered therefor. Lanham Trade-Mark Act, 88
3,45,15U.S.C.A. §§ 1053, 1127.

Trademarks
&= Particular Goods, Services, or Other Subject
Matter

A mark or name used for a process is not
registrable as a service mark. Lanham Trade-
Mark Act, 88 3, 45, 15 U.S.C.A. §§ 1053, 1127.

Trademarks
o= Particular Goods, Services, or Other Subject
Matter

A process, per se, isnot a“service,” for purposes
of statute providing for registration of service
marks. Lanham Trade-Mark Act, 8§ 3, 45, 15
U.S.C.A. 881053, 1127.

Trademarks
&= Alphabetical Listing

Pacol

Trademarks
o= Alphabetical Listing
Penex

Attorneysand Law Firms

*654 John T. Lanahan, Des Plaines, Ill., of record, for
appellant; Sidney W. Russell, Arlington, Va., of counsel.
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Application of Universal Oil Products Co., 476 F.2d 653 (1973)
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S. Wm. Cochran, Washington, D. C., for the Commissioner
of Patents; John W. Dewhirst, Washington, D. C., of counsel.

Before MARKEY, Chief Judge, RICH, BALDWIN and
LANE, Judges, and ALMOND, Senior Judge.

Opinion
RICH, Judge.

These consolidated appeals are from decisions of the Patent
Office Trademark Trial and Appeal Board affirming the
examiner's refusal to register two word marks for services.
We affirm.

No. 89061 involves the mark PACOL 2 sought to be
registered for “research, development, evaluation, market
and economic studies, consultation, design, engineering, and
technical services in connection with a process for the
dehydrogenation of normal paraffins’ in Class 100 and for
“construction, installation. operation and servicing for others
of aprocess for the dehydrogenation of normal paraffins’ in
class 103.

No. 8933° involves the mark PENEX* sought to be
registered for “research, development, evaluation, market
and economic studies, consultation, design engineering
and technical services for others in connection with an
isomerization process.”

The applicant, Universal Oil Products Company, isthe same
in each case and the evidence it supplied to support the
applications is in large part identical. The same legal issues
are present in the two appeals. The board decision in PENEX
was rendered two months after the decision in PACOL and
largely relies thereon for support.

Refusal of registration for both marks was on the ground
that the specimens did not evidence use thereof to identify
the services named in the applications. The specimens filed
demonstrate that PACOL is used by appellant as the name
of a process for converting n-paraffins to corresponding n-
olefins by direct catalytic dehydrogenation and that PENEX
is used as the name of a process for the continuous catalytic
isomerization of norma pentane and hexane and mixtures
thereof. In each case one specimen is a 12-page brochure
entitled “UOP Processing Guide” which describes briefly
the PACOL and PENEX processes as well as eleven other
processes of “UOP.” Nowhere in this brochure, however,
is there a reference to PACOL or PENEX services. The
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back page of the brochure is headed “WHAT'S YOUR
PROBLEM?’ and contains a column of description under
the subheading “UOP's engineering, technical and marketing
services are available to help you find the answer.” There is
no question but that it shows appellant to be in the business of
rendering such services. Particularly relied *655 on are the
statement in the subheading, just quoted, and the statements
thereunder that

UOP is equipped to design and build any plant incorporating
any of its processes and to train refinery personnel for its
operation and maintenance. * * *

Additionally, UOP offers economic, marketing, and
management services to the petroleum industry-* * *.

The essence of the argument in these appeal sis that appellant
would have us rule that the use of the marks sought to be
registered on processes which, presumably, it licenses others
to use, coupled with its rendition of services, constitutes use
of PACOL and PENEX as service marks under the law.

[1] [2] [3] Section 3 of the Lanham Act (15 U.S.C.
§ 1053) provides for the registration of “service marks.”
Section 45 (15 U.S.C. § 1127) defines “service mark” as “a
mark used in the sale or advertising of services to identify
the services of one person and distinguish them from the
services of others.” The Patent Office position is that, so far

as the records in these appeals show, 5 neither PACOL nor
PENEX has been so used. We see no error in that conclusion.
The requirement that a mark must be “used in the sale or
advertising of services’ to be registered as a service mark is
clear and specific. We think it is not met by evidence which
only shows use of the mark as the name of a process and
that the company is in the business of rendering services
generally, even though the advertising of the services appears
in the same brochure in which the name of the processis used.
The minimum requirement is some direct association between
the offer of services and the mark sought to be registered
therefor. See Ex parte Phillips Petroleum Co., 100 USPQ 25
(Com'r. Pats.1953). Thereis no evidence of such association
before us. The advertising of the servicesis under no mark at
al and isin abrochure offering to license or install processes
bearing a dozen or more different names.

[4] Appdlant would have us hold that “the association
of services with a name of a process’ is sufficient to
warrant registration of that name as a service mark. The
argument starts from the premise that PACOL and PENEX
are process names rather than marks associated with services.
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The proposition put to usisthat the names of processes ought
to be registrable as “service marks’ under the Lanham Act.
The tenuous reasoning in support of this proposition is based
on dictum in In re Radio Corporation of America, 205 F.2d
180, 40 CCPA 1025 (1953), where this court, in discussing
registration of the slogan “The Music You Want When Y ou
Want It,” said:

We believe it equally true that Congress
intended a service mark to function
in such a fashion as to identify
and distinguish those things of an
intangible nature, such as services,
in contradistinction to the protection
aready provided for the marks affixed to
those things of a tangible nature such as
goods and products.

From this statement appellant argues that service mark
registration was set up “not for services aone, but for
‘intangible things,” that a process is an intangible thing,
therefore, a mark or name used for a process should be
registrable as a service mark.

We rgject this argument. Whatever the court in the Radio
Corporation opinion may have intended, we are sure it was
not that every mark used in connection with an intangible
is registrable as *656 a service mark. No such question

Footnotes

1 Opinion below reported at 167 USPQ 245.

2 Application serial No. 274,562, filed June 22, 1967.
3 Opinion below abstracted at 167 USPQ 576.

4 Application serial No. 302,157, filed July 5, 1968.
5

was under consideration and the next sentence of the
opinion is, “Clearly had Congress intended service marks
to apply to goods or products, we believe it would have so
stated.” (Emphasis ours.) The discussion was whether the
slogan was being used on aradio program or to promote the
sale of RCA Victor Red Seal Records. The court held it was
being used to promote the sale of records-tangible things-and
was therefore not registrable as a service mark and affirmed
the Patent Office.

[5] It is clear enough to us that a “process,” per se, is
not a “service.” A process can be carried out for oneself
or for others; it can be licensed to others to carry out for
themselves, which appears to be what UOP does. Carrying
out a process for others could be rendering a service as, for
example, operating a laundry. But that is not the kind of
thing UOP does. It helps others to carry out processes but
in so doing or in advertising its willingness to do so in the
specimens of record it has not associated PACOL or PENEX
with its services. Direct association is the minimum it must
show.

The decisions of the board in both appeals are affirmed.
Affirmed.
Parallel Citations

177 U.S.P.Q. 456

Appellant's brief states that in another application to register PENEX as a service mark a specimen therein includes the statement

“Penex and Platforming engineering, technical, and marketing services are available upon request,” and that the application was
approved. The Patent Office brief confirms that registration No. 940,145 was issued thereon on Aug. 1, 1972. The solicitor says this

merely “highlights the deficiency in the cases on appeal .”

End of Document
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