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Overview

• Motivation

• Definitions and Legal Background

• Data

• Descriptive Statistics

• Policy Implications
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iPhone
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Announced on January 9, 2007
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Announced on January 9, 2007
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Released on June 29, 2007
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Trademark filed at USPTO on Sept. 26, 2006
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Trademark filed in Trinidad and Tobago on March 27, 2006
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Trademark filed by Ocean Telecom Services LLC
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Bungie’s Destiny
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Trademark filed at USPTO on March 11, 2013
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Disclosure on March 15, 2013
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Trademark filed in Trinidad and Tobago on Oct. 5, 2012
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Trademarks as market intelligence
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Trademarks as market intelligence
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Trademarks as market intelligence
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Definition

Submarine trademarks are trademarks

1 whose publication and hence disclosure to the public is strategically
delayed

2 that are filed by shell companies instead of the company that intents
to use the trademarks in commerce.
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Legal background

• Trademark protection through common law and federal
registration

• Important advantages to registration (nation-wide priority right)

• Registration with USPTO

• USPTO publishes pending application

• Use establishes legal right

• International agreements: Paris Convention and Madrid System
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Product announcements and submarine TMs: IPAD AIR
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Product announcements and submarine TMs: IPAD AIR
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Product announcements and submarine TMs: IPAD AIR –
Google Trends

Submarine filing date

U.S. filing date
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Product announcements and submarine TMs
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Data

• USPTO Trademark Case Files Dataset 1977-2016

• Filing, prosecution, foreign priority, publication, registration &
assignment of trademarks (Graham, Hancock, Macro, and Myers,
2013)

Frame Counts Filings Class Filings
(000) (000)

Case Files 8,608 10,612
Excl. pre-2005 filings 3,772 5,001
Excl. foreign owners 3,091 3,843
Excl. state & fed. agencies, trusts, foundations 3,081 3,829
Excl. certification, collective, non-visual marks 3,073 3,820
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Submarine TM vs. Submaring entity

Trademark Filings submarining non-submarining total
entity entity

submarine tm 896 - 896
% col 4.20 - 0.03
% row 100.00 - 100.00

non-submarine tm 20,429 3,051,376 3,071,805
% col 95.80 100.00 99.97
% row 0.67 99.33 100.00
total 21,325 3,051,376 3,072,701
% col 100.00 100.00
% row 0.69 99.31
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Total number of submarine trademark filings with USPTO
claiming priority abroad by filing year
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Total number of submarine trademark filings with USPTO
claiming priority abroad by filing year: own name vs shell
company
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Total number of submarine trademark filings with USPTO
claiming priority abroad by filing year and submarine
jurisdiction
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Total number of submarine trademark filings with USPTO
claiming priority abroad by filing year and status
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Total number of companies filing submarine trademarks
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Submarining entity filings

Rank Company Submarine TMs Non-Sub.s Sub. TM
% Share # All # Shell comp. # All intensity %

1 Apple inc 45.20 405 56 237 63.08
2 Mattel inc 7.81 70 0 8,051 0.86
3 Zynga inc 7.70 69 0 112 38.12
4 T-Mobile inc 4.58 41 32 816 4.78
5 Cisco Technology inc 4.46 40 0 285 12.31
6 Google inc 3.13 28 0 398 6.57
7 Intel Corporation 2.57 23 0 101 18.55
8 Beats Electronics llc 2.34 21 0 71 22.83
9 Nest Labs inc 1.79 16 0 33 32.65

10 Instagram llc 1.67 15 0 63 19.23

Notes: The table shows the total number of trademark filings with the USPTO
between 2000-2016 by a given applicant that claim priority in Jamaica, Mauritius,
Saint Lucia, or Trinidad and Tobago.
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Submarining entity: submarine TM intensity
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Descriptive statistics
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Nice classes

• Class 9: Scientific
apparatus &
instruments, namely,
computer hardware...

• Class 38:
Telecommunications,
namely,
communication via
portable electronic
devices...

• Class 41: Education,
namely, providing
information, news,
and commentary...

• Class 42: Scientific &
technological services,
namely, provision of
search engine
services...
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Nice classes
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Descriptive statistics

35 / 46



Google-owned design only marks
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Descriptive statistics
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Lag between foreign & US filing dates
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Descriptive statistics
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Descriptive statistics
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Descriptive statistics
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Submarine Strategy: Avoid hold-up and/or squatting

• Relatively high suspension and opposition rates suggest submarine
strategy may not be effective at avoiding hold-up or delay at
USPTO

• Selection bias → strategy pursued where suspension and opposition
most anticipated

• High proportion of submarine TMs used as basis for Madrid
international registration suggests global market strategy

• Earliest possible priority → deter squatters in foreign jurisdictions
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Submarine Strategy: Marketing

• Higher share of submarine TMs design-only marks
• Icon or visual-based association suggests strong brand recognition
• Branding and avoiding squatters abroad – avoid language barriers to

deployment in diverse markets

• Smaller share with disclaimer
• Less propensity to include generic or descriptive elements
• Creative product names more fanciful and/or arbitrary

• Higher proportion report prior related marks
• Sophisticated applicants
• Extending existing brand/product names to new goods and services
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Submarine Strategy: Preserve first-mover advantage

• Higher share of submarine TMs filed for both goods and services
and more classes per filing

• Innovative product/name – applications spanning diverse goods and
services categories

• Obtain earliest priority date across diverse classes

• Higher suspension and opposition rates
• Crowded product/name space – Nice class 9
• Higher scrutiny from competitors

• Exploring other proxies:
• Entity filing in new nice
• Identification of goods and services (IDs) – similarity of text to prior

filings within same class
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Policy

• Apple iwatch UK High Court decision

• Bad faith filing by Apple’s shell company Brightflash?

• “The current applicant [Apple] is one of the biggest and most
successful brands in the world. With such fame and reputation it is
inevitable that its actions would be closely monitored by third
parties with dishonest intentions. Therefore, even if the applicant
appointed an ‘‘affiliate” company to apply for its trade marks in
order to avoid drawing unwanted attention to its marketing plans, is
this behaviour which would be considered to be dishonest or fall
short of the standards of acceptable commercial behaviour observed
by reasonable and experienced men in the relevant industry? In my
view, it is not. In fact, I consider that it would be regarded as
prudent behaviour which is manufacturer is entitled to take to
protect its commercial interests.”
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Policy

• Should we allow applicants to delay publication of
trademarks?

• Trade-off between allowing company to secure some form of
exclusivity and forcing it to notify the public about the scope of its
property right

⊕ Positive effect from exclusivity on the willingness to invest in
development and marketing of a product (direct effect)

	 Public notice provides information to competitors and squatters

• Negative effect on the competitor’s willingness to invest in the
development and marketing of the competing product due to
increased uncertainty

⊕ Positive effect for delaying firm from negative effect on competitor
(indirect effect)

46 / 46


