
From: Allison S. Ricketts [mailto:aricketts@fzlz.com]  
Sent: Friday, June 03, 2016 4:52 PM 
To: TTABFRNotices <TTABFRNotices@USPTO.GOV> 
Subject: Comment on Proposed Rules - 2.105 and 2.113 - "Email or Correspondence Address of Record" 

 

 

The Board proposes to amend §§ 2.105(b) and (c) to provide that it will effect service of the 

notice of opposition at the email or correspondence address of record for the parties, their 

attorneys, or their domestic representatives, and that it proposes to amend §§ 2.113(b) and (c) to 

provide that it will effect service of the petition for cancellation at the email or correspondence 

address of record for the parties, their attorneys, or their domestic representatives. 

 

Proposed rule 2.105 pertains to “Notification to parties of opposition proceeding(s),” and 

proposed rule 2.113 pertains to “Notification of cancellation proceeding.” 

 

The term “email or correspondence address of record” is not defined in the proposed rules, and 

there is no field in the Trademarks TSDR database (“TSDR”) entitled “Email or Correspondence 

Address of Record,” or even “Correspondence Address of Record.”  The final rules should 

clarify how the applicant or owner establishes the “email or correspondence address of 

record.”  Email addresses and street addresses can be entered in up to four places in a record:   

 

 “Current Owner(s) Information.”  In TSDR, this field displays the owner name 

and a street address.  It does not display an email address, though an email 

address is collected and maintained in the Office’s records. 

 “Correspondent.”  In TSDR, this field displays a person’s name, company name 

(if applicable), and a street address, and an email address, if one has been 

provided. 

 “Attorney of Record.”  In TSDR, when an attorney is entered in the record during 

prosecution of an application or in the course of filing a maintenance document, 

this field will display the attorney’s name, but does not display a street address 

(although the attorney’s street address can be found by searching in the complete 

file).  This field may display an email address, if one has been provided. 

 “Domestic Representative.”  If a domestic representative has been appointed, in 

TSDR this field will display the name of an individual or a law firm, and may 

display an email address, if one has been provided.  It does not display a street 

address (although the domestic representative’s street address can be found by 

searching in the complete file). 

 

Information entered in any of these four fields can linger in the database even when it is no 

longer accurate.  For example, according to the USPTO’s Rules (37 C.F.R. §2.17(g); TMEP 

604.02), an attorney who was appointed to prosecute the application is no longer the Attorney of 

Record once the registration issues or ownership changes.  In other words, once a registration 

issues, there is no “Attorney of Record” for the registration.  However, the name (and possibly 

the email address) of the attorney who prosecuted the application remains in the “Attorney of 

Record” field unless affirmatively removed by the attorney, the registrant, or a new owner.  In 
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order to remove information from this field, the attorney must file a request to withdraw, or the 

registrant must file a revocation of the power of attorney, even when the power of attorney has 

already ended by operation of the rules.  When ownership changes, the new owner must either 

contact the prior attorney to request that it file a request to withdraw, or revoke a power of 

attorney that it never appointed.  Likewise, when the Attorney of Record also served as the 

Correspondent during the course of prosecution of the application, the name, street address (and 

possibly the email address) of that attorney remains in the “Correspondent” field in the 

Trademark TSDR database unless affirmatively removed by attorney, the registrant, or a new 

owner.  Once an email address has been entered in the record in the “Correspondent” field, a new 

email address must be entered in order to “overwrite” the existing email address.  Providing an 

email address is optional, though, so if the new correspondent information does not include a 

new email address, the former email address is not overwritten, and will continue to appear in 

this field.  See Exhibit A (Reg. No. 2146500 – attorney and correspondent email addresses are 

out of date).  If an attorney seeks to remove her name from the Attorney of Record field, the 

form requires her to supply new correspondent information for the applicant/owner, even if the 

reason for withdrawal is that the registration has been assigned, and she has no relationship to the 

new owner and no authorization to supply new correspondence information on its behalf.  See 

Exhibit A2 (red asterisks denote required fields for new correspondence information, though 

note that the “name” field is not a fillable field, i.e., a name cannot be entered.)  Although this 

form allows an email address to be entered, the instructions state that entry of a new email 

address to which the USPTO will send correspondence must be accomplished by submission of 

the “Change of Correspondence Address” form. 

 

If an attorney appears for the applicant in an opposition proceeding, the Board updates the name 

and street address of the “Correspondent” in the TSDR record, but apparently does not update 

the correspondent’s email address.  See Exhibit B (RN 3855262; and SN 8663198 (new email 

address supplied, but not updated in Correspondent field)). 

 

It is optional for an owner to appoint a Domestic Representative.  If the original applicant 

appointed a domestic representative, but the registration is assigned to a new owner who does not 

appoint a new domestic representative, the information for the original owner’s domestic 

representative will remain in the record unless affirmatively removed, even though the new 

owner has not, in fact, ever appointed a domestic representative.  See Exhibit C (RN 1829143). 

 

When a change affecting ownership of the registration is recorded with the Assignments Branch, 

it is necessary to prepare a “cover sheet” that provides the name and address of the new owner, 

and that includes an address for correspondence.  Recordal of such a document can sometimes 

cause the TSDR “Current Owner(s) Information” field to be updated, but will not cause the 

“Correspondent” field in TSDR to be updated.  As to the new owner information, TMEP § 

503.01 states that: 

 

[r]ecording a document with the Assignment Recordation Branch does not 

necessarily change or update the ownership of record shown in the Trademark 

database.  There are circumstances in which the Trademark database will be 

updated automatically upon the recordation of an assignment, change of name, or 

other document transferring title.  See TMEP §§504 and 504.01.  In all other 
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cases, the new owner must separately notify the Trademark Operation in writing 

of the recordation of a document, and request that the Trademark database be 

updated manually. 

 

Even in the circumstances in which the recordal meets the requirements for TSDR to be 

automatically updated, only the “Current Owner(s) Information” field is updated.  No changes 

are made to information that may appear in the “Attorney of Record,” Correspondent,” or 

“Domestic Representative” fields.  See TMEP § 504 (“Automatic updates to the ownership 

information will not automatically update the correspondence address in the USPTO records”) 

and TMEP § 503.01(b) (“If an assignment document is recorded with the Assignment 

Recordation Branch and it includes a new correspondence address, the USPTO will not enter the 

change of correspondence address or update the Trademark database.  The mere inclusion of the 

new correspondence address on documents filed with the Assignment Recordation Branch does 

not effect a change in the correspondence address in the Trademark database, even if the 

ownership information is automatically updated.  The USPTO will not change the 

correspondence address unless a separate written request is made to explicitly change the 

correspondence address.”)   

 

An applicant and owner “have a duty to maintain a current and accurate correspondence 

address.”  37 CFR § 2.18; TMEP § 609.03.  In the past, the applicant or owner would send a 

paper with new address information or correspondent information to the Office, and it was the 

Office’s responsibility to update its records with this information, including removing outdated 

information from the record (and that was not a perfect system either).  The introduction of 

TEAS forms enabled applicant/owners to update this information themselves, but has introduced 

new complexities.  The fundamental issue is that the rules do not clearly define the field in which 

“current and accurate correspondence address” should reside.  And while there are numerous 

opportunities for an applicant/owner to provide correspondence information in various TEAS 

forms, this information may or may not actually cause the TSDR record to be accurately or 

completely updated. 

 

For example, an owner may believe that it has satisfied its duty of maintaining a current and 

accurate correspondence address by filing a Change of Owner’s Address form, since this enables 

the owner to provide both its new address and a new correspondence address.  Having provided 

both sets of information, it seems reasonable for an owner to believe it has updated both 

fields.  However, the instructions for the form say that submission of this form will update the 

“Correspondent” field only if there is no Attorney of Record.  See Exhibit D (TEAS 

instructions).  An owner may reasonably believe that since the attorney’s power of attorney 

ended upon issuance of the registration, there is no longer an “Attorney of Record,” and thus this 

warning does not apply to its submission.  But what this instruction really means is that unless 

the Attorney of Record field in TSDR is blank, the Correspondent field in TSDR will not be 

updated.  Thus, while new correspondence information has been collected, the owner’s intention 

to update the Correspondent field has been frustrated due to a programming instruction that 

suppresses this updated information when data appears in the Attorney of Record field.   

 

In conclusion, since the term “email or correspondence address of record” is not a defined field, 

and since there is no field with this name in the TSDR database, and since out-of-date 



information is known to linger in the database following issuance of a registration and following 

recordal of a change in ownership of the registration, the final rules should be definite about 

which email or correspondence address that appears in the record is the operative one for 

purposes of the rule.  In the alternative, the rules should explain the process or assumptions that 

the Board will apply in ascertaining the operative email or correspondence address for an 

application or registration when the various address fields are inconsistent or reflect out of date 

information. 

 

Thank you for your consideration. 

 

Regards, 

 

Allison 
 

Allison Strickland Ricketts |  Fross Zelnick Lehrman & Zissu, P.C. 
866 United Nations Plaza |  New York, NY 10017 
212-813-5967 (direct) |  aricketts@fzlz.com 
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