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OED: enrollment

 Authorization to practice before the USPTO in patent
matters:

— Attorneys, agents, and limited recognition.
3 factors for registration:

— Scientific and technical qualifications;

— Legal competence: registration exam; and

— Moral character.

See 37 C.F.R. § 11.7 and General Requirements Bulletin.



Design Patent Practitioner Bar

* On November 16, 2023, the USPTO published a final rule establishing new
technical criteria for applicants that wish to practice design patent work only.

« The application process for design patent practitioner applicants began January
2,2024.

« The final rule expanded the technical criteria to now also include a bachelor’s,
master’s or doctorate of philosophy degree in industrial design, product design,
architecture, applied arts, graphic design, fine/studio arts, art teacher education,
or a degree equivalent to one of the listed degrees.

« Once scientific and technical criteria are met, design patent practitioner
applicants must take and pass the current registration examination and pass a
moral character evaluation.



Design Patent Practitioner Bar, cont'd

« Upon registration, design patent practitioners may practice in design patent
matters only.

— If an applicant or registered practitioner meets the scientific and technical
criteria to sit for admission to the registration examination (Category A, B, &
C; see Bulletin for Admission to the Examination for Registration to practice
in Patent Cases Before the UPSTO here
https://www.uspto.gov/sites/default/files/documents/OED GRB.pdf), then
they can also practice design patent matters.

« Additional information about becoming a design patent practitioner may be

found at:
https://www.uspto.gov/sites/default/files/documents/OEDDesignBarFlyer.pdf.


https://www.uspto.gov/sites/default/files/documents/OED_GRB.pdf

Practice before the USPTO and Artificial Intelligence (Al)

* On April 11, 2024, the USPTO issued a Federal Register notice, Guidance on Use of
Artificial Intelligence-Based Tools in Practice Before the United States Patent and
Trademark Office. See https://www.federalregister.gov/documents/2024/04/11/2024-
07629/guidance-on-use-of-artificial-intelligence-based-tools-in-practice-before-the-
united-states-patent.

*  When practicing before the USPTO, practitioners' use of Al may implicate ethical
considerations.

« 37 C.FR. §11.18 imposes duties on parties and practitioners in connection with
submissions before the USPTO, including the practitioner’s signature pursuant to 37
C.F.R. 88 1.4(d)(1), 2.193.

« 37 C.FR.§11.18(b), in part, stipulates that parties presenting papers to the Office
make a certification, formed after a reasonable inquiry, as to evidentiary support for
factual contentions and allegations.

« See https://www.uspto.gov/initiatives/artificial-intelligence/artificial-intelligence-
resources



Practice before the USPTO

« Activities that constitute practice before the USPTO are broadly defined in
37 C.FR. 88 11.5(b) and 11.14:

Includes communicating with and advising a client concerning matters pending or
contemplated to be presented before the USPTO (37 C.F.R. § 11.5(b));

Consulting with or giving advice to a client in contemplation of filin? a patent
application or other document with the USPTO (37 C.F.R. § 11.5(b)(1)); or

Consulting with or giving advice to a client in contemplation of filing a trademark
application or other document with the USPTO (37 C.F.R. § 11.5(b)(2)).

Nothing in this section (37 C.FR. § 11.5(b)) proscribes a practitioner from employing or
retaining non-practitioner assistants under the supervision of the practitioner to assist
the practitioner in matters pending or contemplated to be presented before the
USPTO.

See also 37 C.F.R. § 11.14 for details regarding individuals who may practice before the
USPTO in trademark and other non-patent matters.



OED: discipline

Mission: protect the public and the integrity of the patent and trademark
systems.

Statutory authority:
— 35 U.S.C. 88 2(b)(2)(D) and 32.
Disciplinary jurisdiction (37 C.F.R. § 11.19):

— All practitioners engaged in practice before the USPTQO, e.g., TM, pro hac
vice in PTAB, those representing others in OED proceedings, etc.; and

— Non-practitioners who engage in or offer to engage in practice before
the USPTO.

Governing regulations:
— USPTO Rules of Professional Conduct 37 C.FR. §§ 11.101-11.901; and
— Procedural rules: 37 C.FR. §§ 11.19-11.60.



Investigation and formal complaint process

« OED investigation begins with receipt of a grievance by the OED Director.

— Grievance: a written submission from any source received by the OED Director that
presents possible grounds for discipline of a specified practitioner. See 37 C.FR. § 11.1.

— Self-reporting is often considered as a mitigating factor in the disciplinary process.

« Time period for filing formal complaint = 1 year from receipt of grievance
but not later than 10 years from date of misconduct.

— See 35U.S.C. § 32 and 37 C.F.R. § 11.34(d).

« After investigation, OED Director may:
— Terminate investigation with no action;
— Issue a warning to the practitioner;
— Institute formal charges with the approval of the Committee on Discipline; or

— Enter into a settlement agreement with the practitioner and submit the same to the
USPTO Director for approval.

37 CFR. § 11.22(h).



USPTO disciplinary proceedings

« Referral to the Committee on Discipline (COD)
— OED presents results of investigation to the COD
— COD determines if probable cause of misconduct exists

« If probable cause is found, the Solicitor’s Office, representing the OED Director, files
formal complaint with hearing officer

— Hearing officer issues an initial decision; and

— Either party may appeal initial decision to USPTO Director, otherwise it becomes
the final decision of the USPTO Director.

See 37 C.FR. 88 11.22, 11.23, 11.32, 11.34, 11.40, 11.54 and 11.55.
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OED: other functions

* Pro Bono programs:
— Law School Clinic Certification Program; and
— Patent Pro Bono Program.

* Qutreach:

— Speaking engagements: continuing legal
education, roundtables/panels, diversion, pro
bono, recent rulemaking, etc.
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OED Diversion Program
37 C.F.R §11.30

In 2016, the ABA Commission on Lawyer Assistance Programs and the Hazelden Betty
Ford Foundation published a study of about 13,000 currently practicing attorneys and
found the following:

— About 21% qualify as problem drinkers;

— 28% struggle with some level of depression;
— 19% struggle with anxiety; and

— 23% struggle with stress.

Other difficulties include social alienation, work addiction, sleep deprivation, job
dissatisfaction, and complaints of work-life conflict.

The USPTO launched the Diversion Pilot Program in 2017 and it became formalized as
a rule in August 2023.

Guidance available at:
h’(cjt]ps://www.uspto.gov/sites/defauIt/files/docu ments/Diversion_Guidance_Document.
P



Warnings - 37 C.F.R. § 11.21

"A warning is neither public nor a disciplinary
sanction. The OED Director may conclude an
Investigation with the issuance of a warning. The
warning shall contain a statement of facts and
identify the USPTO Rules of Professional Conduct
relevant to the facts.”

« A warning will not be an option if a formal complaint
has been filed with a hearing officer.



Disciplinary sanctions -37 C.F.R. § 11.20

 Exclusion from practice before the USPTO
— Minimum of five years. See 37 C.F.R. § 11.60(b).

— Reinstatement only upon grant of petition. See 37 C.F.R. §§
11.58(a), 11.60(a).

« Suspension from practice before the USPTO for an
appropriate period

— Reinstatement only upon grant of petition upon expiration
of suspension period. See (.

* Reprimand or censure
* Probation (in lieu of or in addition to other sanctions)
* Possible conditions
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Other types of discipline

« Reciprocal discipline (37 C.F.R. § 11.24):

— Based on discipline by a state or federal program or
agency, and

— Often conducted on documentary record only

* Interim suspension based on conviction of a serious crime (37
C.F.R. § 11.25):

— Referred to a hearing officer for determination of final
disciplinary action

* Exclusion on Consent (37 C.F.R. § 11.27)

15



USPTO disciplinary matters
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USPTO disciplinary matters
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OED
Ethics scenarios and select case law



OED: Examples of misconduct

Neglect of client matters;
Failure to communicate with the client;
ying to the client;

_ack of candor to the USPTO:;
Trademark U.S. counsel cases; and

Fee and trust account issues.



Neglect/candor

In re Kroll, Proceeding No. D2014-14 (USPTO Mar. 4, 2016)

Patent attorney:

20

Attorney routinely offered (and charged) to post client inventions for sale on his website;
Did not use modern docket management system;

Failed to file client’s application, but posted the invention for sale on his website; and
Filed application 20 months after posting on the website.

Aggravating factors included prior disciplinary history.

Received two-year suspension.
Rule highlights:

37 C.FR. § 10.23(a) — Disreputable or gross misconduct;
37 C.FR. § 11.18(b) — Certification upon submitting of papers; and
37 C.FR. § 10.77(c) — Neglect.



‘ Conflicts between

L 44 clients



Conflict of interest

* In re Radanovic, Proceeding No. D2014-29 (USPTO
December 16, 2014)

— Patent attorney:

» Represented two joint inventors of patent application

» No written agreement regarding representation

» Attorney became aware of a dispute where one inventor alleged that the
other did not contribute to the allowed claims

» Continued to represent both inventors

» Expressly abandoned application naming both inventors in favor of
continuation naming one

— Mitigating factors included clean 50-year disciplinary history.
— Received public reprimand

22



Patent agent privilege



Patent agent privilege

* Onyx Therapeutics, Inc. v. Cipla Ltd. et. al.,, C.A. No. 16-988-LPS
(consolidated), 2019 WL 668846, (D. Del. Feb. 15, 2019)

— U.S. District Court found that a group of documents it inspected in camera would “almost
certainly be within the scope of attorney client privilege,” but would not be “protected by the
narrower patent agent privilege,” because they were not “reasonably necessary and incident
to” the ultimate patent prosecution.

— Documents were communications between scientists referencing prior art found by an
individual who performed a patent assessment at the direction of a patent agent.

— Email discussion among the scientists was found not to be protected by the patent-agent
privilege "because the assessment was done as part of a plan to develop new chemical
formulations, not to seek patent protection for already-developed formulations.”

24



Patent agent privilege

25

In re Queen’s University at Kingston, 820 F.3d 1287 (Fed. Cir. 2016)

— U.S. District Court granted Samsung’s motion to compel documents, including
communications between Queen’s University employees and registered (non-lawyer)
patent agents discussing prosecution of patents at issue in suit.

— Federal Circuit recognized privilege only as to those activities that patent agents are
authorized to perform (see 37 C.F.R. § 11.5(b)(1)).

In re Silver, 540 S.W.3d 530 (Tex. 2018)

— Lower court ruled that communications between client and patent agent were not
protected from discovery because Texas law did not recognize patent agent privilege.

— Supreme Court of Texas overturned, citing patent agents’ authorization to practice law.

Rule on Attorney-Client Privilege for Trials Before the Patent Trial and Appeal
Board, 82 Fed. Reg. 51570 (Nov. 7, 2017)



Pop Quiz!
Rule 1.56

@



Pop Quiz - Rule 1.56

Which of the following persons is least likely to have a duty to disclose material

information to the USPTO in connection with an application or proceeding pursuant to
37 CFR § 1.567

27

A. A registered practitioner representing an applicant in a reexamination proceeding;

B. An inventor working with her employer’s counsel on prosecution of the patent
application for her invention;

C. An unregistered R&D Director who coordinates related patent litigation and
reexamination proceedings for a company; or

D. A typist working for a law firm prosecuting a patent application.



Pop Quiz - Rule 1.56

Answer: D - Typist

“Individuals having a duty of disclosure are limited to those who
are 'substantively involved in the preparation or prosecution of
the application.” This is intended to make clear that the duty does
not extend to typists, clerks, and similar personnel who assist with
an application.”

- MPEP 2001.01
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Inequitable conduct:
In re Tendler, Proceeding No. D2013-17 (USPTO Jan. 8, 2014)

29

Patent attorney filed Rule 131 declaration re: reduction to practice with USPTO.

Soon after, attorney learned that the inventor did not review the declaration and that
declaration contained inaccurate information.

Respondent did not advise the Office in writing of the inaccurate information and did
not fully correct the record in writing.

District Court held resultant patent unenforceable due to inequitable conduct, in part,
because of false declaration. Intellect Wireless v. HTC Corp., 910 F. Supp. 1056 (N.D. Ill.
2012). Federal Circuit upheld.

— First requirement is to expressly advise the USPTO of existence of
misrepresentation, stating specifically where it resides.



Inequitable conduct, cont'd
In re Tendler, Proceeding No. D2013-17 (USPTO Jan. 8, 2014)

— Second requirement is that the USPTO be advised of misrepresented facts, making
it clear that further examination may be required if USPTO action may be based on
the misrepresentation.

— It does not suffice to merely supply the office with accurate facts without calling
attention to the misrepresentation.

« Settlement: Four-year suspension (eligible for reinstatement after two years).

30



Candor toward tribunal
In re Hicks, Proceeding No. D2013-11 (USPTO Sept. 10, 2013)

31

Attorney sanctioned by EDNY for non-compliance with discovery orders.

Federal Circuit affirmed sanction and found appellate brief to contain “misleading or
improper” statements.

— Brief reads, “Both the Magistrate and the District Court Found that RTI's and its
Litigation Counsel Hicks' Pre—Filing Investigation Was Sufficient.” However,
neither the magistrate judge nor the District Court ultimately found that RTl's or
Mr. Hicks's pre-filing investigation was “sufficient.”

— Mr. Hicks also failed to inform the court that a case citation was non-precedential
and therefore unavailable to support his legal contentions aside from “claim
preclusion, issue preclusion, judicial estoppel, law of the case, and the like.”

— Rates Technology, Inc. v Mediatrix Telecom, Inc., 688 F.3d 742 (Fed. Cir. 2012).

Settlement: public reprimand and one-year probation



Pop Quiz!

Signatures




Pop Quiz - sighatures

After consulting with Patent Agent, Client decided to have Patent Agent represent him in prosecuting
his patent application before the USPTO. Client wants to grant Power of Attorney to Patent Agent with
respect to the patent application.

Which of the following statements is accurate?

A. Patent Agent may sign the Power of Attorney since he is the Client's representative;
B. Patent Agent may sign the Power of Attorney on behalf of Client as long as Client agrees;
C. Client, as the applicant, is the only authorized individual to sign the Power of Attorney; or

D. Patent Agent or anyone acting under the authority of Patent Agent may sign the Power of
Attorney as long as Client gives prior consent.

33



Pop Quiz - sighatures

Answer: C — Client only

37 CFR § 1.32 Power of attorney.

kkkk*k

(b) A power of attorney must:

kkkkk

(4) Be signed by the applicant for patent (§ 1.42) or the patent
owner. A patent owner who was not the applicant under § 1.46
must appoint any power of attorney in compliance with 8§ 3.71
and 3.73 of this chapter.

34



Pop Quiz - sighatures

Patent Agent represents Inventor and files Inventor’s patent application with the USPTO
along with a properly executed Power of Attorney.

Which of the following statements is accurate with respect to the oath or
declaration in the application?

A. Patent Practitioner Agent may sign the oath/declaration since he is the Inventor’s
attorney/representative;

B. Patent Practitioner may sign the oath/declaration on behalf of Inventor as long as
Inventor gives prior consent;

C. Inventor is the only individual authorized to sign the oath/declaration; or

D. Patent Practitioner or anyone acting under the authority of Patent Practitioner
may sign the oath/declaration as long as Inventor gives prior consent.

35



Pop Quiz - sighatures

Answer: C — Inventor only

36

35 U.S.C. § 115(a)

"...Except as otherwise provided in this section, each individual
who is the inventor or a joint inventor of a claimed invention in an
application for patent shall execute an oath or declaration in
connection with the application.”

See however, substitute statements pursuant to 35 U.S.C. § 115(d).



Signatures on patent documents

« 37 CER. § 1.4(d)(1) Handwritten signature.

— "Each piece of correspondence, except as provided in paragraphs (d)(2), (d)(3), (d)(4), (e), and
(f) of this section, filed in an application, patent file, or other proceeding in the Office which
requires a person's signature, must:

« (i) Be an original, that is, have an original handwritten signature personally signed, in
permanent dark ink or its equivalent, by that person; or

* (i) Be a direct or indirect copy, such as a photocopy or facsimile transmission (§1.6(d)),
of an original. In the event that a copy of the original is filed, the original should be
retained as evidence of authenticity. If a question of authenticity arises, the Office may
require submission of the original.

37



Signhatures on trademark documents

« 37 C.FR. § 2.193 Trademark correspondence and signature requirements:
— “(a)...Each piece of correspondence that requires a signature must bear:

* (1) A handwritten signature personally signed in permanent ink by the person named
as the signatory, or a true copy thereof; or

* (2) An electronic signature that meets the requirements of paragraph (c) of this section,
personally entered by the person named as the signatory....

* k k * %
— (c) Requirements for electronic signature. A person signing a document electronically must:

* (1) Personally enter any combination of letters, numbers, spaces and/or punctuation
marks that the siﬂner has adopted as a signature, placed between two forward slash
("/") symbols in the signature block on the electronic submission; or

* (2) Sign the document using some other form of electronic signature specified by the
Director.”

38



Post-registration TM audit program

39

Launched as a pilot in 2012 to assess accuracy of use claims in TM registration maintenance
filings:

- Random selection of 500 TM registrations with six-year Section 8 or 71 declarations of
use;

51% (253) of audited registrations did not verify previously claimed use:
— 35% deleted good/services; and
— 16% failed to respond to Office actions and were cancelled.

Effective November 2017, the pilot program became a finalized rule permitting the USPTO
to require TM owner to submit information, exhibits and/or affidavits of declaration:

— Registration may be audited if a Section 8 or 71 declaration is filed and registration
includes one class with four or more goods/services OR two classes with two or more
goods/services.

Effective Jan 2, 2021, $250 per class fee required when:

— Goods/services, and/or class deleted after Section 8 or 71 is filed and before
acceptance.
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Post-registration TM audit program statistics

The following data shows a running total of audit actions and various other statistics since the
inception of the audit program in November 2017. This data is updated quarterly.

Audit actions to date

Type of action
First office actions issued

Registrations with a response deleting
goods/services/classes

Total registration cancellations
Represented by U.S. attorney

Attorney representation

Respondents represented by U.S. attorney

Unrepresented respondents

Nov 2017 - Dec 2023
29,022
49.53%

3,883

Nov 2017 - Dec 2023
83%
17%
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Trademarks: U.S. Counsel Rule

* Increase in foreign parties not authorized to represent trademark applicants and improperly
representing foreign applicants in trademark (TM) matters

Fraudulent or inaccurate claims of use are a burden on the trademark system and the public and
jeopardize the validity of marks.

»  Effective August 3, 2019:

— Foreign-domiciled trademark applicants, registrants, and parties to Trademark Trial and
Appeal Board proceedings must be represented at the USPTO by an attorney who is licensed
to practice law in the United States.

*  Final rule: 84 Fed. Reg. 31498 (July 2, 2019)
« Canadian patent agents are no longer able to represent Canadian parties in U.S. TM matters.

« Canadian TM attorneys and agents will only be able to serve as additionally appointed
practitioners:

— Clients must appoint U.S.-licensed attorney to file formal responses; and

— The USPTO will only correspond with the U.S. licensed attorney.

42



U.S. Counsel Rule - solicitation

43

Dear,

I would like to rent a U.S. lawyer's license or get granted to use your U.S. attorney licensed mformation. At same
time.I pay you yearly fee.

If you are mterested m 1t and want to discuss more,you can contact me.

Regards,

Francis




U.S. Counsel Rule - solicitation
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U.S. Counsel Rule decisions
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Yiheng Lou, Proceeding No. D2021-04 (USPTO May 12, 2021)
* NY-licensed attorney contracted with Chinese IP firm (5/12/2021).
Devasena Reddy, Proceeding No. D2021-13 (USPTO Sept. 9, 2021)
» CA-licensed attorney contracted with Indian TM filing firm (9/9/2021).
Bennett David, Proceeding No. D2021-8 (USPTO Sept. 24, 2021)

« Patent attorney and MA-licensed attorney contracted with Chinese IP firm
(9/24/2021).

Di Li, Proceeding No. D2021-16 (USPTO Oct. 7, 2021)

» CA-licensed attorney contracted with Chinese firm that consults with online
retailers (10/7/2021).

Tony Hom, Proceeding No. D2021-10 (USPTO Dec. 17, 2021)
* NY-licensed attorney contracted with several different Chinese firms (12/17/2021).



U.S. Counsel Rule decisions
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Jonathan Morton, Proceeding No. D2022-07 (USPTO Apr. 20, 2022)

* NY-licensed attorney contracted with foreign entities.

Kathy Hao, Proceeding No. D2021-14 (USPTO Apr. 27, 2022)

* CA-licensed attorney contracted with several foreign entities.

Weibo Zhang, Proceeding No. D2022-16 (USPTO July 11, 2022)

* NY-licensed attorney contracted with several foreign entities.

Elizabeth Yang, Proceeding No. D2021-11 (USPTO Dec. 17, 2021)

» CA-licensed attorney contracted with foreign firm serving online retailers.

Zhihua Han, Proceeding No. D2022-23 (USPTO Jan. 09, 2023)

* WA-licensed attorney contracted with several foreign firms to file both trademark
and patent applications.



U.S. Counsel Rule decisions
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Daoyou T. Liu, Proceeding No. D2022-03 (USPTO Aug. 9, 2022)
» TX-licensed attorney contracted with foreign entities.
Yi Wan, Proceeding No. D2022-04 (USPTO Apr. 11, 2022)
* NY-licensed attorney contracted with several foreign entities.
Jingfeng Song, Proceeding No. D2023-10 (USPTO May 4, 2023)
* IL-licensed attorney contracted with a foreign entity.
Kevin R. Gallagher, Proceeding No. D2023-28 (USPTO June 23, 2023)

* NJ and PA-licensed attorney contracted with two foreign entities.

Yue Niu, Proceeding No. 2023-32 (USPTO Jan. 3, 2024)

* NY and CA-licensed attorney contracted with two foreign entities.



U.S. Counsel Rule decisions
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Puja Jabbour, Proceeding No. D2023-33 (USPTO Sept. 6, 2023)
* GA-licensed attorney contracted with foreign entity.

Grace Lee Huang, Proceeding No. D2023-37 (USPTO Jan. 8, 2024)
* MO-licensed attorney contracted with foreign entity.

Jing Wang, Proceeding No. D2023-38 (USPTO Nov. 21, 2023)
* CA-licensed attorney contracted with two foreign entities.

Jie Yang, Proceeding No. D2024-04 (USPTO Feb. 2, 2024)

* IL-licensed attorney contracted with foreign entity.

Francis Koh, Proceeding No. D2024-07 (USPTO Feb 7, 2024)

* D.C, VA, and MD-licensed attorney contracted with several entities.



Hijacking of U.S. practitioner data

 Since the implementation of the U.S. counsel rule, the
Office has encountered several instances of co-
opting/hijacking of a U.S. practitioner’s name, address,
and/or bar number.

« Referral to state bars and other agencies that address
fraud and consumer protection

49



U.S. Counsel Rule - sponsorship

*  Per the USPTO.gov User Agreement, U.S. trademark (TM) practitioners may only sponsor
USPTO.gov accounts for their own employees, whom they supervise.

» Lately, there have been instances where U.S. TM practitioners have been solicited to
sponsor USPTO.gov accounts for foreign trademark filing entities. Also, there have been
instances where U.S. TM practitioners have sponsored users from foreign trademark filing
entities.

*  Such conduct violates the terms of the USPTO.gov User Agreement. Accordingly, the
Commissioner of Trademarks has suspended accounts of practitioners who engage in this
conduct.

« This conduct is also subject to investigation by the Office of Enrollment and Discipline for
ethical violation(s) of the USPTO Rules of Professional Conduct.

* In the future, all users (attorneys, paralegals and other sponsored account users) will be
required to verify their identity before filing TM documents with the USPTO.
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Trademark Scams: Domestic
€D P.TMA. puTENTAND TRADEMARK ASSOCTION LI

Publization of Prolected Patenis & Trademarks on the Internel * www.ptmaus * Info@pima.us
244 Fifth Avenue, Sulte# 2153, New York, NY 10001 * Tel: 646 757 1686 *Fax: 646 7571887 Keop thifor yourrecords

PAYMENT FOR TRADEMARK OWNER

SRADEamy T reed RBRARESS INFORMATION
PTMA REGISTRATION #: Frv
PERICD: uP TO 2018
GROSS AMOUNT: ]

Fatant snd Tragesark Database: Pasents & Trademarks Fublication by FTM&
O T LiRibee SIntas Pamant snd [rademans e, Wasninglon, DG 20297

TRADEMARK NAME

U.SP.T.O. REGISTRATION #:
REGISTRATION DATE
CLASSES:

THE TRADEMARK FUBLICATION FROVIDES THE MAME OF TRADEMAR OF PATENT GWHER

R PN E TS MET ANOUNT $725  PERIOD UP TG 2018 Prios mec. « : I
CWHER NAME AMND ADDRESS

INCLUDE THE PTMA REGISTRATION &
ON CHECK AMD SEND THIS STUB WITH CHECK IN THE |
REMITTANCE ENVELOPE TO:

EATENT AND TRADEMARK ASSOCLATION

244 FTETH AVE ., SUTTE NEw YORe, My 1O0OL

NI W DN | cieck # | | CHEGK YOUR DATA AND MAKE CORRECTION IF NECESSARY

Pament and Trodemark assoedscien matoh dd: OlansrEss
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Trademark Scams: Domestic contd

52

Patent & Trademark Bureau
2058 County Line Road #113

Huntingdon Valley, PA 19006 I||H ||||HIN ‘"ll

REMINDER
.COM

C

Correspondence address

Tacomark o I

Registration Number: [

I Number of classes: 1

Your trademark iz about to explre. Renewal date: Jan. 21, 2022
Your trademark registration requires a filing between the 19™ and 20™ years after registration to remain valid.
Sign and return this document in order to renew your trademark.

TRADEMARK IMPORTANT INFORMATION
Type of mark Servicemark Phebs roliam Ihis document wilh your signatune andior comeany s18me in
the space below if you would bke %0 renew your trademark. Your
Register Principal trademark wil be renewed for the period of ancther ten (10) years. The

Renewal date Jan. 21, 2022

rengwal fow is $1650 for one class and $850 for sach additional class
for the whole period of ten (10) years. You will recesve an Invoice from us

Filing date |

attar we have recewed this signed document from you. By signing tis
document you automatically empower Patent & Trademark Bureau to renew

Date in location  Oct. 02, 2012

the iademark siated above on your behall. Palent & Trademark Bureau
reminds companies when their radamanks are due for renawal Mote fat

Registration date [[NNINENEGEG

trademarks may be last if they are faled to be renewed in time. Patent &
Teademark Buiéau 4 & piivale bisiness tal is nol endomed by e U5

Classes ]

govemment. Patent & Trademark Burcau provides she capertise that

Serial number |

madern need to navigate e Patert and Tradermark Office’s
Teqistration and renewal procass. This ranawal s optionsl and only 028 as

GRAPHIC REPRESENTATION

a reminder. Hf you have any guestians regarding your remewal process
contact  us  wia e-mail  info@palectandtademarkbureaucom  or
15 207 0140

Date L L

Namg, Last nams

E-mail

Position

Signature

SIGN AND RETURN IN THE ENCLOSED ENVELOPE

if undelivered please return to:
Patent Trademark Bureau
PO Box 45672
2311 Cottman Ave Ste 10
Philadelphia, PA 19149
Please do not use this address for any correspendence

i

Patent Trademark Bureau
2058 County Line Road #113
Huntingdon Valley, PA 19006



Trademark Scams:

From: UNITED STATES DEPARTMENT OF COMMERCE | USPTO | COMMISSIONER FOR TRADEMARKS
<tmng notices @feesdue-uspto.us>

Date: Tue, Nov 21, 2023 at [REDACTED]

Subject: Official USPTO Notification of Notice of Allowance: U.S. Trademark Application SN
[REDACTED] -- Docket/Reference No.

To: <[REDACTED]>

NOTICE OF ALLOWANCE (NOA) AND FEE(S) DUE

U.S. Application Serial No. [REDACTED]
Mark: [REDACTED]

Owner/Holder: [REDACTED]
Docket/Reference No.

Issue Date: November 21, 2023

No opposition was filed for this application. The issue date of this NOA establishes the
due date for the filing of a Statement of Use (SOU) or a Request for Extension of Time
to file a Statement of Use (Extension Request). WARNING: An SOU that meets all legal
requirements must be filed before a registration certificate can issue. Please read below
for important information regarding the applicant’s pending six (6) month deadline.

SIX (6)-MONTH DEADLINE: Applicant has six (6) MONTHS from the NOA issue date to
file either:

- An SOU, if the applicant is using the mark in commerce (required even if the applicant
was using the mark at the time of filing the application, if use basis was not specified
originally); OR

- An Extension Request, if the applicant is not yet using the mark in commerce. If an
Extension Request is filed, a new request must be filed every six (6) months until the
SOU is filed. The applicant may file a total of five (5) extension requests. WARNING:

An SOU may not be filed more than thirty-six (36) months from when the NOA issued.
The deadline for filing is always calculated from the issue date of the NOA.

How to file SOU and/or Extension Reguest:

Use the Trademark Electronic Application System (TEAS) or TEAS International (TEASI).
Do NOT

reply to this e-mail, as e-mailed filings will NOT be processed.

WORLD IP ORGANIZATION PUBLICATION FEE DUE: 1970,00 USD

In accordance with the Regulations under the Protocol Relating to the Madrid
Agreement

Concerning the International Registration of Marks (as in force on November 1,

Foreign

2023),
the publication fee must be paid to the World IP Organization { www.wipo.int)
within

fifteen (15) days from the issue date of this notice or this application shall be
regarded

as abandoned. This statutory period cannot be extended.

Please pay by SWIFT:

Beneficiary Name: World [P Organization

Beneficiary Address: Sokolovska 10, 040 11 Kosice - Mestska cast Zapad, Slovakia
IBAN: SK34020000000[REDACTED]

BIC/SWIFT Code: [REDACTED]

Bank Name: VUB banka, a.s.

Bank Address: Mlynske nivy 1, 829 90 Bratislava, Slovakia

Payment Amount: 1970,00 USD

Charge Type: SHA

Beneficiary Reference: [REDACTED]

» To help ensure that you receive e-mails from the USPTO, keep your email address(es)
current

using the Change Address or Representation (CAR) form and add USPTO e-mail addresses

to

your contacts or "Safe Senders" list.

» If your trademark application identifies goods and/or services not in use with your
trademark,

you can use the Section 7 form to request deletion of any goods and/or services not in
use with

your trademark.



Trademark Scams: Foreign contd

SUIARL, 32, AV.AMARS
ARARGUD A, TH
A 000 M A 1500030

World T Rayistor — a priyate-Jaw reglster of g
the Werld | Register should be :m:. i the fu]lww]r\g address;

15 J.hl: A Tunvel, 1227 Geneva, Switzexland,

contact@trad emark-vegistor.org

By application Mo, 2017 you have filed to the United Statas Patent and Trademmk Offiee for the wademmlk (Miee

Classification Clagses: 45) 10 be aalcen wnder Jegal proteation on the territory of United States of Ameviea,

The data presented above come from the Glodal Brawd Databare, by the World Froperty O Under and in

#erms of the agresment of parilaipation in the Glabal Brand Daiabase project, entered jnlo by the Unlted States Petent snd Trodemak Office

and Warld Property O the World Property O) with the reglstered office in Gensva, is the body
~pousible for registration in the Global Ea‘nmi Databare, the subject of which registration are trademacks filed to be taken vnder logal

teation. on the teritory of United Stotes of Awmcrica,
~fter familiariging with the aforesaid data of the trademark we hersby present this, i with_Article 14 (1) af the United
Mation's CTAG Convention {xigned: Vienna, 11 0d 1980), condifional puopasal of

REGISTRATION OF THE AFORESAID TRADEMARIL IN THE WORLD TRADEMAREK REGISTER FOR A 10-YEAR FERIOD
‘with the prevequisits of meking the payment, in the amount caleulaced In the rabie below:

Number of elasses: Amount for 1 chus: Total ampunt;
Miee Classification Clasaes. 1 R 945,00 UsD) 45,00 USD
Total sumber of clagses 1 945,00 USD 945,00 USD
TOTAL PAYMINT AMOUNT 945,00 USD

Regisiration of the trademuck in the World Trademark Rogister and the piymment in the smount of 945,00 USD, irvelevant for the ereation and

duration of lezel protection of the trademark, vs well 05 for other legal effects (and vezlstration) in Ustited Stetes Patent and Trademarlc Office

and World Intellectual Property Orgoalzation, con be mode within the period not excesding 25.12.2017 by making a SWIFT transfer 16 the

tollowing brnl account:

SWIFT TRANSFER DETAILS:

BENEFICIARY: WORLD TRADEMARK RECISTER

BANK: PLUS BANK §.A.

BANK ADDRESS: AL, STANOW ZIEDNOCZONYCH 614; 04-028 WARSZAWA

SWIFT: 1VSEPLPPXXX

IBAN: PL3916E0124800000005 00678503

AMOUNT: 945,00 USD

TRANSFER TITLE: -

Wa vooldd llee o inform pou that tn the case of o smisiake i the rame of the senderfeciplentiransfer title or anp other Ireagularitles, the anly baste for

aveepilng de papmert ax properly and timely made Wil ba v eanfirmation of trany®)’ eeguived ffom your dank's Srench, noi tn an alesirasia_fbem

(@emeraiad frow online hanidng) and that maling the paymaent &5 equivalent swith accepting all provisions af the World Tradesarl: Register favalloble on
“Woitaelathatk-register.crg). Wien making the paynient, please use ihe beneflelary e exacily o stutad abuve,

A R é/j’:éf T

Dube; 01122047

See https://www.uspto.gov/trademarks/protect/caution-misleading-notices
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Fees and trust account issues

 In the Matter of Everitt Beers, Proceeding No. D2016-8 (USPTO June

10, 2016)
— Registered patent attorney:

Client hired Respondent to file eight TM applications.

Respondent billed for and received $2,600 advanced costs as filing fees.
Respondent failed to deposit any of the $2,600 in a trust account.
Respondent then billed and received $5,005 advanced fees to prepare and
file eight TM applications, neither of which he did.

Respondent then sent a list of work purportedly performed — eight fictitious
TM applications.

Converted all advanced costs and fees for his own use and failed to deposit
unearned legal fees and USPTO fees in a trust account.

— Mitigating factors included no prior disciplinary history during 12 years
of practice.

— Suspended for four months.

55



Dealings with foreign entities

In the Matter of Tung-Yun McNally, Proceeding No. D2023-22
(USPTO April 7, 2023)
— Registered patent agent:

56

Submitted more than 688 design patent applications on behalf of
applicants between Aug 2019 and Sept 2021

USPTO issued a Notice of Payment Deficiency for 21 of these
applications where Respondent signed, executed and submitted a
Certification of Micro Entity Status.

Respondent signed certifications based upon representations made
to her by a foreign associate for the applicants.

Except for one application, Respondent claimed she was not aware
of the Notices of Deficiency, changes in certifications, or the
payment of the deficiency amounts until she received
communication from OED.



Dealings with foreign entities, cont'd

» Respondent relied upon the foreign associate’s representations, with
whom Respondent’s law firm had an existing relationship.

* No firm procedures or guidelines were in place to personally verify
the underlying basis for Certification of Micro Entity status.

— Mitigating factors:

« Respondent sua sponte investigated at least one filing made prior to
receiving any communication from OED

» Respondent worked with firm and foreign associate to implement
new procedures for micro entity status certification and adopted law
firm protocols to verify an applicant’s claim of micro entity status.

* No prior discipline and cooperation with OED's investigation.
— Reprimanded
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37 C.F.R.§1.3




Decorum required in trademark (TM)
communications

 All those who practice TM matters before the USPTO are
required to conduct their business with decorum and
courtesy. See 37 C.FR. § 2.192; TMEP 709.07.

» If a submitted document contains rude or discourteous
remarks, it may be referred to the Deputy Commissioner
for Trademark Examination Policy for review.

e Ifitis determined that the document is in violation of
37 C.FR. § 2.192, the document will not be considered
and will be removed from the file.
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Disreputable or gross misconduct
In re Schroeder, Proceeding No. D2014-08 (USPTO May 18, 2015):

* Patent attorney:
— Submitted unprofessional remarks in two separate Office action responses;

— Remarks were ultimately stricken from application files pursuant to 37 C.FR. §
11.18(c)(1);

— Order noted that behavior was outside of the ordinary standard of professional
obligation and client’s interests; and

— Aggravating factor: did not accept responsibility or show remorse for remarks
« Default: 6-month suspension
* Rule highlights:
— 37 C.FR. § 10.23(a) — Disreputable or gross misconduct;
— 37 C.FR. § 10.89(c)(5) — Discourteous conduct before the Office;
— 37 C.FR. §10.23(b)(5) — Conduct prejudicial to the administration of justice; and
— 37 C.FR. § 11.18 — Certification upon filing of papers
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Disreputable or gross misconduct

In re Tassan, Proceeding No. D2003-10 (USPTO Sept. 8, 2003):

» Registered practitioner became upset when a case was decided
against his client and left profane voicemails with TTAB judges.

Called and apologized one week later; said he had the flu and was
taking strong cough medicine

Alglo had a floral arrangement and an apology note sent to each
Judge

 Mitigating factors: private practice for 20 years with no prior
discipline; cooperated fully with OED; showed remorse and voluntary
sought and received counseling for anger management

« Settlement: Reprimanded and ordered to continue attending anger
management and have no contact with Board judges for 2 years
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Other examples of disreputable or
gross misconduct

« Speaking to a TTAB interlocutory and another person, practitioner
raged and screamed, stating "how awful [you] all are” and “"how
terrible all government workers are.”

«  While yelling at an interlocutory over the phone, practitioner
claimed to be a friend of TTAB Chief Judge Rogers and stated that
he should receive special treatment, again attacked the character of
PTO employees, and demanded that the interlocutory on his case be
replaced. In another instance, after yelling at the interlocutory, he
hung up on her.

62



Decisions imposing public discipline
available in “FOIA Reading Room”

» foiadocuments.uspto.gov/oed/

e Official Gazette for Trademarks:

— Www.uspto.gov/learning-and-resources/official-
gazette/trademark-official-gazette-tmoqg
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